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RIN 0651-AC68

Changes To Implement the Inventor’s

Oath or Declaration Provisions of the
Leahy-Smith America Invents Act

AGENCY: United States Patent and
Trademark Office, Commerce.
ACTION: Final rule.

SUMMARY: The United States Patent and
Trademark Office (Office) is revising the
rules of practice to implement the
inventor’s oath or declaration provisions
of the Leahy-Smith America Invents Act
(AIA). The AIA permits a person to
whom the inventor has assigned, or is
under an obligation to assign, the
invention, or who otherwise shows
sufficient proprietary interest in the
matter, to make the application for
patent. The AIA also streamlines the
requirements for the inventor’s oath or
declaration, and permits a substitute
statement in lieu of an oath or
declaration in certain circumstances.
The Office is revising the rules of
practice relating to the inventor’s oath
or declaration, including reissue oaths
or declarations, and substitute
statements signed by a person other
than an inventor, and to provide for
assignments containing oath or
declaration statements. Additionally,
the Office is revising the rules of
practice relating to the inventor’s oath
or declaration to allow applicants to
postpone filing the inventor’s oath or
declaration until the application is
otherwise in condition for allowance.
Finally, to better facilitate processing of
patent applications, the Office is
revising and clarifying the rules of
practice for power of attorney and
prosecution of an application by an
assignee.

DATES: Effective Date: The changes in
this final rule take effect on September
16, 2012.

Applicability Date: The changes to 37
CFR 1.9, 1.12, 1.14, 1.17(g), 1.27, 1.32,
1.33, 1.36, 1.41, 1.42, 1.43, 1.45, 1.46,
1.53(f) and (h), 1.55, 1.56, 1.63, 1.64,
1.66, 1.67,1.76, 1.78, 1.81, 1.105, 1.131,
1.153, 1.162,1.172, 1.175, 1.211, 1.215,
1.321, 1.421, 1.422, 1.424, 1.431, 1.491,
1.495(a), (c), and (h), 1.497, 3.31, 3.71,
3.73, and 41.9, and the removal of 37
CFR 1.47 and 1.432, apply only to
patent applications filed under 35
U.S.C. 111(a) or 363 on or after
September 16, 2012.

FOR FURTHER INFORMATION CONTACT:
Hiram H. Bernstein ((571) 272-7707),
Senior Legal Advisor; or Eugenia Jones
((571) 272-7727), Senior Legal Advisor;
or Terry J. Maciejewski ((571) 272—
7730), Technical Writer-Editor, Office of
Patent Legal Administration, directly by
telephone, or by mail addressed to: Mail
Stop Comments-Patents, Commaissioner
for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450, marked to the attention
of the Hiram H. Bernstein.

SUPPLEMENTARY INFORMATION:

Executive Summary: Purpose: Section
4 of the AIA amends the patent laws to
change the practice regarding the
inventor’s oath or declaration and filing
of an application by a person other than
the inventor. Section 20 of the AIA
amends the patent laws to remove the
“without any deceptive intention”
provisions. This final rule revises the
rules of practice to implement these
provisions of sections 4 and 20 of the
ATA. The changes in sections 4 and 20
of the AIA take effect on September 16,
2012, and apply to patent applications
filed, or proceedings commenced, on or
after September 16, 2012.

Summary of Major Provisions: The
Office is revising the rules of practice to
permit a person to whom the inventor
has assigned or is under an obligation to
assign an invention to file and prosecute
an application for patent as the
applicant, and to permit a person who
otherwise shows sufficient proprietary
interest in the matter to file and
prosecute an application for patent as
the applicant on behalf of the inventor.
Formerly, a person to whom the
inventor had assigned an invention
could file and prosecute an application
for patent, but the inventor was
considered the applicant. The Office is
also revising the rules of practice to
require that juristic entities take action
in a patent application via a registered
practitioner.

The Office is revising the rules of
practice to eliminate a number of former
requirements pertaining to the
inventor’s oath or declaration and
correction of inventorship. The Office is
revising the rules of practice to permit
applicants to postpone filing the
inventor’s oath or declaration until the
application is otherwise in condition for
allowance. The Office is revising the
rules of practice to provide for the filing
of a substitute statement in lieu of an
oath or declaration by an inventor if the
inventor is deceased, under legal
incapacity, or cannot be found or
reached after diligent effort, or is under
an obligation to assign the invention but
has refused to execute an oath or
declaration.

The Office is also revising the rules of
practice to remove the provisions which
set forth “without any deceptive
intention” requirements. The Office is
further revising the rules pertaining to
reissue practice to eliminate the
requirement for a supplemental reissue
oath or declaration, and to require that
the inventor’s oath or declaration
identify a claim that the application
seeks to broaden if the reissue
application seeks to enlarge the scope of
the claims of the patent.

The Office is also revising the rules of
practice to harmonize the practice
regarding foreign priority claims with
the practice regarding domestic benefit
claims by requiring that both foreign
priority claims and domestic benefit
claims be set forth in an application
data sheet.

Costs and Benefits: This rulemaking is
not economically significant as that
term is defined in Executive Order
12866 (Sept. 30, 1993).

Background: The AIA was enacted
into law on September 16, 2011. See
Pub. L. 112-29, 125 Stat. 284 (2011).
Section 4 of the AIA amends 35 U.S.C.
115 and 118 to change the practice
regarding the inventor’s oath or
declaration and filing of an application
by a person other than the inventor. See
125 Stat. at 293-94. Section 20 of the
AIA amends 35 U.S.C. 116, 184, 251,
and 256 (and other sections) to remove
the provisions which set forth a
“without any deceptive intention”
requirement. See 125 Stat. at 333-34.
This final rule revises the rules of
practice to implement the provisions of
section 4 of the AIA and to remove the
“without any deceptive intention”
language due to the changes to 35 U.S.C.
116, 184, 251, and 256 in section 20 of
the AIA.

Section 4(a) of the AIA amends 35
U.S.C. 115 to change the requirements
for the inventor’s oath or declaration as
follows.

Amended 35 U.S.C. 115(a) provides
that an application filed under 35 U.S.C.
111(a) or that commences the national
stage under 35 U.S.C. 371 must include,
or be amended to include, the name of
the inventor for any invention claimed
in the application. 125 Stat. at 293. 35
U.S.C. 115(a) also provides that, except
as otherwise provided in 35 U.S.C. 115,
each individual who is the inventor or
a joint inventor of a claimed invention
in an application must execute an oath
or declaration in connection with the
application. 125 Stat. at 293—-94.

Amended 35 U.S.C. 115(b) provides
that an oath or declaration under 35
U.S.C. 115(a) must contain statements
that the application was made or was
authorized to be made by the affiant or
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declarant, and the individual believes
himself or herself to be the original
inventor or an original joint inventor of
a claimed invention in the application.
125 Stat. at 294. There is no longer a
requirement in the statute that the
inventor must state his country of
citizenship or that the inventor believes
himself or herself to be the “first”
inventor of the subject matter (process,
machine, manufacture, or composition
of matter) sought to be patented.

Amended 35 U.S.C. 115(c) provides
that the Director may specify additional
information relating to the inventor and
to the invention that is required to be
included in an oath or declaration under
35 U.S.C. 115(a). Id.

Amended 35 U.S.C. 115(d)(1)
provides that, in lieu of execution of an
oath or declaration by an inventor under
35 U.S.C. 115(a), the applicant for
patent may provide a substitute
statement under the circumstances
described in 35 U.S.C. 115(d)(2), and
such additional circumstances as the
Director specifies by regulation. Id. 35
U.S.C. 115(d)(2) provides that an
applicant may provide a substitute
statement where an inventor is unable
to file the oath or declaration under 35
U.S.C. 115(a) because the individual is
deceased, under legal incapacity, or
cannot be found or reached after
diligent effort, or an individual is under
an obligation to assign the invention but
has refused to make the oath or
declaration required under 35 U.S.C.
115(a). Id. Therefore, while an assignee,
a person under an obligation to assign
the invention (an “obligated assignee”),
or a person who otherwise shows
sufficient proprietary interest in the
matter may make an application for
patent as provided for in 35 U.S.C. 118,
an oath or declaration (or an assignment
containing the required statements) by
each inventor is still required, except in
the circumstances set forth in 35 U.S.C.
115(d)(2) and in any additional
circumstances specified by the Director
in the regulations. The contents of a
substitute statement are set forth in 35
U.S.C. 115(d)(3). Specifically, 35 U.S.C.
115(d)(3) provides that the substitute
statement must identify the individual
with respect to whom the statement
applies, set forth the circumstances for
the permitted basis for filing the
substitute statement in lieu of the oath
or declaration under 35 U.S.C. 115(a),
and contain any additional information,
including any showing, required by the
Director. Id.

Amended 35 U.S.C. 115(e) provides
for making the statements required
under 35 U.S.C. 115(b) and (c) in an
assignment of record and specifically
permits an individual who is under an

obligation of assignment of an
application to include the required
statements in the assignment executed
by the individual, in lieu of filing the
statements separately. Id.

Amended 35 U.S.C. 115(f) provides
that a notice of allowance under 35
U.S.C. 151 may be provided to an
applicant only if the applicant has filed
each required oath or declaration under
35 U.S.C. 115(a), substitute statement
under 35 U.S.C. 115(d), or recorded
assignment meeting the requirements of
35 U.S.C. 115(e). Id.

The changes to 35 U.S.C. 115 in the
AIA do not affect 35 U.S.C. 111(a)(2),
which continues to require that an
application filed under 35 U.S.C. 111(a)
include an oath or declaration as
prescribed by 35 U.S.C. 115, and 35
U.S.C. 111(a)(3), which continues to
permit the oath or declaration to be
submitted after the filing date of the
application, but within such period and
under the conditions prescribed by the
Director, including payment of the
currently charged surcharge. See 35
U.S.C. 111(a)(2)(C) and (a)(3), and 37
CFR 1.16(f). Likewise, 35 U.S.C. 371(c)
continues to require an oath or
declaration complying with the
requirements of 35 U.S.C. 115 for an
international application to enter the
national stage, and 35 U.S.C. 371(d)
continues to require the oath or
declaration to be submitted within the
period prescribed by the Director, and
with the payment of any surcharge
required by the Director, if not
submitted by the date of the
commencement of the national stage.
See 35 U.S.C. 371(c)(4) and (d).

Amended 35 U.S.C. 115(g)(1) provides
that the requirements under 35 U.S.C.
115 shall not apply to an individual
named as the inventor or a joint
inventor in an application that claims
benefit under 35 U.S.C. 120, 121, or
365(c) of an earlier-filed application, if:
(1) An oath or declaration meeting the
requirements of 35 U.S.C. 115(a) was
executed by the individual and was
filed in connection with the earlier-filed
application; (2) a substitute statement
meeting the requirements of 35 U.S.C.
115(d) was filed in connection with the
earlier-filed application with respect to
the individual; or (3) an assignment
meeting the requirements of 35 U.S.C.
115(e) was executed with respect to the
earlier-filed application by the
individual and was recorded in
connection with the earlier-filed
application. 125 Stat. at 294-95. 35
U.S.C. 115(g)(2) provides that the
Director may still require a copy of the
executed oath or declaration, the
substitute statement, or the assignment
filed in connection with the earlier-filed

application to be filed in the later-filed
application. Id.

Amended 35 U.S.C. 115(h)(1)
provides that any person making a
statement under 35 U.S.C. 115 may
withdraw, replace, or otherwise correct
the statement at any time. 35 U.S.C.
115(h)(1) also provides that the Director
shall establish regulations under which
additional statements may be filed when
a change is made in the naming of the
inventor requiring the filing of one or
more additional statements under 35
U.S.C. 115. Id. 35 U.S.C. 115(h)(2)
provides that if an individual has
executed an oath or declaration meeting
the requirements of 35 U.S.C. 115(a) or
an assignment meeting the requirements
of 35 U.S.C. 115(e), then the Director
may not require that individual to
subsequently make any additional oath,
declaration, or other equivalent
statement in connection with the
application or any patent issuing
thereon. Id. 35 U.S.C. 115(h)(3) provides
that a patent shall not be invalid or
unenforceable based upon the failure to
comply with a requirement under this
section if the failure is remedied as
provided under 35 U.S.C. 115(h)(1). Id.

Amended 35 U.S.C. 115(i) provides
that any declaration or statement filed
pursuant to 35 U.S.C. 115 must contain
an acknowledgement that any willful
false statement made in the declaration
or statement is punishable under 18
U.S.C. 1001 by fine or imprisonment of
not more than 5 years, or both. Id. This
is similar to the requirements in pre-
existing 35 U.S.C. 25 for the use of a
declaration in lieu of an oath in an
Office proceeding. See 35 U.S.C. 25(b)
(“Whenever such written declaration is
used, the document must warn the
declarant that willful false statements
and the like are punishable by fine or
imprisonment, or both (18 U.S.C.
1001).”).

Section 4(a)(2) of the AIA amends 35
U.S.C. 121 to eliminate the sentence that
provided for the Director to dispense
with signing and execution by the
inventor in a divisional application
when the divisional application is
directed solely to subject matter
described and claimed in the original
application as filed. Id. This amendment
to 35 U.S.C. 121 is consistent with 35
U.S.C. 115(g)(1) because the inventor
named in a divisional application
would not need to execute an oath or
declaration or equivalent statement for
the divisional application regardless of
whether the divisional application is
directed solely to subject matter
described and claimed in the original
application.
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Section 4(a)(3) of the AIA amends 35
U.S.C. 111(a) to insert “or declaration”
after “oath.” Id.

Section 4(b)(1) of the AIA amends 35
U.S.C. 118 to change the practice
regarding the filing of an application by
a person other than the inventor. First,
35 U.S.C. 118 is amended to provide
that a person to whom the inventor has
assigned, or is under an obligation to
assign, the invention may make an
application for patent. 125 Stat. at 296.
Second, 35 U.S.C. 118 is amended to
provide that a person who otherwise
shows sufficient proprietary interest in
the matter may make an application for
patent on behalf of and as agent for the
inventor on proof of the pertinent facts
and a showing that such action is
appropriate to preserve the rights of the
parties. Id. Under amended 35 U.S.C.
118, the Director may continue to
provide whatever notice to the inventor
that the Director considers to be
sufficient. Id. 35 U.S.C. 118 is also
amended to provide that if a patent is
granted on an application filed under 35
U.S.C. 118, the patent shall be granted
to the real party in interest. Id.
Amended 35 U.S.C. 116 (35 U.S.C.
116(b)) continues to provide that if a
joint inventor refuses to join in an
application for patent or cannot be
found or reached after diligent effort,
the application may be made by the
other inventor on behalf of himself and
the omitted inventor. See 35 U.S.C.
116(b). Likewise, 35 U.S.C. 117
continues to provide that legal
representatives of deceased inventors
and of those under legal incapacity may
make application for patent upon
compliance with the requirements and
on the same terms and conditions
applicable to the inventor. See 35 U.S.C.
117.

Section 4(b)(2) of the AIA amends 35
U.S.C. 251 to provide for the filing of a
reissue application by an assignee of the
entire interest if the application for the
original patent was filed by the assignee
of the entire interest. Id.

Section 4(c) of the AIA amends 35
U.S.C. 112 to change, inter alia, the
undesignated paragraphs to subsections.
Id. Section 4(d) makes conforming
amendments to 35 U.S.C. 111(b) to make
reference to the subsections of 35 U.S.C.
112. 125 Stat. at 296-97.

Section 4(e) of the AIA provides that
the amendments made by Section 4
shall take effect on, and shall apply to
any patent application filed on or after,
September 16, 2012. 125 Stat. at 297.

Section 20 of the AIA amends 35
U.S.C. 116, 184, 251, and 256 to
eliminate “without any deceptive
intention” clauses from each portion of
the statute. 125 Stat. at 333—34. Section

20 of the AIA provides that its
amendments shall take effect on, and
shall apply to proceedings commenced
on or after September 16, 2012. 125 Stat.
at 335. This change should not be taken
as an endorsement for applicants and
inventors to act with “deceptive
intention” in proceedings before the
Office. As discussed previously, 35
U.S.C. 115(i) requires that any
declaration or statement filed pursuant
to 35 U.S.C. 115 must contain an
acknowledgement that any willful false
statement made in the declaration or
statement is punishable under 18 U.S.C.
1001 by fine or imprisonment of not
more than five (5) years, or both.

General Discussion Regarding
Implementation: The Office proposed
changes and requested comments on the
changes to the rules of practice to
implement section 4 of the AIA in a
notice of proposed rulemaking
published in January 2012. See Changes
to Implement the Inventor’s Oath or
Declaration Provisions of the Leahy-
Smith America Invents Act, 77 FR 982—
1003 (Jan. 6, 2012) (notice of proposed
rulemaking). The public submitted a
number of comments suggesting that the
Office take a more robust approach to
implementing the changes in section 4
of the AIA, rather than shoehorn those
provisions into existing Office practices.
In this final rule, the Office is making
a number of changes to the
implementation of section 4 of the AIA
in view of the input from the public.

Changes Concerning Who May Apply
for a Patent (the Applicant): The Office
took the position in the notice of
proposed rulemaking that the change to
35 U.S.C. 118 did not permit the
assignee to be the applicant except in
the situations enumerated in 35 U.S.C.
115(d)(2). See Changes to Implement the
Inventor’s Oath or Declaration
Provisions of the Leahy-Smith America
Invents Act, 77 FR at 983. The public
submitted a number of comments
suggesting that the changes to 35 U.S.C.
118 permit an assignee or an obligated
assignee to be the applicant even in
situations other than those enumerated
in 35 U.S.C. 115(d)(2). The Office has
revised the position taken in the notice
of proposed rulemaking based on the
public comments, and is now taking the
position that the changes to 35 U.S.C.
115 and 118 permit an assignee to file
an application for patent as the
applicant.

35 U.S.C. 118, as amended by the
AIA, permits (but does not require) a
person to whom the inventor has
assigned (assignee) or is under an
obligation to assign (obligated assignee)
the invention to make the application
for patent. That section also permits a

person who otherwise shows sufficient
proprietary interest in the matter to
make an application for patent on behalf
of, and as agent for, the inventor. The
legislative history of the ATA makes
clear that the change to 35 U.S.C. 118

is designed to: (1) Make it easier for an
assignee to file a patent application; (2)
allow obligated assignees (entities to
which the inventor is obligated to assign
the application) to file applications; and
(3) allow a person who has a sufficient
proprietary interest in the invention to
file an application to preserve that
person’s rights and those of the
inventor. See H.R. Rep. 112-98, at 44
(2011). 35 U.S.C. 115, as amended by
the AIA, still requires each inventor to
execute an oath or declaration, except in
the limited circumstances specified in
35 U.S.C. 115(d), even if the application
has been filed by the assignee or an
obligated assignee.

Traditionally, being the applicant (or
the person who may “make the
application”) under 35 U.S.C. chapter
11 has been synonymous with being the
person who must execute the oath or
declaration under 35 U.S.C. 115.
However, 35 U.S.C. 115, as amended by
the AIA, separates the applicant from
the person who must execute the oath
or declaration under 35 U.S.C. 115.
Therefore, the Office now reads 35
U.S.C. 116, 117, and 118 in view of the
public comment to specify the
circumstances under which a person
other than the inventor may be the
applicant, but 35 U.S.C. 115 defines
who must execute the oath or
declaration that is required by 35 U.S.C.
115.

As the AIA distinguishes between the
“applicant” and the person who must
execute the oath or declaration under 35
U.S.C. 115, the Office is separating the
regulations pertaining to being the
applicant from the regulations
pertaining to execution of the inventor’s
oath or declaration. Specifically, the
regulations pertaining to being the
applicant are as follows: (1) 37 CFR 1.41
pertains to inventorship; (2) 37 CFR 1.42
pertains to the applicant for patent
(which may be the inventor or may be
the assignee); (3) 37 CFR 1.43 pertains
to applications by the legal
representative of a deceased or legally
incapacitated inventor; (4) 37 CFR 1.45
pertains to joint inventors and
applications by remaining joint
inventors; and (5) 37 CFR 1.46 pertains
to applications by the assignee,
obligated assignee, or person who
otherwise shows sufficient proprietary
interest in the matter, or to applications
in which the assignee has taken over
prosecution to the exclusion of the
inventor. The regulations pertaining to
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the inventor’s oath or declaration are as
follows: (1) 37 CFR 1.63 pertains to an
inventor’s oath or declaration under 35
U.S.C. 115(a) or an assignment under 35
U.S.C. 115(e) that contains the
statements required in an inventor’s
oath or declaration by the inventor or a
joint inventor; and (2) 37 CFR 1.64
pertains to a substitute statement under
35 U.S.C. 115(d) if the inventor is
deceased, is legally incapacitated,
cannot be found or reached after a
diligent effort was made, or has refused
to execute the oath or declaration.

To further clarify the rules, and
because of the statutory change from an
inventor-applicant system to an
assignee-applicant system, the Office
explains the terms “applicant’” and
“assignee” as now used in the rules of
practice. The term “applicant”” means
the inventor (all joint inventors
collectively) if there is no assignee, or if
the assignee has opted not to file (make)
the application for patent and not to
take over prosecution to the exclusion of
the inventor. The term “applicant”
means the assignee (or obligated
assignee or person who otherwise shows
sufficient proprietary interest in the
matter) if the assignee (or obligated
assignee or person who otherwise shows
sufficient proprietary interest in the
matter) has filed the application for
patent, or if the assignee has taken over
prosecution of the application to the
exclusion of the inventor. The term
“assignee” means the assignee of the
entire right, title and interest in the
application regardless of whether the
assignee filed the application for patent
or has taken over prosecution of the
application to the exclusion of the
inventor.

Under 35 U.S.C. 118, as amended,
provides that where the Director grants
a patent on an application filed under
35 U.S.C. 118 by a person other than the
inventor, the Office must grant the
patent to the real party in interest.
Therefore, the Office is requiring
applicants other than the inventor to
notify the Office of any change in the
real party in interest in a reply to a
notice of allowance. Absent any such
notification, the Office will presume no
change has occurred and will grant the
patent to the real party in interest of
record.

The Office plans to continue to use
the inventor’s name for application and
patent identification purposes as
inventor names tend to provide a more
distinct identification than assignee
names.

Changes to Oath or Declaration
Practice: The Office proposed in the
notice of proposed rulemaking to
require that an oath or declaration

include the names of all inventors, as
well as the “reviewed and understands”
and “‘duty to disclose” clauses formerly
required by 37 CFR 1.63(b)(2) and (b)(3).
See Changes to Implement the
Inventor’s Oath or Declaration
Provisions of the Leahy-Smith America
Invents Act, 77 FR at 1000. The public
submitted a number of comments
suggesting that the Office should not
require that an oath or declaration name
all of the inventors or require any
statements other than those required by
35 U.S.C. 115(b).

The Office is, in this final rule,
streamlining a number of oath or
declaration requirements (vis-a-vis both
the proposed and former requirements)
based upon the public comments. First,
the Office is revising 37 CFR 1.63 to
state that an inventor’s oath or
declaration need not indicate the name
of each inventor if the applicant
provides an application data sheet
indicating the legal name, residence,
and mailing address of each inventor.
Second, the Office is revising 37 CFR
1.63 to eliminate the requirement that
an inventor’s oath or declaration state
that the person executing the oath or
declaration has reviewed and
understands the contents of the
application, and acknowledges the duty
to disclose to the Office all information
known to the person to be material to
patentability as defined in 37 CFR 1.56.
37 CFR 1.63 will simply state that a
person may not execute an oath or
declaration for an application unless
that person has reviewed and
understands the contents of the
application, and is aware of the duty to
disclose to the Office all information
known to the person to be material to
patentability as defined in 37 CFR 1.56.
Third, the Office is revising 37 CFR 1.63
to eliminate the requirements that any
declaration under 35 U.S.C. 115 contain
an acknowledgement that willful false
statements may jeopardize the validity
of the application or any patent issuing
thereon, and that all statements made of
the declarant’s own knowledge are true
and that all statements made on
information and belief are believed to be
true. Finally, since 35 U.S.C. 115 no
longer contains a requirement that the
inventor identify his country of
citizenship, the Office will no longer
require this information in the oath or
declaration.

As revised by the AIA, 35 U.S.C. 115
(entitled “Inventor’s oath or
declaration”’) provides for an oath or
declaration (35 U.S.C. 115(a)), substitute
statement (35 U.S.C. 115(d)), and an
assignment-statement (35 U.S.C. 115(e)),
and any substitute statement or
assignment-statement must contain a

willful false statements clause pursuant
to 35 U.S.C. 115(i). The requirement for
the willful false statements clause has
the effect of making a substitute
statement under 35 U.S.C. 115(d) or an
assignment-statement under 35 U.S.C.
115(e) properly denominated as a
“declaration.” See previous discussion
of 35 U.S.C. 115(i). Consistent with
these statutory provisions, and the
provisions of 35 U.S.C. 111(a) and
371(c) which require that an application
contain an “oath or declaration” as
prescribed by 35 U.S.C. 115 (see 35
U.S.C. 111(a)(2)(C) and 371(c)(4)), the
Office is employing the phrase
“inventor’s oath or declaration” in the
rules of practice to mean an oath or
declaration as provided for in 35 U.S.C.
115(a), a substitute statement as
provided for in 35 U.S.C. 115(d), or an
assignment-statement as provided for in
35 U.S.C. 115(e).

Specifically, when the rules reference
“an inventor’s oath or declaration,” it
means an oath or declaration under 35
U.S.C. 115(a), substitute statement
under 35 U.S.C. 115(d), or assignment-
statement under 35 U.S.C. 115(e)
executed by or with respect to an
individual (whether the inventor or a
joint inventor) for an application. The
phrase “the inventor’s oath or
declaration” means the oaths or
declarations under 35 U.S.C. 115(a),
substitute statements under 35 U.S.C.
115(d), or assignment-statements under
35 U.S.C. 115(e) executed by the
inventive entity. With respect to an
application naming more than one
inventor, any reference to “the
inventor’s oath or declaration” means
the oaths, declarations, or substitute
statements that have been collectively
executed by or with respect to all of the
joint inventors, unless otherwise clear
from the context.

The Office proposed in the notice of
proposed rulemaking to continue the
practice of requiring the inventor’s oath
or declaration before examination. See
Changes to Implement the Inventor’s
Oath or Declaration Provisions of the
Leahy-Smith America Invents Act, 77
FR at 984-85. The public submitted a
number of comments suggesting that the
Office should not require the inventor’s
oath or declaration before an application
is in condition for allowance. Based
upon the public comments, the Office is
providing in this final rule that
applicants may postpone filing the
inventor’s oath or declaration until the
application is otherwise in condition for
allowance if the applicant provides an
application data sheet before
examination indicating the name,
residence, and mailing address of each
inventor. The Office will continue the
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practice permitted by 35 U.S.C.
111(a)(3) of requiring a surcharge
(currently $130) to recover the cost of
the special processing and additional
notices for original (non-reissue)
applications that are not complete on
filing. If the applicant, however,
provides a signed application data sheet
providing the name, residence, and
mailing address of each inventor, the
Office will not require an additional fee
beyond the surcharge simply to
postpone filing the inventor’s oath or
declaration until the application is
otherwise in condition for allowance.

The Office indicated in the notice of
proposed rulemaking that the Office
needs to know who the inventors are
prior to examination and that
postponing the requirement for the
inventor’s oath or declaration until
allowance would add to overall patent
pendency. See Changes to Implement
the Inventor’s Oath or Declaration
Provisions of the Leahy-Smith America
Invents Act, 77 FR at 984. The Office is
proposing in a separate rulemaking an
additional fee of $1,000 ($500 for a
small entity, and $250 for a micro
entity) for a request to correct
inventorship in an application after the
first Office action on the merits to
encourage reasonable diligence and a
bona fide effort in ascertaining the
actual inventorship and providing that
information to the Office prior to
examination. The Office is also
considering proposing (in a separate
rulemaking) changes to the patent term
adjustments provisions of 37 CFR 1.704
(defining the circumstances that
constitute a failure of the applicant to
engage in reasonable efforts to conclude
processing or examination of an
application, and which result in a
reduction of patent term adjustment) to
ensure that applicants who delay the
issuance of a notice of allowance under
35 U.S.C. 151 do not gain patent term
adjustment as a consequence of their
delay.

Applicants entering the national stage
under 35 U.S.C. 371 from an
international application under the
Patent Cooperation Treaty (PCT) must
be mindful of the patent term
adjustment consequences of this course
of action. The Office is changing its
rules to provide that a PCT international
application enters the national stage
when the applicant files the fee required
by 35 U.S.C. 371(c)(1) (the national fee
provided in 35 U.S.C. 41(a)), and the
documents required by 35 U.S.C.
371(c)(2) (a copy of the international
application (unless not required under
35 U.S.C. 371(a) or already
communicated by the International
Bureau), and a translation into the

English language of the international
application, if it was filed in another
language)) within the period set in 37
CFR 1.495. The fourteen-month time
frame in 35 U.S.C. 154(b)(1)(A)@1)(II) for
issuing an Office action under 35 U.S.C.
132 or notice of allowance under 35
U.S.C. 151 is measured from ‘““the date
on which an international application
fulfilled the requirements of section
371,” which includes the filing of the
inventor’s oath or declaration. See 35
U.S.C. 371(c)(4). This process is
discussed in detail in the Manual of
Patent Examining Procedure (MPEP).
See MPEP § 1893.03(b) (8th ed. 2001)
(Rev. 8, July 2010).

Changes Pertaining to Substitute
Statements: In the notice of proposed
rulemaking, the Office proposed to
require a petition with showings and a
fee for applicants executing a substitute
statement in lieu of an oath or
declaration as required by former 37
CFR 1.47. See Changes to Implement the
Inventor’s Oath or Declaration
Provisions of the Leahy-Smith America
Invents Act, 77 FR at 988—-89, and 999.
The public submitted a number of
comments suggesting that the Office
should not require proof or showings
from applicants executing a substitute
statement in lieu of an oath or
declaration. The Office is in this final
rule streamlining a number of proposed
substitute statement requirements (vis-a-
vis both the proposed and former
requirements of 37 CFR 1.47) based
upon the public comments. For an
assignee or obligated assignee filing the
application as the applicant, the final
rule provides that the documentary
evidence of ownership (e.g., assignment
for an assignee, employment agreement
for an obligated assignee) should be
recorded as provided for in 37 CFR part
3 no later than the date the issue fee is
paid in the application. For a person
who otherwise shows sufficient
proprietary interest in the matter to file
the application as the applicant, the
final rule provides that the showing of
proprietary interest must be filed in the
application, the fee set forth in 37 CFR
1.17(g) paid, and a petition granted
before the person who has shown
sufficient proprietary interest in the
matter will be considered the applicant.
The fee for persons who otherwise show
sufficient proprietary interest in the
matter is to recover the cost of the
special processing and Official Gazette
notice required for applications that are
filed and prosecuted on behalf of the
nonsigning inventor by a person who is
not the assignee or obligated assignee.

The Office will also provide that an
assignee, an obligated assignee, or a
person who otherwise shows sufficient

proprietary interest in the matter who is
the applicant may execute a substitute
statement in lieu of an oath or
declaration if the applicant identifies:
(1) The circumstances permitting the
person to execute the substitute
statement in lieu of an oath or
declaration (e.g., whether the
nonsigning inventor cannot be reached
after a diligent effort was made, or has
refused to execute the oath or
declaration); (2) the person executing
the substitute statement with respect to
the nonsigning inventor and the
relationship of such person to the
nonsigning inventor; and (3) the last
known address of the nonsigning
inventor.

Changes Pertaining to Reissue
Practice: Consistent with the
amendments made to 35 U.S.C. 115 and
251, the Office is revising reissue
practice (vis-a-vis the former
requirements) to: (1) Delete the
requirement for a reissue inventor’s oath
or declaration to include a statement
that all errors arose without any
deceptive intent on the part of the
applicant; (2) eliminate the requirement
for a supplemental inventor’s oath or
declaration; (3) require the inventor’s
oath or declaration for a reissue
application to identify a claim that the
application seeks to broaden if the
reissue application seeks to enlarge the
scope of the claims of the patent (a basis
for the reissue is the patentee claiming
less than the patentee had the right to
claim in the patent); and (4) clarify that
a single claim containing both a
broadening and a narrowing of the
claimed invention is to be treated as a
broadening. These changes will provide
for more efficient processing of reissue
applications and improve the quality of
patents, in accordance with the intent of
the AIA. In order to implement the
conforming amendment made to 35
U.S.C. 251 in section 4(b)(2) of the AIA,
the Office is also revising the rules to
permit an assignee of the entire interest
who filed an application under 35
U.S.C. 118 that was patented to sign the
inventor’s oath or declaration in a
reissue application of such patent (even
if the reissue application is a broadening
reissue).

Miscellaneous Changes: The Office,
under the authority provided by 35
U.S.C. 2(b)(2), is also revising the rules
of practice for power of attorney,
prosecution of an application by an
assignee, and foreign priority and
domestic benefit claims to facilitate
prosecution of applications and improve
the quality of patents. Juristic entities
(organizations) who seek to prosecute an
application, including taking over
prosecution of an application, will need



Federal Register/Vol. 77, No. 157/ Tuesday, August 14, 2012/Rules and Regulations

48781

to do so via a registered practitioner.
The Office’s experience is that the vast
majority of juristic entities act via a
registered practitioner, but a small
number attempt to prosecute
applications ‘“pro se.”

Other changes (vis-a-vis the former
regulations) include: (1) Streamlining
correction of inventorship, correction of
an inventor’s name, and changes in the
order of the names of joint inventors; (2)
providing for the carryover of a power
of attorney in continuing applications,
where no inventors are being added in
the continuing application; (3)
permitting practitioners who have acted
only in a representative capacity in an
application to change the
correspondence address after a patent
has issued; (4) accepting the signature of
a practitioner of record on a statement
under 37 CFR 3.73(c) on behalf of an
assignee without requiring further
evidence of the practitioner’s authority
to act on behalf of the assignee; (5)
providing a procedure for handling
conflicts between different purported
assignees attempting to control
prosecution; and (6) harmonizing the
practice regarding foreign priority
claims with the practice regarding
domestic benefit claims by requiring
both types of claims to be set forth in
an application data sheet.

Changes for consistency with section
4(c) of the AIA (amending 35 U.S.C. 112
to change, inter alia, the undesignated
paragraphs to subsections) will be made
in a separate rulemaking that
implements miscellaneous post patent
provisions of the AIA.

Discussion of Specific Rules

The following is a discussion of the
amendments to Title 37 of the Code of
Federal Regulations, parts 1, 3, 5, 10,
and 41 that are implemented in this
final rule:

37 CFR Part 1

Section 1.1: Section 1.1(e) is amended
to update the mail stop designation for
communications relating to patent term
extensions under 35 U.S.C. 156 to make
it consistent with the Office’s list of
mail stops. Mail stops assist the Office
in routing correspondence to the office
or area assigned with treating it. Use of
mail stops is not required but is strongly
recommended, even where the
documents are submitted via the
Office’s electronic filing system-Web
(EFS-Web). A mail stop designation can
help the Office more quickly identify
the type of document if the applicant
did not select the correct document
code when uploading a document
through EFS-Web. For this reason, use
of mail stops is encouraged.

Applicants are reminded that initial
requests for patent term extension may
not be submitted via EFS-Web and must
be filed in paper. These initial requests
are handled differently by Office
personnel than other types of official
patent correspondence. Therefore, the
use of a mail stop will help ensure that
initial requests are properly recognized
and processed in a timely manner.

Section 1.4: Section 1.4(e)(2) provides
that a payment by credit card that is not
being made via the Office’s electronic
filing systems (e.g., EFS-Web, the
Electronic Patent Assignment System
(EPAS), or the Finance On-line
Shopping Web page for patent
maintenance fees), may only be
submitted with an original handwritten
signature personally signed in
permanent dark ink or its equivalent by
that person. This change will avoid
possible controversies regarding use of
an S-signature (§ 1.4(d)(2)) instead of a
handwritten signature (§ 1.4(d)(1)) for
credit card payments, e.g., a request for
refund where there is a change of
purpose by the applicant and the
request is based on use of an S-signature
rather than a handwritten signature. An
S-signature includes any signature made
by electrical or mechanical means, and
any other mode of making or applying
a signature not covered by a
handwritten signature. See § 1.4(d)(2).
Section 1.4(e)(1) contains the language
of former § 1.4(e).

An original handwritten signature is
required only when the credit card
payment is being made in paper and
thus the Office’s Card Payment Form,
PTO-2038, or an equivalent, is being
used. A submission via the Central
Facsimile Number is considered a paper
submission and requires an original
handwritten signature. Applicants are
reminded that neither Form PTO-2038
nor an equivalent should be filed via
EFS-Web.

Section 1.5: Section 1.5(a) is amended
to indicate that letters directed to the
Office concerning applications for
patent should state the name of the first
listed inventor, rather than the name of
the applicant. As discussed previously,
the Office plans to continue to use the
inventor’s name for application and
patent identification purposes as
inventor names tend to provide a more
distinct identification than assignee
name.

Section 1.9: Section 1.9(a) is amended
to indicate that the terms ‘“national
application” and “nonprovisional
application” as used in 37 CFR chapter
I with respect to international
applications filed under the PCT refer to
an international application filed under
the PCT in which the basic national fee

under 35 U.S.C. 41(a)(1)(F) has been
paid. Section 1.9(b) is amended to
indicate that the term “international
application” as used in 37 CFR chapter
I refers to an international application
for patent filed under the PCT prior to
entering national processing at the
Designated Office stage. This change is
being made to avoid the situation in
which a PCT ““international
application” that is pending as to the
U.S. is neither an international
application (because national processing
at the Designated Office stage has
begun) nor a nonprovisional application
(because the application has not yet
entered the national stage under
§1.491). The use of the terms ‘““national
application” and “nonprovisional
application” for such applications will
identify the stage at which the
application currently resides.

Section 1.12: Sections 1.12(b) and (c)
are amended to indicate that a request
for access to assignment records of an
application maintained in confidence
under 35 U.S.C. 122(a) must include
written authority of an inventor, the
applicant, the assignee or an assignee of
an undivided part interest, or a patent
practitioner of record, unless by petition
having the requisite showing. This
change is for consistency with the
change in practice concerning who is
the applicant for patent in § 1.42.

Section 1.14: Section 1.14(c) is
amended to indicate that a request to
access an application maintained in
confidence under 35 U.S.C. 122(a) must
be signed by: (1) The applicant; (2) a
patent practitioner of record; (3) the
assignee or an assignee of an undivided
part interest; (4) the inventor or a joint
inventor; or (5) a registered attorney or
agent named in the papers
accompanying the application papers
filed under § 1.53 or the national stage
documents filed under §1.495, if a
power of attorney has not been
appointed under § 1.32. This change is
for consistency with the change in
practice concerning who is the
applicant for patent in § 1.42.

Section 1.14(f) is amended to limit
publication of notice in the Official
Gazette of an application filed by
someone other than the inventor to the
filing of an application on behalf of an
inventor by a person who otherwise
shows sufficient propriety interest in
the matter.

Section 1.16: Section 1.16(f) is
amended to refer to “‘the inventor’s oath
or declaration” rather than “oath or
declaration.” This change to § 1.16(f), as
well as the use of “‘the inventor’s oath
or declaration” in other rules, e.g.,
§§1.17(i), 1.51(b)(2), 1.52(b) and (c),
1.53, 1.77(a)(6), 1.136(c)(1), 1.153(b),
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1.154(a)(6), 1.162, and 1.163(b)(6),
1.175, 1.492(h), and 1.495(c)(1)(ii), is for
consistency with the use of the phrase
“the inventor’s oath or declaration” to
denote: (1) the oath or declaration under
35 U.S.C. 115(a), substitute statement
under 35 U.S.C. 115(d), or assignment-
statement under 35 U.S.C. 115(e)
executed by or with respect to the
inventor for an application naming only
one inventor; and (2) the oaths or
declarations under 35 U.S.C. 115(a),
substitute statements under 35 U.S.C.
115(d), or assignment-statements under
35 U.S.C. 115(e) that collectively have
been executed by or with respect to all
of the joint inventors for an application
naming joint inventors.

Section 1.17: Section 1.17(g) is
amended to refer to the filing of an
application on behalf of an inventor by
a person who otherwise shows
sufficient proprietary interest in the
matter under § 1.46, rather than the
filing of an application by other than all
the inventors or by a person not the
inventor under former § 1.47. This
change is for consistency with the
changes to applicant practice in §§1.42,
1.43, 1.45, and 1.46. Thus, an assignee
or obligated assignee will no longer be
required to file a petition and fee to be
considered the applicant or to execute a
substitute statement (in lieu of an oath
or declaration) with respect to a
nonsigning inventor.

Section 1.17(i) is amended to refer to
supplying the name or names of the
inventor or inventors in an application
without either an application data sheet
or an inventor’s oath or declaration
(rather than just without an oath or
declaration as prescribed by § 1.63).
This change is for consistency with the
changes to practice for naming the
inventors in §1.41.

Section 1.27: Section 1.27(c)(2) is
amended to indicate that a written
assertion of small entity status can be
signed by: (1) The applicant (§1.42 or
§1.421); (2) a patent practitioner of
record or a practitioner acting in a
representative capacity under § 1.34; (3)
the inventor or a joint inventor, if the
inventor is the applicant; or (4) the
assignee. This change is for consistency
with the change in practice concerning
who is the applicant for patent in § 1.42.
This change also results in any written
assertion being signed by or on behalf of
the real party in interest, rather than by
a party who no longer has a financial
interest in the application.

Section 1.31: Section 1.31 is amended
to provide that an applicant for patent
may file and prosecute the applicant’s
own case, or the applicant may give
power of attorney so as to be
represented by one or more patent

practitioners or joint inventors, except
that a juristic entity (e.g., organizational
assignee) must be represented by a
patent practitioner even if the juristic
entity is the applicant. This change is
for consistency with the change in
practice concerning who is the
applicant for patent in § 1.42. Thus, all
papers submitted on behalf of a juristic
entity must be signed by a patent
practitioner unless otherwise specified,
§ 1.33(b)(3). Juristic entities include
corporations (MPEP § 409.03(b)) or other
non-human entities created by law and
given certain legal rights. This change is
because juristic entities have been
attempting to prosecute patent
applications before the Office pro se and
requesting additional assistance from
examiners. Juristic entities attempting to
prosecute patent applications before the
Office pro se also make more procedural
errors that result in delays in
prosecution. Accordingly, this change
will facilitate a reduction in the Office’s
backlog and pendency by reducing
prosecution delays caused by
procedural errors.

Section 1.31 also provides that the
Office cannot aid in the selection of a
patent practitioner.

Section 1.32: Section 1.32(a)(2) is
amended to provide that the term
‘“power of attorney”” means a written
document by which a principal
authorizes one or more patent
practitioners or joint inventors to act on
the principal’s behalf. Section 1.32(a)(3)
is amended to provide that the term
“principal” means the applicant (§ 1.42)
for an application for patent and the
patent owner for a patent, including a
patent in a supplemental examination or
reexamination proceeding, and that the
principal executes a power of attorney
designating one or more patent
practitioners or joint inventors to act on
the principal’s behalf. Section 1.32(a)(4)
is amended to provide that the term
“revocation” means the cancellation by
the principal of the authority previously
given to a patent practitioner or joint
inventor to act on the principal’s behalf.
Section 1.32(a)(6) is added to provide
that the term “patent practitioner of
record” means a patent practitioner who
has been granted a power of attorney in
an application, patent, or other
proceeding in compliance with
§1.32(b), and that the terms
“practitioner of record” and ‘““attorney
or agent of record” also mean a patent
practitioner who has been granted a
power of attorney in an application,
patent, or other proceeding in
compliance with § 1.32(b). These
changes are for consistency with the
change in practice concerning the
applicant for patent in § 1.42.

Section 1.32(b) is amended to provide
that a power of attorney must: (1) Be in
writing; (2) name one or more
representatives in compliance with
§1.32(c); (3) give the representative
power to act on behalf of the principal;
and (4) be signed by the applicant for
patent (§ 1.42) or the patent owner. This
provision also applies in reissue
applications, supplemental examination
proceedings, and reexamination
proceedings. These changes are for
consistency with the change in practice
concerning who is the applicant for
patent in §1.42.

Section 1.32(b)(4) provides that a
patent owner who was not the applicant
under § 1.46 must appoint any power of
attorney in compliance with §§3.71 and
3.73. This covers a patent owner in a
reissue application who was not the
applicant under § 1.46 in the
application for the original patent, as
well as a patent owner in a
supplemental examination or
reexamination proceeding who was not
the applicant under § 1.46.

Section 1.32(d) is added to provide
that a power of attorney from a prior
national application for which benefit is
claimed under 35 U.S.C. 120, 121, or
365(c) in a continuing application may
have effect in the continuing application
if a copy of the power of attorney from
the prior application is filed in the
continuing application unless: (1) The
power of attorney was granted by the
inventor; and (2) the continuing
application names an inventor who was
not named as an inventor in the prior
application. Former § 1.63(d)(4)
provided that, when filing continuation
and divisional applications and
including a copy of a declaration from
the parent application, applicants
should “identify” in the continuation or
divisional any change in power of
attorney that occurred after the filing of
the parent application. The requirement
in former § 1.63(d)(4) to “identify” the
change in power of attorney has been
interpreted differently by applicants,
with varying success of the Office
recognizing the change in power of
attorney. Attempts to comply have
included: filing a copy of the power of
attorney from the parent, filing a copy
of only the notice of acceptance of
power of attorney, and making a
statement about the power of attorney in
a transmittal letter that accompanied the
continuation or divisional application.
Sometimes applicants did not
accurately identify the change in power
of attorney (e.g., the power of attorney
document in the parent application
appointed specific practitioners by
name and registration number, but the
papers filed in the continuation or
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divisional application directed the
Office to recognize the practitioners
associated with a customer number as
having power of attorney). Specifically
requiring a copy of the power of
attorney in the continuing application
in all situations (even where a change in
power did not occur in the prior
application) will make the record clear
with respect to who has power of
attorney.

The Office does not recommend that
practitioners use a combined
declaration and power of attorney
document, and no longer provides a
combined declaration and power of
attorney form on its Internet Web site.
The power of attorney should be from
the assignee where one exists.
Otherwise, the assignee may be paying
the bill, while the inventor is providing
the power of attorney, thereby possibly
raising an issue as to who is the
practitioner’s client. Additionally,
relationships between an assignee and
the inventors may deteriorate. It is not
uncommon in these situations for
inventors to stop cooperating and in
some cases file powers of attorney in an
attempt to control prosecution of the
application.

Section 1.32(e) is added to provide
that if the power of attorney was granted
by the originally named inventive entity
and an added inventor pursuant to
§ 1.48 does not provide a power of
attorney consistent with the power of
attorney granted by the originally
named inventive entity, the addition of
the inventor results in the loss of that
power of attorney upon grant of the
§ 1.48 request. This provision does not
preclude a practitioner from acting
pursuant to § 1.34, if applicable.

Section 1.33: Section 1.33(a) is
amended to specify that if an applicant
provides more than one correspondence
address (in a single paper or in different
papers), the Office will select one of the
specified addresses for use as the
correspondence address and, if given,
may select the correspondence address
associated with a Customer Number
over a typed correspondence address.
This change pertains to the problem that
arises when applicants provide multiple
correspondence addresses in a single
paper (e.g., providing both a typed
correspondence address and a Customer
Number in a single paper) or multiple
papers (e.g., an oath or declaration, a
transmittal letter, and a preliminary
amendment that each includes a
different correspondence address), and
the Office inadvertently does not select
the correspondence address actually
desired by applicant. The Office may
then need to re-mail papers to the
desired address. This change does not

affect the hierarchy provided in
§1.76(d) for inconsistencies between an
application data sheet and other
documents. This change is designed to
encourage applicants to review their
submissions carefully to ensure that the
Office receives clear instructions
regarding the correspondence address.

Section 1.33(a) also provides that the
correspondence address may be
changed by the parties set forth in
§1.33(b)(1) (a patent practitioner of
record) or § 1.33(b)(3) (the applicant
under § 1.42)). Section 1.33(a) also
provides that prior to the appointment
of any power of attorney under § 1.32(b),
the correspondence address may also be
changed by any patent practitioner
named in the application transmittal
papers who acts in a representative
capacity under the provisions of § 1.34.
Section 1.33(a) no longer discusses the
filing of an oath or declaration under
§1.63 as the Office is revising the rules
to allow applicants to postpone filing
the inventor’s oath or declaration until
the application is otherwise in
condition for allowance.

Sections 1.33(b)(1) and (2) are
amended to provide that amendments
and other papers, except for written
assertions pursuant to § 1.27(c)(2)(iii) or
(c)(2)(iv), filed in the application must
be signed by: (1) A patent practitioner
of record; (2) a patent practitioner not of
record who acts in a representative
capacity under the provisions of § 1.34;
or (3) the applicant (§ 1.42). Section
1.33(b)(3) also provides that unless
otherwise specified (e.g., terminal
disclaimers and § 3.73(c) statements), all
papers submitted on behalf of a juristic
entity must be signed by a patent
practitioner, as § 1.31 provides that a
juristic entity may prosecute a patent
application only through a patent
practitioner.

Section 1.33(f) is added to replace
former § 1.63(d)(4) with respect to the
correspondence address. Where
application papers (e.g., the inventor’s
oath or declaration) from a prior
application are used in a continuing
application and the correspondence
address was changed during the
prosecution of the prior application, an
application data sheet or separate paper
identifying the correspondence address
to be used for the continuing
application must be submitted.
Otherwise, the Office may not recognize
the change of correspondence address
effected during the prosecution of the
prior application. Historically, some
applicants would file continuing
applications with copies of papers from
the prior application that include
correspondence addresses to former law
firms or correspondence addresses that

are no longer current. This change will
facilitate the processing of patent
applications by the Office by making it
easier to determine the correct
correspondence address and reduce the
number of instances where the Office
mails correspondence to an incorrect
address.

Section 1.33(g) is added to provide
that a practitioner acting in a
representative capacity whose
correspondence address is the
correspondence address of record in an
application may change the
correspondence address after the patent
has issued, provided that the change of
correspondence address is accompanied
by a statement that notice has been
given to the patentee or owner. Section
1.33(g) provides a means for
practitioners acting in a representative
capacity in an application to effect a
change in correspondence address after
the patent has granted but would not
provide authority to a practitioner
acting under § 1.34 to change the
correspondence address in an
application. See § 1.33(a).

Practitioners that file and prosecute
an application in a representative
capacity, pursuant to § 1.34, usually
provide their business address as the
correspondence address of record. Once
the patent issues, practitioners have
attempted to withdraw as attorney or
agent by filing a petition, and also
attempt to change the correspondence
address to direct correspondence to the
patentee’s or owner’s address. Such
attempts have not been successful as the
rules did not permit the correspondence
address to be changed by a practitioner
acting in a representative capacity, nor
would the Office grant withdrawal
where a practitioner is not of record. See
Change in Procedure for Requests to
Withdraw from Representation In a
Patent Application, 1329 Off. Gaz. Pat.
Office 99 (Apr. 8, 2008). There have
been instances where practitioners
acting in a representative capacity have
indicated that they have repeatedly
requested that the client change the
correspondence address, but the client
has refused to submit the change of
correspondence address to the Office.
Section 1.33(g) will permit practitioners
to change the correspondence address
after a patent has issued where
practitioners have provided notice to
the patentees or owners.

Section 1.36: Section 1.36(a) is
amended to change “by an applicant for
patent (§ 1.41(b)) or an assignee of the
entire interest of the applicant, or the
owner of the entire interest of a patent”
to “‘by the applicant or patent owner.”
An assignee conducting prosecution of
a national patent application does so as
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the applicant (note that all papers
submitted on behalf of a juristic entity
must be signed by a patent practitioner).
Thus, there is no need to refer
separately to the applicant and an
assignee of the entire interest of the
applicant. This change is for
consistency with the change in practice
concerning the applicant for patent in
§ 1.42. In addition, the patent owner is
the owner of the entire interest of a
patent. Section 1.36(a) is also amended
to change the parenthetical “or fewer
than all of the assignees of the entire
interest of the applicant or, in a
reexamination proceeding, fewer than
all the owners of the entire interest of

a patent” in the third sentence to “or
fewer than all patent owners in a
supplemental examination or
reexamination proceeding.” Section
1.36(a) is also amended to change the
phrase “but the assignee of the entire
interest of the applicant may revoke
previous powers of attorney and give
another power of attorney of the
assignee’s own selection as provided in
§1.32(b)” in the ultimate sentence to
“but the assignee may become the
applicant under § 1.46(c) and revoke
any previous power of attorney and
grant a power of attorney as provided in
§1.32(b).”

Section 1.41: Section 1.41(a) provides
that an application must include, or be
amended to include, the name of the
inventor for any invention claimed in
the application (the inventorship). See
35 U.S.C. 115(a). As discussed
previously, the “applicant” is provided
forin §1.42.

Section 1.41(b) provides that the
applicant may name the inventorship of
a nonprovisional application under 35
U.S.C. 111(a) in the application data
sheet in accordance with § 1.76 or the
inventor’s oath or declaration. Section
1.41(b) specifically provides that the
inventorship of a nonprovisional
application under 35 U.S.C. 111(a) is the
inventor or joint inventors set forth in
the application data sheet in accordance
with § 1.76 filed before or concurrently
with the inventor’s oath or declaration.
An application data sheet must be
signed (§ 1.76(e)) to comply with § 1.76.
An unsigned application data sheet is
treated as only an application
transmittal letter. See §1.76(e). Section
1.41(b) also provides that if an
application data sheet is not filed before
or concurrently with the inventor’s oath
or declaration, the inventorship is the
inventor or joint inventors set forth in
the inventor’s oath or declaration,
except as provided for in §§1.53(d)(4)
(continued prosecution applications)
and 1.63(d) (continuing applications).
Section 1.41(b) also provides that once

an application data sheet or the
inventor’s oath or declaration is filed in
a nonprovisional application, any
correction of inventorship must be
pursuant to § 1.48. Section 1.41(b)
finally provides that if neither an
application data sheet nor the inventor’s
oath or declaration is filed during the
pendency of a nonprovisional
application, the inventorship is the
inventor or joint inventors set forth in
the application papers filed pursuant to
§1.53(b), unless the applicant files a
paper, including the processing fee set
forth in §1.17(i), supplying the name or
names of the inventor or joint inventors.

Applicants who wish to take
advantage of the ability to name the
inventors in an application data sheet
rather than the inventor’s oath or
declaration should take care to ensure
that an application data sheet under
§1.76 that is signed in compliance with
§1.33(b) is present on filing, or at least
is filed prior to the filing of any
inventor’s oath or declaration in the
application. If an inventor’s oath or
declaration is filed in the application
prior to the filing of an application data
sheet under § 1.76 that is signed in
compliance with §1.33(b), the
inventorship named in the inventor’s
oath or declaration controls. For
example, if an inventor’s oath or
declaration naming only inventor “A” is
present on filing without an
accompanying application data sheet,
and a signed application data sheet
naming inventors “A” and “B” is
subsequently filed in the application,
the application will be treated as
naming only inventor “A” (the inventor
provided in the inventor’s oath or
declaration) until the inventorship is
corrected under § 1.48(a).

Section 1.41(c) provides that the
inventorship of a provisional
application is the inventor or joint
inventors set forth in the cover sheet as
prescribed by § 1.51(c)(1). Section
1.41(c) also provides that once a cover
sheet as prescribed by § 1.51(c)(1) is
filed in a provisional application, any
correction of inventorship must be
pursuant to § 1.48. Section 1.41(c)
finally provides that if a cover sheet as
prescribed by § 1.51(c)(1) is not filed
during the pendency of a provisional
application, the inventorship is the
inventor or joint inventors set forth in
the application papers filed pursuant to
§1.53(c), unless the applicant files a
paper including the processing fee set
forth in §1.17(q), supplying the name or
names of the inventor or joint inventors.

Section 1.41(d) provides that in either
a nonprovisional application under 35
U.S.C. 111(a) filed without an
application data sheet or the inventor’s

oath or declaration, or in a provisional
application filed without a cover sheet
as prescribed by § 1.51(c)(1), the name
and residence of each person believed to
be an actual inventor should be
provided when the application papers
pursuant to § 1.53(b) or § 1.53(c) are
filed.

Section 1.41(e) provides that the
inventorship of an international
application entering the national stage
under 35 U.S.C. 371 is the inventor or
joint inventors set forth in the
application data sheet in accordance
with § 1.76 filed with the initial
submission under 35 U.S.C. 371. Thus,
the