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Data from 02/28/2015 thru 03/31/2015 

8 



Electrical 

Age of Pending Appeals by TC  
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Total Number of Judges:  230 
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Appeal Process 

 



 

Appeal to PTAB:  Ex Parte Appeals 
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PTAB Hearing Fax number (571) 273-9797 



Appeal Resources on  

PTAB Website 
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www.uspto.gov/ptab 
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Accessing PTAB Web Page via 

Patents Site  
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Appeals: Practice Tips for Writing 

Effective Appeal Briefs 
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PTAB Web Site: Decisions 
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Informative Board Decisions 
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Hearing Schedule Example  
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Procedures 
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Standard Operating Procedures 
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PTAB Web Site: Help 
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PTAB Help: FAQs, Contact Information, 

and Feedback/Suggestion Boxes 
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Panel Discussion on 

Effective Advocacy 

 



Tip 1:  Clarify Claim Construction by 

Defining Key Claim Terms 

• Acknowledge when an issue turns on claim 

construction  

 

• Provide an interpretation for key claim terms 

with a basis for the interpretation under the 

"broadest reasonable interpretation" standard 
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Tip 1:  Clarify Claim Construction by 

Defining Key Claim Terms (cont’d) 

• Demonstrate why the examiner's 
interpretation is unreasonable in view of how 
ordinarily skilled artisans would understand 
the term in light of Appellant’s specification 

 

• Ideally, cite a clear and unambiguous 
definition of the term in the specification 
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Tip 1:  Clarify Claim Construction by 

Defining Key Claim Terms (cont’d) 

• Absent such a definition, identify evidence of 
record to show that the disputed term has a 
narrower meaning than the Examiner’s 
construction 

– Under the Board’s 2012 rules, dictionaries are 
excluded from the definition of “Evidence” under 
37 C.F.R. § 41.30 and may be cited before the 
Board 
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Tip 2:  Support Arguments With 

Evidence 

• Attorney argument cannot substitute for 
evidence 

 

• Merely pointing out what a claim recites is 
not a separate argument for patentability  

– 37 C.F.R. § 41.37(c)(1)(iv) (2012) 
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Insufficient arguments: In re Lovin  

• In In re Lovin, 652 F.3d 1349, 1357 (Fed. Cir. 
2011), the court held that the Board can 
require more substantive arguments in an 
appeal brief than  

(1) merely reciting the claim elements, and  

(2) a bare assertion that the corresponding 
elements are not found in the prior art 

50 



Tip 2:  Support Arguments With 

Evidence (cont’d) 

• Do not rely on new evidence that was not before 
the examiner during prosecution 

– Also applies to oral hearings  
• See 37 C.F.R. § 41.47 (2012)  

 

• But see 37 C.F.R. § 41.30 (excluding dictionaries 
from the definition of “Evidence” and noting that 
they may be cited to the Board) 
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Supporting Arguments With 

Evidence: Secondary Considerations 

• Example 1:  Secondary considerations 

of non-obviousness 

– Unexpected results 

– Commercial success 

– Long-felt, but unsolved need 

– Failure of others, etc. 
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Supporting Arguments With Evidence: 

Teaching Away/ Inoperability 

• Example 2:  Inoperability to 

Demonstrate Non-obviousness 

• Evidence that examiner’s proposed 

combination would render cited prior art 

unsuitable for its intended purpose can be 

probative 
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Tip 3: Effective Use of Reply Briefs 

• Use reply briefs to respond to points 
raised in the Examiner’s Answer 
– Do not reiterate arguments presented in 

appeal brief 

– Use the reply brief to: 

• reply to specific findings made, or positions 
taken, by the examiner in the answer, or  

• address intervening case law relevant to the 
issues on appeal 
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Tip 3: Effective Use of Reply Briefs 

– Do not raise new arguments in a reply brief 

that are not responsive to arguments made in 

the examiner's answer 

– Do not argue claims separately for the first 

time in a reply brief 

– Board will generally not consider such new 

arguments  

• See 37 C.F.R. § 41.41(b)(2) (2012)  
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Questions? 
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