- 705.01(d)
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708.01(e)
705. 01 (f)

708,01 Oontruted ith Gblections

706.02  Rejection en Prior Arxt
. Establisking “Well Known” Prlor Art

706.02(a) -
708.08 Rejections Not Based on Prior Art

Nonstatutory Subject Matter
-Barred by Atomic. m Act
Functional
Vague and Indeﬂnite
Product by Process:
- Incomplete S
Prolix

708.08(a)

708.03(b) -.

706.03(c)

706.03(4d)

706.03 (e)

708.08(f).

706.03(g) ;

708.08(h) = Nonstatutory Claim

706.03(1) . ' Aggregation o

706.03(3): . .01d Combination

706.08 (k) ' ‘Duplicate Claims; Double Patenting

706.03(1) Mnutiplicity

706.03(m) Nonelected Inventions

708.08(n) Correspondence of Claim and Disclozure

708.03(0) New Matter

706.03(p) - No Utllity

700.03(q) - Obvious Method

706.03(a) ‘Statutory Bar

708,08(t) Other Assigned Application

708.63(n) Disciaimer

708.03(v) After Interference or Fublic Use Proceed-
ing

Res Judicata

Reissue

708.08(w)
7068.03(x)
706.02(y) Improper Markush
_708.03(z) Undue Breadth
70604 Rejection of Previously Allowed Claim
708,05 Rejection After Allowance of Application
706.06 Rejection of Claims Copied from Patent
708.07 Final Rejection
708.07(a) When Proper on Second Action
708.07(b) When Proper on First Actlon
708.07(¢) Premature

. 707 Examiner's Letter or Action

‘ ﬂﬂﬂﬁfﬂ
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10701 ~Primary Exsminer. Inﬂlm,&ctim tor Naw
-~ Assistant . ;
moua) Partial Mn Authorlu' ‘
70702 Actions which Require the Personal Attenﬁon
of the Primary Examiner -
Cases Up tor 'rhlrd Action, l.nd Flve—!eu-

Cases ‘
70703 Sample of Oonventional “First Actlon" Letter
707.04 Initial Sentence :
707.05 . Citation of Reterenou

T0TO5(n) Coples of Cited- Beferem:es Provided hr
neremcmd nymm _
Grouped #t Beginuing 'of Letter
Mcm Cited in Subsequent Actions: -
Data Uaed in Citiug References . -
Eﬂectlve Dates of Declusiﬂed Prlnted o
70705(3) Ineorrect Citatlon of Reterencel .
707.06 . Citation of Decisions, Orders and Noﬂes
707.07 Completeness and Clarity -
T07.07(a) Action on Formeal Matters
7T07.07(b) - Requiring New QOath
707.00 (¢} - - Draftsman’s Requirement
707.07(d) Language To Be Uped in Rejections
707.07(e) Note All Outstanding Requirements
T07.00(t)  Answer All Material Traversed
707.07{g) Plecemer]l Examination
T07.07({h) Notify of Inaccuracles in Amendment -
TOT07(1) - Each Claim To Be Mentioned in Each

Letter ‘
707.07(3) State When Claims Are Allowable
707.07(k) Numbering Paragraphs
707.08  Review and Initialing by Assistant Examiner
70708 Signing by Primary or Other Autborized
Examiner ,

Entry
Date

707.02(a)

707.05(b)
707.05(c)
0TO5(4Y
76T05{e).

70710

0711

70712 Malling

70732 Peturued Office Action

708 - Order of Examination

708.01 List of Special Cases

708.02 Petition to Make Special

708.03 Ezxaminer Tenders His Resignation

700 Suspension of Action

709.01 Overlapping Applications by Same Applicant
or owned by Same Assignee

709.02 Actions Following Correspondence under Rule
202

710 Period for Response
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71808

711.0!{11)
T1L04(b) .

kAbbmviatnres
bstract or Abbrev!ature as Refer-

711.06

711.06¢a; 'Use o
ence

712 Abandonment for Failure to Pay Issue Fee (For-

ae feiture) :

713 * Interviews

T13.01

“General Policy, How Conducted
713.02 - ‘Interviews Prior to First Official Action
‘mm‘é Interviews for “Sounding Out" Emmlner Not

: ./ Petmitted .
71304 Substance of Interview Must Be Made of
‘ Heoord
413.05 Interviews Prohibited or Grsnted §pecfa1
: Situations

%o Inter Partes Questions Dlscussed Ex ?nrte

71307  Exposure of Other Cases
 713.08  Demonstration, Exhibits, Models

713.00 Finally Rejected Application .
713.10  Interview Preceding Fliing Amendment Under

. 'Rule 312 .
714 Amendments. Appllcant‘ Actions
714.01  Signatures to Amendments
714. Ol(u) Unsigned or Improperly Signed Amend-
ment
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T14.14

Y6 Amendments Bent to- Mﬁm
TI407  Amendments Not in Permanent Ik
71408  Telegraphic Amemiment '

714.00  Amendments Before First m m

714.10

“Cladios Added in n:motl‘mum
Ti4.11 2 ~

Amendment
ceedlings - =
Amendments ><After l‘ma! mm!on or Aetim
Amendments After Final Rejwmn or Amoa
Prodédtre Followed = ¢
Amendments After Allowance of All C’lallﬂ
Amendment Mailed Belora, baut’ Received in
Examining Division After Allowssice
Amehdmm imr ’Nuttm o! mhwnn«, ‘Rule
Gopled Pﬁmt qus
Fhied: with 5 Motion !‘Znﬂer Rule <3 B
Additional Claims S
714.16(d} Handling P
714.16(e) Entry In Part
71417  Amendment Filed After the Period for Re—
sponse Has Expired
Entry of Amendments
List of Amendments, Zniry Danied
List of Amendments Entered in Part - .
Amendments Inadvertently Entered, No Legal
. Effect ’
Entry of Amendmente, Directions for
Entry of Amendments, Directions for, Defec
tive
71424 Amendment of Amendment
714.25 Discourteay of Applicant or Attorney
715 Swenaring Back of Reference~-Affidavit 'Under
Rule 181 :
Reference Claims Forelgn Fillng Date |
Reference & Joint Patent to Applicant and
Another
Reference and Application have Common
Asgligues
Referonve i Publication of Applicant’s
Owan Invention
General Rule as to Generle Clalms
Exceptions and Practice Relative to Chemical
Whe May Make AMdavit
Patent Claiming Same Invention
Affidavit Under Rule 131 Must Be Removed
Before Interference

71412
714.13

714315
714.16
714.16(a) .

714.16(h)
7T14.16{¢)

71418
714.19
714200
71421

T14.22
71423

715.01
T15.01{a)

T15.01(b)
TiHM o)

T15.02
71503

71504
715.00
715.06




‘Relfed Upon' Must Have Been ‘Car-
st B ried Out in This Country:
715.07(d)" Disposition of Exhibits:.

715.08 = Passed Upon By Primary Examiuer
715.00° Seasonable Presentation’

716 - Afdayits. Traversing Rejections, Rule 132

717 . File Wrapper
- 71701 Papers-in File Wrapper.:. ... - . '
717.01 (8} - Arrangement of Papers in File Wrapper
717.01(b) Prints L e
717.02: Date Entered on File Wrapper @ -
717.02(a) - Statutory. Period Ends On Sunday or

Name or Residence of Iuventor.or Title

Classification During Examination
Index. of Claims R
Field of Search:
Foreign Flling Dates -
Related  Applications '

Holi-

717.02(b)

717.08
717.04
717.05
717.06
717.07

701 . Statutory Authority for Examina-

788 U.8.0,181. The Commissioner shall cause an ex-
amination to be made of the application and the alleged
newinvention; and if en such examination it appears
that the applicant is entitled to a patent under the law,
the Commissioner shail isstie a patent therefor.

The main conditions ]‘precedent to the grant
of a patent to an applicant are set forth in
35 U.S.C. 101, 102, 103.

702 Regquisites of the Application

The Examiner should be careful to see that
the application meets all the requisites set
forth in Chapter 600 both as to formal matters
and as to the completeness and clarity of the
disclosure. 1If all of the requisites are not
met, applicant may be called upon for neces-
sary amendments. Such amendments. how-
ever, must not include new matter.

702.01 - Obviously Informal Cases

When an application is reached for its first
action and it is then discovered to be imprac-
tical to give a complete action on the merits
hecause of the paucity of disclosure, the fol-
lowing procedure may be followed: (1) A
reasonable search should be made of the in-
vention so far as it can be understood from the
disclosure, objects of invention and claims and
any apparently pertinent art cited; (2) Infor-
malities noted by Application Branch and de-
ficiencies in the drawing should be pointed out

Interference Testinidny Sorpétimes Used

63

, tgr (see T07.07(a) ) ; (3) A requirement should

 form. to. idiomatic ]

fication' be revised 4o con-
to.idiomatic. English and. United. States
actice; (4). The claims should be rejected as
niling ‘to define. the inverition in.the manner
uired by 35 U.S.C, 112 if they are.informal.
A blanket rejection is usnally sufficient. . ..
. The Examiner. should not attempt ‘to point
out: the specific points of informality in. the
specification and claims. The burden is on the
applicant to revise the application to render
it in proper form for a complete examination.
Applicants should make every. effort to follow
U.S. practices and terminology when pre({)aring
a case for filing. If this has not been done, a
prompt amendment should be made, avoiding
the introduction of new maiter, but putting the
case in proper form. o o
For the procedure to be followed when only
the. drawingis informal, see, 608.02(a) and
608.02(By. = L ord AR

703 ““General Information Concerning
Patents” Sent Instead of “Rules of

: 3

The pamphlet “General Information Con-
cerning Patents” may be sent to an applicant
handling his .own: case when the Examiner
deems it advisable. ¥ :

704 Search

After reading the specification and claims,
the Examiner seaxches the prior art.

The subject of searching is more
treated in Chapter 900, gee 904 through
904.02. The invention should be thorough%y
understood before a search is undertaken.
However, informal cases, or those which can
only be imperfectly understood when they
come up for action in their regular turn are
also given a search, in order to avoid piece-
meal prosecution. '

full%r

Previors ExaMINER'S SEARCH

When an examiner is assigned to act on an
application which has received one or more ac-
tions by some other examiner, full faith and
credit should be given to the search and action
of the previous examiner unless there is a clear
error in the previous action or knowledge of
other prior art. In general the second Exam-
iner should not take an entirely new ap-
proach to the case or attempt to reorient the
point of view of the previous Examiner, or
make a new search in the mere hope of finding
something. See 717.05.

Rev. 14, Oct. 1967

dherlot:



will be known as s Patentability Report

o kWi
(P.R.) and will be signed by the Primary Ex-
aminer in th’ecreportmf-gtoup.” Graind
. 'The report, if legibly written, need not be
- Note that the Patentability Report practice
is suspended, except in extraordinary circum-
stances. See 705.01(e). SUMREENEN -

705.01 Instructions re Patentability
Reports T
. wiInoI e b rhpi e

conditions authorized in'the Notice'of Novem-
ber 10, 1948, relating to Patéiltabﬂitgeports,
th foilo_wing procedure should be observed

"When an application ‘comes up for any ac-
tion and ‘the Primary 'Examiners involved
nfree that a Patentability Rigort is necessary,
the application will be forwarded to the proper
group with a memorandum attached, for in-
stance, For Patentability Report from Group

3

........ as to Claims _.______.
705.01(a) Nature of P.R., Its Use and
Disposal

The Primary Examiner in the group from
which the Patentability Report is requested, if
he approves the request, will direct the prepa-
ration of the Patentability Report. This Pat-
entability Report will be written or typed on a
memorandum form and will include the cita-
tion of all pertinent references and a complete
aciion on all claims involved. ' The field of
search covered should be endorsed on the file
wrapper by the Examiner making the report.
Whern an Examiner to whom a case has Y)een
forwarded for a Patentability Report is of the
opinion that final action is in order as to the
referred claims, he should so state. The Pat-
entability Report when signed by the Primary
Examiner in the reporting group will be re-
turned to the group to which the application is

re%:rl];r assigned. _ L
“xaminer preparing the Patentability
Report will be entitled to receive an explana-
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~_Conflict of opin{i‘dn-‘:::lsé?to'?iél‘éss eation may
be: referred to an Examiner of_a‘Gl_asﬁiﬁcqtion

- DiSAGREEMENT As'roCmsschmx

for decision. R

If the Primary Examiner in the up
having jurisdiction of the case agrees with the
Patentability Report, he should incorporate the
substance “thereof in his action, which action
will be complete as to all' claims. The Pat-
entability Report in such. a case will not be
given 2 paper number but will be allowed to
remain in the file until the case-is finally dis-
posed of by allowance or abandonment, at
which time it should ‘be removed.

-+ DIsAGREEMENT ox: PATeNTABILITY REPORT

If the Primary Examiner does not agree
with the Patentability Report: or any portion
thereof, he may consult with the Primary Ex-
aminer responsible for the report. If agree-
ment as to the resulting action cannot be
reached, the Primary Examiner having juris-
diction of the case need not rely on the Pat-
entability Report but may make his own action
on the referred claims, in which case the Pat-
efeirlltability Report should be removed from the

e. : ,
S ArpeAL TAKEN

When an appeal is taken from the rejection
of claims, all of which are examinable in the
group preparing a Patentability Report, and
the application is otherwise allowable, formal
transfer of the case to said group should be
made for the purpose of appeal only. The
receiving group will take jurisdiction of the
application and prepare the examiner’s answer.
At the time of allowance, the application may
be sent to issue by said group with its clas-
sification determined by the controlling claims
remaining in the case.

705.01(b) Sequence of Examination

In the event that the Primary Examiners
concerned in a P.R. case cannot agree as to the
order of examination by their groups, the
Primary Examiner having jurisdiction of the
case will direct that a complete search be made




A b’ :sref ; :
-thefr'b"p"iﬂibng:hut"n ifferent sequence of search
is expedient, the order of search should be cor

‘spondingly modified. = i
705.01(c) ting and Recording
or S s : |

Theforwardmg ing of tﬁé Qpﬁi&tion fof a Pat-

H.‘

entsbility- ort i3 not to be treated as a
transfer by the forwarding group. When
the P.R. is completed and the application is
ready for return to the forwarding group,
it is not counted either as a receipt or action

by transfer. Credit, however, is given for the
time spent. See 1705. T e
A box is' provided on each: file. wrapper
headed “P.R. Div. __....” and the number of
the group msking the P.R. is emtered i

reporting group °
basis' of thedstes in: the group of original
jurisdiction. To insure orderly progress in the
reported dates, & timely reminder should be
furnished to the ;group making the P.R.

705.01(d) Duplicate Prints of Draw-

ings

In Patentability Report cases having draw-’

ings, the examiner to whom the case is as-
signed will furnish to the group to which the
case is referred, prints of such sheets of the
. drawings as are %ﬁplicable, for interference

search purposes. at this has been done may
be indicated by a pencil notation on the file
wrapper.

When a case that has had Patentability Re-
port J)rosecution is passed for issue or becomes
abandoned, NOTIFICATION of this fact will
AT ONCE be given by the group having
jurisdietion of the case to each gronﬁ that
submitted & P.R. The Examiner of each such
reporting group will note the date of allow-
ance or abandonment on his duplicate set of
prints. At such time as these prints become
of no value to the reporting group, they may
be destroyed.

705.01(e) Limitation as to Use

The above outlined Patentability Report
practice is not obligatory and should be re-
sorted to only where it will save total examiner
time or result in improved quality of action

. tal examiner time ¢l “required t0
. complete examination of an spplicati
- primary  importance. = Patentability Report

examination, or the n

mtetadm

sckice s based on the proposition that when
plural, indivisible inventions are claimed, in
some instances either less time !:fmqmred for

their specialty. However, in many instances s
single examiner can give a complete examina-
tion of as good quality on all claims, and in
less total examiner time than would be con-
sumed by the use of the Patentability Report
practice, =t 2 ot
. Where claims are directed to the same char-
acter of invention but differ in scope only,
prosecution by Patentability Report is never
prgper. O P
xemplary situations where Jl?aytentabilitly
Re rdinarily not proper are as fol-

b | the claims are related as a manu-
facturing process and a pn by the

process of manufacture. The examiner having
Jurisdiction of the process can usnally give a
complete, adequate examination in less total
examiner time than would be consumed by the
use of a Pate‘ntab'ilit}7 Report. ,
(2) Where the claims are related as a prod-
uct and a process which involves merely the
fact that a product having certain characteris-
tics is made. Thp examiner having jurisdic-
tion of thifroduct can usually make a com-
plete and adequate examination. ‘
(3) Where the claims are related as a com-
bination distinguished solely by the charac-
teristics of & subcombination and such sub-
combination fer se. The examiner having
jurisdiction of the subcombination ean usually
make a complete and adequate examination.
‘Because of the hifh percentage of new ex-
aminers, situations frequently arise where the
Patentability Report would of mecessity be
made by an examiner who knows less about the
art than the examiner seeking the Patentabil-
ity Report. Then there are salso situations
where the examiner seeking the report is suffi-
ciently qualified to search the art himself.
In view of these conditions which are ex-
ted to prevail for some time to come, it is
felt to be in the best interests of the Of-
fice to suspend the present Patentability Re-
port practice. Where it can be shown, however.
that a Patentability Report will save total
examiner time, exceptions may be permitted
with the approval of the Group Manager
of the group to which the application is as-
signed. The “Approved” stamp should be im-

Rev. 7. Jan, 1906




' 706 Rejection of Chim

Altho this part of the Manual explams
the ure in re claims, the Examiner
should never overook e im “of his
role in allowing clalms wlnch properly deﬁne
the invention.

'Rule 106. Rejoction of oloims. (2) If the Invention
ble, ,or noteonddaud patenta-

want of lnventlon, the ’lner mmt ctte the best ref-
erences at his command. When a reference’ k complex
or shows or describes: lnveutlons other than mt claimed
by the applicant, the partlcular part ‘relied on must be
designated as nearly sas practluble. The pertinence
of each reference, if not obvious, must be clearly ex-
plained and each" rejectod claim specified.

When an apphca.tlon discloses patentable
subject matter and it is apparent from the
clauns and the Applicant’s arguments that the
claims are inten to be directed to such at-
entable subject matter, but the claims in their

resent form cannot be allowed because of de-

ects in form or omission of a limitation, the
Examiner should not stop with a bare objec-
tlon or. rejection of the claims. The Exam-
iner’s action should be constructive in nature
and when ible he should offer a definite
suggestion for correction.

If the Examiner is satisfied after the search
has been completed that patentable subject
matter has been disclosed and the record indi-
cates that the applicant intends to claim such
subject matter, he may note in the Office action
that certain aspects or features of the patenta-
ble invention have not been claimed and that
if properly claimed such claims may be given
favorable consideration.

Rule 112, Reezamination and reconsideration. After
response by applicant (rule 111) the application will
be reexamined and reconsidered, and the applicant will
be notified If claime are rejected, or objections or re-

Rev. 7, Jan. 1966

‘"'ﬂbere group ma; be‘
ist @mgmtern%w vg;xen

'uu.hm,mm&mvm in rule 111, with or
‘without amendment; but: any amendments after the

second Office action must ordinarily be restricted to
&emozmtheobjeamormulumtsmade.
and the mlicntlon will be again considered, and so on

. repeatedly, unless tbe enmlner hes lndicated tlmt the ,

acﬂon bﬁul

A 706.01 Conmsted Wllln Objecuon

The mfusal to t claims because the sub-
ject matter as claimed is considered unpatenta-
le is called & “rejection.” The term “rejected”
must be applied to such claims in the Exam-
iner’s letter, If the form of t)he claim (as dis-
tmgmdled from its substance) is improper, an
“objection” is made. The practical difference
between a rejection and an objection is that a .
re jection, involving the merits of the claim, is

subject to review by the Board of Appeals,
while an objection, if fpersxsted in, may be
reviewed: only by way o petmon to the Com-
missioner.

An en.mple of & matter of form s to which
ob;eetxon is made is de Jxendancy of a claim on a
rejected claim, if the dent claim is other-
wise allownble See 608 01(n).

' 706.02 Rejeetion on Prior Art

By far the most frequent ground of rejection
is on the ground of un atentability in view of
the prior art, that is, that the claimed matter
is neither novel under 35 U.S.C. 102 nor non-

obvious under 35 U.S.C. 103. The language to
be used in rejecting claims should be unequivo-
cal. See 707.07(d).

A U.S. patent is a valid reference against an
application even though the patent date is af-
ter the filing date of an application provided
that the filing date of the patent is prior to the
filing date of the application. It is proper to
use such a patent as a basic or an auxiliary ref-
erence and such patents may be used as both
basic and auxiliary references. The doctrine of
the Alexander Milburn Co. v. Davis-Bournon-
ville Co. decision, 1926 C.D. 303; 344 O.G. 817,
has been thus construed In re Youker
(C.C.P.A.), 1935 C.D. 658; 461 O.G. 10, and in
Minn. Mining & Mfg. Co. v. Coe (C.A.D.C.)
1938 C.D. 100; 497 O.G. 766. See also Detrola
Corp. v. Hazeltine (U.S.S.C.) 1941 C.D. 811;
528 O.G. 245 and In re Gregg (C.C.P.A.), 1957
C.D. 284: 720 0.G. 227. The Milburn case doc-
trine has been restated and reaffirmed by the




in the art are often asserted by the Examiner
to be “well known” or “matters of common
knowledge”. If justified, the Examiner should
not be obliged to spend time:to produce docu-
mentary proof. If the knowledge is of such
notorious character that judicial notice can be

taken, it is sufficient so to state. In re Mal-
colm, 1942 C.D. 589; 543 O.G. 440. If the ap-

plicant traverses such an assertion the Exam-
iner should cite a reference in support of his
position; . ., |, T Lo

Failure of the applicant to seasonably chal-
lenge such assertions establishes them as ad-
mitted prior art. See In re Gunther, 1942 C.D.
332: 538 O.G. 744; In re Chevenard, 1944 C.D.
141; 500 O.G. 196. This applies also to aseer-
tions of the Board. In re Selmi, 1946 C.D.
5255 591 O.G. 160; In re Fischer, 1942 C.D.
295; 538 0.G. 503.

Rejections Not Based on Prior
Art

The primary object of the examination of an
application is to determine whether or not the
claims define a patentable advance over the
prior art. In too many instances this consid-
erstion is relegated to a secondary position.
while undue emphasis is given to technical re-
jections.  Where a2 major technical rejection
is proper (e.g. aggregation, lack of proper dis-
closure, undue breadth) such rejection should
be stated with a full development of the rea-
sons rather than by a mere conclusion coupled
with some stereotyped expression.

Certain technical rejections (e.g. negative
limitations, indefiniteness) should not be made
where the Examiner recognizing the limita-
tions of the English language, is not aware of
an improved mode of definition.

Rejections not based on prior art are ex-
plained in 708.03(a) to 706.03(y). IF THE
ITALICIZED LANGUAGE IN THESE

706.03

within the aries set forth by 35 U.S.C.
101, which permits patents to be granted only
for “any new and useful process, machine,
manufacture, or composition of matter, or any
new and useful improvement thereof.

" The term “process” as defined 'in 85 U.S.C.
100, means process, art or method, and includes
a new use of a known process, machine, manu-
facture, composition of matter, or material.
" Judicial deecisions, have determined the lim-
its of the statutory classes. - Examplés of sub-
ject matter not patentable under the Statute
follow: oA g S

For example, a mere arrangement of printed
matter, thoungh seemingly a “manufacture,” is
rejected as not being within the statutory
classes. : ‘ :

NaToraLry OCCURRING ARTICLE

Similarly, a thing occurring in nature, which
is substantially unaltered, is not a “manufac-
ture.” A shrimp with the head and digestive
tract removed is an example. Ex parte Gray-

son, 51 USPQ 413.

Meruop or Doine Business

Though seemingly within the category of a
process or method, the law is settled that a
method of doing business can be rejected as not
being within the statutory classes. "Hotel Se-
curity Checking Co. v. Lorraine Co., 160 Fed.
167. '

ScieNTiFic PRINCIPLE

A scientific principle, divorced from any
tangible structure, can be rejected as not
within the statutory classes. O'Reilly v. Morse,
15 Howard 62.

This subject matter is further limited by the
Atomic Energy Act explained in 706.03(b).

Rev. 12, Apr. 1967




e
the Atomic Energy Act ot1964. " Section 151(&) thereof
(42 US.O. 2181) reads as followa
tion or discovery which is usetnl .ﬂeu in the utiliza-
tion of special nnclear material or atomic Qergy in
an atomic wespon.: S &

" The: terms “atnnle enerc” ud “lped.l :ncleu-
mterm"uedennedln SectlonllottheAet 420 S.C
2014). s :

Sections 151(c) and 151(d) (42 Us.a 2181c|nd d)
set- up categories of pending appnmﬂnm relating -to

atomic energy that must be brought to the attention

of the U.S. Atomic Energy Commission. Under Rule
14(¢), applications for patents which disclose or which
appear to disclose, or which purport to disclose, inven-
tions or discoveries relating to atomic energy are re-
ported to the Atomic Energy Commission and the Com-
mission will be given access to such applications, but
such reporting does not constitute & determination that
the subject matter of each application so reported is in
fact useful or an invention or discovery or that such
application In fact discloses subject matter in cate-
gories specified by the Atomic Energy Act.

Applications MUST be inspected promptly
when received to determine those which appear
to relate to atomic energy and those so related
MUST BE PROMPTLY FORWARDED to
the Patent Security Division for processing
under Rule 14(c), in order for the Commis-
sioner to fulfill his responsibilities under Sec-
tion 151(d) of the Aect.

A1l rejections based upon Sections 151(a)
and 155 of the Atomic Energy Act MUST be
made only by Divisions 10, 44 and 46.

706.03(¢) Functional

See Ex parte Ball et al., 1953 C.D. 4; 675 -

O.G. 5 In re Arbeit et al, 1953 C.D. 409;
677 O.G. 843 and Ex parte Stanley, 121 USPQ
621.

Section 112 of the Patent Act of 1952 con-
sists of three paragraphs, which read as fol-
lows:

The speciication shall contain a written description
of the invention, and of the manner and process of
making and using it, in such full, clear, concise, and
exact terms as to enable any person skilled in the art
to which it pertains, or with which it is most nearly
connected, to make and use the same, and shall set
forth the best mode contemplated by the inventor. of
carrying out his invention.

Rev. 7, Jan. 1966
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Paragraph 3 of aectmn 112 lms the effect of:-

grohlbl t{w ﬁe]ectzon ‘of-& t;lmm ﬂf;r A oomé:i
- elements:; oi:‘su;pe o unga.
that the chnn ing i

migh ﬁromt!wpnor artv
solely in an:element (or.step).defined as a
“means” (or “step”) po

of function.

gra_ph ;3 mnst

clalm

claim l oy , found
to contain a.'nguage pa agraph 3
such claim should- alwgyg addmonall '
for compliance with pa hznndﬂ'xt

to comply with the requirements of paragraph

2, the claun should be 80 re]ected a.nd the reu-

Pangraph 3 of sectlon 112 ma.kes no eha.nge
in the established practice of rejecting claims
as functional in situations such as the fol-
lowing:

1. A claim - which ‘'contains functional ‘lan-
guage not supported by recitation in the claim
of sufficient structure to warrant the presence
of the functional language in the claim. An
example of a ‘claim ‘of this character may be
found in In re Fuller, 1920 CD 172; 388 OG/
279. The claim reads:

A woolen cloth having & tendency to wear
rough rather than smooth.

2. A claim which recites only a smgle means
and thus encompasses &all' possible means for
performing & desired function. - For an ex-
ample, see the following claim in Ex- parte'
Bullock, 1907 C.D. 93; 127 O.G. 1580: =

In a device of the class described, means for
transferring clothes-carrying rods from ‘one
position and deposltmg them on a smtable'

support.
706.03(d) Vague and flndeﬁnite '

When the Examiner is satisfied that patenta-
ble novelty is disclosed and it is apparent to




attorney is to be com-
ould nck be spent trying

limitation. The mere inclusion of reference
numerals in a claim otherwise allowable is not
a ground for rejection. But see Ex parte Os-
borne, 1900 C.D. 137; 92 O.G. 1797.

Alternative expressions such as “brake or
locking device” may make 2 clzim indefinite if
the limitation covers two different elements.
If two equivalent parts are referred to such as
“rods or bars”, the alternative expression may
be considered proper. .
~ Still another way in which a claim can be in-
definite is where a non segquitur occurs. For
example, & claim is inferential and therefore
indefinite when it recites “said lever” and there
was no earlier reference or no anfecedent in
the claim to a lever. An indérect limitation
also affords a ground of rejection as indefinite.
If a “lever” is set forth and, later in the claim,
“said sluminum lever” is recited, the claim is
rejected as indefinite. ¢

706.03(e) Product by Process

An article which cannot be described in any
other manner, may be claimed by a process of
making it. In re Moeller, 1941 C.D. 316, 527
0.G. 559. Applicant must, however, make a

69

Claims are rejected as proliz when they con-
tain long recitations of unimportant details
which hide or obscure the invention. Ex parte
Iagan, 1911 C.D. 10; 162 O.G. 538, expresses
the thought that very long detailed claims set-
ting forth so many elements that invention can-
not possibly reside in the combination should
be rejected as prolix.  See also In re Ludwick,
1925 C.D. 306; 339 O.G. 393. :

706.03(h) - Nomstatutory Claim

Some applications when filed contain an om-
nibus claim such as A device substantially as
shown and described. - s
Such a claim can be rejected as follows:

Claim _.... is rejected for failing to par-
ticularly point out and distinctly claim the
 invention as required in 35 U.S.C. 112,

For cancellation of such a claim by Examin-

er’'s Amendment, see 1302.04(b).

706.03(i) Aggregation

Rejections on .the ground of aggregation
should be based upon a lack of cooperation be-
tween the elements of the claim.. Many deci-
sions and some legal writers extend the term
to include old and exhausted combinations
(706.03(j)). Confusion as to what is meant

Rev. 5, Jul. 1065



ither i ]
& gregative merely because elements whic}
perate are seﬂoi'th in specific :

Old 'Combination

us with “exhausted combina-
he citation of a reference, but

lation to aggre;

- he cls
- combination set forth in the claim. Mé¢ r
- the cooperation and result between the ele-
ments in the reference must:be the same as'i
is in the claim. S c
‘Example: An improved (specifically recited)
carburetor claimed in combination with a ﬁaeo-
- line engine. ‘A reference is cited which sho
a carburetor combined with a gasoline engine.
This shows the broad combination to be old.
Both in the reference and in the claimed com-
bination, the cooperation between the carbu-
retor and engine is the same and the end result
is the same. The claimed combination is an
improvement over the prior art only because
of the improved carburetor.  The carburetor
has separate status, since entire subclasses are
devoted fo carburetors, claimed as such. A
reference is preferably cited to show the sepa-
rate status and development. (See 904.01 (dg.)
Old combinsation rejections ordinarily are
baseci on 35 U.S.C. 112 (failure to point out the
invention). e

706.03(k) Duplicate Claims; Double
Patenting o

. Inasmuch as a patent is supposed to be lim-
ited to only one invention or, at most, several
closely related indivisible inventions, limiting
an application to a single claim, or a single
claim to each of the related inventions might
appear to be logical as well as convenient.

Rev. §, July 1965

_rejection is set forth in the fol-
ragraph . quoted from Ex parte

law, 19 .D. 18; 219 O0.G. 1237:
54 tentable over claim 51

is rejection (the ex parte Whitelaw doc-
trine) is usually not apglll):d if there are only
a few claims in the application.
Situations related to that given above are as
follows: .

Conflicting subject matter in two_applica-
tions of the same inventor, one of which is as-
signed, see Section 304.

Where there is a common assignee for two
or more applications by different inventors, see
Section 305. . ,

Where the same inventor has two or more
applications for species or for related inven-
tions, see Chapter 800, particularly Sections
804-804.02, 806.04(h), 822 and 822.01 for dou-
ble patenting rejections of inventions not pat-
entable over each other. '

ArrLication Frueo Usper 35 U.S.C. 121

The Commissioner has determined that un-
der 85 U.S.C. 121, the Patent Office cannot re-
ject a divisional application on the parent pat-
ent if the divisional application is filed as a
result of a requirement for restriction made by
the Office even though the requirement for re-
striction relates to species. In re Joyoe, 1958
C.D. 2;: 727 O.G. 4. See also In re Herrick et
al,, 1958 C.D. 1; 727 O.G. 4 where the Com-




: n
vention and the state of
art, affor is_for a rejection on the
ground should claims in the
inasmuch as it relates to confusion of the issue.
“Te. he possibility thatjgnya‘pslication
which has been rejected on the gonn of an-
due l‘13cilpli‘<>ityf’of claims may be appealed to
the’’ of Appeals prior to an examinsation

mul
on the merits of at least some of the claims
PpT the Examiner should, at the time of
making the rejection on the ground of multi-
plicity of claims, indicate the number of claims
which in his judgment is sufficient to prop-
erly define Applicant’s invention and require
the Applicant to select a number of claims, not
to exceed the number. specified, for examina-
tion on merits. The Examiner should be rea-
sonsble in setting the number to afford the
Applicant some latitude in claiming his inven-
tion. , .

“If a rejection on multiplicity is in order the
examiner should make a telephone call explain-
ing that the claims are unduly multiplied and
will be rejected on that ground. He should
request selection of a specified number of claims
for purposes of examination.

If time for consideration is requested arrange-
ments should be made for a second telephone
call, preferably within three working days.

When claims, are selected, a formal multi-
plicizmjection is made, including a complete
record of the telephone interview, followed by
an action on the selected claims.

Wken applicant refuses to comply with the
telephone request, a formal multiplicity rejec-
tion is made. No reference should be made to
the unsuccessful telephone call.

The Applicant’s response to & formal multi-
plicity rejection of the Examiner, to be com-
plete, must either:

1. Reduce the number of claims presented to
those selected previously by telephone, or if no
previous selection has been made to & number
not exceeding the number specified by the Ex-
aminer in the Office action, thus overcoming the

*1ner. “Ift

ed w ch
: :‘é)egt.ion‘ and the selected claims only will be
- additionally examined on their merits. This

iplicity. A rejection onthis
"cludeyall the claims in the case

to, all clai

procedure preserves applicant’s right to have
the rejection on multiplicity reviewed by the
Board of Appeals. =

See also 706.08(k).

706.03(m) Nonelected Inventions

Seesmh tof%zglofa gee particularly the last
paragraph of 821 for the necessity of rejecti

claims, which stand mthdrawnty bwanzdxl:)%
readable on the elected. species, where appli-
cant has traversed the Examiner’s holding.

706.03(n) qurespondenee of Claim
and Disclosure '

Rule I17. Amendment and revision required. The
specification, claims and drawing must be amended and
revised when required, to correct inaccuracles of de-
scription and definition or uunecessary prolixity, and
to secure correspondence between the claims, the speci-
fication and the drawing.

Another catemf rejections not based on
the prior art is upon the relation of the
rejected claim to the disclosure. In chemical
cases, a claim may be so broad as to not be
supported by disclosure, in which case it is
rejected as unwarranted by the disclosure. If
averments in a claim do not correspond to the

averments or disclosure in the specification,a

rejection on the ground of inaccu may be
in order. It must be kept in mind that an
original claim is part of the disclosure and
might adequately set forth subject matter
which is completely absent from the specifica-
tion. Applicant 1s required in such an in-
stance to add the subject matter to the specifi-
cation. Whenever an objection or rejection'is
made based on incomplete disclosure, the Ex-
aminer should in the interest of expeditious
prosecution call attention to Rule 118. If sub-
ject matter capable of illustration is originally
claimed and it is not shown in the drawing, the
claim is not rejected but Applicant is required
to add it to the drawing. See 608.01(1).

See 708.03(z) for rejections on undue breadth.

Rev. 12, Apr. 1967




th f wh
matter, but also, adding
compounds after a broad
or even the omission of
See 608.04 to 608 04(c).

ften happens that anyone skllled
11d at once be aware of a method
of making it. In such a case, if applicant as-
serts both article and method c]axms, the arti-
cle claims are allowed but the method claims
may be rejected as being drawn to an obmous
method of makmg the article. .

706.03(9) Statutory Bar

Another category of re]ectlons not based on
the prior art finds a basis in some prior act of
applicant, as a resn]t of whwh the claim is
denied him. -

Amxnomx'r or Imvrmw

Under 85 US.C. 102(c), abandonment of
the “invention” (as distingnished from aban-
donment of an apphcatlon) results in loss of

right to a patent.
Owx Prior ForeioN PATENT
35 U.8.C. 102, Conditions for patentability; novelly

and loss of r{aht to patent. A person shall be entitled

to a patent unless—
. .« . . .

(d) the lnveixt!on was first patented or caused to
be patented by the applicant or his legal representatives

Rev. 11, Jan. 1967

- been

Jcondxtxons which, 1f all ‘are.
bar against t : og

mtntory bar of. prmr - foreign pntant

stated in the first paragraph of BS 4887 hss

‘a8.expressed In paragraph (d). of
Section 102 of the new law, . pplication
for. United States patent filed more a0 one
year after the filing of an application for the
same javention in a foreign -country is: no
longer berred unless the foreign patent issued

i befom the United States application is filed.

The statute above: quoted establishes : four
resent, estabhsh a
a putent,, in. this

cmmtry '
(1) The forelgn a phcatlon must be ﬁled
fore the in the
Umwd Stntes (%ﬁedvbyPublic w 690,

201.168). :
~(2)y It mustbe ﬁ]ed by the applwant, hls lega]
resentatlvesorasslgns e
(3) The foreign patent must be actually
ﬁmnted (e.g., by sealing of the papers in Great
ritain) before the filing in the nited States.
Ex parte Gruschwitz et al.,, 138 U.S.P.Q. 505
discusses “patented” as apphed to German
procedures.
(4) The same invention must be involved.
1f such a foreign patent is discovered by the
Examiner, the rejection is made on the ground
of statutory bar.
The new law only applies to apphcatlons
filed after January 1, 1953.

'SUB)HSSION 10 LIBRARY UNNECESSARY

Such applications [those filed after Janu-
ary 1, 1958} should not be submitted as a rou-
tine matter to the Library to ascertain if the
foreign application hasbecome a patent. ' Since
the foreign patent to be a bar under 356 U.S.C.
102(d) must have been granted before the filing
date in this country, the probability of the
foreign patent having issued after the date of
execution of the original oath and before the
U.S. filing date is so slight as to make such n
search ordinarily unproductive. The practice
with reference to cases filed before January 1,
1953 remains unchanged.




by the Co:

industrial design, or model in respect of an
~ made in this country. ‘A license ,
with respect to an invention subject

title with

ments and the chief officers of the s Who ca

the order to be issued. The license may be granted
retroactively where an application has been inadvert-
ently filed abroad and the application does not disclose
an invention within the scope of section 181 of this title.

The term ‘“‘application” when used in this chapter
includes applications and any modifications, amend-
ments, or supplements thereto, or divisions thereof.

85 U.8.C. 185. Patent barred for filing without license.
Notwithstanding any other provisions of 1aw any per-
son, and his successors, assigns, or legal representa-
tives, shall not receive a United States patent for an
Invention if that person, or his successors, assigns, or
legal representatives shall, without procuring the
ifcense prescribed In section 184 of this title, have
made, or consented to or assisted another’s making,
application in a foreign country for a patent or for the
registration of a utility model, industrial design, or
model in respect of the invention. A Unlted States
patent issued to such person, his successors, assigns, or
legal representatives shall be invalld.

If. upon examining an application, the Ex-
aminer learns of the existence of a correspond-
ing foreign application which appears to have
been filed before the United States application
had been on file for six months, and if the in-
vention apparently was made in this country,
he shall refer the agplication to Licensing
and Review Section of Group 220, calling at-
tention to the foreign agrlication. Pending
investigation of the possible violation, the ap-
&lication may be returned to the Examining

roup for prosecution on the merits. When it
is otherwise in condition for allowance, the ap-
plication will be again submitted to Licensing
and Review Section of Group 220 unless the
latter has already reported that the foreign
filing involves no bar to the United States
application.

If it should be necessary to take action under
35 U.S.C. 185, Licensing and Review Section of
Group 220 will request transfer of the applica-

tion to it.

OTHER STATUTORY BAaRs

Further, claims to an invention in public use
or on sale in the United States more than

72.1

~ several overlapping applications ma
;?;gund of rejection.

thsbﬁfﬁre the effective U.S. -
o rejected. 36 USC. 100(b).

706.03(1) Other Amigued Applicstion
pointed out.in 304, assignment of ope of
a

ee also 305 an

706.03(u) Disclaimer L
Claims may be rejected on the ground that
applicant has disclaimed the subject matter in-
volved. Such disclaimer may arise, for exam-
ple, from the applicant’s failure:

(n) to make claims suggested for interfer-
ence with another application under Rule 203
(1101.01(m)),

(b) to copy a claim from a patent when sug-
gested by the Examiner (1101.02(f)), or

(¢) to respond or appeal, within the time
limit fixed, to the Examiner’s rejection of
claims copied from a patent (see Rule 206(b)

“and 1101.02(f)).

The rejection on disclaimer applies to all
claims not patentably distinct from the dis-
claimed subject matter as well as to the claims

directly involved.

706.03(v) After Interference or Pub-
- lie Use Proceeding

Tor rejections following an interference, see
1109 to 1110.

The outcome of public use proceedings may
also be the basis of a rejection. (See Rule 292.)

Upon termination of a public use proceedings
including a case also involved in interference,
in order for a prompt resumption of the inter-
ference proceedings, a notice should be sent to
the Board of Patent Interferences notifying
them of the disposition of the public use pro-

ceedings.
706.03(w) Res Judicata

A prior adjudication against the inventor on
the same or similar claims constitutes a proper
ground of rejection as res judicata., See %ex
parte Budde, 150 U.S.P.Q. 469; 828 O.G. 409.

The rejection should only be used when the
earlier decision was a final, appellate one, such
as & Board of Appeals decision where the time
limit for further remedies has expired, or a
decision by the Court of Customs and Patent
Appeals. But see 201.11, last paragraph, for a
special situation.

“When making a rejection on res judicata,
action should ordinarily be made also on the
basis of prior art.”

See also 201.07.

Rev. 12, Apr. 1987
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of undue delay. o
_ The same section permits
issue application by the assignee of the entire
interest only in cases where it does not “enlarge
the scope of the claims of the on;iﬁinal patent”.
Such claims which do enlarge the scope may
also be rejected as barred by the statute.

A defective reissue oath affords a ground for
rejecting all the claims in the reissue appli-
cation. See 1401.08. ..
Note that a reissue application is “special”
and remains so even if applicant does not make
& prompt response. Vi s o

706.03(y) Improper Markush Group

Ex parte Markush, 1925 C.D. 126; 340 O.G.
839, sanctions, in chemical cases, claiming a
‘genus expressed as a gro_t}% consisting of cer-
tain specified materials. This type of claim is
employed when there is no coinmonly accepted
generic expression which is commensurate in
scope with the field which the applicant de-
sires to cover. Inventions in metallurgy, re-
fractories, ceramics, pharmacy, pharmacoiogy
and biology, may be claimed under the Mar-
kush formula but it has consistently been held
to be improper to extend it to purely mechani-
cal features or process steps. It is improper to
use the term “comprising”’ instead of *consist-
ing of’. Ex parte Dotter, 12 US.P.Q. 382,
Regarding the normally prohibited inclusion of
Markush claims of varying scope (generic and
subgeneric for example) in the same case, see
Ex parte Burke, 1934 C.D. 5; 441 O.G. 509.

The use of Markush claims of diminishing
scope should not, in itself, be considered a suffi-
cient basis for objection to or rejection of claims.
However, if such a practice renders the claims
indefinite or if it results in undue multiplicity,
an appropriate rejection should be made. This
practice with respect to Markush claims of
diminishing scope is being continued.

The materials set forth in the Markush group
ordinarily must belong to a recognized physi-
cal or chemical class or to an art-recognized

PRI Y A

the filing of a re-

5 tpr
_pound, the propriety of the grouping
e propriety grouping
a whole,
‘a community of properties in the members of
.the Markush expression. ‘

is ‘
a consideration of the compound as
and does not depend on there being

_ A rejection of a Markush type claim based
on any of the grounds pointed out above relates

to the merits and is appealable.
g SusceNUs Cramm

A situation may occur in which a patentee
has presented a number of examples which, in
the examiner’s opinion,-are sufficiently repre-
sentative to support a generic claim and yet a
court may subsequently hold the claim invalid
on the ground of undue breadth. Where this
happens the patentee is often limited to species
claims which may not provide him with suit-
able protection. .

- The allowance of a Markush type claim under
a true genus claim would appear to be bene-
ficial to the applicant without imposing any
undue burden on the Patent Office or in any way
detracting from the ri%hts of the public. Suec
a subgenus claim would enable th> applicant
to claim all the disclosed operative embodi-
ments and afford him an intermediate level of
protection in the event the true (f;enus claims

- should be subsequently held invali

73

- 'The examiners are therefore instructed not

to reject a Markush type claim merely because
of the presence of a true genus claim embra-
cive thereof.

See also 608.01 (p) and 715.03.

706.03(z) Undue Breadth

In mechanical cases, broad claims may prop-
erly be supported by a single form of an ap-
aratus or structure., In re Vickers et al,, 19

'D.324;5640.G. 174,

In chemical cases, however, the disclosure of
a single species usually does not provide an
adequate basis to support generic claims. In
reegol, 1938 C.D. 723; 407 O.G. 546. This is
because in chemistry it is not obvious from the
disclosure of one s ie? what other species
will work. In re Dreshfield, 1940 C.D. 351;
518 O.G. 255 gives this general rule: “It is well

Rev. 12, Apr. 1967




e iner

for consideration of all the "fya“Ctsg‘d approval |

Great care should be exercised in authorizing

of the proposed action.

‘C.D. 27;°309 O.G. 223; Ex parte Hay, 1909
CD.18;130G.197. ~
. Previops ActioX BY DIFFERENT EXAMINER
- Full faith and credit should be given to the
search and action of a previous examiner un-
less there is a clear error in the previous action
or knowledge of other prior art. In general, an
examiner should not take an entirely new ap-
proach or attempt to reorient the point of view
of a previous examiner, or make a new search
in the mere hope of finding something. -

Because it is unusual to reject a previously
allowed claim, the Examiner should point out
in his letter that the claim now being rejected
was previously allowed.

706.05 Rejection After Allowance of
Application
See 1308.01 for a rejection based on a refer-

ence. ,

For rejection of claims in an allowed case
which has failed to make the date of a senior
application in correspondence under Rule 202,
see 1101.01(i).

706.06 Rejection of Claims Copied
From Patent

See 1101.02(f).

706.07 Final Rejection

Rule 118. Final vejection or action. (a) On the
second or any subsequent examination or considera-
tion, the rejection or other ngtlon may be made final,

Rev. 12, Apr. 1987

~should be developed between the Examiner and

such & rejection. See Ex parte Grier, 1923

~Before final rejection is in order a clear issue

applicant.  To bring the prosecution to as
speedy conclusion as possible and at the same
time to deal justly by both the applicant and
the public, the invention as disclosed and
claimed should be thoroughly searched in the
first ‘action and the references fuily applied;
and in nse to this action the applicant

~ should: amend with a view to avoiding all the -

unds of rejection and objection. Switching
m one subject matter to: another in the
claims presented by applicant in smuccessive
amendments, or from one set'of references to
another by the Examiner in rejecting in cuc-
cessive actions claims of substantially the same
subject matter, will alike tend to defeat at-
taining the goal of reaching a clearly defined
issue for an early termination; ie., either an
allowance of the case or a final rejection.
While the Rules no longer give to an appli-
cant the right to “amend as often as the Ex-
aminer presents new references or reasons for
rejection”, present practice does not sanction
hasty and ill-considered final rejections. : The
applicant who is seeking to define his invention
in claims that will give him the patent protec-
tion to which he is justly entitled should re-
ceive the cooperation of the Examiner to that
end, and not be prematurely cut off in the
prosecution of his case. But the applicant
who dallies in the prosecution of his case, re-
sorting to technical or other obvious subter-
fuges in order to keep the application pending
before the Primary Examiner, can no longer
find a refuge in the Rules to ward off a final
rejection. ' ‘
The Examiner should never lose sight of the
fact that in every case the applicant is entitled
to a full and fair hearing, and that a clear issue
between applicant and Examiner should be de-
veloped, if possible, before appeal is prose-
cuted. However, it is to the interest of the
applicants as a class as well as to that of the




ated. They must also
such an extent that applicant
the advisability of an appea
(single). Office action contains
ment supporting the rejection.
However, where a sing] i
i mplﬁ

f a 1 is taken
ner fr?seﬁershould
complete statement of the examiner’s positi
' A‘éummarj'“indi"catinlg the final ‘disposition
o}f each' claim is desirable and also a statement
that: L e o

“The above rejection is made FINAL”, or
“This is a FINAL rejection”. =~ =

For amendments f{]ed after final rejection,
see 714.12 and 714.13. " :

706.07(a) Final Rejection, When
Proper on Second Action

Due to the change in practice as affecting
final rejections, older decisions on questions of
prematureness of final rejection or admission of
subsequent amendments do not necessarily re-
flect present practice. Under procedure which
became effective July 1, 1964, and modified on
September 1, 1966, second actions on the merits
shall be final, except where the examiner intro-
duces a new ground of rejection not necessitated
by amendment of the application by applicant,
c.g., a rejection of any claim not amended by
applicant where that rejection relies on newly
cited art,

See 809.02(a) for actions which indicate
generic claims not allowable.

In t)e consideration of claims in an amended
case where no attempt is made to point out the
patentable novelty, the Examiner should be on
guard not to allow such claims. See 714.04.
The claims, however, may be finally rejected
if, in the opinion of the Examniiner, they are
clearly open to rejection on grounds of record.

in 8 first action

" The per

final should correspond to the g::iod that would
have been set had the action been made in the

parent case. i

706.07(c) Final  Rejection, Prema-
. Any question as to prematureness of a final
rejection should be raised, if at all, while the
case is still pending before the Primary Ezam-
iner. This is purely a question of practice,
wholly distinct from the tenability of the re-
jection. It may therefore not be advanced as a
ground for appeal, or made the basis of com-
plaint before the Board of Appeals. It is re-

- viewable by petition.

Final Rejection, With-
drawal of, Premature

If, on request by applicant for reconsidera-
tion, the Examiner finds the final rejection to
have been premature, he should withdraw the
finality of the rejection.

706.07(e) Withdrawal of Final Re-
jection, General

See 714.12 and 714.13, Amendments after
final rejection. el

Once a final rejection that is not premature
has been entered in a case, however, it should
not be withdrawn at the applicant’s request ex-
cept on the showing of Rule 116. This does
not mean that no further amendment or argu-
ment will be considered. An amendment that
will place the case either in condition for al-
lowance or in better form for appeal may be
admitted. Also, amendments complying with
objections or requirements as to form are to be
permitted after final action in accordance with
Rule 116(n). While the Office will continue
rigorous enforcement of Rule 116, citation of
new art by the Examiner in a final rejection

706.07(d)
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round ¢ rejectlon,

to ons where a new rdsrence either fully
mutsat leustoneclum meetsxtoxeegtfor
diffes to be completely
obvious, lly, previous | re]eotmn
~ should be mthdrawn thh mpect to the claim
or clums involved.
ractice should not be used for a; lwo.-

fp subsidiary references, or of cumu
refare or of references which are me
l;ﬁ‘l;obebette:rtlum those of reco
the practice should not be used
new non-reference or so-called “for-
of rejection ¢ such as those under

 Whe ]’aﬁﬁml rejection is withdrawn, all
amendments filed after the final re]ectmn are
ordmanly entered. ,

707 . Examiner’s Letter or Action

Eztract from Rule 104. (b) The applicant will be
notified of the examiner’s action. The reasons for any
adverse actlon or any objection or requirement will
be stated and such information or references will be
given as may be useful in a!ding the applicant to judge
of the propriety of continuing the prosecution of his
application,

707.01 Primary Indicates Action for
New Assistant

After the search has been completed, action
is taken in the light of the references found.
Where the assistant Examiner has been in the
. Office but a short time, it is the duty of the
- Primary Examiner to go into the case thor-
oughly. The usual procedure is for the as-
sistant Examiner to explain the invention and
discuss the references which he regards as most
pertinent. The Primary Examiner may indi-
cate the action to be taken, whether restriction
or election of species is to be required, or
whether the claims are to be considered on
their merits. If action on the merits is to be

Rev, 12, Apr. 1087

eewhobehmxbad

_ Quayleactions
. Final re

submitted after final
rejectxon ‘
Examiners’ answerson appeal
Interference declarations or modifications
_Decisions on interference motions
~ Actions suggesting claims for interference

Ac%lons involving copied patent claims
(1101.02(£))

Requests for jurisdiction for interference
purposes

Actions reopening pmecutlon

Re?umts for withdrawal from issue

Rule 312 amendments

Rejection of previously allowed claim

Fmal holdmg of abandonment for insufficient

Act:ons based on affidavit evidence (Rules 131

and 132)
Suspension of examiner’s action
Reissue cases (decision on reissue oath)
Requests for an extension of time

707.02 Actions Which Require the
Attention of the Primary

Examiner

There are some questions which existing prac-
tice requires the Primary Examiner to per-
sonally responsible for. The following actions
fall in this category:

ird action on any case (707.02(a)).

Action on a case pending 5 or more years

(707.02(a)).

Final rejection.

Initiating an interference (1101.01(c)).
( f")lrst request for extension of time (710.02
e
Disposition of an amendment in a case in
interference looking to the formation of an-
other interference involving that application
(1111.05).




it of newly ﬁl' ‘

obvxously fluls to comply

(702.01). : Lo
Consideration of the ad sabih yg , pa
entability report (705.01). s
Requirements for restnctlon (803 01).

Withdrawal of final m]ectxon (706.07 ( d) and
706.07(e)).

_Examiner’s Answer on appeal where a new
ground of rejection as a result of the citation
of a new reference is made or where prosecu-
tion is reopened

Decision on reissue oath.’

‘Decision on affidavits under

Rule 131
(715. 08) a.nd under Rule 132 (716). ‘

2706153 QBT

visory Prxmary Exmmners should
» asgistants with the fact that the

‘V*vwsho {to the final disposition of an ap-

(

finding the t references on

 plicati wg
the ﬁm,sea and mrefully applying them.

The Supervisory Primary Examiners are ox-
pected to personaily consider every application
which is up for the third official action with a
view to finally concluding its prosecution.

Any csse that has been Eendmg five years
should be carefully studied by the Supervisory
Primary Examiner and every effort made to
terminate its prosecuhon In order to accom-
plish this result, the case is to be considered
“special™ by the "Examiner.

Rev. 14, Oct. 1987




~ been reeelmd”’ followmg the initial ‘sent
1t should be noted, however, that in cases filed
before October 25, 1965 in which claims in excess

‘ l _ presented before the first official action in the
' case, action is given only on the claims originally
prwented and: applmmt adv:ced accordmgly :

‘ _itatto , of referewa., It domeltic plt-

enu be clted, their numbers and dates, the names of -

the patentees, and the classes of inventions must be

" stated. If foreign patents be cited, their nationality
or country, numbers and dates, and the names of the
patentees must be stated, and such other data must be
furnished as may be necessary to enable the applicant
to identify the patents cited. In citing foreign pat-
ents, the number of pages of specification and sheets
of drawing must be specified, and in case part only
of the patent be involved, the particular pages and
sheets containing the parts relied upon must be identi-
fled. If printed publications be cited, the author (if
any), title, date, pages or plates, and place of pub-
lication, or place where a copy can be found, shall be
given. When a rejection is based on facts within the
personal knowledge of an employee of the Office, the
data shall be as specific as possible, and the reference
must be supported, when called for by the applicant, by
the affidavit of such employee, and such afidavit shall
be zubject to contradiction or explanation by the affi-
daviie of the applicant and other persons.

707.05(a) Copies of Cited References
Provided by Reference Or-
der Center

Copies of cited references (except as noted
helow) are automatically furnished without
charge to applicant together with the Office ac-
tion in which they are cited, Copies of the cited
references are also placed in the application file
for use by the Examiner during the prosecution.

Copies of references which are cited at the
time of allowance, in Ex parte Qualye actions,
and by applieant in accordance with 707.05(h)

Rev. 14, Oct, 1967 78

.‘aminer should :

of the number supported by the filing feo are 2-part form PO-892,

Cited”. (The rest of the action is written as

: P
. ion together with
) be placed in the ap-

(n) Write the citation of the references on
“Notice of References

eretofore.).

~ (b) Affix the }ellow y of PO-892 to the

completed Office action an nge to the clerk for

counting and typing as usual..
(¢) Write the application senal number on

the plastic index tab of the special folder. Insert

into the folder the white original of PO-892 to-
gether with any Foreign and Other References
cited in the action. (Do not enclose any U.S.
patents.)

(d) Place the folder in the “Out Box for
R O C Q'

Form PO-892 is completed, and the folder
prepared and forwarded to R.O.C. in all cases
1n which a reference is to be provided, regard-
less of the type reference cited.

Foreign and Other References are copied and
returned to the Art Unit within 43 hours. If
it is not feasible to release such a reference from
the Art Unit, the Examiner should have two
copies made, These copies must be clearly
marked as such. Both copies are inserted into
the foldar for forwarding to R.O.C.

If one copy of a reference is to be used for
two or more actions simultaneonsly, the folders
involved must be fastened together with an
explanatory note on top.

If Specia]l Handling is desired, a “special
sticker should be attached to the top of the
folder.”

Jumbo U.8, Patents will be furnished to the
applicant, but will net be placed in the appli-
eation file. A tab card stamped “Jumbo Patent™
will be inserted in the file to account for the
missing reference.

Detailed instructions regarding the above
outlined progedure, and the procedure to be fol-
Jowed in correcting an Office activn prior to
mailing are found 1n Chapter 400(Rev.) of the
Manunl of Clerical Frocedures, and the Memo-

- (Pages 70 and 80 omittedi




obw req;mtmg a citation by the upphcant

] mrnrtknowntohunxsmpm° _

vide ‘% 0‘1’1 the oﬂiclal search and also to
facilitate_ such‘ rch:in that an exammer Who

1 of priorartofa vend

tent Oﬂice, if it uses suc
art, will not rely in any way on the fact that it
was cited by the ap;i’emant or attorney, but will
treat it in exactl same mmanner as art dis-
covered in the official search. It is definitely to

the applicant’s advantage to have all pertinent
art of ge('ord Any citation should bepseeleetlve

and should avoid unnecessary duplication or
the inclusion of art of comparatively little
relevance.

Prior art cited by applicants, attorneys, or
agents within thirty days of the filing of an
application, or prior to the first Office’ .u-t:on,
whichever is later, will be fully considered:b
the Examiner, will be part of the official reco
and will be included in the list of references
cited in the patented h]e and in the printed
pntent provided:.

' (a) the number of referuues clted i lnmtcd
to not more than five separate items, - unless a
satisfactory explanation is given ay to why
more than five citations are necessary :

(b) one copy of each of the cited references
is-submitted ;

(c) » detailed llmcmsnm of the references,
pointing out with the partic nlarity required by
Rule 111 (b) and (¢), the manner in which the
claimed subject matter distinguishes over the
references, is submitted,

80.1

- lication. In nctions. where. no references are to

P furmsb

‘action; wﬂl Aill

: 9" as usua thh the following

Bxaminer, will enter; the sub-
_the .appropriate columns,
omettmg the class and su aés For references
other than patents, the Examiner will apply a
in tled “Apphcant Citations”.on form

2 ahead of the citation data of the pub-

be provided (Allowance, Ex parte Qualye, only
applicant submitted references relied upon),
the: Examiner :will list the submitted, citations
as usual on form PO-892 without the above
additions. Since the file record will indicate the
presence .of the submitted citations, the Ex-
aminer does not haye to point out m t,he tio:
the reasons for the citations, = .
. Reference .Order. Center gR OC) wxil not
ies of any ment or which the class
and subclass have been omitted . on  form
PO-892, or of any pubhcataou cxtal under the
heading * Apphcant Citations”.

Where applicant’s submitted citations do not
comply with the above procedures, the p
containing the citations will not be enteredpen
the file. The Examiner will no notify applicant
of non-compliance. The references w 11M{)e cited
only if relied upon by the Examiner in his ac-
tion. Applicant will not be permitted to with-
draw the paper containing the improperly sub-
mitted citations from the application file.

All references appearing in Office actions will
be listed in the patent under a smgle headmg
entitled “References Cited”.

See 1302.12

707 0:) (c) Grouped at Beglnning of
- Letter

In cmng references for the ﬁrst time, the
1dent1fylng data of the citation should be
placed on form PO-892 “Notice of References
Cited”, a copy of which will be attached to the
typed action. No distinction.is to be made be-
tween references on which a claim is rejected and
those formerly referred toas“pertinent”, With
the exception of applicant submitted citations
(705.05(b), 708.02), the: pertinent features of
references which are not used as a basis for
rejection, shall be pointed out briefly.

Rev. 138, July 1967




_ AP n amends tory
to a reference which is su
by the Examiner, such re

'slull bepglnted by the Exammer in: the" ';‘ sual -

T (707, and 90106( )) reqmrest!ie

Ex;mner to give certain dats w! V%c:tmg ref-
The patent number, pai e

‘class and sabelass (except ap-

' . submitted citations), and the filing date,

f appropriate, must be oflven in the citation of

.S. patents. See 901.04 for details concerning

the various series of U.S. patents and how to cite

them. Note that patents of the X-Series

(dated prior to July 4, 1836) are not to be

cited by number. Some USs. patents issued in

1861 have two numbers thereon. The larger

number should be cited.
If the patent date of a U.S. patent is after

and the eﬂ'ectrve filing date of the patent is
before the effective U.S. filing date of the ap-
plication, the fili date of the patent must
set forth in parentheses below the citation of the
patent. This calls attention to the fact that the
particular patent relied on is a reference because

of its filing date and not its patent date. Simi-
larly, when the reference is a continuation-in-
part of an esrlier-filed applieation which dis-
closes the anticipatory matter and it is neces-

sary to go back to the earlier filing date, the
fact that the subject matter relied upon was
originally disclosed on that date in the first
application shouid be stated.

' Cross-Rererexces

Official cross-references should be marked
“X" and unofficial cross-references ‘“uxr.”

In citing U.S. patents an unofficial classifica-

tion is enclosed in parentheses, for example
“(96-24 F uxr)”. re only a portion of the

‘numbersgj xﬁcall £ :

| hgftota%ennmber of shiests

! 1tat10ns) (2) the

elied upan, the total number

, ] are not included, and the

yriste columns on PO-892 are left blank.
actions where no references are furn:shed

- shoets and p 1d be

; pages
7 (other than U.S.
/15, the authorizing signa-
ture of the Group Manager on PO-892 is re-
quired. If the total number exceeds. 30, the
signature of the Operation Director is requlred
Applicants who desire a copy of the com lete
foreign patent or of the portion not “reli
must order it in the usual manner.

PUBLICATIONS

See 711.06(a) for citation of abstracts and
abbreviatures. See 901.06(c) for citation of
Alien Property Custodian publications.

In citing a publication, sufficient information
should be given to determine the identity and
facilitate the location of the publication.. The
data required by Rule 107 (Sec. 707.05) with
the specific pages relied on identified together
with the SCIENTIFIC LIBRARY call num-
ber will suffice. The call number appears on the
“gpine” of the book if the book is thick enough
and, in any event, on the back of the title page.
Books on interlibrary loan will be marked
with the call number of the other library, of

rse. THIS NUMBER SHOULD NOT BE
CITED. If the copy relied upon is located
only in the Group making the action (there
may be no call number), the additional infor-
mation, “Copy in Group *’ should be given.

Rev. 13, July 1967 80.2
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p. 1526-1527. TJ

Calvert, R. Patents (Patent Law). In En-
cyclopedia of Chemical Technology,ed.by R. E.
Kirk and D. F. Othmer. N.Y., Interscience
Encyclopedia. V.

9, 1952, p. 868-890.
K68, P

Hine, J. S.  Physical Organic Chemistry.
N.Y., McGraw-Hill, 1956, p. 81. ),76.7& 5.
- 'Noyes, W. A;Jr. A Climate for Basic

ews. 38(42):

i

ber, 42 the issue number, anc
numbers. iy

If the original public is |
the Office, the Examiner should immediately
order a photocopy of at least the portion relied
upon and indicate the class and subclass in
which it will be filed. The Office action MUST
designate this class and subclass.

Whenever, in citing references anywhere in
the application file the titles of periodicals are
abbreviated, the abbreviaticns of titles used in
Chemical Abstracts and printed in the list of
periodicals abstracted by Chemical Abstracts
should be adopted with the following excep-
tions: (1) the abbreviation for the Berichte der
deutschen chemischen Gesellschaft should be
Ber. Deut. Chem. rather than Ber., and (2)
where a country or city of origin is a necessary
part of a complete identification, the country or
city of origin should be added in parentheses:
e.g.,J. Soc. Chem. Ind. (London).

707.05(f) Effective Dates of Declassi-
fied Printed Matter

In using declassified material as references
there are usually two pertinent dates to be con-
sidered, namely, the printing date and the pub-
lication date. The printing date in some in-
stances will appear on the material and may be
considered as that date when the material was
prepared for limited distribution. The publi-
cation date is the date of release when the ma-
terial was made available to the public.®* If

81

L e

- an absolute statutory bar and its printing date
* may be antedated by an affidavit under Rule

Chem-

s prima facie evidence
edge as of its printing d : ]
h material was classified at that time.

1
When so used the material does not constitute

131,

~ *See Ex parte Harris et al., 79 U.S.P.Q. 438.

707.05(g) Incorrect Citation of Ref-
7 eremces .o
 Where an error in citation of a reference is
brought to the attention of the Office by appli-
cant, a letter correcting the error and mﬂaﬁ{“ﬁ
the previous period for response, together wit
a correct copy of the reference, is sent to appli-
cant. Where the error is discovered by the Ex-
aminer, applicant is also notified and the period
for response restarted. In either case, the Ex-
aminer is directed to correct the error, in ink.
in the paper in which the error appears, and
place his mitials on the margin of such paper,
together with a notation of the paper number
of the action in which the citation has been cor-
rectly given. See 710.06.

Form POL-316 is used to correct an erro-
neous citation or an erroneously furnished
reference. Clerical instructions are cutlined in
t(he (M;mual of Clerical Procedures, Sec. 410.C

In any case otherwise ready for issue, in
which the erroneous citation has not been for-
mally corrected in an official paper, the Ex-
aminer is directed to correct the citation on an
Examiner’s Amendment form POL-37.

If a FOREIGN patent i8 incorrectly cited;
for example, the wrong country is indicated
or the country omitted from the citation, the
General Reference Branch of the Scientific
Library may be helpful. The date and num-
ber of the patent are often sufficient to deter-
mine the correct country which granted the
patent.

To correct a citation prior to mailing, either
before or after sending the typed action to
Reference Order Center (R.0.C.), sec the
Memorandum of March 29, 1967, distributed to

Rev. 14, Oct. 1067



Seleses . yis
- Decisions found only in pa
 be cited only when there is n
sion on the same point. An
which is frequently cited shot
tention of th
ine 1f it wouls

will determine whether steps should be taken
to release it for publication. '

When a Commissioner’s Order, Notice or
Memorandum is cited in any official action, the
date of the order, notice or memorandum or
the Official Gazette in which the same may be
found should also be given. o

707.07 Completeness and Clarity

Rule 105. Completeness of examiner's action. ‘The
examiner’s .action will be complete as to all matters,
except: that in appropriate circumstances, such as 'mi&
. Jolnder of invention, fundamental defects in the appli-
cation, and the like, the action of the examiner may he
limited to such matters before further action s made.
However, matters of form need not be raised by the ex-
aminer until a claim. is found allowable.

Whenever, upon examination, it is found that
the terms or phrases of modes of characteriza-
tion used to describe the invention are not
sufficiently consonant with the art to which the
invention pertains, or with which it is most
nearly connected, to enable the Examiner to
make the examination specified in Rule 104, the
Examiner should make a reasonable search of

Rev. 14, Oct. 1987

queSted to provide .
tion of these terms (or prop-
data) or correlation thereof with
terminology so that a proper com-
he prior art can be made.

“requi ments to 'c’orr‘eét in-
; s noted on Form PO-152 (rev. 6/67)
the Head of the Application Branch and

" Draftsman’s criticisms of the drawings noted on

Form PO-948 should be made in the first letter.
The aforementioned forms comprise three

“copies each, the second and third col!)ies being

mailed to the applicant along with the Exami-
ner’s letter in which they are referred to as at-
tachments. Other informalities noted the
Examiner should also be made in the first letter.
~ Every action on the merits should be com-
plete and thorough as to the merits.

707.07(b) Requiring New Oath
See 602.02. | |
707 07(c) 7~l)§‘afuman’s Requirement

When a copy of Form PO-948 containing the
Draftsman’s criticism of the drawings (see 707.-
07(a)) is attached to the first letter by the Ex-
aminer, he should also state in the letter that
correction as indicated or submission of the new
drawing may be deferred pendin% the indica-
tion of allowable subject matter. See also 608.-
02(a),608.02(e),608.02(s).

1 707.07(d) Innguage To Be Used In

Rejecting Claims

Where a claim is refused for any reason re-
lating to the merits thereof it should be “re-
jected” and the ground of rejection fully and
clearly stated, and the word “reject” must be




. 102035 US.C.108
35 U. 0102 ;(Amé'ml‘snox OR LACk»- oF
ey . NoveLty) »

The distinction between rejections based on
35 U.S.C. 102 and those based on 35 U.S.C. 103
should be kept in mind. Under the former, the
claim is anticipated by the reference. No ques-
tion of obviousness is present. It may be ad-
vigable to identify a particular part of the ref-
erence to support the rejection. . If not, the
expression_“rejected under 35 US.C. 102 as
clearly anticipated by” is appropriate. - . -

35 US.C. 103" (Obwdcskisé) |

In contrast, 35 U.S.C. 103 authorizes a rejec-
tion where to meet the claim, it is necessary to
modify a single reference or to combine it with
one or more others. After indicating that the
rejection is under 35 U.S.C. 103, there should
be set forth (1) the difference or differences in
the claim over the applied references, (2) the
proposed modification of the applied references

necessary to arrive at the claimed subject mat- -

ter, and (3) an explanation why such proposed
modification would be obvious. - ‘

Ev:?i_:hi%1 of a personal nature must be
avoided. atever may be the Examiner’s
view as to the utter lack of patentable merit
in the disclosure of the application examined,
he should not express in the record the opinion
that the apl?licatmn is, or appears to be, devoid
of patentable subject matter. Nor should he
express doubts as to the allowability of allowed
claims or state thet every doubt has been re-
solved in favor of the applicant in granting
him the claims allowed.

The Examiner should, as & part of the first
Office action on the merits, identify any claims
which he judges, as presently ised, to be
allowable and/or should suggest any way in
which he considers that rejected claims may be
amended to make them allowable. If the Ex-

aminer does not do this, then by implication it

b grp . 5 i
prior art under either 35 U.S.C.

of the requirement.

under Rule 1
other art may b
& rejection ;

%rosper to_further .
U.S.C. 103 if (1) the 35 U.S.C

does not disclose the applicant’s “inven ‘
cept”, or (2) the propriety of the 35 U.S.C. 102
rejection depends upon a particular interpre-
tation of the claim. AR A

707.07(e) Note All Outstanding Re-
quirements

In taking up an amended case for action the
Examiner should note in every letter all the
requirements outstanding inst the case.
Every point in the prior action of an Exam-
iner which is still applicable must be repeated
or referred to, to prevent the implied waiver

As soon as allowable subject matter is found,
correction of all informalities then present
should be required.

707.07(f) Answer All Material Trav-
A LT

Where the requirements are traversed, or
suspension thereof requested, the Examiner
should make proper reference thereto in his
action on the amendment.

Where the applicant traverses any rejection,
the Examiner should, if he repeats the rejec-
tion, take note of the applicant’s argument and
answer the substance of it.

Rev. 13, July 1067




nswering such ‘argu-
et al.,

O trig m 5
1959 C.D 159; "789 gy G. 545 where the apph—
' thqit” ﬁt%he\ Joatter claimed

s - its. . “The 'conrt
noted tho,t gince A

pplicants’: statement of ad-
vanuges was not questioned by the Examiner
the Board of Appeals, it was constrained
the statement lt

Pleoemeal exammatlon shonld “avoided
as much 'as’‘possible. The Examiner ordi-
narily 'should reject each claim ‘on all valid
available, avoiding, however, undue
multxplwatlon of references. (See 90402)
Mo n;theve exists s sound rejection
of prior art wluch dxscloses the

“beart” of the slleged invention (as distin-
guished from prior art which merely meets the
terms ‘of the_claim), se ary rejections on
1 grounds ordi rily should not be

fere 5 mior technical rejection is

ot (o ion, lack of proper dis-
clostre, m‘t& ;uch meetlonp:hould
be stated : vmh & full development of the rea-

sons rather than: by a mere conclusion coupled
with some stereotyped expression. Certain

Rev. 18, July 1967

fmry letter etch‘ claimn shbﬁl&

ince dum retains its original nu-
mal throu &hout the prosecution of the case,
its history igh successive actions is thus
easily traceab h action should conclude
mth & summary of re,ected nllowed und can-
ocelled claims.:
Chaims retained Rdgnder Rule 142 and clalms

Index.-of
date as set forth in 71704

707.07 ( 1) Slate When Clanns Are Al
low:ble .

' AutowasLr Excepr A8 o Fo:m '

When an’ apphcatxon discloses patentable
subject matter and it is apparent from the
claims and the Applicant’s arguments that the
claims are intended to be directed to such

table subject matter, but the claims in

resent form cannot be allowed because

of de in form or omission of a limitation,

the Examiner should not stop with a bare ob-

]ectlon or rejection of the claims. The Exami-

ner’s action should be constructive in nature

and when ible he should offer a definite

ion for correction. - Further, an Exam-

s suggestion of allowable subject matter

may justify his indicating the possible desira-

blhty of an interview to accelerate early agree-
ment on allowable claims.

_If the Examiner is satisfied after the search
hu been completed that -patentable subject
matter has been disclosed and the record indi-
cates that the Applicant intends to claim such
subject matter, he may note in the Office action
that certain or features of the patent-
able invention have not been claimed and that
if progl)’eriy claimed such claims may be given
favorable consideration.

number ‘and its treatment or status

ld be kept up '. to‘




707.07(k) Numbering Paragraphs

It is good practice to number the pa p
of the glettex- consecutively. ~ This facliit
tﬁeir identification in the future prosecution of
the case.

' 707.08 Reviewing and Initialing by As-
sistant Examiner

The full surname of the Examiner who pre-
ares the Office action will, in all cases, be t{ped
low the action on the left side. The telephone
number below this should be called if the case
is to be discussed or an interview arranged.
After the action is typed, the Examiner who
fre ared the action reviews it for correctness.
f this Examiner does not have the authority
to sign the action, he should initial the action
above the typed name, and forward to the au-
thorized signatory Examiner for signing.

707.09 Signing by Primary or Other
Authorized Examiner

Although only the original issigned, the word
“Examiner” and the stamped name of the signer
should appear on the original and copies.

707.10 Entry

After the original copy has been signed by
the authorized signatory Examiner, the tg'lpist
places it in the file wrapper and enters in black
ink on the outside of the wrapper, under “Con-
tents”, the character of the action.

707.11 Date

The date should not be typed when the
letter is written, but should be stamped on all

vided, the original and copies after signing
- forwarded by the clerk to Reference Order Cen-

hs
ates

pro-
are

here cited references are to be

ter (R.O.C.) for mailing. The file with a copy
of the action is retained in the Group. After the
copies are mailed by R.0.C., the original is re-
turned for placement in the file. -

707.13  Returned Office Action

Letters are sométim&i ‘returnéd“to the Office
because the Post Office has not been able to de-

liver them. The Examiner should use eve

reasonable means to ascertain the correct ad-
dress and forward the Ietter again, after
stamping it “remailed” with the date thereof
and redirecting it if there be any reason to
believe that the letter would reach applicant
at such new address. If the Office letter was
addressed to an attorney, a letter may be writ-
ten to the inventor or assignee informing him
of the returned letter. e period runnin
against the apglication begins with the date o
remailing. (Ex parte Gourtoff, 1924 C.D. 153;
329 0.G. 536.)

If the Office is not finally successful in de-
livering the letter, it is placed, with the en-
velope, in the file wrapper. If the period dat-
ing from the remailing elapses with no com-
munication from applicant, the case is for-
warded to the Abandoned Files Unit.

708 Order of Examination

Rule 101. Order of examination. (a) Applications
filed in the Patent Office and accepted as complete ap-
plications (rules 53 and 55) are assigned for examina-
tion to the respective examining divisions having the
classes of inventions to which the applications relate.
Applications shall be taken up for examination by the
examiner to whom they have been assigned in the or-
der in which they have been filed.

(b) Applications which have been acted upon by
the Examiner. and which have been placed by the ap-
plicant in condition for further action by the Examiner
(amended applications) shall be taken up for action
in such order as shall be determined by the Commis-
sioner.

Effective July 1, 1964, each Examiner will glve pri-
ority to that application in his docket, whether amended

Rev. 13, July 1067




: ~ ‘of emmmauon. Appli-
cntions wil M:headmead out of turn for examina-

tion differs from what- recorgs ‘show, he should 0
inform the Clerk of Gronp, who should promptly amend
the records to:show: the carteet status, wlth the dtue
of correction.” 7 i
" The new order of - examinttian for each Euminet

~wrill contintde to ority for those special cases hav-
ing a fixed Go-dzyp:ue t:“e' such as Examiner's An- emment requests !mmedhte acﬂon for that reuon, may
swers and Decisions on Motions. Most other cases be advanced for examination.

still remaining in the “special” category (for.example, Certain procedures by, the. Exammers take
reissues, interference cases, cases made special by  precedence over actions even on special cases.
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d will have to be finally rejected, he
smch action forthwith instead of

ial cases (those
for examina-

tion): -~ .

(a) Applications wherein
deemed of iar im
of the public service an
the head of some department of
ment requests immediate action and the Com-
missioner so orders (Rule 102).

(b) Cases made special as a result of a peti-
tion. (See 708.02.) .

Subject alone to diligent prosecution by the
applicant, an application for patent that has
once been made special and advanced out of
turn for examination by reason of a ruling
made in that particular case (by the Commis-
sioner or an Assistant Commissioner) will con-
tinue to be special throughout its entire course
of prosecution in the Patent Office, including
appesl, if any, to the Board of Appeals; and
any interference in which such an application
becomes involved shall, in like measure, be
considered special by all Patent Office officials
concerned.

(c¢) Applications for reissues (Rule 176).

" (d) Cases remanded by an appellate tribunal
for further action.

(f) Applications which appear to interfere
with other applications previously considered
and found to be allowable, or which it is de-
manded shall be placed in interference with an
unexpired patent or patents (Rule 201).

(g) Cases ready for allowance, or ready for
allowance except as to formal matters,

(h) Cases which are in condition for final
rejection. (See Order 3084 above.)

_ (i) Cases pending more than five years,
including those which, by relation to a prior

27162268 OO - 67 « 8

, he is tis-
ndition for allowance, or which he,

Petitions to make special may be based on the
.grounds of prospective manufacture or actual
ement (as explained in Form PO-94)
or the inability of the applicant to interest
capital due to the lack of a patent or of an
Office action indicating patentable subject
matter. a y
‘ - Age or Irr. Heavrn
. Petitions to make special may be based on a
verified showing that the age (65 or older) or
state of health of the applicant is such that he
might not be available to sssist in the prosecu-
tion of the application, if it were to run its
normal course, or be alive at the time of the

_ grant to derive any benefit from his patent.

CONTINUING APPLICATION

Petitions to make special a continuing appli-
cation may be based on an allegation that the
application contains only claims which have
been held allowable in the parent case or claims
differing therefrom only in matters of form
or by immaterial terminology. The Examiner
is requested to make a report stating whether
the allegation in the petition is correct and
including a list of the references over which
the claims were allowed, unless such references
have been listed in the petition. If, in the
opinion of the Examiner, the claims in the ap-
plication do not qualify it for special status
as above noted, but he is able to determine from
inspection that the application is allowable in
matters of substance or that the claims are oth-
erwise such as would, by reason of the previous
prosecution, be clearly subject to immediate
final action, he should report the fact.

Sreciar ExaMINING ProcEDURE For CERTAIN
NEw APPLICATIONS—ACCELERATED EXAMINA-

TION

A new application may be granted special
status provided that applicant (and this term
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‘ election will be entered only if the sj’)ecml
c) Presents all claims directed to

traverse as a prerequisite to the grant of special

" The election may be made by applicant at the

ition for special status.

time of filing the pet pecial status.
election wi

Shhonlal Qpp%iwnt fail to ins
the original papers .
determ;g::es ‘thrz’itI? Bin o
the established telep

will be followed. o

If otherwise - proper, exgmmation on the

merits will proceed on claims drawn to the

elected invention. . S ,

If applicant refuses to make an election with-
out traverse, the application will not be further
examined at that time. The petition will be
denied on the ground that the claims are not
directed to a single invention, and the applica-
tion will await action in its regular turn.

~ Divisional applications directed to the non-
elected inventions will not automatically be
‘given special status based on papers filed with
the petition in the parent case. Each such
application must meet on its own all require-
ments for the new special status.

(d) Submits a statement that a pre-examina-
tion search was made, and specifying whether
by the inventor, attorney, professional search-
ers, etc., and listing the field of search by class
and subclass, publication, chemical abstracts,
foreign patents, etc. o

 (e) Submits one copy each of the references
deemed most closely related to the subject mat-
ter encompassed by the claims. SRR

{f) Submits a detailed discussion of the ref-
erences, which discussion points out, with the

articularity required by Rule 111 (b) and (c),

ow the claimed subject matter is distinguish-
able over the references. Where applicant indi-
cates an intention of overcoming one of the ref-
erences by affidavit under Rule 131, the afidavit
must be submitted before the application is
taken up for action, but in no event later than
one month after request for special status,

Rev. 12, Apr. 1067

-forth below; there is no

‘special status as a result of com;

o the proced
; rovision for “with-
drawal” from this special status.
i Following is the special examining proce-
ure: SEPRNY Lt e AT
1. The new application,lb;vmfﬂ" 1g been granted
! t of compliance with the
requirements set out above will be taken up by
the Examiner before all other categories oP, ap-
plications except those clearly in condition for
allowance and those with set time limits, such as
Examiner’s Answers, Decisions on Motions, etc.,
and will be given & complete first action which
will include a/7 easential ‘matters of merit as to
all claims. The Examiner’s search will be re-
stricted to the subject matter encompassed b
the claims. This first action will terminate wil:K
the setting of a three-month shortened period
for response. S T R Vhew g
. 2. During the three-month period for re-
sponse, applicant is enco d to arrange for
an interview with the Examiner in order to re-
solve, with finality, as many issues as possible.
In order to afford the Examiner time for reflec-
tive consideration before the interview, appli-
cant or his representativeé should cause to be
placed in the hands of the Examiner at least one
working day prior to the interview, a copy
(clearly denoted as such) of the amendment
that he proposes to file in response to the Exam-
iner’s action. Such a Paper will not become a
part of the file, but will form a basis for discus-
sion at the interview. :

3. Subsequent to the interview, or responsive
to the Examiner’s first action if no interview
was had, applicant willlﬁle his “ret(’::rd” re-
sponse. e response at this stage, to be proper,
must be restricted to the rejections, objections,
and requirements made. Any amendment
which would require broadening the search field
will be treated as not a proper response.

4. The Examiner will, within one month from
the date of receipt of applicant’s formal re-
sponse, take up the application for final dispo-
sition. This cﬁspositxon will constitute either a
final action which terminates with the setting
of a three-month period for response, or a no-
tice of allowance. No further response will be
made by the Examiner after a final action with




,,,,,,,,,,
e

remain outstanding.
- Each petition to make speeial, n
the groug:itu n which the petition i
the nature of the decision, is placed Q
in the application file, together with the decisi
thereon. :The petition and the decision will be
entered in the application by the Office where the
petition is ruled on. The petition, together with
any attached papers and sup rimg affidavits,
will be given a jmglti]l)alzer, number and entered
by that number in the “Contents” of the file.
ﬁle decision will be accorded a separate paper
e “Contents” of the

g;lmber' and so entered in th
In order to insure entries in the “Contents”
of the application file in proper order, the clerk
in the examining ﬁroup will be expected to
make certain that a :papers.fxrior to a petition
have been entered in the application file before
forwarding it for consideration. :

708.03 Examiner Tenders His Resig-

nation

Whenever an Examiner tenders his resigna-
tion, the Supervisory Primary Examiner should
see that he spends his remaining time as far as
possible in winding up the old complicated cases
or those with involved records and getting as
many of his amended cases as possible ready for
final disposition.

If the Examiner has considerable experience
in his particular art, it is also advantageous
to the Bﬂice if he indicates (in pencil) in the
file wraerrs of cases in his docket, the field
of search or other pertinent data that he con-
siders appropriate.

709 Suspension of Action

Rule 103. SBuspension of action. (a) Suspension of
action by the Office will be granted at the request of
the applicant for good and sufficlent cause and for a
reasonable time specified. . Only one {such] suspension
may be granted by the primary examiner; any further
suspension must be approved by the Commissioner.

(b) It action on an application is suspended when
not requested by the applicant, the applicant shall be
notified of the reasons therefor,

(Rule 138). It is to' b1
“of action appli i

, sion of action
sed with ]

.

b

b e

and 1101.01(i). 1

709.01 Overlapping Applications by
' Same Applicant or Owned by
_ Same Assignee

~ Examiners should not consider ex parte,
when raised by an aiplica‘nt, questions which
are pending before the Office In inter partes
edi the same applicant or

proceedings involying ;
arty of interest. (gee ex parte Jones, 1924
pli-

.D. 59; 327 O.G. 681.)

Because of this where one of several a
cations of the same inventor or assigne¢ which
contain overlapping claims gets into an inter-
ference it was formerly the practice to suspend
action by the Office on the other applications
in accordance with Ex parte McCormick, 1904
C.D. 575; 113 O.G. 2508.

Now, partly in view of In re Seebach, 1937
C.D. 495; 484 O.G. 503 the prosecution of all
the cases not in the interference is required to
be carried as far as possible, by treating as
prior art the counts of the interference and by
rejections forcing the drawing of proper lines
of division. See 1111.03. :

709.02 Actions Following Correspond-
ence Under Rule 202 ,

See 1101.01(i).

710 Period for Response

See Chapter 1200 for period for response
when appeal is taken or court review sought.

710.01 Statutory Period

Ezxtract from Rule 185. (&) If an applicant falls to
proseciute his application within six months after the
date when the last official notice of any action by the
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the il
months specified after
nse to an Office action dated August
,,  on: the: following February 28 :(or'29
if :it is a leap year), while a response to an
Office action dated February 28 is.due on Au-
gust 28 and not on thelast day of August. Ex
essick, 1930 C.D. 6; 400 O.G. 3. The

d apply period Jess

30 is.

action is given by the “Office date” stamp
;rbl;ich appears on the responding paper. ' See

In some cases the Examiner’s letter does not
determine the beginning of a statutory re-
sponse period. For example, the Examiner
may write a letter adhering to a final rejection,
in which case the statutory response period
running from the date of the final rejection is
not disturbed. In all cases where the statutory
response period runs from the date of a previ-
ous action, a statement to that effect should be
included at the end of the letter.

710.02 Shortened Statutory Period
and Time Limit Actions

- Under Rule 136 (35 U.S.C. 133) an appli-
cant does not always have six months within
which to respond to an Office action. He may
be required to respond in a shorter period, not
less than 30 days, whenever it is deemed “neces-
sary or expedient”. Some conditions deemed
“necessary or expedient” are listed in  Section
710.02(b).

In other situations, for example, the rejection
of a copied patent claim, the Examiner may
require applicant to respond on or before a
specified date. These are known as time limit
actions and are established under authority of
35 U1.S.C. 6. Some situations in which time
limits are set are noted in Section 710.02(c).
The time limit requirement shonld be typed in
capital letters,

Rev. 13, July 1967

ably 8

 authority given him by 35 U.S.C.
710.02) the Commissioner has di-
Examiners to set a shortened period
r response to every action.. The length of
the shortened statutory period to be used de-
pends on the type of response required. Some
specific cases of shortened statutory period for

response to be given are:

- ... - Tamry Davs
‘ uirement for restriction or
- election of species—no claim re-

jeCted e e e e : 814
To file express abandonment—
o drawings transferred.____._.. 608. 02(1)

Two MoNTHS

Wim.xing party in terminated in-
terference to reply to unan-

swered Office action_ . __.._.... 1109.01

Where, after the termination of an inter-
ference proceeding, the application of the
winning party contains an unanswered office
action, final rejection or any other action, the
Primary Examiner notifies the applicant of
this fact. In this case response to the Office
action is required within a shortened statutory
g::iod running from the date of such notice.
See Ex parte Peterson, 1941 C.D. 8: 525 O.G. 3.

Ex parte Quayle ; ,

When an application is in condition for
allowance, except as to matters of form, such
as correction of drawings or sg:ciﬁcation, 8
new oath, etc., the case will considered
special and prompt action taken to require cor-
rection of formal matters, Such action should
include a statement that prosecution on the
merits is closed in accordance with the deci-
gion in £z garte Quayle, 1935 C.D. 11: 453
0.G. 218, and should conclude with the setting
of a shortened statutory period for response.

Multiplicity rejection—no other
rejection ..o aoceeo. 706.03(1)




pong
]echon in the Examiner’s Answe
" A shortened statutory peric
less than 30 days.

As stated in 710.02, 35 US.C. 6 provxdes_{,
authority for. the Commissione ablish

rules and regulath ns for the conduct
ceedings in the Patent Office
Rules ‘are certain situations

Examiner sets a time Jimit mtlnnwwhxch some

ified action should be taken by applicant.
situations in which a time limit is set are:

. Rule 20, proindes that m snggestmg
clmms for interference: ,

The parties 1o whom the rlalms are suggested wlll be
required to make those claims (i e., present the sug-
zested claims in their applications by amendment)
within'a ‘specified time, not less than 30 days. in order
that an interference may be declared

See 1101.01 (j), and 1101.01(m).
(b) Rule 206 provides:

Where claims are c¢opied from a patent and the ex-
aminer is of the ppicioa: .. L that none of (he clgims
zail be made, Le shall state in his action =i the appli-
crant cannot make the #laims and set & 1ime Umit, not
less than 20 days, for veply. I, after response hy the

appricant, the rejection is made fina), o <'pifiar time
fimrit <hall 'u' w243t 'n)’ e '

T 3

See 1101 02 (ﬁ

(c) When applicant’s sction is n Sully re-
responsive to the Office action, il I‘ Naminer
may give applicant one month or t!w nmumdvr
of the set st: wntory period, whichever is longer,
to complete his respon=e, “See third pnmm'lph
of Rule {35 which reads as follows:

‘When action by the npplimnt is a boun fide attempt
to advance the case to final actlon, and is substantially
2 complete response to the examiner's action; but con-
sideration of gome matter or compliance with some re-
quirement hag been inadvertently omitted, opportunity
to explain and supply the omission may be given before
the question of abandonment is congidered,

90.1

: istmct, one m a
- nonselected ‘invention or s

,, appropnate action. See
.- 809.02 (c),82101 '

710.02(d)

;ngen to cancel claims to
ies or take other
ules 141, 144, and

). If there is'a defect in the fm'mat of a
reamlined continuation application which can

‘be corrected, applxcsmt is glven one month to
“correct the defect. : ,, g

See 201.07.

"Diﬁ‘eréi:ée Between 'Shbrt-
~ened Statutory and Tlme-
Limit Periods

The distinction between a limited time for
reply and a shortened statutory period under
Rule 136 should not be lost sight of. The pen-
alty attaching to failure to roplv within the
time limit (from the snggestion of olmms or the
rejection of copied atent claims) is loss of the
subject matter m\o'h ‘ed on the doctrine of dis-
claimer. A rejection on the ground of dis-
claimer is -wuwﬂ.xhk\ On the other hand, a
complete failure to resprmed within the set stat-
ntory pericd results i alandonment of the
entire applieation.  This is nat npro alable, but
a petition to revive may he granted if the delay
was nnavoidable.  Farther, where applicant re-
gpon:ls a day or two after the time limit, this

~may be excuzed by the Examiner if satisfac-

mrllv ovphmod hut a vesponse one day late
in a ease eavrying a shortened statntory period
under Rule "’.n, no matter whot the exense,
pestlts in abandonment : however, if asked for
in_advanee extension of the period may he
granted by the Fxaminer, provided the exten-
sion does not go heyand the six months’ period
from the date of the Office action. See also
1101.02(f).

710.02(e) Extension of Time

Extract from Rule 136. (b) The time for reply, when
a time less than six months has been set, will he ex-
tended only for zood and sufficient cause, and for a
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authority to ,
period unless req for the
on or before the day on ‘whic plicant’s
tion is due. While the shortened’ period may
be extended within the limits of the statutory
six months’ , 31
extend the time beyond-the six months. =

Compare, however, Rule 135(c) and 714.03.

Any request under Rule 136(b) for extension
of time must state a reason in support thereof:
under the present 'imlic_v the application of the
Rule will entail only a limited evaluation of the
stated reason. . o g S

This liberality will not apply to ‘

(1) ,any requests. for more than one-month

.. extension,. Lol

" (2) second and quent. requests for ex-

. tension of tithe. ‘

- All first requests for extension of time regard-
less of the number of months involved will be
.decided by the Primary Examiner. All re-
uests subsequent to the first request for exten-
sion of time to respond to an office action will
be forwarded to the Group Manager for action.
If a request for extension of time is filed in
duplicate and accompanied by a stamped re-
turn-addressed envelope, the Office will indicate
the action taken on the duplicate and return it
promptly in the envelope. Utilization of this
procedure is optional on the part of applicant.
In implementing this procedure, the action
taken on the request should be noted on the
original and on the copy which is to be returned.

The notation on the original, which becomes a

part of the file record, should be signed by the
person granting or denying the extension, and

the name and title of that person should also
appear in the notation on the coll])y which is .
e extension. .

returned tothe person requesting t

When the request is granted, no further ac-
tion is necessary; when it is denied, a formal
Jetter of denial, as presently used, giving
the reason for denial, should be forwarded
promptly after the mailing of the duplicate.

Rev. 14, Oct. 1967

jection hhv‘%ﬁg a short

riod, no extension can operate to -

Tesponse to a final re-
avl shortened statutory period for .
response will operate to extend the period for

~appeal or filing of a continuing case an addi-

tional month, but in no case to exceed six
months from the date of the final action.  (See
71004 - Two Penods Rnnnmg o

_There sometimes arises a situation where two

different . periods - for response are runming
 agminst an application, the one limited by the
- regular statutory period, the other by the lim-
~ ited period set in ‘a subsequent Office action.

The running of the first period is not. sus-
pended  nor affected by an ex parte limited

- time action or even by an appeal therefrom.

For an exception, involving suggested claims,
see 1101.01(n). |

710.04(a) Copying Patent Claims

Where, in an application in which there is an
unanswered rejection of record, claims are
copied from a patent and all of these claims
are rejected there results a situation where two
different periods for response are running
against the application. One period, the first,
is the regular statutory period of the unan-
swered rejection of record, the other period is
the limited period set for response to the re-
jection (either first or final), established under
Rule 206. The date of the last unanswered
Office action on the claimg other than the
copied patent claims is the controlling date of
the statutory period. (Ex parte Milton, 164
M= D. 1, 68 USPQ 132 and Ex parte Nelson,
164 Ms. D. 361, 26 J.P.O.S. 564.) See also
1101.02(f). : ‘

90.2




~The holxdays’ in the Dlstnctk
are: New Year’s Day, Janua

mustbeﬁled on tha.t dnyﬂ enthough by reason
of: Pubhc Law 86——362 the Patent Oﬁee is
closed,

When an amendment is ﬁled a day or two
later than the explratlon of the period fixed by
statute, ' care should be taken to ascertain

whether the last day of that perlod was Satur-

day, Sunday or a hohday in the District of
Columbia, and. if so,. whether the amendment
was filed or the fee paid on the next succeed-
ing day which is not a Seturday, Sunday or a
hohday

~An  amendinent recelved ‘on ‘such suceeeding
day which was due on Saturday, Sunday or a
holiday is endorsed on the file wrapper with
the date of receipt.
and/or hohday is also Andzcated

710.06 stcellaneous Factors Deter-
mining Date

Where the citation of a reference is incorrect
and this error is called to the attention of the
Office before the expiration of the period for
response, a new period for response starts from
the date of the Office letter giving the correct
citation. The previous period is restarted re-
gardless of the time remmmng See 707.05(g)
for the manner of correcting the record where
there has been an erroneous citation.

‘The Saturday. Snnday

le is an_action rejecting: '
ference whlch is not cited at’all nor: already 5

ft;eco

de such complete and’ proper

: actlon as i:he conditron of ‘the case may require The

admlss!on of an amendment not’ responsive to the 1ast~
official ‘action, of refusal to admit the same, and any
proceedlngs relatlve thereto. shall not operate to save ’

: the app!ication from abnndonment

' properly signed paper

(e} When action by the appllcant !s a bona ﬁde at-
tempt to advance the case to ﬁnal action, nnd ls sub-

(! See mle 7 ) S
Rule 1'38 'Eamress abandonment ;

written declaration of abandonme!it, stgned by the ap-
plicant himself and the assignee of record, if any, and
identifying the application, Except as provided in
Rule 262 an application may alse be expressly aban-
domed by filing a written declaration of abandonment
gsigned by the attorney or agent of record. ‘
“Abandonment may be either of the invention

or of an application. This discussion is con-
cerned with abandonment of the application

- for patent.

91

An abandoned application, in accordance
with Rules 135 and 138, is one which is re-
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711.01 Express or Formal Abandon-
S - ment | T
_ Applications may be expressl . abandoned _

 expressly -abandoning .an a%’bcatwn (not in ¢

the

xaminer . should

issue) . is . received,

acknowledge receipt, thereof

it does or does not comply w equire-
ments of Rule 138, and if it does comply, state
that the application is sbandoned and that it
is being sent to the Abandoned Files Unit.
However, in the case of an application in issue,
express abandonments which are received be-
fore the issue fee is paid are acknowledged by
the Head of the Issue and Gazette Branch; in
those cases where the issue fee has been paid
and the patent to be issued has received its
date and number, express abandonments must
be approved by the Commissioner, and under
these circumstances, approval depends upon a
showing of sufficient cause for waiting so long
before deciding to abandon the application.

- In view of the doctrine set forth in Ex parte
Lasscell, 1884 C.D. 66; 29 O.G. 861, an amend-
ment canceling all of the claims, even though
said amendment is signed by the applicant
himself and the assignee, is not an express
abandonment. Such an amendment is re-

_the_require-

- garded as non-responsive and should not be .
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cith

6, de, failore to -
ion, as the condi- .
n the statu-

to’rAy period’ (Rule 131;)(1 A
" Abandonment by entire failu
presents no, problems. :
N there ordin,

notify the applicant or attorney

~ at-once that the application has’ been ‘aban-

doned. 'The latée amendment is endorsed on the
file wrapper but not formally entered. - (See
1407) o
To pass on questions of abandonment, it is
essential that the Examiner know the dates -

- that mark the beginning and end of the statu-

tory period under varying situations. Appli-
cant’s response must reach the Office within the
set statutory period for reply dating from the
mailing of the Office letter:  (See 710to 710.06.)

711.02 (a)' -,Insuff‘iciency of Response

Abandonment may result in a situation
where applicant’s,refly. is within the statutory
period but is not fully responsive to the Office
action. But see 710.02(c), par.-{c). See also
714.02 to T14.04. , ;




1g]
gprosecute an ap-
See 1215.01 to

3. Likewise it may beeome “abandoned
through dismissal of appeal to C.C.P.A. or
civil action, where there was not filed prior to

such dlsmxssa] an amendment’ putting the case

in eondxtmn or issue or fully responsive fo, the

pest s i by CCPA e . Sen 51605
as required by s e
m 1216.01. . e

4. Where chums are
ence near the end of the statutory. penod Tun-
ning against the case, see 1101.01(n). -

5. When drawings are. transferred under' |

Rule 88, See 60802(1) BT

711. 02 (c) Termimmon of Pmceed-
ings

“Tenmnatlon of roceedmgs” is an expres-
sion found in 35 Ug C. 120. As there stated,
a second application is conSIdered to be co-
pending with an earlier case if it is filed before
(a) the patenting, (b) the abandonment of, or
(¢) other termination of proceedmgs in the
earlier case. ‘“Before” has consistently been
interpreted, in thls context, to mean “not later
than”.

‘In:each of the followmg sxtuatlcms, proceed-
ings are terminated:

1. When the issue fee is not axd and the ap-
plication is abandoned for failure to pay the
1ssue fee, proceedings are terminated as of the
date the issue fee was due and the application is
the same as if it were abandoned on that date
(but if the issue fee is Inter accepted, on petition,
the application is in a sense revived). See 712,

2. If an application is in interference involv-
ing all the claims present in the application as
counts and the application loges the interfer-
ence as to all the claims, then proceedings on
that application are terminated as of the date

d for mterfer—'

eppheutmn ‘applicant may éif :
sideration of such !wldmg,x 1f he:disagrees
it on ‘the basis that there 13 no'abandonime

711 es(.) Holdmg Based on Insum.; |
cwneyofResponse SR

Apphca.nt may deny that hls response was
incomplete. ' -
While the Exnmmer has no authorlty to act
u an application in which no action by ap-
ge nt was: taken d ‘the statutory p rmd,
ARy . reverse his: ho ling a5 to whether or
not an amendment recexved durmg such period
was responsive and act on a case of such char-
acter which he has previously held abandoned.
This is not a revival of an abandoned appli-
cation but merely a holding that the case was
never abandoned See also 714 03.

)

71 1.03 (b) Holdmg Based on Fallure
To Respond Within Period

When an amendment reaches the Patent

Office (not the Examining Group) after the

expiration of the statutory period and there is
no dispute as to the dates involved, no question
of reconsideration of a holdmg of a,ban onment
can be presented. o

However, the Examiner and the apphcant
may disagree as to the date on which the statu-
tory period commenced to run or ends. ' In this
situation, as in the situation ‘involving “suffi-
ciency of response, the applicant may take issue
with the Examiner and point out to him that
his holding was erroneous.

711.03(c) Petitione Relating to Aban-

donment

Rule 187. Revival of abandoned application. An ap-
plication abandoned for fallure to prosecute may be
revived as & pending application if it is shown to the
satisfaction of the Commissloner that the delay was
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ing..of ! abg.n&onment, or where the
ho 'y emed apphcant ] only
recourse, so far as concems dme particular case

involved, is by, petition fo revive. .. ...
 See 712 for a pehtlon for Iate payment of the
issne fee. , i

;111.03((1) Exan;mer s - Statement - on
' Petition Relating to Aban-

ON" Pm'mm To anm.v:

, Whe;a an apphcatum is received by the Ex-
aminer accompanied by both the petxtmn to
revive and the accompanying form (POL-
269), the Examiner will. complete the report
form 'which will then be forwarded to the
Commissioner. - No ¢ommunication will be sent
to the applicant by the Examiner and no credit
lelbe glven foran action, S

ON Pmnox To Ser Asmn Enmms
Howmo o

Rule 181 states that the Exnmmer “mav be
directed by the Commissioner to furnish a
written statement within s specified time set-
ting forth the reasons for his decision upon the

matters averred in the. petltwn, supply ng a
OW-
ever, .the ?jewt;on is ‘passed ug n without a

copy thereof to the petitioner”. Often,, h

statement being requested, if the issue raised
is clear from the record. Unless requested,
?mmh g qtatemenf qhould not be prepared. See

7 11.04 stpomtmn of Abandoned Ap-
plications

Eztract from Rule 1} Abandoned applicationu may
be destroyed after twenty years from their filing date,

Bev. 18, July 1867

of files contammg 2 deci 'f

Appeals for the ‘
av%ll)gathelr bei g% roneous]

Abandoned ﬁ]&: ‘may Y.
aminers -by. sending  (t rough the Messen
Service)  a “completed Form' PO-125 to t 1e,
‘Abandoned Files Unit. " The name and ait unit
of the individual Examiner’ ordering the file
should appear on'the form' and the file will be
sent to him through the Messénger Service. -

Abandoned files more than ten years old
which. have not been marked: for permanent
retention are stored in a nearby Federal Rec-
ords Center. Orders for files in this group
require at least two days for processmg. The
file should be retumed promptly when 1t ls no
lon ger. needed.

EXPEDITED vaxcn

ite service by ordermg
ephone.

Exammers may ex
abandoned ﬁles by tele

711 05 Letter of Abandonment Re-
: ceived “After Apphcatmn Is
- Allowed S

Recezpt of & letter of abandomnent wlnle an
application is allowed, is ar'knowledged by the
Issue and Gazette Branch. When the issue fee
has been paid and the patent to issue has re-
ceived its date and number, the abandonment
may not be accepted without a showing of the
reasong for such a late abandonment. Ap-

roval of the Commissioner is necessary. ' (See
ule 313.). If a lettér of abandonment is re-
ceived after the due date of the issue fee, the
Docket Branch prepareﬂ and sends the ac.

knowledgment.
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publical piof the abst
Abstracts and abbrevistures,
are listed with “Other Refer

tion thereof. R
Citation of abbreviature: - :

Brown, abbreviature of application Serial

No. - cwe-__, Published

e o ot P D D > T T D O A T R G R

0.G. ..., (List classification as usual).
- QCitation of abstract: - ‘
Smith, abstract of  application Serial
No. ——__. , Published _____ y mmmm= OGL ol .
(List classification as usual). :
See 901.06(d).

| 712 Abandonment for Failure To Pay
Issue Fee (Forfeiture)

Rule 316. Application abandoned for failure to pay

tgsue fee. It the fee specified in the notice of allow-
ance s not paid within three months from the date
of the notice the application will be regarded us aban-
doned. Such an abandoned application will not be
considered as pending before the Patent Office.

If the issue fee or portion thereof specified in the
notice of allowance is not timely paid but is submitted,
with the fee for delayed payment, within three months
of its due date with a verified showing of sufficient
cauge for the Iate payment, it may be accepted by the
Commissioner as though no abandonment had ever
occurred.

Rule 8317. Deleycd payment of balance of the issue
fee; lopsed patents. Any remaining balance of the
issue fee is to be paid within three months from the
date of notice thereof and, if not paid, the patent lapses
at the termination of the three-month period. If this
balance i not timely paid but is submitted, with the
fee for delayed payment, within three months of its
due date with a verified showing of sufficient cause for
the late payment, it may be accepted by the Commnis-
sioper a8 though no lapse had ever occurved,

An application abandoned by reason of fail-
ure to pay the issue fee was formerly referred to

as a forfeited application.
When the three months’ period within which
the issue fee might have been paid has expired,

Rev. 18, July 1967

“the three month period following t
 ment (six months after the date of the notice of -
‘allowance) and granted, such abandoned appli-
‘cation cannot be revived. In this respect an

late payment. h " petition accom-
required fees is not filed within
abandon-

anied by the

abandoned application that has passed through
the six months’ period indicated in Rule 316
differs in status from an application that has be-
come abandoned under the provisions of Rules

135 and 136 in that the latter may be revived

under the provisions of Rule 137.

713 Interviews

The personal ap?eamnce' of an applicant,
attorney, or agent before the Examiner pre-
senting matters for the latter’s consideration
is considered an interview.

713.01 General Policy, How Con-
ducted

Rule 133. Imtervicws. (a) Interviews with exam-
iners coneerning applications and other matters pend-
ing before the Office must be had in the examiners’
rooms at such times, within office hours, as the respec-
tive examiners may designate. Interviews will not
be permitted at any other time or place without the
authority of the Commissioner. Interviews for the
discussion of the patentability of pending applications

will not be had before the first ofiicial action thereon..

Interviews should be arranged for in advance,
Interviews are permissible on any working

- day except during periods of overtime work.

An interview should normally be arranged
for in advance, as by letter, telegram or phone
call, in order to insure that the Primary Exam-
iner and/or the Examiner in charge of the ap-
plication will be present in the Office. When a
second division is involved (Patentability Re-
port), the availability of the second Examiner
should also bhe checked. (See 705.01(f).) An

 petition must e supported b e sliow-

‘ing of sufficient cause for the late payment, and '

‘accompanied by the glf‘ope ; ue fee and the fee
¥ such




ment thxtﬂwEummer wxll callback at a specx-
fied time. Sucha call and all other calls origi

nated

o R TS

It pl if smendments include the oomplete
one number with area code and extension,

apphcmt, e ieE an interview. without any
previous: notics to the Exami
tify his refusal of the interview at that tlme,
particularly in aninvolved case An Examin-

er’s wﬁmof allowable subject matter ma,
- justify his indicating. the posstl)lhty of an myi
terview to accelerate early: agreement on allow-
able claims.

An interview should be had only when the
nature of the case is such that the interview
could serve to develop and clarify specific is-
sues and lead to a mutual understanding be-
tween the Examiner and the applicant, and
thereby advance the prosecution of the applica-
tion. Thus the attorney when presenting him-
self for an interview should be fully prepared
to discuss the issues raised in the Office action.
When it is obvious that the attorney is not so
prepared, an interview should not be permitted.

“The Examiner should not hesitate to state, if
such be the case, that claims presented for con-
sideration "at the interview require further
search and study. Nor should the Examiner
hesitate to conclude an interview when it ap-
pears that no common ground can be reached
nor when 1£ becomes apparent that the appli-
cation requires further amendment or an addi-
‘tional action by the Examiner.

It is the duty of the Primary Examiner to
see that an interview is not extended beyond a
reasonable period even when he does not per-
sonally participate in the interview.

During an interview with an applicant who
is prosecuting his own case and is not familiar
with Office procedure the Examiner may make
suggestions that will advance the prosecution

‘appéaranee of an sttorney or |

the Examiner may be hnnd]sdthrongh "
(Federal Telecommumcatmns System {
a collect  call had been 2 ‘

ell jus-

“until the atto_rney’s

‘interview, s

ny @) 1R
wsﬂ; to Washm%to
7is not beyond the date
[ i ould normally be
givén), the exammer, s 'soon as he has consid-

ered the effect”of the nse, should grant
such request if it appears that the interview or

(provided: sue
when the

i

consultation would result in expedltmg t.he cose
toa fi e
 Where g’x"eement is reached as  result of an

applicant’s representative should be
advised that: an amendment pursuant to the

- agreement’ ‘should be promptly submitted. If

97

the amendnient prepares the case for final ‘ac-
tion, the ner should take the case up as
special.  Tf not, the case should await its turn.

Consideration of a filed amendment may be
had by hand. dehvery of a duphcate copy of said
amendment. ; ‘

Early communication of the results of the
consideration should be made to applicant; if
requested indicate on attorney’ 8 copy any agree
ment; initial and date both copies.

A.lthough entry of amendatory matter usu-
ally requires actual presence of the original
paper, examiner and clerical processing should
proceed as far as practicable based on the dupli-
cate copy. The extent of processing will depend
on each amendment.

Examivarion By Exasminer Oraer Taaxy Tae
OxeE Wuo Conpucrep Tur INTERVIEW

Sometimes the Examiner who conducted the
interview is transferred to another group or
resigns, and the examination is continued by
another Examiner. If there is an indication
that an interview had been held, the second.
Examiner should ascertain if any agreements
were reached at the interview. Where condi-
tions permit, as in the absence of a clear error
or knowledge of other prior art, the second
Examiner should take a position consistent
with the agreements previously reached. See
812.01 for a statement of telephone practice in
restriction and election of species situations.
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Exrounnma PA'mNT Law‘

Tha Pntent Oﬂice cannot act ‘a8 an ex-

der. of the patent law, nor as & counsellor
or. mdmduals.

713 03 Intervnew for “Soundmg Out”
. Examiner Not Permitted

Internews that are: mlely for the purm of

“smmdmg out”, the Examiner, as by a local at-

town - attorney,
n it pparent that
any. agreement ‘that would be reached is condi-

for..an.. out-of-

tional upon being satlsfactory to the pnncxpa] ‘

attorney

713.04 Substance of Interview- Must
Be Made of Reeord

The substance of an interview must always ‘

be made of record in the application, particu-
Jarly where agreement between attorney and
the Examiner is reached. Rule 133 (second
paragraph) specifically requires that:

(b} In every instance where reconslderation is re-
quested in view of an interview with an ezxaminer, a
complete written statement of the reasons presented at
‘the interview as warranting favorable action must be
filed by the applicant. An interview does not remove
the necessity for response to Office actions as speciﬁed
in rules 111 135.

This is further brought out by the followmg
Rule:

Rule 2. Business to be transacted in writiny Al
business with the Patent Office should be transacted in
writing, ‘The personal attendance of applicants or
thelr atlorneys or agents at the Patent Office iz un-
neceswary, The action of the Patent Office will be based
exclusively on the written record in the Office. No at-
tention will be pald to any alleged oral promise, stipu-
lation, or understanding in relation to which there is
disagresment or doubt.

To insure that any mutually acceptable con-
clusions reached at an interview are understood
by both parties, a memorandum summarizing

- Bev. 11, Jan, 1067

formatmn, mformal ‘notes settmg forth ' what
gecurred - et the “interview:
. notes do ‘not becomean -official part: of the -
“ record. A convenient arrangement is.to make

‘thehoteson&%(icardswhwhmnybem-
e wrapper by meang of the

slite in the flap. * All notes shonld be removed-
-from

“ tamed with the

'oﬂ‘icml 1

the interview should
determine the accuracy of any statement at-

v "repare, for th;axr own- in-

e file &t the time . of allowanes:

“‘The ‘memmoranda. ‘discussed ‘above ‘are: not an
tt ‘of -the record, and should be re-’
moved rom the file if and When the case is
passed to issue.

Ezmmm 70 Cm:cx FOR Accn‘mcr

Ap licant’s summary of what took place at
ri‘;e carefully checked to

tributed to the examiner during the interview.
(a) _If there is an inaccuracy and it bears di-
rectly on the question of patentability, it should
be pointed ‘out in the next Office letter. ' If
the claims are allowable for other reasons of
record, the Examiner should withhold allow-
ance b means of an Ex egurte Quayle action
until the record is clarifi (b) If the inac-
curacy

if allowable for reasons of record, but the Ex-

aminer should send a letter settmg forth his

version of the statement attributed to him.
An inaccuracy with respect to an argument

presented at the interview; e.g., including in

the summary of the interview an argument not

t(lll;;n resented, should be treated ag'in (a) or

above,

713.05 Interviews Prohibited or
| ‘Granted, Special Situations
Saturday interviews, see 718.01. |
Exeept - unusual sliuatlons, ne mtervmw is

rmitted after the brief on appeal is filed or
g?ter 8 cnse has been topgue.

“These ‘informal

does not bear directly on the question
of patentability, the case may be sent to issue,




ployem'am‘ :
, ‘Blthel‘ oral or wntten commumcatmn with
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“ner may, accept his ¢
rson named

normally should not } ed
nesting party has authority to
n ,

f personal interviews in the
, W is the time between

and a concluding action by the examiner, for at-
torneys resident.or frequently in :Was}’ung‘mn
is obvious. For others more remote, authoriza-
tion for collect . one calls has saved much
time. If an attorney’s“Remarks” request a col-
lect call whenever the examiner considers the
case is ready for final disgoeition‘other than by
allowance, the examiner if he considers it neces-
sary may call the attorney as requested, regard-
less of what he plans to do about the case, and
inform him of the planned action. For ex-

ample, the examiner might simx{ly state that an

interview would be useless. More hopefully,
he might suggest minor, probably quickly
acceptable changes which would result in

allowance. If there are major questions or

suggestions, the call might state them concisely,
and “suggest a further telephone or personal

interview, at a prearranged later time, %ii;ing :
‘before

applicant more time for consideration
discussing the points raised.

For an interview with an examiner who does
not have negotiation authority, arrangements
should always include an examiner who does
have such authority, and who has familiarized

himself with the case, so that authoritative -

agreement may be reached at the time of the
interview, ‘ :
| Grouvrep INTERVIEWS

For attorneys remote from Washington who
prefer personal interviews, the grouped inter-

AT6-266 (5~ 87 = 9

; . that he is the
s the attorney of record or an

uestions ex parte with any of the interested =

partiea.. For this reason,
of the Examiner should not be typed on Deci-
sions on Motions or any other interference
pers. See 1111.01.. G s e

 713.07 Exposure of Other Cases

. Prior to an interview the Exsminer should

ot Do granted - arrange his' desk go that files, drawings and

other papers, except those necessary in the in-
wrnul: a:;ecplwu? out of view. See 101.

713.08  Demonstration, Exhibits,
Models SRR

The invention in question may be exhibited
or demonstrated during the interview by a
model thereof which may be sent to the Office
prior to the interview where it is received in
the model room and forwarded to the group.
A mode] is not to be received by the Examiner
directly from the ag licant or his attorney.
See 608.03 and 608.0 Fa).

Oftentimes a model or exhibit is not given
into the custody of the Office but is brought
directly into the group by the attorney solely

for inspection or demonstration during the
.course of the interview. This is permissible.
‘Demonstrations of apparatus or exhibits too

large to be brought into the Office may. be
viewed by the Examiner outside of the Office,
(in Washington) with the approval of the Pri-
mary Examiner. It is presumed that the wit-
nessing of the demonstration or the reviewing
of the exhibit is actually essential in the de-
veloping and clarifying of the issues involved
in the application.

713.09 Finally Rejected Application

. Normally, one interview after final rejection
is" nmmui. - However, the intended purpose
and content of the interview must be presented
briefly, either orally or in_writing. ith the
approval of the Primary Examiner, an_inter-
view may be granted if the Examiner is con-
vinced that disposal or clarification for appeal

Bev. 8, Apr. 1066

,-the telephone number .



perhaps g 01
for determining whether or not the-claims

an’ applicant is not entitled to a greater degree
of consideration in an amendment ‘presented
informally than is given an applicant in the
consideration of an amendme
presented, particulsrly since consideration of
an amendment filed under Rule 312 cannot-be
demsnded as & matter of wvight.. . ... .

muests “for - intekviews on. ‘cases alread t

_to issue should be granted only with

specific approval of the Group Manager ‘upon
a showing in writing of extraordinary circum-
714 Amendments, Applicant’s Action
. Rule 115. Amendment by applicant. The applicant
may amend before or after the first examination and
action, and also after the second or subsequent exam-
ination or reconsideration as specified in rule 112 or
when and as specifically required by the examioer.
See also 71412, ,

714.01 Signatures to Amendments

To facilitate any telephone call that may be-
come necessary, it. 13 recommended that the com-
plete telephone number with area code and ex-
tension be given, preferably near the signature.
Note 605.04 to 605.05(a) for a discussion of sig-
natures to the application.

714.01(a) Uusignedf or Improperly
:  Signed Amendment

An unsigned amendment or one not properly
signed by a person having authority to prose-
cute the case is not entered. This applies, for
instance, where the amendment is s:gne(i by
one only of two applicants and the one signing
has not been given s power of attorney by the
other applicant. An aiendment signed by a
person whose name is known to have been re-
moved from the Registers of Attorneys and
Agents under the provisions of Rule 347 or
Rule 348 is not entered. The file and un-

Rev. 8, Apr. 1948

are ‘allowable should not be given. Obviously

hen formally

licant one
licate amendment p‘roya
the amendment already

ement as to
vhy the paper i eturned. The Corre-
spondence and- Mail Branch will’ ¢ancel the
impression. of the receiving stamp and conduct
the correspondence incident to the return of
the papers. '(Basis: Order No. 1961, and Notice
of July 23, 1964.) Note 717.01 on return o
papers entered on File Wrapper. '

Before returning unsigned or improperl
signed amendments, the Examiner should call
in the local representative of the attorney if
there be one, as he 'may have authority to sign
said attorney’s name to the amendment.
714,01 (¢) Signed by Attorney Not of

o ~ Record

Where an amendment is filed, signed by an
attorney whose power is not of record, he
should be noti that the amendment cannot
be entered and similar notification sent to the
applicant in person and to the:attorney of
record, if there be one. (Basis: Notice of Sep-
tember 30, 1918.) ' If thisisafter the death of an
attorney of record, see 406, ;.

Amendment Signed by Ap-
plicant But Not by Attor-
ney of Record

714.01(d)

If an amendment signed by the a plicant
is received in an application in which there .

is & duly appointed attorney, the amendment
should be entered and acted upon. Attention
should be called to Rule 86. The customary




persist in hls application for

eration, with or without amendment. -

(b) In order to be entitled to re-examlnatien or re-;
conslderation, the appllcant must mske vegieést: there- -

for in wrlting, and he must distinctly and speciﬂcally
polnt out the suppoeed errors'in the examiner's action’

the applicant must resp@n‘ toiévery. ground of objec:
tion ‘and rejection in the ‘prior Office aetioun (except

that' request W4y be inade Jthat’ obj&ﬂm or ‘require-
ments as to form ot necmry to further cousidera-
tion of '‘the claims be he!d} in g be‘yance“unﬂl unowable
Bubject matter is ] ) € ;

must’ appear throughont to be & bona nde attempt to

advance the case to final action, A general anegauon
that the clalms deﬂne inventlon without specmcally
pointing out how the langauge of the claims patentably
distinguishes them from the reterences does uot com-
ply with the requirements of this rnle

(¢) In amending an application in response to & re-

Jection, the applicant must clearly point out.the patenta-
" ble novelty which he thinks the claims present in view

of the state of the art disclosed by the references cited
or the objections made. He' must alao ghow how the
amendments avold such referénces or cbjections. See
rules 135 and 136 for time for reply

Camphance with or discussion of a require-
ment for the correction of formal matters may
be deferred by applicant until allowable subject
matter is indicated.' See 707.07(a).

Formel matters generally include ‘drawmg

corrections, correction of the specification an
the presentation of a new oath. However, the
line between formal matters and substance is
not sharp, and the determination of the merits
of a case may sometimes require that drawin,
corrections, corrections of the specification an
the presentation of a new oath be msxsted upon

- prior to allowance of a claim.

Eatract from Rule 118, Amendment of Claims , . .
The requirements of Rule 111 must be complied with
by polnting out the specific digtinctions belleved to ren-
der the ciaims patentable over the references In pre-

thereto and may regquest re-examinatfuu or reconsld- o pp
e would submit; w1th the “Remarks” a clean co ﬁ)

7 14-.03 Amendments Not Fully Re-

of the claims ag gp 'itqv be:amended.” T

sponqive, Actmn To Be Taken

If there is. suﬂiclent txme remalmng m tha :
six months® statutory period or set shortened
period when, applicant’s amendment is found
to be not.fully responsive to. the last, Office
actaon, a letter should at once be sent apphcant
pointing out wherein his amendment fails. to

fully respond coupled with a ‘warning that the

response must be completed within the time
period in order to avoid the questlon of aban-
donment, See 714.05.. . ,

Where a bona. fide response to an Exammer S

action is filed before the expiration of a per-

missible period, but through an apparent over-

_sight or inadvertence some point necessary to a

complete response has been omitted,—such as
an amendment or argument as to one or two of -
several claims involved or sigmature to the
amendment,—-—the Examiner, as soon as he
notes the omission, should :require the appli-

~cant to complete his response within a specified

time limit (one month) if the period has
already expired or not sufficient nme is left to
take action before the expiration of the period.
If this is done the application should not be
held abandoned even though the prescribed
period has expired.

See Rule 135.

The Examiner must exerciss dwcretzon in
applying this practice to safeguard agtnnst
abuses thereof.
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within  the statutory
Iast Oﬁce a.ctmn. :

Poiﬁté’ Onl Py

In the consxderatxon of clumu & ‘amended -

case where no attempt is made to point out the
patentalile novelty, the ‘elsims should. a0k Ix
slowed. ' (Sed Rale: 111, 714&2»)

An amendment faﬂmg to point out the pat-
entable novelty which the appheant believes to
exist in his case should: Ty be held: to be
nonresponsive and 4 time Yimit set to furnish s
proper response if the statutory period has ex-
pired or almost expired (714. 03) However,
if the claims as amended are clearly open to

rejection on grounds of record, a’ ﬁnal re]ec-
twn ma,y be made.

714.05 Examiner Should Immedmtely
Inspect
Actions by Applicant, especmll those ﬁled

near the end of the statutory Fenod ghould be
inspected immediately upon filing to determine

whether they are completely responsive to the O.G. 353 holds that documents on so-ca.]led

preceding Office action so as to prevent aban-
donment of the applieation. If found inade-
quate, and sufficient time remains; applicant
should  be notified of the deficiencies and
warned to complete the response mthm the
statutory period. See 714.03.

All amended cases when put on the Exam-
iner's desk should be mnpected by hu'n at once
toﬁetetr}?ma. q

e amendment is pro rl signed
(714.01). propery e

If the amendment has been ﬁled within the
statutory period, set shortened period or time
limit (710).

Rev. 11, Jan. 1067 102

- mailing of P Tl
‘tion should be headed “ Responsxve to amend-

508 01 and 14% ;
Amoxr()mossm Aunnvnm _
A supplemtal actnon is. usually nacessary

when an. amendnwnt is filed.on. or. before thefv‘ “

not reiterate. all ﬁgmms of the prevmus achnn"' |
 that are still applicable but it should specify

which:; monsmtobedmregarded
onmmltmthew  fro

ment of (date) and supp]emental to the action

| malled (date)”

714. 06 Amendments Sent to Wrong
' Gronp

See 508 o1.

714.07 Amendments Neot in Perma
nent Ink

Rule 52(a) reqmres “permanent ink™ to be
used on papers which will become part of the
record and In re Benson, 1958 C.D. 5; 744

“easily erasable” paper violate the requirement.
The fact that Rule 52(a) has not been com-

. plied . with may be discovered as soon as the

amendment reaches the examining group or,
later, when the case is reached for action.
the first instance, applicant is promptly noti-
fied that the amendment is not entered and is
required to file a permanent copy within 1
month or to order a copy to be made by the
Patent Office at his expense. Physical entry
of the amendment will be made from the per-
manent copy.

If there is no approprmte response within
the 1 month period, a copy i§ made by the

Ifatmmnaldlsclumer hasbeenﬁled See G




0. Gl i
714.08 Telegraphic Amendment ~ *

When a ‘telegraphic amendment is received,

the telegram is placed in the file but not entered.
If confirmation of this amendment by a properly
signed formal amendment does not follow in
due time, the ap

confirmation 'is tequired; otherwise, the tele-
gram will not be accepted as'a response to the
former Office action. If he does’ confirm
promp‘%);l, the amendment i entered. (See Ex
parte: Wheary, 1918 C.D.'253; 197 0.G. 534.)
“The same test as to completeness of response
applies to an amendment sent by telegraph as
to one sent by mail. See 714.02. - L

714.09 Amendments Before First
Office Action S

An amendment filed before the first Office
action, even one filed along with the original
ﬂ'l;)pllcatjon, does not enjoy the status of part of
the original disclosure. See 608.04(Db).

In the case of Rule 147 (unexecuted) appli-
cations, an amendment stating that, “This is a

division of application Serial No. ._______ , filed
........... * should accompany the application,

but no other amendments to the specification

or drawing should be requested until the anpli-

&attwn'has received its serial number and filing
ate, - ‘

71410 Claimis Added in Excess' of
Filing Fee

The new Fee Act, effective October 25, 1965,
provides for the presentation of claims added in
excess of filing fee. On payment of an addi-
tional fee (see 607), these excess claims may be
presented any time after the application is filed,
which of course, includes the time before the first
action, This provision, it should be empha-
sized, does not apply in the case of applications
filed before October 25, 1965. In the case of
applications filed before October 25, 1965 an

102.1

yplicant is notified that proper

endments Afier Final Re-

... JectionorAction =~ . -
Ruls 116, Amendments after ﬁnal'actioﬁa;,,g‘-(av)é Aﬁér

final refection or action (rule 113) amendments may

e made cancelling claims or complylng with any. re-
quirement of form which has been made, and amend-

‘ments presenting rejected claims in better form for

consideration 6n appeal may be admitted; but the ad-
mission of any: such amendment or its refusal, and any
proceedings relutive. thereto, shall mot operate to,re-
lieve ‘the application from its condition as subject to
appeal or to save it from abandonment under rule 135,
(b} -If amendments touching the merits of the appli-
cation be presented after final rejection, or after ap- .
peal has been taken, or -when such amendment might
not otherwise be proper, they may be admitted upon a
showing of good and -sufficient reasons why they are
necessary and were not earlier pregented, - L
(¢) No amendment can be made as a matter of right
in appealed cases. . After decision on appesal, amend-
ments can only be made as provided in rule 198, or
to carry inte effect a recommendationi under rule 196.

Once a final rejection that is not premature
has been entered 1n a case, applicant no longer
has any right to unrestricted further prosecu-
tion. This does not mean that no further
amendment or argument will be considered.
Any amendment that will place the case either
in condition for allowance or in better form
for appeal may be entered. Also, amendments
complying with objections or requirements as
to form are to be permitted after final action in
accordance with Rule 116(a).

Ordinarily, amendments filed after the final
action are not entered unless approved by the
Examiner. When extensive amendments to the
claims are proposed, it is suggested that a copy
of the claims as proposed to be amended be
included either in the “Remarks” or in a sepa-
rate paper. Bracketing deleted matter and
underlining inserted matter would also be help-
ful. This copy of the claim, is of course, in
addition to the usual instructions to amend the
elnims ns required by Rule 121, See 706.07 (e),
714.13 and 1207. " ‘

Hev. 14, Oct. 1067



ANnce, beyore preparing
applicant, or his represen
currently of record in the applicat
notified promptly of this fact. by
Such a letter is important because it may ¢
as & safeguard against a holding of abando

. ance, 8

ment. It may avoid an unnecessary appeal: .
2 »Jetter

Every effort should be-
bafm the statutory

ot filing ‘of ‘a ¢
jonth, but inno
‘date of the final action.~ v
: 'of this practice is to obviate the
necessity for appeal or filing a continuing case
merely to gain time to consider the‘examiner’s
_position in reply to an amendment timely filed
after final rejection. -~
Present practice relating to the treatment of
amendments after final regeetion will continue
to apply and failure to file a response during
the three-month period will, as heretofore, re-
sult in abandonment of the application. In
any . case -where this one-month extension ap-
plies and an amendment is officially received
during this additional month, the amendment
will not be entered or responded to unless it
prima facie places the application in condition
for allowance (e.g., cancels all rejected claims,
fully complies with all examiner suggestions,
requirements, ete.) o
.-J\lsa, during this additional month no ap-
plicant- or attorney-initiated interview will
permitted.

Extry Nor A Marrer or Rigur

1t should be kept in mind that applicant
cannot, as a matter of right, amend any finally
rejected claims, add new claims after a final
rejection (see Rule 116) or reinstate previously
canceled claims. Except for the provisions of
items 3 and 4 of 714.20, applicant’s failure to
properly respond within the statutory period
results in abandonment.

Ses also 1207 and 1211.

cuiseto exceed six months

ance or in bette

n the references.

“d?en will be entered upon the filing -

ered as placing the applicat
dition for appeal; Ex parte Wirt, 1905 C.D.
247; 117 0.G. 599. . .
Applicant should be notified, if it is a fact,
that certain portions of the amendment would
be accegta‘ble,as placing some of the claims in
better form for appeal or comply with objec-
tions or requirements as to form, if a separate
paper were filed containing only such amend-
‘ments, Similarly, if the proposed amendment
to some of the claims would render them allow-
able, applicant should be so informed. This is

helpful in assuring the filing of a brief con-

sistent with the claims as amended. A state-
ment that the final rejection stands and that the
statutory period runs from the date of the final
rejection is also in order. ,

. The use of POL~308, 303a as outlined in a

memo to all Examiners, dated October 27, 1965,
expedites the practice after final rejection.

f no appeal has been filed within the statu-
tory period for response and no amendment has
been submitted to make the case allowable or
which can be entered in part (see 714.20), the
case stands abandoned. .

Fixnan Acrtion Axp Pre-Arpean

 The prosecution of an afplicatz'on before the
ly

exominer should ordinarily be concluded with
the final action. However, one personal inter-

Rev. 14. Oet, 1087 1022

- avold any of jections set” >
last. Office action, .and thus the amendment
“ would not place the case in condition for allow-

N '




' should be 1 he first after
final action and will be considered as heretofore; - j

'a;-;‘and; Rule 116(b) -fo
(1) and. Rofe 116(b)..

if any amendments are submitted after the ex-
aminer’s reply to such first response, they should
be refused entry as not warranted at-this stage
of prosecution, even though such amendments
allegedly present rejected claims in better condi-
tion for appeal. (See 1207.) Similarly, no affi-
davit should be considered if presented later
than with the first response after final unless a
showing is made un(!!,er Rule 116(b). How-
ever, if an affidavit is presented with or asa first
response after final and prior to a Notice of
Appeal it should be entered and considered
without requiring a showing under Rule 116 (b).
The practice will be continned of advising
applicant by means of the recently introduced
- form letter (POL~303) as to the disposition of

102.3

~promptly sent

¢ clearly places the application
allowance, it should be entered

lowability (POL-255)
: licant; if such subsequent
response does not on ifs face place the applica-

"__tion in condition. for allowance, it should not = ~

onsidered fu :
udgment, the e only 1
could be readily cleared up in a telephone inter- *
view leading to a notice of allowance) and
should be reig:used entry. A form letter (POL~"
309) will be used for notification that such
subsequent respouses do not place the applica-

- tion in condition for allowance.

Requests for extension of the shortened statu- -
tory period for reply after final action, under .
Rule 136(b), will be considered by the Primary -
Examiner; petitions for further extensions will
be decided by the Group Manager.

" It should be noted that, under Rule 181(f),

the filing of a Rule 181 petition will not stay
the period for reply to an Examiner’s action
which may be running against an application.
See 1207 for appeal and post-appeal procedure.

Rev. 14, Oct. 1967
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may. be i ]

preclude making the action: fin
Amendments. touching the n -ave treated
in a manner similar to amendments after final
rejection, though the prosecution may be con-
tinued as to the formal matters. See 714.12
‘See 607 for additi

. Rwogied e , 7 'mailed; the application is t ly no longer
Where an amendment, even though prepared under. the * jurisdietion e Primary E”;‘- b
by applicant prior to allowance; does not reach gmmeg- _He can however, make Examiner's -
the Office until after the notice of allowance Amendments (See 1302.04) and has authority
has been msiled, such amendment has the Co;enter amendments submitted after Notice.of =
status of one filed under Rule 312. 'Its entry ~ Allowance of an application . which embody |
is & matter of grace. For discussion of amend- ~ Merely the correction of formal matters in the
ments filed ‘under Rule 312. see 714.16 to  Specilication or drawing, or formal matters in a
714.16(e). Rt e i claim without changing the scope thereof, or the
If, however, the amendment is filed in the capi;ellatxop of claims. from the application,
Office, but is not received by the Examiner  ritiout 1f°m§rd}ng50 dthe-Gm“P Manager for
prior to the mailing out of the notice of allow- “Png? im ( asxs}.\ rder 831L) ©c o e
ance, it has the same standing in the case as ~ {\IeNCments other than these require ap-
though the notice had not been mailed. Where  Proval by .e Group Manager. He also
the case has not been closed to further prose-  establishes Group policy with respect to the
cution, as by final rejection of one or more treatment of Order 3311 amendments directed
claims, or by an action allowing all of the to trivial informalities which seldom affect sig:
claims, applicant may be entitled to have such  nificantly the vital formal requirements of any
amendment entered even though it may be = patent; namely, {1) that its disclosure be ade-

pecgssagrf'to withdraw the application f1'0m quately clear, and (2) th‘at any ipvéritidn Ppres-
issue. -Such withdrawal, however, is unneces- - ent be defined with sufficient clarity to form an
sary if the amendatory matter is such as the  gqequate basis for an enforcesble contract, =
%ﬁﬁmﬁ? would recommend for entry under 3’igoﬂ§idéméiog of ag' ?lméﬁ&!hent under Rule
: RTRY ' . ct 2 cannot be demanded as a matter of right.
e impled, hecas will ot be W prescnon of o s showd be et o
ment that would reopen the prosecution if the  10F¢ and thus be complete including editorial
Office action next preceding the notice of allow-  7¢vision of the specification and claims ot the
ance closed the case to further amendment, time of the Notice of Allowance. However,
i.e., by indicating the patentability of all of  Wwhere amendments of the type noted are shown
(1) to be needed for proper disclosure or pro-

the claims, or by allowing some and finally . .
rejecting the remainder. tection of the invention, and (2) to require no

108 Rev. 13, July 1867
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‘ainstdment - must -

amended or new. claims require no additional
search or examination; (3) why the claims are
patentable and, (4) wfxy they were not earlier
presented. - R

Nor To Bz Usep ror CoNTINTED ProsecuTioN

Rule 312 was never intended to provid
way for the continued: prosecution of’
cation after it has been passed for issue:' Wi
the recommendation is against entry, a detailed
_statement of reasons is not:necessary’in sup-
port of such recommendation. - The simple
- statement that the proposed claim is not obvi-
ously allowable and briefly the reason why is

‘usually adéquate.  Where appropriate, any one

of the following reasons -is ‘considered suffi-
cient: (1) an additional search is required, or
(2) more than a curgory review of the record
is necessary, or (:? the amendment would in-
volve materially added work on the part of the
Office, e.g. checking excessive editorial changes
in the specification or claims.

- Where claims added by amendment under
Rule 312 are all of the form of dependent
claims, some of the usual reasons for non-entry
are less likely to apply although questions of
new matter, sufficiency of disclosure, or undue
multiplicity of claims could arise. '

See 607 and 714.16
requirements. R ‘
714.16{(a) Amendments Under Rule

‘ g 312, Copied Patent Claims

See 1101.02(g) for the procedure to be fol-
lowed when an amendment is received after no-

tice of allowance which includes one or more
claims copied or substantially copied from a

patent. ~
- The ent
a matter of right. See 714.19 item (4). -

See 607 and 714.16(c) for additional fee

requirements,
Rev. 18, July 1067

(c) for additional fee

of the copied pa’tent, ¢laims is not

8 | ‘application was filed < L
ber 25, 1865, and the smendment under Rule 312
adds claims dependent) in excess
id for, additional

by the Examiner
full fee required. .- See 607 and 85 U.S.C. 41.

f : .

Ar mdmsllltaUnder Rule

‘Nor 811

Amendments: under; Rule.312::4re sent by
the Mail and Correspondence Branch to the
Issue and Gazette Branch which, in turn, for-
wards the proposed amendment, file, and draw-
ing (if any) to the group which allowed the

apl};]icatiqn, In the event that the class and
subeclass in which the application is classified

has been trensferred .to another group after
the ;zépphcation_a was allowed, the proposed
amendment, file and drawing (if any) are
transmitted directly to said other group and
the Issue and Gazette Branch notified. If the
Assistant Examiner who allowed the applica-
tion is still employed in the Patent Office but not
in said other Group, he may be consulted about
the propriety of the proposed amendment and
given credit for any time spent in giving it

consideration.. = -

. The amendment is PROMPTLY considered
by the Examiner who indicates  thereon

whether or not its entry is recommended. It
should be kept in mind that the words “rec-
ommended” or “not recommended” are used
ingtead of “entered” or “not entered”. -
. If the amendment is favorably considered, it
is entered and a notice of entry (POI~271) is

‘ ﬁrelpared An “Entry Recommended under
ule

312" stamp is then applied to the amend-
ment and to.the notice of entry (under. the
printed word “Report”). The Primary Exam-
iner indicates his approval by signing under
the recommendation on the amendment and by
stamping and signing his nime under the rec-
ommendation on the notice of entry.

104




S
requirements.
“Amexouests Unper ORDER 3311
-Amendments concerning merely formal mat-
ters do not  require saubmission to the Group
Manager %or toentry. See714.16., The notice
of entry (POL~271) is date stamped and mailed
- by:the examining group. If such amendments

roved either in whole or in part, they

are disappro : _
are hﬁm?lgd‘_like hose nopundep:Otder&lﬁl.

714.16(e) " Amendments  Under Rule
C o 312, EntryinPart

‘The general rule that an amendment cannot
be entered in part and refused in part should
not be relaxed, but when, under Rule 312, an
amendment, for example, is proposed contain-
ing a-plurality of claims or amendments to
claims, some of which may be entered and some
not, the acceptable claims or amendments

should be entered in the case. If necessary.’

the claims should be renumbered to run con-
secutively with the claims already in the case.
The refused claims or amendments should be
canceled in lead pencil on the amendment.
The Examiner should then submit a report
(POL~271) recommending the entry of the ac-
ceptable portion of the amendment and the non-
entry of the remaining portion together with

his reasons therefore. The -claims entered

should be indicated by number in: this report.

Handling is similar to complete entry of a
Rule 312 amendment.

If the application was filed on or after Octo-
ber 25, 1965, entry in_part is not recommended
unless the full additional fee required, if
any, accompanies the amendment. See 607,

714.16(c).

714.17 Amendment Filed After the Pe-
riod for Response Has Expired

"When an application is not prosecuted
within the period set for response and thereafter

105

with

the stamp which shows the: date of receipt
of the amendment in the group (*Group Date”
~stamp) and the stamp bearing the date of re.

ceipt of the amendment by the Office (“Office. |

“Date” stamp). The latter da aced in the
left-hand corner, should always be referred to
in writing to the applicant with regard to his
amendment. e R e

‘The amendment or letter is placed in the file,
given its number as a paper in the application,
and its character endorsed on the,'ﬁlg wrapper

in red ink. ' ' oo

When several amendments are made in an ap-

plication on the same day no particular order
as to the hour of the receipt or'the mailing of
the amendments can be assumed, but considera-
tion -of the case must be given as far as pos-
sible as though all the papers filed were a com-
posite single paper. ‘

After entry of the amendment the applica-

tion is “up for action.” It is placed on the
Examiner’s desk, and he is responsible for its
proper disposal. The Examiner should imme-
diately inspect the amendment as set forth in
714.05. After inspection if no immediate or
special action is required, the application

- awaits re-examination in regular order.

Amendments or other papers filed in cases

before the Law Examiner should be promptly
forwarded to him. \ 8 S

7‘14.19' List of Ainendments,
Denied

The following types of amendments are or-
dinarily denied entry: - :

1. An amendinent presenting an unpatent-
able claim, or a claim requiring a new search
or otherwise raising a new issue in a case whose
Frosecutnon before the Primary Examiner has
been closed, as where L

(a) All claims have been allowed,

(1) Al claims have been finally rejected (for
exceptions see 714,12, 714.13, and 714.20(4) ),

(cl) Some claims allowed and remainder

finally rejected. See 714.12 to 714.14.

Rev. 14, Oct. 1967
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or impro rl
‘sigmed by g dlsbazre
n having no authonty o

ndment filed in the Patent Oﬂice
' on: of the statutory period or
set time limit for response. See 714.17.

dgned amend-

7. An amendment so worded that it cannot
be entered with certain accuracy. See 714,23.
8. An amendment cancelhng

_ ction . : -
ceptions in apphcatxons in issue (T14. 16), X~

cept on approval of the Commissioner, -

10. Amendments to the drawing held by the
Examiner to contain ‘new matter are not en-
tered until the questwn of new matter is set-
tled. This practice .of non-entry because of
alleged new matter, however, does not apply
in the case of amendments to the speclﬁcatmn
and claims. :

11. An amendatorv paper cm)tammo' ob;ec-
tionable remarks that, in the opinion of the
Examiner, brings it within the condemnation
of Rule 8, will be submitted to the Commis-
sioner with a view toward its being returnev:‘
to apphcant See 714.25. -

Amendments not in permanent ink.
&mendments on so-called “easily erasable
paper.” See In re Benson, 1959 CD. 5; 44
0. G 353.

Tn an application filed before October 25,
196.;, an amendment filed before the first ac-
tion morensnm‘ the number of claims when the
total of claims wounld be in excess of those sup-
ported by the filing fee, See 714.10.

. 14. Inanapplication filed on or after October
25, 1965, an amendment presenting claims (total
and mdependent) in excess of the number pre-
viously paid for, and

(2} not accompanied by any portion of the
fee required, or _

Rev. 14, Ovet. 1967

ttorney or:

of, the, of the statutory,

“tota...

To avoxd confusmn of the record the aneral
rule prevails that an amendment should not be
entered in part. As in the case of most other

‘rules, the strict observance of its letter. ma,

sometimes work more harm than would result
from . its mfracnon, especially if the amend-
ment-in question is received. at or near the end
period. Thus; . . - ... - .
1) An  “amendment” . presentmg an un-

‘called-for and unnecessary substitute specifica-

tion slong with amendatory matter,.as amend-
ments to claims: or new claims, should be
entered in part, rather than refused ent

The “substitute specification shoul be
denied entry and so marked, while the rest of
the paper should be entered. The case as thus
amended is acted on when reached in its turn,
the applicant being advised that the substitute
specification has not been required and is not
necessary and therefore has not been entered,
and that any desired changg&s in the original
specification “‘must be made by specific amend-
ments.  See also Rule 125, 608.01(q).

It may be noted in this connectlon, however
that the fact that a substitute specification, in
the opinion of the Examiner, contains. new
matter is not in itself a proper I‘E'ISOII for re- ;
fusing entry. thereof.

(2) An. amendment under Rule 312 whxch
in part is approved and in other part disap-
proved, is entered only as to.the approved
part. - See 7T14.16(e). ‘.

(3) In a case having some claims allowed
and others finally rejected, where an amend-
ment is received at or near the close of the
statutory germd cancelling the finally rejected
claims and presenting one or more new ones
which the Examiner cannot allow, the amend-
ment, after the statutory period has ended, is
entered to the extent only of cancelling the
finally rejected claims. Of course, if any of
the new claims were, in the Examiner’s opin-




(3). :

some fonml defect noted, where an’
‘ment is presented at or near the close of the
statutory period curing the defect and adding
one or. more claims some or all’ of which are

granted See 1108, o
Nore: The Examiner, writes: “Em;er” m mk

,and his initials in the left margm opposzte the

enterable portions. -

714.21 Amendments lnadverten!ly En-
tered, No Legal Effect

1f the clerk madvertently enters an amend-
‘ment when it should not have been entered,
such entry is of no legal effect, and the same
action is taken as if the changes had not been
actually made, inasmuch as they have not been
legally made. Unless such unauthorized entry
is deleted, suitable notation should be made on
the margin of the amendatory paper, as “Not
Officially Entered”.

An amendatory paper, even though not en-
tered, should be given a paper number, and
approprmtely endorsed on the ﬁle jacket, as by
 “Not Entemd”

714,22 Emry of Amendmenu, Direc-
tions for

Rule 121. Hanner-of making amendments. Erasures,
additlons, lasertions, or alterations of the papers and

(5) Ina case havmg all claun& llowed and
* ment masy be defective, as, inaccuracy in the

~ The dmactlons for’theﬁ entry of ‘an al

line desxgnated, or 1s srecision where the
word to which' the sméndment is directed oc-
curs more than onee in the specified Line.  If it
i8 clear from ‘the context what is the correct

‘place of entry, the amendatory paper will be

properly amended in’ the examining

‘and ‘notation thereof, initialed in ink bly; tg EE— :

nmma', ‘who will assume full ility for

flbemade on the -of the
ory “paper.  In' the ‘next” ‘action
the spplicant should be informed of tlus alters-
tion I his'amendatory paper and the entry of
the amenidment as thus amended. “He will also -
be informed of the nonentry of an amendment
where defective directions’ and context leave
doubt as to the intent of applicant. (Basis:
Notice of June 30, 1939 as amended May 7,

1951.)
714.24 Amendment of . Amendment

Rule 12§. Amendment of amendmente. When &n
amendatory clause Is fo be amended it shonld be.
wholly rewritten and the original inaertlon cancelled
so that no interlineatlons or deletions shall nppear In
the clauge as ﬂnally ptesented Matter caneeued by ‘
amendment can be reinstated only by a subsequent
amendment presenting the caneelled matter a8 a new
insertion.

However, where a relatlvely sma.ll amend~
ment to a previous amendment can be made
easily without causing the amendatory matter
to be obscure or difficult to follow, such small
amendment should be entered

714.25 Dmcaurtesy of Applicant or At.
‘ torney ‘
Rule 8. Business to be oond«cfd wmc daoamm and

courtesy. Appllicants and thelr atiorneys or agents
are reguired to conduct thelr business with the Patent

i
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.applicant shall make oatl
Alon-of thé invention in

(b) The showing of facts shall be such, in charae-

ter and weight, as fo establish reduction to practice
priov té' thé efiictive date of the reference, or concep-
tion. of the invention prior to the effective date of the
reference coupled with due diligence from said date to
a_subsequent reduction. to practice or to the filing of
the application. Original exhibits of drawings or rec-
ords, or photocoples thereof, must accompany and form
part of the affidavit or their absence satisfactorily
explfned. ' C st
Any printed publication dated prior to an
applicant’s effective filing date, or any patent
of prior. filing date, which is in- its disclosure
pertinent to the claimed invention, is available
for use by-the examiner as a reference, either
basic or auxiliary, in the rejection of the claims
of the application, ~

Such a rejection may be overcome, in certain

instances noted below, by ,apkplicant,’s filing. of
an sffidavit under Rule 131, known as “swear-
ing back” of the reference. -
- Affidavits under Rule 131 may be used:
(1) Where the date of the foreign patent or
that of the publication is less than one year
prior to applicant’s effective filing date.

Rev, 12, Apr. 1967

 ‘fion, the question

L ..~ﬁm&%te iof

app

ti9n~rﬁled,,m6re:th:" twelve months prier
to the filing ‘date of the

~(4) 'Where the effectivé filing date of appli-

- <ant’s parent application or an. International
‘Convention proved. filing date is prior to the

flective. date of the reference, affidavit .under
ecessary. and the,

ity, elaiming the same inven-

.fy’m
invol

1 ved is one of “double
pa,tent%”w R R
*(6) Where the refererice is the disclosure of
& prior U.S. patent to the same party, not co-
pending, the question is one of dedication to
the public.

--:Bhould. it be.established :that the portion: of

the patent. disclosure relied on as the reference
was introduced into'the patent application by
amendment and as such was new matter, the
date to be overcome by the affidavit is the date

~of the amendment. In re Williams et al., 1935

C.D. 229; 454 O.G. 535. " o
. It should be kept in mind that it is the re-
jection that is withdrawn and not the refer-
715.01 Référenéefvﬁiam'aﬁa‘Foréig‘z; Fik
ing Date BT AT
The effective date of & United States Patent

for use as'a prior art reference is not affected -
by the foreign filing date to which the patentee

may be entitled under 35 U.S.C. 119, In re
Hilmer, 833 0.G. 13, 149 USPQ 480 (CCPA
1966) ; Lily et al. v. Brenner, 158 USPQ 95
(C.A.D.C.1967). The reference patent is effec-
tive as of the date the application for it was filed
in the United States (35 U.8.C. 102(e) and
103). Hazeltine Research, Inc. et al. v. Bren-
ner, 824 0.G. 8 (U.S, Supreme Court 1965).

‘domestic :application.

ference. is
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>.D. 898; 5900G.357 Pmmev

U.S.P.Q. 356.

715 Ol(c) Reference Is Publlqhon of
Apphcant’s Own !nmmhon

overcome by 8 sh
aﬂplzmnt

- Where the applwmt is one.of the co-authors

of & lwatwn, cited against his application,
he. lspggt ﬁ -an aﬁda\nt under
Rule 131 pubhcatlon may be removed
as & referenee filing a discls ‘affidavit
of the other u ors, Ex parte erschler, 110
US.P.Q. 884,

715.02 Geneml Rule as to Generie

Claims ~

V gmupr,«,«y

"the other

A refereneé applied agamst genenc claims

(in most cases) be antedated as to such
claxms by an affidavit under Rule 131 showing
completion of the invention of only a s le

ies, within the genus, prior to the e

tive date of the reference (assuming, of course, .

that the reference is not a statutory
gatent claiming the same invention).
owever, (4 15.03

5

7 15.03 Pmcuee Relative to Clumncal
" Cases ‘

In chemical cases, where generic claims have

barora‘

been rejected on a reference which discloses a

species not antedated by the affidavit, the re-
iectxon will not ordmunl be withdrawn un-
ess the applicsnt is able to establish that he
was in ion of the generic invention
rior to the effective date of the reference.
n other words, the affidavit under Rule 131
must show as much as the minimum disclosure

216-268 O - 67 = 10

109

Where P clalm recltmg‘ka; Msrkush group
is- rejected on a reference disclosing but not

claiming a specific member of the oup, the
reference cannot be avoided by an affidavit un-
der Rule 131 showmg d:ﬁemnt members of the

71504 Who May ”Make Aﬁdzwit

A, TheInventor.‘ TR ;
B. One of two joint mventors is aoeepted
where suitable excuse is'given for failure of

applicant 'to sign. In re: Carlson et
I? 95; 462 O. Ggm 79.

al, 1936 C.

C. The Assxgnee or:other party in mterest
when it is not possible to produce the affidavit
of the inventor. Ex parte Foster, 1903 CD

213; 105 0.G. 261.

7 15 05 Patent Claiming Same Inven-
tmn

When the reference in ‘question is a patent
claiming the same invention as applicant and
its issue date is less than one year prior to the
filing date of the apff)hcatlon being examined,
applicant’s remedy, if any, must be by way of
Rule 204 instead of Rule 131. The Examiner
should therefore take note whether the status

of the patent as a reference is that of a PAT-
ENT or a PUBLICATION. If the patent is

clai the same invention as the application,
this fact should be noted in the Office letter.
The reference ‘patent can then bhe overcome

{) wa of interference. Note, however,
S.C. 185, 110L.02(f).

715.06 Affidavit Under Rule 131 Must
Be Removed Before Interfer-
enee : ‘ ‘

Where an application in which an affidavit

under Rule 131 has been filed is to be involved
in an interference, the affidavit must be sealed



- farty or pa inte
‘the preliminary statements are ¢
1101.03 and 1102.01. -

715 07 Facts and Documentary Evi-

dence

Tlm eseentul thmg to be shown under Bule
131 is priority of invention and this may be
done by any satisfactory evidence of the faet.
FACTS, not conclusions, must be shown by the
evidence accompanying an aﬂidawt under Ru.le
131. Forexample: '/ - v
1. As shown In & ached ske hes
2. As shown in attached blwgnnts. :
8. As indicated by accompanying model.

- 4. As shown in attached: photographs..

& complete - invention

‘ another UNLESS HE FOLLOWS

5. As shewn in. reproductmns of notebook‘l

entnes

6. If verbal d:scloaum wete made mstead :

of the above, supporting statements by the w:t- ;

ness will be acceptable. .

7. If the dates of the exhlblts have been
removed or blocked off, the matter of dates can
be taken care of in the body, of the oath.

The dates in the oath may be the actual dntes
or, if the applicant does not desire to disclose
his actual dates, he may merely allege that the
acts referred to occurred prior to a specified

neral allegatmn ‘that the invention Was
comp eted prior to the date of the reference is
not sufficient. Ex parte Saunders, 1883 C.D.
23; 23 0.G. 1224.

“41f the applicant made sketches he should £0
state, and produce and describe them; if the
sketches were made and lost, and their contents
bered, they should be -reproduced and

remem

furnis in place of the originals. The same
“course should be pursued if the disclosure was
by means of models. If neither sketches nor

models are relied upon, but it is claimed that
verbal disclosures, sufficiently clear to indicate
definite conception of the invention, were made
the witness should state as nearly as possible
the language used in i partmg knowledge of
the invention to others.” £z parte Donovan,
1880 C.D. 109; 52 O.G. 309.
"The afiidavit must state FACTS and pro-
duce such documentary evidence and exhibits

entlon, ewdenced by

and even a model, is not
“under ‘the patent laws,
and confers no rights on an inventor, and has
no effect on & subsequently granted patent to
' WITH
EASONABLE DILIGENCE BY SOME

CT, such as an actual. reducuon to

practics or filin; ﬁphcatlon for a patent.

Autgmatic Weig mg ach. Co. v. Pneumatic

Scale Corp.y lelted, 1900 C.D. 498; 139 O.G.

Conceptxon is* ‘the mental part of the inven-
tive act, but it 'must be capable of proof, as by

'dmmngs, ‘complete disclosure to another' per-

son, efc. ' In Mergenthaler v. Scudder, 1897

CD. 784; 81 0.G. 1417, it was established that

cﬁnoeptmn is'more than a mere vague idea of
how to solve a problem; the means themselves
and thelr mtemctlon must be comprehended

" also.

110

The facts to be est‘xbhshed under Rule 131
are similar to those to be proved in mterfer-
ence. The difference lies in the way in which
the evidence is presented. If applicant dis-
agrees with a holding that the facts are in-
sufficient to overcome the rejection, his remedy
is by appeal from the continued rejection.

715.07(a) Diligence

Where conception occurs prior to the date of
the reference, but reduction to practice is after-
ward it is not enough merely to nllege that ap-
plicant had been diligent. Ex parte Hunter,
1889 C.D. 218; 49 O.(G. 738.

What is meant by diligence is brought out in
Christie 'v. Seybold, 1893 C.D. 515; 64 O.G.
1650. In patent law, an inventor is either dili-
gent at a given time or he is not diligent ; there
are no degrees of diligence. A man may be
diligent within the meaning of the patent law
when he ig doing notbmg, if his lack of activity
is excused.




of priority over the reference should be pointed
0.G. 759,

715.07(c) Aects ReBed Upon M.,..‘_

The aﬂidav:t must eontam an alleg-mon that ‘

the acts relied upon/to establish the date prior
to the reference were mrmd out in tlm countery
See 35U.8.C. IM

715.07((1) D&poutlon of Exhlblts

,’:)

Submitted as Ewdenee to-l

Suppm'l Facts

Exhlblts, such as those filed as pa.rt of an
affidavit under Rule 131, that are too bulky to

be placed in the application file are retained in -
the Examining Group until the case is finally -

disposed of. When the case goes to issue (or
abundonment) the exhibits are sent to the Model
and Receiving' Room, notation to this effect
being made on the margm of the aﬂidaﬂt See
60803(s). |

7 15 08 Passed Upon by Primary Ex-
ammer,

testion of sufﬁmency of aﬁidawts under
Rule 1 1 should be reviewed and decided by 2
Primary Examiner. " ( Basxs Order 2712)

7 15.09 Seasonable Presentatmn_
Afﬁdawts under Rule 131 must be seasonably

gresented Ex parte Berg, 1906 C.D, 86; 120

G. 903; Ex parte Romunder, 1910 C.D. 121
157 O.G. 209, ix parte Hale, 49 U.S.P.Q. 209
Ex parte Bowyer, 19‘5.3 C.D. 5; 505 0.G. 759,

For affidavits under Rule 131 filed after ap-
peal see Rules 195 and 1212.

out. Ex pa_rte Bowyer, 1939 CD 5; 505

N OTE THAT RULE 132 IS NOT APPLI-
CABLE TO A REJECTION BASED ON A
U.S. PAT ENT WHICH CLAIMS THE RE-
JECTED . ,NVbNTLON .

Hereafter, it shall. be- the feepomﬂbxhty of

the Primary Examiner to. personally review - i

and. decide ‘whether aflidavits submitted under
Rule 132 for the purpose of traversing grounds

of re;ectlgrﬁ are responsive to the rejection and

present_sufficient. facts to overcome the rejec-
tion, (Basis: Notice of December 15,1959.)

This rule sets forth the general policy of the
Office consistently follows for a"long’ period
of tlme of ‘recelving aﬂidavxts evidence tra-'
versing ' rejections or 'objections, Ex parte
Gresselin, 1896 C.D. 39 76 0.G. 1578, Theenu-
meration of rejections i in the ruleis merely exem-

lary. All affidavits presented which do not

all ‘within or under other specific rules are to
beltreated or considered 28 fallmg under thls
rule '

“Certain legal prineiples and standards have
been established respecting affidavit evidence.
Some are applicable to all affidavits, while
others are applicable only to particular types
of affidavits, as indicated below. The critical
factors and standards are summarized as an
aid or guide to the examiners in evaluating such
affidavits. Affidavits tlmel{r filed (i.e. bafore -
final action or appeal) should be acknowledged
“and commented upon in the action follomn
filing. * See Sec. 707.02. - If an affidavit is file
later and entered (See Ru]e 195) similar actxon

. should be taken.

‘The following criteria are applicable to all
affidavits submitted under thisrule: -

(1) Affidavits must be timely or seasonably -
ﬁled (i.e. before final rejection or appeal) to be
entitled to consideration. In re Rothermel et
al, 1960 C.D. 204; 755 O.G. 621. Afidavits
not timely filed must meet. the reqmrements of
Rule 195.

(2) Affidavits must set forth facts, not merely
conclugions. In re Pike et al., 1950 C.D. 105

Bev. 1, Jen. 1964



'"Aﬂidavits comparmg apphcant’s results w1th
those of the prior arf-must relate to the ref-
erence relied ;‘npon nnd not other. prwr art—
Bbmegard D92 7

dlsdoeure, rdev ations, therefrom
d be explained~-In. e Finley, 19490 C.D.
2845 624 0.G. 262—and if not explained should

ba-noted and evaluated, and if mgmﬁeant, ex-
i}

planation . should: be - required.. re Arm-
str 1960 C.D. 422; 759 0.G6. 4. Othermse,
the aflidavits may be enut,led to little weight.:.

Where the comparison shows unexpected re-
sults or advantages, it should be eompared with
the application %hsclosura since recitals of the

cation are eontrollmg Abbott v. Coe,
1940 C.D. 13; 512 O.G. 3. In re Rossi 1957
C.D. 130; 717 0.G. 214. Advantages not. dis-
closed carry little or no- wexght in estabhshmg
patentability. -

Affidavits wttmg forth advantages and as-
serting that despife familiarity with the art,
the cldimed: subject matter was not . obvious to
sfiiants, do not afford evidence of non-obvious-
ness, where the. advanta%'eq relied - upon - are
merely thoss which would result. from follow-

the teaching of the prior art. - In re Hen-
nch 1959 C.D. 353, 747 0.G. 793. :

Orr:mmm or APPLICANT'S Dmcwsum:

Smce it is the Exammer s duty to pass upon
rativeness of any invention which he is

('all upon to examine he is free to express
his opinion on that question so long as he
gives reasons for his holding with clarity and

Hev. 1, Jan. 1964

INOPERABILITY OF REFERENCES

:Sitice :every phtenitiis presumed :valid 35

U.&G. 282),,-and ﬁlﬂm! ‘Ma
cludes the p l‘&blht y—Metro-
politan Eng. Co. v. Coe’ 194359% D. 54 455 0.G.

3—~Examiners:should not express. any: opinion

.oni the operability of & patent.: Therefore af:

fidavits attacking  the operability of n patent
cited as a reference, though entitled to ‘consid=

-~ eration, should be treated, not as conclusive of

the factual matter: presented ‘but rather 85 an
expression of iopinion :by:an éxpert in the art.

In re Berry, 187 U.8.P.Q. 353. See also In
re Lurelle Quild 1053 C.B. 310; 677 O.G. 5.

Opinion affidavits need not be lven any weight.

In re Pierce 1930.C.D, 84; 390 0.G. 265; In
re Reid 1950 C. D 194; 635 OG 694.

- Further, since in'a patent it is presumed that
A process if used by one skilled 1n the art will
produce the: produet .or result described there-
in, such presumption is not overcome by & mere

’ shomng that. it is possible to operate - w1thm

the disclosure without obtaining the all %ed
product. It is to be presumed also that skilled
workers. would as:a matter of course, if they

~ donot immediately obtain desired results, make

certain experiments and adaptations, within
the skill of the competent worker. ’f‘he fail-
ures of experimenters who have no interest in
succeeding should not be accorded great weight.
Bullard v. Cee 1945 C.D. 13; 573 O.G. 547;
In re Michalek 1947 C.D. 4a8 604 O.G, 223
In re Reid 1950 C.D. 194; 635 0 G. 694,

Where the affidavit presented. asserts inop-
erability in some features of the patent as to
which 1t wag not relied upon, the matter is of
no concern. Inre VVagner, 1939 C. D 581; 407
0.G. 1041..

Where the aﬁ’idavm asserts mopembxhty of
the process disclosed in the reference for pro-

resumption in- . -




have bearing in a case where
the patentability over the prior art is not in
doubt.’ In re Jewett et a1 1957 C.D. 420; 724
0.G. 225.; In' re Troutman, 1960 C.DD. 808
570.G.586. : o
Affidavits showing commercial success
structure not related to the claimed subject
matter has neither significance nor pertinence.
In re Kulieke 1960 C.D. 281; 756 O.G. 288.
Affidavits which attribute commercial suc-
cess to the invention “described and claimed”
or other equivalent indefinite language have
little or no evidenciary value. In re Troutman
1960 C.D. 308; 757 O.G. 556. .
Where affidavits show commercial success it
must appear that such success resulted from
the invention as claimed. In re Hollingsworth
1958 C.D. 210; 730 O.G. 282. Otherwise th
affidavit showing is non-pertinent. ‘

SUFFICTENCY OF Discrosure
Affidavits presented to show that the disclo-

sure of an application is sufficient to one skilled -

in the art are not acceptable to establish facts
which the specification itself should recite. In
re Smyth 1951 C.D. 449; 651 O.G. 5. |

Affidavits purporting to explain the disclo-
sure or to interpret the disclosure of a pending
application are usually not considered. In re

ppenauer 1944 C.D. 587; 568 O.G. 393.

717 File Wrapper

717.01 Papers in File Wrapper

Full details are given in the Manual of Cleri-
cal Procedures. Papers that do not become a

PO

2Oy

tion, amendments and all oth
ter fold) of the file jacket. They are in inverse
chronological order; that is;" the: communica-
tion with the latest “Mail Room” date is on top.

A similar arrangément is followed on the right
side, where Office actions and other communica-
tions from the Office are fastencd, except that

‘the print is alway

SLroyea, except whe
, is received within the time pe
riod for response and the original is late, In
this latter situation both copies are placed in
the file. The “original” (ribbon copy) is en-
tered with reference made to the carbon copy.

If the attorney wishes a receipt for any pa-
per filed, this may be had by enclosing with
the paper a self-addressed postal card identi-
fying the g:per. The mail-room receiving-
stamp will be placed on the card, and the card
dropped in the outgoing mail.

717.01(b)

The prints of the drawing are fastened in-
side the file wrapper by the Application
Branch, and shall always be kept on top. A
paper number is assigned by the Clerk of the
group. ‘ v :

- The prints shall always be kept on top of
- the 1papers. on the right of the file wrapper.
All prints and inked sketches subsequently

~ filed to be part of the record should en-
dorsed with the date of their receipt in the

office and given their appropriate paper num-

Prints

ber.
717.02 Data Entered on File Wrapper
See also 707.10, 717.01. '

If the Examiner notices an error in any of
the data originally entered on the file wrap-
per, he should have it corrected by the Appli-
cation Branch.

118 ' Rev.. 13, July 1087

A7  al communications .
from applicant are fastened to the left side (cen-




»»»»»

Oﬂice ad res: should not be Iost sxght of ‘
‘Sec. 805.04(c) -explains the procedure to be

- ignated”’ spe ' V' wrapper.

followed concerning sendmg the application to

| th

and the Application

Hev. 18, July 1067

: matter.

114

notations should be kept current.  When the
apphcatlon is'sent to issue, the notations then
appearing on the drawing should not be erased.
They may be usefu] in classifying an incoming
continuing ap lon to which drawings may
have been transg it to &
Examiner already fa,mlhar




prepri
on the old" jac
retained and con
bers as orlgmally'
A line in ink ‘¢
number correspon
originally presen
should be drawn EEPON , , o
ing to the highest num red , i , ﬂ ; Lo
each amendment Just of v T

ing to the ﬁrs‘(:
ghould be placed
amendment ’ X

file mppet‘; shmﬂd'ldexitxfy earher filed.

The
See MOQ

related apphcatx ns,

115 Rev. 12, Apr. 1067





