110101(i)  Failure of Junior Party to OHEICOIIIQ
i A Filing Date of Senior Party
1101.01(j) | .
1101.01(k)  Conflicting Parties Have Snme Attorney ,
- 1101.01(1) Actxon To Be \!ade at T:me of Suggest : 1111
. Ll g , 1111.01
1101.01f(m)’;' king Suggested 111102
. , - ; ..1111.08
1101.01(n) d ter Statuton 111104 d :
- Penod Runmng Agamst Case G Y 1111.05 ' ents,Filed Durlng Interference
110101 (0) _Application in Iqsne or m lnterference . 1111.06 of Rule 231(a)(3) Motion Relating
110102 With a Patent 0 : * to Application Not Involved in Interference
1101.02( a) Copying Claims From a Patent 1111.07 Converslon of Application From Joint to Sole
1101.02(b) - Examiner Cites Patent Having Filing S or Sole to Joint :
. Date Later Than That of Application 1111.08 ' Reissue During Interference
1101.02(¢)  Difference Between - Copying Patent 1111.09 “Suit Under 35 U.8.C. 146
, . Claims and Suggesting -Claims of an 1111.10 Benefit of Foreign Filing Date
; , _Application =~ 1111.11 _ Patentability Reports
1101.02(d1) - Copied Patent Claims Not Identified © 111112 - Certified Copies of Part of an Application
1101.02(e)  Making of Patent Claims Not a Response  1111.13  Consultation With Examiner of Interferences
. to Last Office Action 1111.14  Correction of Error in Joining Inventor
..1101.02(f)  Rejection of Copied Patent Claims 1112 * Letter Forms Used in Interferences
S 1101.02() After Prosecution of Application Is Closed 1112.01 To Law Examiner
o or Application Is Allowed +1112.02  Suggesting Claims -
71101.03 . Removing of Affidavits Before Interference ‘1112.03 Same Attorney or Agent
1102 Preparation of Interferenve Papers and Decla- - 1112.04 Requesting Wlthdrawal From Issue
ration , 1112.05 - Deeclaration *
1102.01 . Preparation of Pnpers e 111205(a) Initial Memorandum
1102.01(a) . Injtial Memorandum to ‘the Board of 1112.06 Requests for Jurisdiction
Patent Interferences @ - . 1112.06 (a) Requesting Jurisdiction of Appllcation ,
1102.02  Declaration of Interference 1112.08 Primary Examiner Initiates Dissolution '
1103 . Suspension of Ex Parte Prosecution 1112043 Redeclaration
1164 Jurisdiction of Interference ‘ 1112.10 . Denying Entry of Amendment Seeking Fur-
11053 Interference Matters Requiring Decision by ‘ther Interference '
Primary Examiner.
1105.01  Briefs and Hearings on Motion

The interference practxce is based on 35

05.02. )
1 .): )‘ Decision on Motion To Dissolve 10.8.C. 135 here ‘set forth:
1105,03  Decision on Motion to Amend or.to Add or ‘ .
" Substitute an Application 35 UB.C. 185, lnterjerences. Whenever an apph-
10604 Decision on Motion Relating to Burden of cation is made for a patent which, in the opinion of

Proof the Commissioner, would interfere with any pending
Dissolution on l'rimar,v Examiner's Own application, or with any unexpired- patent, he shall
Motion - give notice thereof to the applicants, or applicant and

1105.05
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 the applicat

~also be declared between pendin applications for pat-
_ent, or for reissue, and un

- these rules.

ic) Interferences will not Le declared, nor contin-
ued, between applications or applications and patents .
' owned by the same party uniess good cause is shown
_therefor. The parties shall make known any and all
right, title and interest affecting the owner of

any application or patent involved or essent
proceedings, not re

an interference is dec

ed. and of changes

V the interference and before the expiration of the time
prescribed for seeking review of the decision in the
interference.

1101 Prelimiﬁaries to an Interference

~An interference 4s often an expensive and
time-consuming proceeding. Yet, it 1s neces-
~sary to determine priority when two applicants

Rev, 12, Apr. 1967

~ therein to meet th

ed original or reissued ‘
patents, of different parties, when such applications,
and patents contain claims for substantially the same
invention which are allowabie in all of the applica-
tions involved, in accordance with theﬂproy‘isio’ns of

led in the Patent Office, when :
, , such
right, title, or interest, made after the declaration of

are close enough
nable possibility
he first

ssary are herein-

be carefully

(b) Express limitations in the c].aimf""s:hould"

not’ be ignored nor should limitations be read ;
e exigencies of a particular

situation. .~ , , , . f
~ (c) The doctrine of equivalents ~which is
pplicable in questions of patentability is not

~applicable in interferences, i.e., no application

should be placed in interference unless it dis-

‘closes clearly the structure called for by the

count and the fact that it discloses equivalent
d) Before a claim (unless it is a patented

* structure is no ground for placing it in inter-

_claim) is made the count of an interference '
it should be allowable and in good form. No

pending claim which is indefinite, ambiguous
or otherwise defective should be made the count
of an interference. .

~(e) A claim copied from a patent, if am-
 biguous, should be interpreted in the light of

the patent in which it originated.. i
~(f) Since interference befween cases having
"2 common assignee is not normally instituted, if

doubt exists as to whether the cases are com-
monly owned they should be stubmitted to the °

 Assignment Branch for a title report. Note:

After September 1965 title searches are auto-
matically made only when the Issue Fee is paid.
(g) If doubts exist as to whether there is an
interference, an interference should not be
declared, :




except mbf' ations, as determined

d1
_subject matter had been
verse but no action gwen o
. . elected invention.
Application filed with'claims to divisible

‘inventions I and II and in response to a re-

and approved by the Commissioner. Ifaninter-

ference is declared, all upphcgtmns having the

same interfering sub;ect mat

cluded. (Basis: Notice of June
Before taking any steps looking

mation of a nterference. it is

ould be

p‘lrtles is clai :

im ntion and that the cla}

- o constitute the com
_ are clearly readable upon

- and allowable in each apphrahon

le the claims of two‘

nonele'ctéd claims

 ues to urge allowability of generic claims.

v vary in scope and in

if directed to the same
ence emsts But mere dis-

aiming does not afford a
suggesting to that applicant claims for the said
invention copied from another '1pphcanon that
is claiming the invention. The intention of the
parties to claim the same patentable invention,
as expressed in the summary of the invention or
elsewhere in the disclosure, or in the claims, is
an essential in every instance.

When the subject matter found to be allow-
able in one application is disclosed and claimed
in another application, but the claims therein
to such subject matter are either nonelected or
subject to e%evtwn, the question of interference
should be considered. The requirement of Rule
201(b) that the conflicting applications shall
contain claims for subetantmr

ly the same in-

vention which are allowable in each application
should be interpreted as meaning generally

that the conflicting claimed subject matter is
sufficiently supported in each application 'md
is patentable to each applicant over the prior
art. The statutory requirement of first inven-
torship is of transcendent 1mpnrtamw and

65

-~ Instance.

strnctlon, applicant traverse
ects 1 mvenhon I

finds an apphcatmn ,
c]alms to mventmn II and

altered by the fact that

ithout traverse and t]1e~ ;
bly. cancelled !
phcatlon

rejected and electlon of a single species re-

quired. Applicant elects species a, but contin-

Ex-

aminer finds another npphcatlon clmmmg spe-'j

cies b which is ready for issue. ,
The allowability of generic ‘claims i

by an applicant of an invention which first case is not a condition pre

round for

m%up interference.
Application filed with gen ,
to five species and other species o
specifically claimed. FExaminer finds
phcatxon the disclosure and claims
of which are restricted to one of the unclmmed

p sécutxon of generic cla1m= is taken as
indicative of an intention to cover all species
disclosed which come under the generic claim.

In all the above situations, the applicant has

shown an intention to claim the subject matter

which is actually being claimed in another ap-
plication. These are to be distinguished from
situations where a distinct invention is claimed
in one application but merely disclosed in an-
other application without evidence of an in-
tent to claim the same. The que‘zhon of inter-
ference should not be considered in the latter
However, if the application disclos-
ing but not claiming the invention is senior,
and the junior application is ready for issue,

Rev. 9, Jul. lﬂmi

, with generic clmms and ,/
r-lmme species a, b, ¢, d,and e. Generic claims




d since there is n
~ Elimination of conflicting
cept one case should usua
78(b). The common
the application in which ing claims
are properly placed. Treatment by rejection
is set forth in Section 305.02(a).
_ I1. Where an interference with a third party

: mstltute

_exist, the owner should be required

h one of the applications shally be

Ommon assignee
inventors is called upon t eliminate
ng claims from all except one applica-

‘ er the provisions of Rule 78 (b),acopy
of the Office action making this requirement
sent directly to each of the applicants.

. on assignee is required un-
elect one of the conflicting
by him for purpose of inter-
a copy of the Office

der Rule 201 (c)
‘applications oy

ference with a third p'u'ty,
action making this requirement must be sent to
the applicants in each of the commonly assigned
applications. (Basis: Notice of March 1. 1962.)

1101.01(c)

The search for interfering applications must
not be limited to the class or subelass in which

it is classified, but must he extended to all classes
in or out of the Examining Group which it has
heen necessary to search in the examination of
the application. (Basis: Notice of \ugm«t 2,
1909.) ,

Moreover, the possibility of the existence of
interfering .ipplu ations should be kept in mind

The Interference Search
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. interference, any Junior applicant may be called upon
_ to state in writing under oath the date and the char-

in compliance with thix rule will be retained by the
Patent Office geparate from the application file and if

1owever, '
he will |

) o ]
~ pproprlate Dxrector ‘should be con-
sulted if it is believed that the circumstances

~ justify an interference between apphcatmm
: nelther of whlch is ready for allov.ance.

'1101 01 (d)‘ Correspondence U /

Rule 202

(nrxespondence under Rule 702 ma) be

necessary.

Rule 202, Preparatwn for mterference between ap
plications; preltmmary inquiry -of junior applicant.
In order to ascertain whether any question of pri-
ority arises between applications which appear to 1nf .
terfere and are otherwise ready to be prepared for

acter of the earliest fact or act, susceptible of proof,
which can be relied upon to establish conception of the -
invention under consideration for the purpose of ‘es-
tablishing priority of invention. The statemont filed

an interference is declared will he opened slmultam G
ously with thp preliminary statement of the party-fil-
ing the same, In case the junlor nppllcant makes no
reply within the time specified, not less than thirty

. f‘




ant junior to another a
1 writing under oath the d
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being conducted. |
. In preparing cases for submissi
~ Examiner and in subsequent treat
_cases involved attention should
ing points: "y
The name of the Exam
onference should be g1

 any, is ready for allowance. o
(3) If an application is a division or con
tinuation of an earli
~ stated. i .

whether or no ‘
benefit of the filing date o
tion for the conflicting subject matter.

~ (4) If two or more _applications are owned
by the same assignee, or are presented by the
same attorney, it should be so stated.

(5) Only the broadest claim proposed for
interference or, if various aspects of an inven-
tion are cl:
feature, nee

_ not present in either of the applications, a pro-
posed count should be set out in this letter. See
the second form letter in 1112.01.

(6) Any other points which have a bearing

on the declaration of the interference should be

stated. :
(7) Amendments or other papers filed in
cases held by the Law Examiner bearing on the
auestion of interference should be promptly
orwarded to him. G

(8) Letters of submission should be in dupli-
cate. (Basis: Notice of April 1%, 1919.)

 1101.01(f) Correspondence Under
‘ Rule 202, Not an Action
on the Case

Correspondence under Rule 202 is not an
action on the case. Hence, it cannot serve to
extend the statutory period if the case is await-
ing action by the applicant.

proved” letter is returned to

 YWhere the junior party, as re juir

Jaimed, the broadest claim to each
5 ;

1 be identified but if the claims are prior to 1l

cases for interference.
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1 stamp the letters
‘Approved” or “Dis-
equire, and return

pproves the propo.

~and the Examiner then ollows
 ontlined in the next section. Wh

division it is accompanied by a note to be at-
tached to the senior party’s case requesting the
Issue and Gazette Branch to return the case to
the Law Examiner after the notice of allov
ance is sent. ' ]

ct or an

202, states under oath a date o
' establish

act, susceptible of proof, which

‘that he had conceived the cl

e filing date of the senio
the Law Examiner dpproves the
proposal to suggest claims and t

may then proceed with the preparation'of the

SEALING STATEMENT

When an interference is to be declared in-
volving applications which had previously been
submitted to the Law Examiner for corre-
sgmnden'ce under Rule 202, before forwarding
the fles to the Interference Division, the Ex-
aminer should ascertain from the Law Exam-
iner if any such statement has been filed and,
if so, get this statement and forward it with
the files to the Interference Division. (Basis: -

~ Order 3380.)

The oath under Rule 202 becomes a part of
the interference file in contradistinetion to the
application file as in the case of an affidavit
under Rule 131 or Rule 204 bat, like them, is




(note that an
or other

e junior app
patent when gr nt

: "attached to the apphcatlon and

letter to that applicant urging him t promptly

pay the final fee, this being done to | the end

that prosecution of the junior appli
be promptly resumed, the senior pa
_ closure then being available as prior art in
_ treating the claims of the junior appllcatlon
The examiner may make a supplemental a

 on the ]umor applicant’s case when the semor

apphcant s patent issues.

In TFRIM Pnocr:nt:ma

In the meantime the junior party’s applica-
tion will be treated in accordance with the
following:

~ of the senior party, the Examiner when he
reaches the case for action will wrlte a letter
substantially as follows:

In view of Rule 202, action on this case (or, ,
on claims 1, 2, 4, etc., indieating the conflict-

ing claims and claims not patentable over the
senior party’s case) is suspended for six
months to determine whether an interference
will be declared (unless these claims are can-

Rev. 5, Jul. 1065 f 168

1921.)

1 kapphcatmn being put in condition for allow-
~ ance within the next six months and the only
unsettled question in the junior party’s case is
_the disposition of the claims on which action

-was suspended, then the mterference should be

declared.
1f the junior application is in issue when the
interference is discovered and, in correspond-
~ence under Rule 202, the Jumor applicant fails
to make the date of the senior party, the junior
application should be withdrawn from issue
(see “Letter Forms Used in Interferences,”

Where a ]umor party after correqpondence '
under Rule 202 fails to overcome the filing date

he ﬁles in the examining group.
1t sometimes happens that the apphcatlon of
> junior party ig not amended and nothing
else occurs to brmg it to the attentxon of the

', E\:ammer.

unior applica

~ ~hou1d make every effort
. view of this reference at f
~ date. To this end. the Exam

informed as to the progress of the ysemor apph-

E]mor applicant immediately
asis: Notxce of F ebruary 15

If, at the end of the six monthq eusnensmn

after its issue.

If, at the end of the first six months suspen-
sion, there is no likelihood of the senior party’s

1112.04) and a letter sent informing him that

the interfering claim or claims and claims not
patentable over the senior party’s case cannot

~ cation and cite the patent with appropriate
~comment to the '

it appears likely that the senior application will .
~be passed to issue within the next six months,
~action on the conflicting claims and claims not
patentable over the senior party’s case should
again be suspended for a period of six months.
Of course, if the first suspension was directed
to certain claims only and the usual action was
given on other claims, it is necessary for the ap-
phc'mt to make such response as is requlred to
~ the action on the other claims, '




" identical phraseology
.nterference may

terlal limxtatiou or. variatxon

(b) When the claims of two or more applmawons '

dlmer in phmseo!ogy, but relate to substantiallr the
same patentable aubject matter, the examiner shall,
if it has been determined that an interference should
be declared sugges he partles such claims as are
~ necessary to cover the common Invention in the same
language, T
gested will be required to make those claims (i e, pre—
_ sent the suggested claims in their applications by
amendment) within a specified time, not less than 30
days, in order ‘that-an: interference’ may be declared.
efusal of any applicant to make any
_within the time specified, shall be
rther action as a disclaimer of the
inventlon covered,by that claim .unless the time be
extended. ~
(c) The suggestion of claims for purpose of inter-
ference will not stay the perlod for response o an
Office action which may be running against an appli-
_cation, unless the claims are made by the app;;mnt
, 'within the time specified for making the claims.
- (d) When an applicant presents a claim in his ap-
plication (not suggested by the examiner as specified
in thig rule) which is copled from some other appli-
cation, either for purpose of Interference or otherwise,
he must go state, at-the time he presents the claim and
identify the other application.

Although the subject of luggestmg claims is
treated in detail at this point in the discussion
of a prospective interference between applica-
tions, some of the practice here outlined is also

to whom the claims are Bug-

- suggested.

169

ant copies a claim fro another appli-

~without suggestion by the Examiner,
03(d) reqm%le him: ,

state, at the

: n 4
,ap lications is one of great im-

ongation of the contest.
, to be desired that the claims
suggested (which are to form the issue of the
.interference) should be claims already present
in one or the other of ‘he, apphcatlon ye if

claims cannot be found in_the applications
which satisfactorily express the issue it may be

_ necessary to frame a claim or claims readingon
all the apphcatlons and ¢

ly expressing the

interfering subject matter and suggest it or

_them to all parfies. Whether selecting a claim -

‘already presented or framing one for suggestion .

to all parties, the Examiner should keepinmind =
that where one application has a less detailed

disclosure than others there is less chance for
error in finding support in all applications if

language is selected from the apphcanon with
_the less detailed disclosure. -

It is not necessary that all. the claum of each
‘party that read on the other party’s case be
‘The counts of the 1ssue ahould be
representative claims and should be materially
different. Stated another way, the difference
between counts should be one not taught by the
prior art, and should have a significant effect
1n the subject matter involved. In .general, the

~broadest patentable claim whieh is allowab]e

in each case should be used as the interference
count and additional claims should not be sug-
gested unless they meet the foregoing test as
to material difference. In determining the
broadest patentable count the Examiner should

~avoid the use of specific language which im-

poses an unnecessary limitation. Claims not
patentably different from counts of the issue are

_rejected in the application of the defeated party
“after termination of the interference. ,
The claims to form the issue of the interfer-

ence are suggested to all parties who have not
alrendy made those clahns.

Where necessitated by the respective dis-
closures, one or more applications may be in-
volved on a claim which differs from that of

Rev. 20, Apr. 1060

ailure to suggest such claimsas
rly matter in issue leads to




_ consent of the other pa

notify each of
or agent of this fact, and |
to the attention of th
-interests exist, the

_ ciates will not be r¢

parties whose io

of special
_circumstances requiring such representation. in fur-
ther proceedings hefore the
__matter or application o
ing interests exist. ’ o
Notification should be given to both parties
at the time claims are sz%gestedgeven though
claims are suggested to only ¢
tion of the persons to whom t - is mailed
~should be made on all copies. (See section
0 1112,03.) Th tion of the Commissioner
_is not called to the that two conflicting
_ parties have the same attorney until an actual
mnterference is set up and then it is done by
notifying the Examiner of Interferences as
~ explained in section 1102.01. o
1101.01(1) Suggestion of Claims, Ac-
: tion To Be Made at Time
of Suggesting Claims
At the same time that the claims are sug-
gested an action is made on each of the applica-
tions that are up for action by the Examiner.
whether they be new or amended cases. In this
wag7 possible motions under Rule 231(a} (2)
and (3) may be forestalled. That is, the action
on the new or amended case may bring to light
‘patentable claims that should be included as
counts of the interference, and, on the other
hand. the rejection of unpatentable claims will
serve to indicate to the opposing parties the

claims. - . ,

The Examiner is required to inform each
applicant when the interference is declared
 what claims in his application are unpatentable

over the issue. There would seem to be no ob-
jection to. and many advantages in, giving this
information when suggesting claims.

Where in a letter suggesting rlaims to an
applieant for interference, the Examiner states
that none of the claime in the ease is patentable

Rev. 20, Apr. 190

nt Office involving the

party. Nota-

position of the Examiner with respect to such

: glected on the grbund
the invention to which

they are directed. pplicant malkes the mﬁ- ’
i the

- gested claimg"hter they will be rejected on

~satisfacto
Suggestion of Claims,
Suggested Claims Made
After Period for Re-
sponse Running Against
. Case [R-20]
If suggested claims are made within the time
specified for making the claims, the applicant
may ignore other outstanding rejections in the
application. Even if claims are suggested in
an application near the end of the period for
response running against the case, and the time
limit for making the claims extends beyond the
end of the period, such claims will be admitted
if filed wit}lin the time limit even though out-
side the period for response (usually a three
month shortened statutory period) and even
though no amendment was made responsive to
the Office action outstanding against the case
at the time of suggesting the claims. No por-
tion of the case is abandoned provided the ap-
plicant makes the suggested claims within the
time specified. However, if the suggested claims
are not thus made within the specified time, the
case becomes abandoned in the absence of a
responsive amendment filed within the period
for response.  See Rule 203(c). = =

1101.01(0) Suggestion of C

o
ims.

Application in Issue or in
Interference

An applieation will not be withdrawn from

issue for the purpose of suggesting claims for

an interference,  When an application is pend-




mitted to the Group

1 claims are not cop
in issue, it may be necessa
' sue for the purpose of re

n the implied disclaimer  a
to copy the suggested

tion 1112.04.
‘, uggests one or more
claims appearing in a case In issue to an appli-
cant whose case 1s pending before him, the case

in issue will not be withdrawn for the purpose

of interference unless the suggested claims
shall be made in the pending agplicqtionthh
‘in the time specified by the Examiner. '

]

claim is suggested, so that in case the issue fee
_is paid during the time in which the suggested
_claims may be made, proper steps may be taken
to prevent the issue fee from being applied,
'he Examiner should borrow the allowed ap-
plication from the Issue and Gazette Branch
and hold the file until the claims are made or
the time limit expires. This avoids any pos-
sible issuance of the application as a patent
_should the issue fee be paid. To further insure
against the issuance of the application. the
- Examiner may pencil in the blank space labeled
“Date paid” in the lower right-hand corner of
the file wrapper the initialled request: “Defer
for interference.” The issue fee is not applied
- to such an application until the following pro-
cedureiscarriedout. o
When notified that the issue fee has been re-
ceived, the Examiner shall prepare a memo to
the Tssue and Gazette Branch requesting that
issue of the patent be deferred for a period of
90 days due to a possible interference. This
allows a period of 60 days to complete any
action needed. At the end of this 60 day
period, the application must either be released
to the ITssue and Gazette Branch or be with-
drawn from issue, using form at section 1112.04.
When an application is found having claims
to be suggested to other applications already
involved in interference, to form another inter-
ference. the Primary Examiner requests juris-
diction of the last named applications. To this
end a separate letter (see form at section 1112,.
06(1) ), addressed to the Commissioner is writ-

section 1 VO.G.O :

mil The
laims should be submitted to

'k,fe‘,rence. Although the Commissioner has no power. to
- cancel a patent, he may grant another patent for the
" ~same invention to a person who, in the interference,

aminer
Also see

 1101.02 WithaPatent [R-19

Rules 204, 205 and 206 quot
‘with interference involving patent

junior applicant. (a) The fact that one of the parties
has already obtained a patent will not prevent an inter-

proves himself to be the prior inventor. ,

(b) When the effective filing date of an applicant
is three months or less subsequent to the effective
filing . date of a patentee, the applicant, before the in-
terference will be declared. shall file an affidavit that
he made -the invention in controversy in this country
before the effective filing date of the patentee, or that
his acts in this country with respect to the invention
were snmcient to establish priority of invention rela-
tive to the effective filing date of the patentee.
(¢) When the effective filing date of an applicant iz
more than three months subsequent to the effective
filing date of the patentee, the applicant, before the
interfzrence will be declared. shall file two coples of
afidavits by himself and by one or more corroborating
witnesses, supported by documentary evidence if avail-
able, setting out a factual description of acts and cir-
cumstances which would prima facie entitle him to &an
award of priority relative to the effective filing .date’
of the patentee, and accompanied by an explanation
of the basis on which he believes that the facts set
forth wonld overcome the effective filing date of the
patentee,  Upon a showing of . sufficient cause, an
affidavit on iuformation and belief as to the expected
textitmony of a witness whose textimony is necessary
to overcome the filing date of the patentee may be
aceepted in lieu of an affidavit by =uch witness, If the
examiner finds the case to be otherwise in condition
for the declaration of an interference he will consider

Chis waterinl only to the extent of determining whether

a date prior to the effective filing date of the patentee is
alleged, amd if so, the interference will be declared.
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__in Bonine v. Bliss, 1919 [ )
Tt has been found that the practice set forth . .ac

~ elnim which he ean not make,

This practice i3 less re-

_strictive than that which was followed prior to

__adoption of Rule 205(a) in its present form.
~ Where & patent claim i1s modified, the count

51 Quld be the broader claim

of the modified pate

application following the. i

in Ex parte Card and Card, 112 O.G. 499, 1904
C.D. 383, does not adequately take care of all
situations where there is an interference in fact

between a patent and an application but there
_ are obstacles to the applicant making the exact

patent claim. . ; ,
In those cases where the claim of the patent

_ contains an immaterial limitation which can

be wholly eliminated or suitably modified so as
to broaden the claim, the practice set forth in
Ex parte Card and Card should continue to be
followed. - o

\. APPLICATION DISCLOSURE NAR-
ROWER THAN PATENT CLATM

In some cases, the disclosure in the appli-

cation, although for the same generic inven-
tion in fact as the patent claim, is somewhat
narrower than the claim of the patent. T'nder
cuch cireumstances, the applicant shonld be
permitted to copy the claim of the patent
as exactly as possible, modifying it only by
enbstituting lingnage based upon his own nar-
rower disclosnre for the limitation in the patent
, , In declaring
the interference, the exact patent claim shonld
e used as the connt of the interference and it
<honld be indieated that the elaim in the appli-
cation corvesponds substantially to the inter-
ferenee cpnunt.,
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_ the patent ¢

 as exj -
5 0.G. 306,

* responds substantially to the inter

be declared on that claim.

ion discloses a Markush group of
same 6 members, there being no distin
“substance between the two groups.
Applicant may be permitted to copy tgé_pat-

_claim, modifying it by substituting his_
-member. g ' in

nterference should be declared with the ex-
\ct patent claim as the count and it should be
indicated that the claim in the a Flication cor-
erence count.

B. APPLICATION DISCLOSURE

- BROADER THAN PATENT CLAIM

In some cases, the disclosure in the applica-

tion, although for the same invention n fact
as the patent claim, is somewhat broader than = -

the claim of the patent. Under such circum
stances, in initially declaring the interference

~the applicant should be required to ‘make the

exact patent claim and the interference should

applicant presents and ‘prosecutes a motion

_to substitute a broader count and, in connec- ,
tion with such a motion, makes a satisfactory

showing, as by demonstrating that his best
evidence lies outside the exact limit of the
patent claim, the applicant may be permitted

“to substitute a count wherein Janguage based -

upon his slightly broader disclosure replaces
the corresponding limitation in the patent
claim. In redeclaring the interference, the

‘application claim should he used as the count:

of the interferenice and it should be indieated
that the elaim in the patent corresponds sub- -
stantially to the interference count.

Examples of the practice outlined in the pre-
ceding paragraph

_the 6-member group in :

However, if 'the



d be declared initi

m. as the coun

ding t
nt, he m

y subst

£, in seeking interferenc Sl i m 2
i g » his 6-member gro ~5-member
actor e = ~ ,

' o n the patent claim:
rerference should be redeclared wi
i s deels having as. ‘ opl 15 the count and it sho
'paten'yt cl _ : o his ral dicat . alm in the patent corre-
s S ha onds o the interference count.

of 10 to 90 for the r f 20 to
pa;qllt'{ilzililn. i s APPLIC
= Similarly, the ag may seek such sub- RIS
stitution after ~t,hepiI;1terferjerwe i lar f,‘(};“};lm b%QIEO‘QFp;
the exact patent claim by filing a motion t I; “\TF:\':I‘ ('A‘I \I\f\ e
_ substitute a count with the broader range sup- - ) 3 Tae AR : :
_ ported by a similar showmng. .  Rome cases may include aspects of both A and
 In e“he" case whe e the {‘I]) ,hca,t.mn. c:alm 1s B. above, Such cases should be appropriately
accepted as a count. 1t should be indicated in  ypoured by the same general principles outlined
the interference notices and declaration sheet above. I SR pos
ihat the claim in the patent corresponds sub- U peamples of cases
stantially to the interference count. ¢ Ea o
11. Patext CrarMs A Margusn Grote OoF 5
MEMBERS, 0 B
Application discloses a Markush group of 6
 members, including the 5 claimed in the pat-
__ent, there being no distinetion in substance be-
tween the two groups.

involving mixed aspects:

I. Patext Cranvs a Ra~gce oF 19 10 80.
Application discloses '

" there being no distinetion in sul
the two ranges.

{a; Initially. applicant may be permitted to
eopy the patent claim, modifving it by sub-

172.1 : TTRGRR T FIFTRIS 11 Ti1)




. the patent claim

paten e claim in the appl

respond ' bstantmﬂv,to the mterferé ”

' Markush group of 5
’ ?plus another member
t, there being no
the two groups.

ant may be permitted to

y aim, modifying it by
tituting bers of the ate

which he dlsc]oseq for the 6 memb

_ Interference should be declared mltlallv with
. the exact patent clairn as the count and it
~ should be indicated that the claim in the appli-
cation corresponds

ference count.
(b) If, in Lonnecvon with a motion to sub-

stitute, the applicant makes a satisfactor

showing of the necessity for including his ac dl-'

tional member of the group, he may be per-
mitted to present the patent clalm modified by
substituting the 6-member group which he dis-
closes for the 6- member group in the patent
claim. ~

Imerference should be redec]ared wzth a
"phantom count including in a Markush group
all 7 members claimed in the patent and disclosed
in the application and it should be indicated
‘that both the claim in the patent and the claim
in the application mrrespond substantially to
the interference count.

This count is established only for interfer-
ence purposes and thus px‘ovxdos n_ situation

which does not restrict either party as to any
testimony or exhibits offered as to the dlmlrmed e

members included in the count.  Such a “phan-
tom™ count is only for interference purposes
and cannot otherwise wppear as a claim in either
of the cases since it Lias no basis therein,  Fur-

than: the .corres

er group in

'ubatantmllv to the inter-

‘fmm patent.

(2) ’\Vhere |

,respegt tha the ¢
““phantom” count, ‘
~concerned, must be drafted
" broadest expressions from

be indicated by writing (phantom), (p

(p) beside the number of both correspon m

claims. In this case a copy of the "phantom

count must be attached to the form. .
The result of (1) and (2) will be that any

~count, other than a phantom count, will be iden-

tical to the clmms in the cases beside it on form

PO-850 having no indicator. :
jection of copied patent claims see

sec 1101.02(f).

Rule 205. Interference with a patent copying ‘ol L
(a) Before an interference ‘will be de-

clared with a patent, the applicant must present in his
application, coples of all the claims of the patent which
also define his Invention and such claims must be
patentable in the application,
ence may be declared after copying the claims exclud-
ing .an immaterial limitation . or variation 'if such

immaterial limitation or variation is not clearly sup-

ported in the application or if tho applicant otherwise .
muakes a satyismctorv showing in justification thereof, o

(b) Where an applicant presents a claim copied or
substantially copied from n rmtenr, he must, at the
time he presents the clatm, identify the patent, give
the number of the patented claim, and specifically
apply the terms of the copied claim to his own dis- -
closure, unless the elaim s l‘l)pi(‘d in response to a
suggestion by the ()mm- 'l'lw mmmim-r will eall to the
Comtissioner's nrmminn anv Immmm of the filing of
an applieation or thn_prmmnntlon of .an ‘amendment

Rev. 20, Apr. 1959 .

However, an interfer- -




n s inade final. a ,
appeal.  Failure to respond or a
be, within the time fixed will in'th
factory showing, be deemed a dis
tion claimed. .

- posed it should be ascertain

~ are taken whether there is com
A title report must be place
file when the

_ Parext 1§ Drrrerext Grove
Where claims are copied from a patent clas-

sified in another Group, the propriety of de-
claring the interference (if any) is decided by

_and the interference is declared by the Group ... .09 application, the applicant is required

by Rule 204(c) to submit a showing by affi- .

‘where the copied claims woul be classi-

fied. In such a case, it may be necessary to

transfer the application, including the draw-

ings, temporarily to the Group which will
rint of the draw-
ed in the Group

declare the interference. A ﬁp
ings should be made and fil
originally having jurisdiction of the applica-
¢ion in place of the original drawings. When
claims are copied from a plurality of patents

classified in different Groups, the question

of which Group should declare the interfer-

ences should be resolved by agreement be-
tween the Examiners of the Groups con-
cerned, possibly in consultation with the
Directors involved. [R-20]

1101.02(a)

Cdpying Claims From a

Patent [R-20]

A large proportion of interferences with 8
patent arise through the initiative of an appli-

174

Rev. 20, Apr. 1060 ‘

timony taken in due course would provide suf-

between the two applications, Rule

204(b). The affidavit may be made by persons
other than the applicant. See section 715.04.

If the effective filing date of the a%p]icant. is
more than three months later than that of the

davits including at least one by '} corroboratin%
witness, and documentary exhibits setting forth
acts and circumstances which if proven by tes-

ficient basis for an award of priority to him
with respect to the effective filing date of the
patent application. In connection with a re-
quirement for a showing under Rule 204 (b) or
(l ¢), or in examining such a showing submitted

‘voluntarily, the Kxaminer must determine
“whether or not the patentee is entitled to the

filing date of an earlier domestic or foreign
application. A determination that a divisional
or continuation relationship is acknowledged in
the heading of the patent is sufficient for this
purpose as to a parent application thus men-
tioned. In the case of a foreign application
this determination will not be made unless

the necessary papers (Rule 55(b)) are already




i
substance of the showmg w111 be
, t ,Examlner only t?lt'heve nt.

of aﬁidawt xhlblts and 'ls accompam
; an explana of the pertmenc f the
| by the rule. '

allegation is pre
hermse ploper. th Ex ‘mmer wil

of it the apphcatlon cannot be forw
declaration of the» terference. Lack of an

174.1 Iev. 20, Apr. 1860 '




f ‘and the patent is" ¢

Ty gainst the application, the  to
ag)plication_ should be rejected on ¢

it appears that the applicant

proceedings, the patent shoul nly cited to
the applicant. Thus, it is left to the applicant -
to determine whether he wishes to and can
copy the claims of the patent. = ‘
‘hich the applicant clearly can make should ke . ‘ o i
be selected, and an action should be made re- ~ 1101.02(¢) Copying Claims From a
_ fusing to accept the affidav T G P .. Difference Be-
~ and requiring the applicant - thi : ' _ Fatent, Diilerence De€-
 lected claim as well as any ot ms of the i  tween Copying Patent
_ patent which h jeves find support in his Claims and Suggesting
application. essary, the applicant should . laims of an Application
_ be required to le the affidavit and showing re- ' - , o
_ quired by Ru 4. In making this require- ice of an applicant copying claim
ment. wher e, the applicant should . atent differs from the practice of sug
be notified of the hat the patentee hasbeen  gesting claims for a prospective interference
accorded an ective filing date by vir- ving only applications in the following -
tne of a parent or foreign application. = A time g , e g
limit for response should be set under Rule 203. 1) No correspondence under Rule 202 is
In any case where an applicant attempts to  econducted with a junior applicant ~who is to
overcome a patent by means of affidavit under  hecome involved in an interference with a pat-
Rule 131, even though the examiner has not  ent but, instead, an affidavit under Rule 204
made a rejection on the ground that the same  ig required. R i
invention is claimed in the patent, the claims of (2) When a question of possible interfer
the patent should be exar ned and, if appli-  ence with a patent arises, the patent should be
_ cant is claiming the tion as isclaimed - cited, whereas no information concerning the
in the patent and car one or more of  source of the claim should be revealed when
claims of the patent, the vitunder Rule 131 4 claim is suggested for a prospective inter-
~ should be refused. and an action such as out-  forence involving only applications.
lined in the preceding part of this paragraph (3) Al claims of a patent which an appli-
Rh()u]d be made, If necessary, the Y'(?q"ir(," cant “can make g}“)u]d he c()pied_
ments ()f Rule 204 Sh()\”(] he H]M'(?iﬁ(‘,(] and a (4,),'(flain\s (-()pie(] by an app]icaht; from a
time limit for response should be set under  patent may differ from the patent claims by the
Rule 203. exclusion of an immaterial limitation or vari-

175 g ‘ Rev. 8, Apr. 1966




0 copy a p‘xtent
“he has

If an attorney or
copied or substantial Op
without md\catmg its origin he may be dee
to be seeking, rusly improperly, to o
a claimor ¢ a1 15 to which the applicant is 887 0. G &7
entitled under the law w an interference.  g9p 0.G. 170
or the Examiner may be led into making an  ag.
ac diff from what he would have
possession of all the facts.  Ag ig pomred out in Rule
u]e 205(b therefore reqmree the Examiner  than one claim is copied from

: " e Examiner holds that one

tati mendment mp n

v (-opv claims from a patent wit] :

ng attention to the fact and identify- ~»sxdered patentable to applicant, re]ectmg the

'"2 the patent i | others, leaving it to app{)cant to proceed under
. Rule 231(a) (2) in the event that he does not
1101 02((') Copymg Claims From a  acquiesce in the Examiner’s rulm«,: as to the

" Patent, Making of Patent  rejected claims. :

- Claims Not a Rpgponse to  Where all the claims mpwd from a patem; .
' La t Ofﬁce Action ~ are rejected on a ground not applicable to the
o :  patentee the Examiner sets a time limit for

o _reply, not less than thirty days. and all subse-
- H H n
Tht‘ nnkmg of claims. f"’“' a patent when quent actions. including’ action of the Board

zdﬂ}:: g‘:t %’:ﬁ iﬁ?ozotlggn:]z?t: o‘: on appeal, are special in order that the inter-
tay the running of the statutory pe- f?}],eme may .be lared as promptly as pos-
¢ from th un‘mmerod Office action. sible. . Failure re mnd or appeal. as the
P based o ease may be, within the time fixed, will, in the
1?“‘3“0" n interference P absence of a satisf  showing, be dee
ns before the expiration of the state ' disclaimer of the invention claimed.
utory period, by operation of Rule 212 st ays While the time limit for an appeal from th
~ the running of the statutory period. : ~final rejection of a copied patent claim is usu-
. +ally set inder the previsions of Rule 206, where
: ~llO] 02(f) Copymg Clalms From a the remainder of the case is ready for final
Patent, Rejectlon of  action, it may be advisable to set a shortened
C d Patent Cl ~ statutory period for the entire case in aooord ‘
opied Paten alms ance with Rule 136. : '

: The distinction between a limited time f«)r
RE'WMOV Nor Am’mmm,n To PMT\ reply under Rule 206 and a shortened statutory
When claims from a patent are made, the  period under Rule 12¢ should not be lost sight
appllcatlon is taken up at once and the Exam- / of. The penalty umuhuw from f.ulmeto reply
iner may reject such claims in the application within the time limit nnder Rule 206 is loss of

if ; of reiection is not also applica- the claim or claims involved, on the doctrine of .
if the gr)und f reje PP diselaimer, and this is 'tppe nl.nblc while failure

ble in the case of the patent. Examples of m respond mlhmrlm set stututory period {Rule
such a gronnd of rejection are insnfficient dis- 136) results in abandonment of ‘the entire ap-
closure in the nppluatum. a reference whose  lieation.  That is not appealable.  Furtier, a
date is junior to that of the puatent, or bevauso Lp lated response after the time limit set in ac.
the claims copied from a patent arve barred to cordunce with Rule 206 mnay be onlvwd by the

Rev. % Apr. 1086 176



$

mber 27, 19
ction of copied patent claims some-
ates a sltuatlon where two dlﬁ'erent

, perw

cappli )
from the last f
other, the lmnted pemod set for

)é res ponse

no st.w the run-
, ermd if there be

pp al,znoi',y'EIOe uch reply or
eve the Examiner from the duty of
e caseif up for actxon. when re ched

(B.ms \once f,June "9 93 )‘ See 1004

Rwr(*'rm\ M’PLICABLE TO P\'n-:\'r ;
' , APPLICATIO\' '

If the frmund of re]ectxon is applicable to '

both the cl: an in the apphc‘ltlon and the c]alms

Rev. %, Apr, 1968




g) Copying Claims From a
. Patent, After Prosecution
of Application Is Closed
ication Is Allowed

n amendment presenting a patent claim in
an application not in issue is usnally admitted

and promptly acted on. However, if the case

had been closed to further prosecution as by
final rejection or allowance o} all of the claims,
or by appeal, such amendment is not entered asa
matter of right. '

An interference may result when an applicant

_ basis for final rejection. Where this oceurs, if
the rejection in question has been appealed, the
Board of Appeals should be notified of the

 withdrawal of this rejection so that the appeal

may be dismissed as to the involved claims.
~ Where the prosecution of the application is
closed and the copied patent claims relate to an

plication, entry ;
nied. (Ex parte Shohan, 1941 C.D.1; 522 O.G.
501.) Admission of the amendment may very
~ properly be denied in a closed application, if
prima facie, the claims are not supported by ap-
plicant’s disclosure. An applicant may not have
recourse to asserting a patent claim which he
has no right to make as a means to reopen or pro-
long the prosecution of his case. See 714.19(4).

AFTER NOTICE OF ALLOWANCE

When an amendment which includes one or
more claims copied or substantially copied from

' mended because (brief statement of basic rea-

~withdrawal of the application from issue is not
~deemed necessary.” : .

__vits under Rule 131, 204

invention distinct from that claimed in the ap-
of the amendment may be de-

' :171

iterference on any ground
1 report tc the Groug

“sons for refusing the requs

Notification to applicant

 POL-271 if the entire amendmen
_ of the amendment (including all i
claims) is refused. The following or equivalent

language should be employed to express the
adverse recommendation as to the entry of the

_copied or substantially copied patent claims: -

. “Entryofeclaims _________.__ is not recom-
ry

sons for refusing interference). Therefore

fore Interference [R-
6]t e

When there are of record in t

file for consideration bﬁ, the Board of Interfer-
ence Examiners. If the interference proceeds

normally, these affidavits will be removed and
‘sealed up by the Service Branch of the Board of
Patent Interferences and retained with the -
_interference. ', [ .
In the event that there had been correspond-

ence under Rule 202, this should be obtained

from the Law Examiner and left (unsealed) in

the file.

Affidavits under Rules 181 and 204, as well
as an affidavit under Rule 202 (which never be-
comes of record in the application file) are avail-
able for inspection by an opposing party to an_
interference when the lpre iminary statements
are opened. Ferris v. Tuttle, 1940 C.D. 5; 521
0.6 523. ' i
~ The now opened affidavits filed under Rules
131 and 204 may then be returned to the appli-

cation files and the affidavits filed under l;le '

202 filed in the interference jacket.
' Rev. 16, Apr. 1968




count or counts. If the application orpnteut ota'w

partyincludedinﬂxeinterferenceisadlvidon.con
prior apphcation

_ the filing date of such prlor applicutiou, the notices
f,‘shallsowu:e Exce;tasnotedlnpamgraph(e)of
‘ . & schedule of

215(b), not less tha

ﬁm for filing preuminary st.utemenu.
1, not }ess than

(c) The notieem 8
by the patent interrerence examin . rull the parties.
inureotthdrnttmyloruents a.copyotthe
noﬁcuﬂnuwbeuumemmntmmmmu

thepatmtinmmtemcehubeenammed.tothe '

assignees.

(d) When the notices lent in the interest of & patent
are returned to the Office undelivered, or when ope of
the parties resides abroad and his agent in the United

States is unknown, additional notice may be given by
publication in the Official Gazette for such period of
time as the Commissioner may direct.

~ involved on every coun

~ Rule 202 shoul
- Examiner and
papers.

report on the patent should be forwarded with
o the other papers.

ing memorandum is set forth below :

'1102 01 (a) Initial Memorandum to

| Pa.tent Interferences is written on Form PO—

“In declann%] or redecla,rmgf
the following should be borne
(1) That no‘ ‘

-(2) That no mterfemnce‘
which each party

(8) That where an 'w;puts 1dent al

~ claims in two applications by virtue of one
‘which he will be the senior arty and of the
‘other the junior the latter application should be

placed directly in ‘the interference, .
applicant to gain such benefit as he
the senior application either by moti

the burden of proof or by introd cing

_senior into the interference as evid ce.”
re Redeclaration of Interference Nos. 49 630,
49,636 45.566; 1926 C.D. 75; 350 O.

;The Initial Memorandum a.nd the
forwarded to the mterference

Any correspo;

obtained from the Law
forwarded with the other
See 1101.03. This same practice ob- B
tains in the case of affidavits of this nature in
earlier applications the benefits of which is ac-
corded a party by the Examiner in the initial
memorandum.

Such cases will be acknowl-

edged in the Declaration papers.) If a patent
is involved in the interference, a recent title

- The information to be mcluded in the 1mt1at-

the Board of Patent Inter-
ferences [R-16]

T}w initial memorandum to the Board of

Rer. 16, Apr. 1008 o 178




isted inventor if appli

is joint). serial n and filing datye,lrreSpﬁec—"v

tive of whether an application or a patent is in-
volved. - The sequence of the listed application
~_is completely immaterial. If the Examiner h;

vhich a party is en- |

corded the

papers requirec , ; :
translation, and the Examiner has determine
that he is in fact entitled to the fit of suc

application. A patent not no - be
given the benefit of a foreign application in the
declaration notices unless the Examiner has de-

_termined that he is in fact entitled to the benefit
of such applica in connection with the
“quirement for a showing under Rule 204.

should be noted o
tion 1101.02(a))

The claims in each case
le over the issue should be
ks provided for that pur-
also must furnish a table
‘of the counts to the claims

Jones Smith = Green

eetol il el e 18 3 2
e L e e 5 1 3(m)
pl] 15 5
4 1 8(m)

The indication of claims in each case which
are regarded as unpatentable over the issue is
based on the decisions in Votey v. Wuest v.
Doman. 1904 C.D. 323: 111 0., 1627 and Earil
v. Love, 1909 C.1. 56: 140 0.GG. 1209 in which

represented by the same attorney, in lieu of

the Commissioner. The Patent Interference

_ - bhe recognized further as representing either par-
__tx in the interference or in the interfering cases
_ unless he shows that he is entitled to continue
_to represent either or both parties as provided
by Rule 208,
iner will also call to the attention of the parties

the form PO-850 ( see sec-

it is held that when an interference is declared '

ractice announced in these declsl.oﬂs
be followed. Such a statement gives

' _ti‘xé}p;, otice as to what claims the Exam-
_ iner considers unpatentable over the issue, 1t
~ avoids the inadvertant granting of claims to the

losing party which are not patentable over the

um to the Board of Pat ter.
il in a separate memorandum, call t t-
ntion to cases in which two of the parties are

calling the matter directly to the attention of

Examiner when mailing out the notices to the
parties and their attorney will advise the par-
ties and the attorney that the attorney will not

The Patent Interference Exam-

and the attorney the requirement of the second
sentence of Rule 201 (c). e ,

In iterference involving a patent, if the -
aminer discovers a reference which.

ders a count obviously un- -

patentable, should be taken in accord-
ance with 1101.
If one reof t unts are claims of an

irvolved patent modified to be broader than the
~orresponding patent claims. the word “modi-
fied” or “substantially” should appear in paren-
theses after the corresponding claims of the
patent in the table of claims. In other situa-
tions where exactly corresponding claims are
not present in the applications and patent con-
sidered to be interfering, see the gnides and ex-
amples set forth in section 1101.02 as to the
proper designation’ of the relationship. of the
claims to the counts. In any event, where one
of the parties does not have a claim correspond-
ing exactly to the count, the Examiner should
indicate by the word “count™ and an arrow
which claim in the table of counts is to be the

Rev. 20, Apr. 1060




the count correspon

the dependent claim is founded. ,
a dependent claim may be the sole cot nt of an
_ interference: ' .

pap essary
are prepared in the Interfere
The notices to the parti
ion sheet are sign
nce Examiner, who ins
nterference by mailing
2] parties to the proceedi
ications and interfer
rvice Branch where t
inacard index.
‘an apnlication that has been made special
Commissioner becomes involved in an
_int the interference will be made spe-
cial, provided the prosecution of ch appli-
~ eation has been diligent on the part of the
applicant. See section 705.01.

declaration of the interference. ex parte prosecution
~ of an application is suspended. and amendments and
other papers received during the pendency of the in-
_ terference will not be entered or conasidered with
_ the consent of the Commissioner. except as provide

by these rules. Proposed amendments directed toward
__the declaration of an interference with another party

will be C(pllsidernd to the extent necessary.  Ex parte
prosecnticn as to specified matters may be continned

‘with the consent of the Commissioner.

The treatment of amendments filed during
an interference is considered in detail in see-
tions 1108 and 1111.05, ' ‘

Rev. 20, Apr. 1960

Cominissioner but first forwa rds |

concurrently with the interference, on order from or

involving the same application
Primary Examinerxwhag)rwsrds
ertifies, in a memorandum to be
e file, that the subject matte
does not conflict with the subject

f the appealed claims.

reatment of other applicatiol th
ventor or assignee having overlapping
the ion being put into in-
nd 1111.03.

of the case until the

.made.

The declaration of interference is made when

 the Patent Interference Examiner mails the

notices of interference to the parties. The in-
rerference is thus technically pending before

e Board of Patent Interferences from the
fate on which the letters are mailed, and from

‘that date the files of the various applicants are
opened to inspection by other parties. Rule 226.

Throughout the interference, the interfer-
ence papers and application files in volved are in
the keeping of the Service Branch except at
such times that action is required as for deciston
on motions, final hearings, appeals, etc., when'
they are temporarily in possession of the tri-

pending. , .
11, independenr of that interferenct , action as
ro one or more of the applications becomes neces-

sary, the Examiner requests jurisdiction of the
necessary application or applications from the
he letter (or
_to the Group Director for approval.

on 1111.05 and Form at section 1112.06
t is not forescen that the Primary Exam

. will need to take action for which he re-
qnires jurisdiction of the ‘entire interference.
Towever, i f circumstances arise which appearto
require it, the Primary Examiner should request
jurisdietion from the Board of Patent Inter-
ferences, S

The Fxaminer never asks jurisdietion of a
patent file, but merely borrows it. if needed, as,

‘bunal before whom the particular question is

letters




1105 Mauem Requi lng Drf ; (1) 'I‘odissol ‘ ast rm qlf more munts except that
rimary Exammer During Inte . ; ught to he established

, by i “its or evidmwe outxide of office records and

. ' _printed publi 1tions \\ill not normally be ('onsldvred

whe the parties to the interference is a

;not ce of mtorfﬂreme for ,‘lm‘t‘entw no motion to dlssol\'e on the grmmd that

180.1 Rev. 20, Apr. 1960



on must be served on
1 must be acmmpamed

by proof of suel
(43 To shift the b

remoy ing the names mf one or more mvemor
vided in rule 45. :

(b)y,f FEach motion must contain a full statement of
“the grounds therefor and reasoning in support there-

20 days of the expiration of the time
notions and the moving party may, if he desires, file
a reply to sueh opposition within 15 days of the date
the opposition was _ filed. “If a party filex a timely
motion to dissolve, any. other party may file a motion
to amend within 20 dayvs of the expiration of the time
set for filing motions, - Rervice on opposing parties of
an opposition to a motion to amend w hléh is based on
prior_art must -inciade copies of such prmr art. In
the ease of action by the primary vxamm?r nnder rile

wherein snch
the communi g
“proposed dissolutu' ' the mterf( srence,
(c) A motion to amend or to substitute armtl:k.»r
application must be orapanied by an amendment
adding the,('jmm n question to the application con-
cerned if such elaims< are not already in that applica-
tion. : :
td) Al proper acations will be transmitted to and
considered by the  primsrs  examiner withoot aral
argument,  Reguest- for rumm«'i(lvrmion will ot be
cutertained, :
(o) In the deteryination of 8 nmrum tu dissnive
application and o patent1he

interference botwees; oy

to for the prpose of con-teing the s,
(0) “Upon the gratting of s wmotion to amerd and the
adoption of the cloitme by the other parties within a

*made under the personal &upel

K . P . ; . < s .,p . N :
of. " Any opposition to a motion must be filed within - ‘mary Examiner.

set for filing

237, 'such motions may be made s\ithm 20 days from o
the date of the pr:man examiner's (lé(’i’%l")ll (9} rrwtmn, o

1105.01

Copprior artiofpeeord fnothe patent gile quay be referred o

181

pon the granting of a motion to sub:
ion, and after the expiratiqn

set “and gubeequem mmmn 1
which ha\e been once cnnslder (
aniiner will n considered.

ference may be enlarged r dlmm-
s to counts and applie
- be entirely dissolved, b\ achous

f one or more counts,
issolution as to one or

nay be a sub
the addition of

~more counts or as toall counts, a change in the

application by addition, substltutxon, or dissolu-
tion a shifting of the burden of proof, or a con-
version of an apphmtmn by (lmngmg the num-
ber of inventors. See section 1111.07. Deci-
sions on questions arising under this rule are
ston of the Pri-

Examiners should not (-unslder @ parte. when
raised by an applicant, questions which are
pending before the Office in snter partes pro-
ceedings involving the same applicant or party

in interest. See section 1111.01.

Oceasionally rhe entire subject matter of the
interference may have been transferred to an-
other Group between the time of declaring the
interference and the time that motions are trans-
mitted for consideration. If this has oceurred,
after the second Group has agreed to take the

. case, the Interference Service Branch should
be notified so that appropnate changes may

be made in their records. [R-19

[R-19]

A pdl’tv hlmn‘ & motion is e\pected to incor- f
porate his reason: with the motiou so that an
mitial brief is 1 contemplated althongh if
filed with the motion it would not be objection-
'll»](- r Rule 231(h) other parties have
the expiration of the time for
hlmw mnhm foz‘ filing an opposition to a mo-
tion. and the mo wing party may file a reply brief
within fiffeen davs of the date sueh opposition
is filed, 1 2 motion to dissolve is filed by one
party the other parties may file a motion to
amend within 20 dayvs from the expiration of

Motmns :
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and if the

the P rimary Examiner t

of proceedings before the Pa
merner for removal.of rhe file

vho are dissolved out. Ea parte action i
d as to those applications and the interf
continued as to the remaining parties.
arte action then taken in each rej ted
ld conform to the practice set
: ~under the headmg \ction
solution” (section 1110). See sectio
'refelenr'es di

: (‘ll‘*wdin mnhon cdecision;

 With respect to a motion to (ll“SO]\(‘ on the
gmumi that _one or more parties cannot, make
one or more counts it should be kept in mind
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'xpl‘eaé"!'t e the
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more partie

olved jiro fom' 1, “nlmm

Hns.lgw--
v hee \pu\%(-d in the

!«m p'lpms, n t]w,lnwfu or in papers di-

SRee Buehl v, Ra
D75, and lll(lvn
2 300 O 47T and

,1 -nm]\ mﬂmt matter

,M(Im v, Hmnv, 17U S PO, 23, ‘
\rhi Jits relating 1o wahsulmuw of
party’s upphmfmn ag, for ex 'mmln on - th
matter of operativencess or right to ik




nt A pde}‘v
uters ‘mmlhu

. stag
solve

ancillary

1 1105.03

110506,

H l)l tlw ]m;lu

he patrties
orefe
R, u}.r;t,lq

CIHHI(:"
B HEE T
ae i e H.‘l

Viu-‘\', 1

R TN

HD




ron aa fnr,
30!‘“"} b

a »wtuton l)m' and
tinie by the Cxaminer i
C -mn may. 1 :

;(ms Hinder
Rule 251 (¢
npvnod to on of oppo
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Asin !hu :
151, they
nntil the preliminary =t amnenh

‘ounts are opened,

made to the
1 otlwr Hmu [

arlier appl
ol\ed in the
mterferenc‘e',

for dmnmrr th «rht to it. a p‘nt\

]1(‘1 IL’H)UI date.
£t the burden of
'of thL henefit
me no-

viewed at hnal h&um«r (l;ule 258) an
introduce that application as part

Adence to be subject to argument by al
.n.d 10 he‘ considered by the. Board of

neena“a]t v \Luk

the motion shonld be dmnml., ,
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shxftmg“of_ the burden~
d he orde! of

‘ l{(mrd” of Patent
’l‘he mtf ffz.-r. nee
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1) \‘unmm' finds a rr»fm-
enee o ()lh(‘l reason for termin: lllll,‘,:‘ the ' nter-

ference in whole or in part the interference is

before him for deternsination of a motion, deci -
sion on this newly discovered matter “may
jmmnpm .uml i the decision on l!w mmzuu. bu

to the interference, t
of w('ord by the E
T

Y )
reasonifor holding counts p

(3) unp téntahle.
(3

ra atatemem ‘lp L
h of the

The Paten Interference Examiner may sus
nd the. mterference and refer the case to the
wry Examiner for his determination of. th
question of patentability
as in the case of a motion o dissolv
may ‘be filed ¥ lays o

cation of the parties of_ythe 1"ef

hearing will be Decision 1
mmled by the Pl‘l
cases involving a ,
on W h the Primary. E \amm

v. Hn] )

bmugllt tn‘ !
v one of the i
: shou]d ’

If, in an. “interference
and.a patent, the r/p/;hmnf calls
a r(‘fown( e which he states anticipates the
inte he Examiner of
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y ]< xaminer will ther
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non]ntent‘llnlnx with-
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'k nf the nterferen

~ e proper
ry‘n}yleto interferenc

following mfor’ nati

(~nd of the .
) \mondmont ‘and sr xrmnom
) of (*ntr!

isions on \Iot" '
volved in the nterforen(-e

o mmts-}.m

These entries should be‘
mary Examiner. ;
Dete rlnnmtmn _ next

taken is made by tho Service Branch of the
Board. Examples of such a
Jaration, entry of judgme
_for Mkm;.v testimony anc
~ final hearing.

05.07 Petition for ;R_ fonsnderatlon

of Dvclsmn

]’mmons or requests for w('onsulel.ntmn ofa

decision on motions under Rule 231 or 237 will

not be given consideration.  Rule 231(d) sec:

ond: sentence,

jed by the pri-.

action to- he

be retm'ne(l to the

An Mr'vptmn ls the case w h(»ro .

will constitute the ¢
ctice will ap Iy

" rules may be stated :

(1) If the total re i ‘
consists solely in the limination of counts,
limination of parties fting of the bur-
len of proof, no redeclaration is necessar,
The motion decision itself constitutes the pa-
per deleting counts or parties. and is likew

adequate notice of the chifting of the lmrd

f.

If the motion decision results in any
or substltunon of parties or applica:
t

1 of counts,

tain their
(3) Since all of the necessary

concerning an ﬂpphc‘ttmn to be :

'Stlt\lted should appear in the motion deci

1 the face of the application file no separate
munication from the Primary qummer to

the Patent Interforenr-e ]',wumner
~or desired.

Tho Patent Interferenve lw.lmmer

termine w hether or not the nonmoving. partxe.,

‘pl(-(l the pmposwl connts which have
ttod wnhm the time allowed and if
' l‘O(‘(‘N] with the redeclara-
ils o to copy a proposed
not be included in inter-
count the .\pplu-atmn will
Primary Examiner by the
Patent Interference L\.nnnu-r with @ memo-
mdmn explaining ﬂw nm mnal.mcos unles

12. A\ﬁ




he )mcedure to be followed

' ﬁnds, or there is filed, other o

nterfermg as to some or
ts. The procedure when
n taken differs consider
re when no testxmonv ‘has
the dlﬁ'erence doea not

ence stammer.
The Primary Examiner forwar,
PO-850 accompanied by the addition
cation to the interference Service Branoh.
i 'mg' the same information regarding the
additional application as in connection” with
an original declaration (1102.01) and also in-
~ cluding the number of the interference. If no
_ testimony has been taken, the Patent Interfer-
ence Examiner will : atter of course sus-
pend the interference eclare it to include
~ the additional party se such times for the
 new party or all parties as is consistent with the
~ stage of proceedings at that point. If the addi-

tional party is to be added as to only some of

 the counts, the Patent Interference Examiner
will declare a new interference asto those counts

and reform the original mterference omitting
the counts which are included in the new one.

In this ease the fact that the issue was in another

interference shonld he noted in all letters in the

" new interference.

1107 Examiner’s Entry in Interference
. File Subsequent to Interference

An interference is terminated either by dis-
~ mlmmn or by an award of priority to one of
~ the parties. In either case the interference is
- returned with the entire record to the Exam-

iner as soon as the decision or ]udg’mem has
hecome final,

S
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~dicated and marke

S

in an application involved in mterfe ence,
- the interference has terminated.
The manner of treating other amendments
which- are filed in an app], on during the;
the mterference, is di '

ndment embodymg the prbpoced

paper; and
Y re not already in the a1p~

claims if the claim:

- plication concerned. In the case of an appli-
~ cation involved in the interference, thx: amend-

ment is not entered at that. time but is placed
in the 'Lpphcatxon file.

If the motion is granted the Mnendntent 1»'
entered at the time decision on the motion is
rendered. If the motion is not. granted, the
amendment. though left in the h]e. 15 not en-
tered and is so marked ,

If the motion is gra ted onl\ in part and
denied as to another part, only so much of the
amendment as is covered in the grant of the
motion is entered, the remaining part being in-
10t entered” in. peuﬂ]

(See Rule 266.)
Tn each instance the apphcant is mformed of
the disposition of the amendment. in the first
action m the case following the termination of
the interference. If the case is otherwise ready
for issue, applicant is notified that the applica-
tion is allowable and the Notice of Allowance
will be sent in due course, that prosecution is
closed and to what extent the amendment has

= been entered.

As a corollary to this practice, it follows that
where prosecution of the winning application
had been closed prior to the declaration of the
mt(*l'fm'on('e, as by being in condition for issue.
that application may not he reopened to further
prosecution following the interference. even
though additional claims had been presented
under Rule 231 (.1) (2) The interference pro-
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~ The wmm id pn
spite the filing of a um undtr 25 T
' opponent in an interferenc
pending applications,

 142: 970 F

b fe that h Jicat
party that his app lcation
ed: Oﬁi'

. winning p-U'tv if th pros
ad_ not been close , rally

‘fthe menmtmn of tho inter

hut not to vaecate, the ﬁn'ﬂ

[ apph ant. as in the ¢ f an

mmmwmed at the time the inte
stituted, setting a shortened pe-

0' muntlns within \\h](’l 1o file an
“ted v] 1ims. .




_claims i
_eating the eircumstances, that no elaims remain
~ subject to prosecntion, and that the application -

cil line.
by he applicant
and the naee is otherwx.,, 0
notations should be replace

. mk 'md the word% "Ru]e 926? ’~’ ‘ n red ink hefore

' applicant
F .

endment. If an action is
pplication after the interferenc
uld be informed that “C
numerals),
ority adverse to app]wnnt has
stand hn.ul]v disposed of in a

~"Rule ‘76.).

p'n'a mbhe all the claims in the a
are eliminated, a letter should
nfr)rmmg the .1pphcanr that all the

written.
1se have been disposed of. indi-

will be sent to the abandoned files with the
next group of ahandoned applications. Pro-

ceedings are terminated as of the date appeal

or review by rcivil action was due if no appeal
or civil action was filed.

Rev. 20, Apr. 1960

I1f theS“ o '{ddlf

}:Cnp. thece'
a line in red

‘of his oppo
ing the interference, he may orde

_ the light of the applicant’s

, _even 'though the award of';‘,
was to the ]umor arty, are not cub]-
n. on pe
, move ynder Rule 2 31(:1)('7)’ o
re of the junior party as prlor‘ :

, sing pa rty’s case was under rejection
at the time the interference was declared such

rejec is ordinarily repeated (either in full

or by reference to the previous action) and, in
. rejections as unpatentable over th
sue, unpatentable over the winning party”
losure, or any other suitable re1ectlons ar

. Tf it was under final rejection or ready

for issue. his right to reopen the prosecution is

restricted to su
ue of the interfer el
Where the losing party failed
rawing or spe

ct. matter related to the IS-

_copy
thereof to enable him to reepond to a rejection
hasedl on the successful party’s disclosure, Such
nu]er 18 re-ferrcd to the Pntent Interferenoef

 plicant to Lave a mpv of the wmmng partye'
drawing, for the issue can be interpreted in

11 as that of the successful party.
Tt may be added that rejection on eqtoppel

_through failure to move under Rules 231(a)
,(2) and (3) may apply where the interference
,‘termnmtm m a Jm]gnwnl of priority as well as

own drawing as
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“of the contest oper
neel the involved ¢

phcatum,,
the practice de-
aphs, see the

the action to

,, der these r-xrcumstances, 1t

t to the last sentence of Rule
the party who abandons the con-

’ test or the};pphca.tlon stands on _the same foot-

__ing as the Zonng party referred to m Sectlon
- 1109.02. |

111002 Actio‘n After Dissdlution Un-
 der Rule 231 or 237

If followin

rtK files claims that might have been included

issue of the interference such claims
should be rejected on the ground of estoppel.
The senior of the parties, in accordance with
Rule 257, is exempted from such rejection.
Whers it is only the junior parties to the inter-
ference that have common subject matter addi-
tional to the subject matter of the interference,
the senior one of this subgroup is free to claim
this common subject matter. Rule 231(a) (3)
now limits the doctrine of estoppel to subject
matter in the cases involved in the interference.
See 1105.03, ;

1111.01 Interviews [R-16]

Where an interference is declared all ques-
tions involved therein are to be determined
inter partes. This includes not only the ques-

the dissolution of the mterfer-
ence under these clrcumstancesi)eany junior

mfofm appheants )
a’ttempt is made

When there are two or more interferences
pending in this Office relating to the same sub-
i , OT in which sub ’

1 in and relate only

rence to which they be-

; paper can be filed in any
hlch: relates to or in. whlch s

This will not, how pl to the testi- -
mony. All papers filed in violation of this prac
tic mll be returned to the parties filing t.

~ same inventor or acalgnee which contam over-
lapping claims gets into an mt;erference, the

prosecution of all the cases not in the interfer-

ence should be carried as far as possible, by

treating as prior art the counts of the inter-
ference and by insisting on proper lines of di-

vision or distinction between the applications.

In some instances suspension of action by the
Office cannot be avoided. See 709.01.

Where an apphcatlon involved in interfer-
ence includes, in addition to the subject mat-
ter of the interference, a separate and divisible
invention, prosecution of the second invention
may be had during the pendency of the inter-

ference by filing a divisional application for

the second invention or by filing a divisional
application for the subject matter of the inter-
ference and moving to substitute the latter
divisional application for the application orig-

Rev. 16, Apr. 1968 .




on of an appesal to
Glaimsmln% etc., (indic , of Appeals is being conducted concurrently =
claims and’cl";ims.’not paten: p- hoan ce proceeding (see 1103),and
21MS ANc ROY . »eal, it should be treated
~ plication under security status) conflict 12 appeal, 1t ShOoux
those of another application. However, the : endment in an or
securitystgtng.(oftheotherapp]{catllloné;o{ (of  pealedo e o
T D oo I Pedingly, actionon  ence purports to put the application in condi-
' - e o Yone as thi tion for another interference either with a
nded for so long as this 2o b A o e
: G pendxf application or with a patent, the Pri-
-mary Examiner must personally consider the
amendment sufficiently to determine whether,
‘in fact, it does so. - If i es, he obtains from
the Commissioner jurisdiction of the applica-
et ~, ; ¥ tion for the [rylgrpose of setting up the new
o .. o interference. The Examiner submits his re-
111.05 Amendments Filed During  guest for jurisdiction to the Group Manager for
~ Interference [R-16] approval, assuming of course that the existing
" g o ' ; G interference is still pending before the Board of
_ The disposition of amendments filed in con-  pyran; Interferences. Form at 1112.06(a).
nection with motions in applications involved If the amendment presents allowable claims
in an interference, after the interference has  jirc.cod 1o an invention claimed in a patent or
been ;ermrnate% is treated in a separate sec-  jn 5nother pending application in issue orreedy
tion (1108). If the amendment is filed pur- ¢, i56 the Examiner requests jurisdiction of
suant to a letter by the Primary Examiner,  (ja flo s above, setting forth inilis roquest the
after having gotten Jurisdiction of the involved 1o ;n " why immediate jurisdiction of the file
aFP}? tion for the purpose qf/sqggestm & is req,uir by him, and when the file is re-
~ claim or claims for interference with another . enters the amendment and takes the : |
d for the purpose of declaring an  ,.,n.r steps to initiate the second interference. ‘

‘the applications is

1 interference, the examiner enters ° Whure in the opinion of the Examiner, the
dment and takes the proper steps to prop-:»sed'améndmgnt does not put the applica-
he second interference. =~ tion in condition for interference with another
y : : ~ application not involved in the interference
‘ OrHER AMENDMENTS tﬁ,e amendment is placed in the file and marked
When an amendment to an application in-  “not entered” and the applicant is informed
volved in an interference is received, the  why it will not be now entered and acted upon.
Examiner inspects the amendment and, if nec-  See form at 1112.10. Where the amendment
essary, the application, to determine whether  copies claims of a patent not involved in the




Not Involved in Inte
~ [R-20] :

party in interference brings a_

31(a) (3) affecting an ap-
in in the interfer-
ences should at

Whenever :
motion undes
plication not alrea

e, the Examiner of In

e Primary Examiner
ot said application file.
ustomarily sent to the Group
which declared interference since the ap-
plication referred to in the motion is géneralg'
examined in the same Group. However, if the
application is not being examined in the same

The notice

tained and the notice forwar ed to that Group.
_Thls notice serves several useful and essen-
tinl purposes, and due attention must be given

is eautioned by this notice not to consider er
parte, questions which are pending bhefore the
Office in inter partes proceedings involving the
same applicant or party in interest. Second.
if the application whic} he subject of the
motion is in issue and the last date for paying
the issue fee will not permit determination of
the motion, it will be necessary to withdraw
the applieation from issne.  See form in section
112,04, Third, if the application contains an
affidavit under Rule 131, this must be sealed be-
canse the opposing parties have uceess to the ap-
plication.

119

~the motion period
_any testimony, the Interference Examiner may,
at his discretion. either transmit th

‘Examiner a written no- defer consideration ‘thereof to. final hearing
e Prin : ~ determination by the Board of Patent Inter-

_of testimony has commenced, the Interference

(Giroup, then the ¢ g 3} r- T A . Sy
sroup, then the correct Group should be ascer- ¢ (e matter to final hearing for determina-

- tion by the Board of Patent Interferences.
~ In any case where the Examiner must de--

to it when it is received. First, the Examiner cide the question of converting an application "

and will be transmitted to the

ary Examiner for decision after expiration

' h reply briefs
s

If conversion is attemp ter
but prior to the taking of

er to
the Primary Examiner for determination or
for

ferences. If transmitted to the Primary Ex-

~ aminer, the matter is tre ted as outlined i
~ preceding paragraph. o

 If conversion is atte d"nfte’r“th'

Examiner will generally defer consideration

e must, of course, determine whether the le-
gal requirements for such conversion have
been satisfied. just as in the ordinary ex parte.
treatment of the matter. Also as in ex parte
situations the Examiner should make of record
the formal acknowledgment of conversion as
required by section 201.03. '

A party may occasionally seek to substitute
an application with a lesser or greater number
of applicants for the application originally im- .
volved in the interference. Such substitution =
i« treated in the same manner as the conversion
of an involved application as described above.

Rev. 20, Apr. 1069



,Care should be

d in interfer-
aHed to the‘ o

coples thereof are
cation and mailed

,cludes a paragra ' he following nsiture

The reissue application will be open to in-
spection by the opposing party during the in-
terference and may be separately prosecuted
during the interference, but will not be passed

A party ha

_ to issue until the final determination of the
__interference, except. upo the approval of the .

- Commissioner.

1111.09 Suit Under 35 U.S.C. 146"

by Losing Party [R-20]

When a losing party to an interference gives

_ notice in his application that he has filed a

35 U.S.C.

_ civil action under the provisions of
146, relative to the interference.

Rev. 20, Apr. 1964

thar notice

198

-8 . ,‘ 0 o : £
on the apphcatmn of the party filing
No letter to : ,l, i'eﬂ'ect need be sent =

ferenﬂe and y
termination.

A party w
filing date in t
the circumstance

€

accorded him in
file a motion to shi: or for
benefit of that filing nder Rule 731(&) 4)
and the matter will be cohsxdered on an nfer
partes basis. ,

: l 111.11 Patentability Reports

The quesnon of Patentability Reports rarely
arises In interference proceedings but the

proper occasion therefor may occur in decid-

ing motions. If appropriate, Patentability
Report practice may be utilized in deciding

“motions and the procedure should follow as

closely as pos»1b1e the ex parte Patentablht ;
Report practlce ,




lence is no longer instituted.

Rev. 11, .fnu. 196?




UNDER THE PR‘VISIONS OF RULE 203.

| , wCJéNES:pcf
‘d07-2804

ll 12.03 Same Attomey or Agent in Apphcatmns’of Conﬂlctmg Interests

 This is usually added to the Tetter suggesting claims
Attention is ealled to the fact that the attorrney (or .lgem) in this apph(.mnn is also the
lphrutmn of another party and of different ownership claiming

attorney (or agent) in an ap
substantially the same patenta yle invention as claimed in the above- xdentlhed application.

Rev. 5, Jul. 1965 ’ 200




‘”77  L Thngihal fee s (or has n&f);been'péid.5

Ekaminer_  ‘¢»

JOWILLIAMS:fwa |
ku,a. oo intefference,fanother partyVhaving made claims
suggested to_h1Qgt:om th;s application,

‘...‘1nterferencé; bﬂat‘e}basis/of c1a1m81'

b, e
~ (specify) copied from Pat. No. ___ ' i

" ¢. ... interference, applicant having made claims
~ suggested to him, R e
d.g;:. réjecﬁiﬂg claims (specify)yon;thg»implied
 disclaimer resultIng Irom falilure to make the
 ¢1§;ms‘sugg¢sted to him under Rule 203,

e. ... deciding afﬁotionfuhder Rule 234 involving this
application, the date set for the motion .being
subsequent to the qltimate‘date for paying,the

final fee, ‘ |
£, ... hécidihé;awmﬁfiéﬁ*under Rule 231(a) (3) involv-

ing this application, the final fee having been
paid, or, the motion cannot be decided prior to

the ultimate date for paying the final fee.
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paTE T OFFICE’
WASKHE MGTO’C

1 cppliceble, cHack end or filt'in opprm te saragraph
MKP.E 1102.01(0) .

SER:AL

NUMBER

Cpp il g

VEE T
Accerded benalit of
SERIAL NUMBER

t torejection as unpa'rr\uﬁu seer the
of anianard of puun\\ adverse o

The soiiow:ag claims
| wuheecr o rejection as unp.\:enta'\’c er the
csertaf dn award of priofity adverss to

LASY klllE CF FIRST USTED CABPLICANT

"eheck ondor fit!l in oppww-a" wuwaghs
1102.01(a)

/f-,ﬂ,,,:,

e

FILEC ‘Mo, Dev, Yea::

/'/ ‘ - v

SEQIALHUMBER

1
W

Accorded benefir of
SEQ: AL NUMBER

i3ime
IO TEection a8 unpa
ST anaward of prionty adiene

TFILED /

14 spplicable, check and ‘or fill in appropriote parcgrophs
from M. P E P..1102.01(c)

T 9 e
‘t/ﬁu45 Clams ' / ; ){. A

Accorded benefis of T
SERTAL NUMBER P‘n.:c /Mc .; Day, Yeac) 3 id subiect to rejection an \m{arrnub’e o er the
- ; Oy ! itsue i tae event of an award of priorits aderrse v
/ foane
( ‘ - I /g I// s // ; applioane.

The relesion of m cmu to the dcms of the respective pomu tiadicace thiar maditied;

NAME OF PAATY . NAME OF PARTY 1 7 ~INAWE OF PARTY ] NANEGF RPAR
’c'u A 5 v ! /‘
CounTs L{ ;‘{,‘{/ Jf’i S AT [l .”-*— Py M /!’1 :;__‘,/ l ,,1,;/,-’ AR
N A NI SN Z o
G2 Ja 4 - e r
3 S ) .t B @
4 - / » . .
’ . i
5 i

Hase -2 iunts ot .npp«nn&g’ it any application typed on o weparate chrer gadartach G thie fotm,

GROUP qneyz snauh'unr_ OF RAIMARY EXAMINLA
ot

1 S «1/ I3

Iy . ; ’ )
/ ( : /"{/ ;I ’,/( ,:’Ai: //‘ /_f‘ ,"'..,_/w{ﬁw;‘:“’y
Clerk’s lnstruchions: i —

o0 v pareataeansglocd Bt aia o tiele cogert and i bude o ropy.
Berarn erannmittat slin e 0o PO o) the Boaed o Appeal. . e

(g1 PO-B55 ;7o i k LR YT R LR A
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rorm €0-121 UNITED. STA
(11-633 ’

An reply refer to:

Apnlicatio '
John Te MbKibben
- No. 385,963

', Jurisdiction?

now involved in Interference No. 88 262, McKibben V. Tapes,l

‘1s requested,forfthe purpoee of _ (The Examiner;provides

reason or indicates the appropriate item a-d below). | Sy

,nﬁespeetfully,

Examiner

 J. WILLIAMS: pef

(e)  Suggesting claims : ereto for interference
" with ancther party and of entering such claims if
made, and of initiating such additional interference
(b} Entering an amendment which puts the appli-~
cation in condition for another Iinterference, and of
1nitiating such other interference,
(¢) Initiating snother interference, another
party having made claims suvgested to him from this

fapnlicafion.
(d}) Entering and taking action on claims copied

from Patent No. to » Wwith which applicant
requegts an interference, ~

: I . ¥ Notr aiphabetieal arrangement.
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U S. DEPARTMENT ]

PATENT or—-r:cz ;

In re Intf. No.
~ John Willard

' Ve
Luther Stone

Under the provisions of Rule 237, ttention

13 called to the followin 'patents',

197,520 . Jolten 11897 214-26
3, 637,u68 Moran C B-1930 21426

, Counts 1 and 2 are considered unoatentable over
- either of these references for the following reasons:

(The ..xaminer discusses the references,)

Examiner

MMWard :pef
Copies to:
John Jones

133 Fifth Avenue
New Yocrk, New York 113i6

Leonard Smith
460 Munsey Bullding
Washington, D, C. 20641

P. wrx':'rrr ]’\'vom’m

If one of the parties is a patentee, no reference should be made to the patent claims nor t()“_ i
the fact that sueh elaims correspond to the connts, See 11010z f) dast pingeaph, . However,
this urstrutmn does not apply to elaims of the applieation, Loz age such as the following is

stigrgrestel \pplu.mtu clabms —are considered fully mer by cor nnpatentable over) the - .

reference.”  (Basis: Notice of October 3, 1962.)
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|n R.g(y P!ocu Rthr To

; ﬁp W Green,

1, 316

ERY 1965
For

| PIPE cormzc*r’on :

2 Pefetences (h.:rg( Dara pelicatle)

waft N

,he F\-\‘h\cR ‘in charge sof rhls 1pplxuuon T
o ‘Commissioner of P.ncms

‘has not now -been

' eﬂtered since it does not place the caSetin condition for -

ano*ﬁnr interferenc
(Follow witn ap ropriate paraéraph, e.z., f(a) or
below-)' | L . d ’
”‘(é) Applican; has no right to make claims

because (state reason cr:-fly ) {(Use where applicant cannot

make claims for interf‘eﬂence with another aoplication or.

w“ere apnlicant clearly cannc+ make claims of a patent;)

(v) Clains - L are a1 rected to a species g

. whicr 1s not presently a’lowable in this case.

LORER) :no
WOT 20702
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