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PATENT RULES

PATENTS

PART 1—RULES OF PRACTICE IN PATENT

——
Noanaiv

1.8
1.9
1.10

CASES
Subpart A—General Provisions
GENERAL INFORMATION AND CORRESPONDENCE

All communications to be addressed to Commissioner of Pas-
ents and Trademarks.

Business to be transacted in writing.

Business to be conducted with decorum and courtesy.

Nature of correspondence.

Identification of application, patent or registration.

Receipt of letters and papers.

Times for taking action: Expiration on Saturday, Sunday or
Federal holiday.

Certificate of mailing.

Pefinitions.

Filing of papers and fees by “Express Mail” with certificate.

RECORDS AND FILES OF THE PATENT AND TRADEMARK OFFICE

1.1l
1.12
1.13
1.14
1.15

1.16
1.17
1.18
1.19
1.20
1.21
1.22
1.23
1.24
1.2§
1.26
1.27
1.28

Files open to the public.

Assignment records open to public inspection.
Copies and certified copies.

Patent applications preserved in secrecy.
Requests for identifiable records.

FEES AND PAYMENT OF MONEY

National application filing fees.

Patent application processing fees.

Patent issue fees.

Document supply fees.

Post-issuance fees.

Miscellaneous fees and charges.

Fees payable in advance.

Method of payment.

Coupons.

Deposit accounts.

Refunds.

Statement of status as small entity.

Effect on fees of failure to establish status, or change status,
as a small entity.

Subpart B—National Processing Provisions

PROSECUTION OF APPLICATION AND APPOINTMENT OF ATTORNEY

1.41
1.42
1.43
1.44
1.45
1.46
147
1.48

1.51
1.52
1.53

OR AGENT

Applicants may be represented by an attorney or agent.

Prosecution by assignee.

Correspondence respecting patent applications, reexamination
proceedings, and other proceedings.

Recognition for representation.

Revacation of power of attorney or authorization; withdraw-
al of attorney or agent.

Wio MAY APPLY FOR 4 PATENT

Applicant for patent,

When the inventor is dead.

When the inventor is insane or legally incapacitated.

Proof of authority.

Joint inventors.

Assigned inventions and patents.

Filing when an inventor refuses to sign or cannot be reached.
Correction of inventorship.

THE APPLICATION

General requisites of an application.
Language, paper, writing, margins.
Serial number, filing date, and completion of application.

1.54
1.55
1.56

1.57

e
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1.79

1.91

1.92
1.93
1.94
1.95
1.96

1.97
1.98
1.99

1.101
1.102
1.103
1.104
1.108
1.106
1.107
1.108
1.109
1.110

1.111
1.112
1.113

Parts of application to be filed together; filing receipt.

Claim for foreign priority.

Duty of disclosure; fraud; striking or rejection of applica-
tions.

{Reserved]

Chemical and mathematical formulas and tables.

Papers of application with filing date not to be returned.

Continuing or divisional application for invention disclosed in
a prior application.

Filing of applications in the United States of America as a
Designated Office.

File wrapper continuing procedure.

OATH OR DECLARATION

Oath or declaration.

Person making oath or declaration. -
Officers authorized to administer oaths.

Supplemental oath or declaration.

Declaration in lieu of oath.

Foreign language oaths and declarations.

Oasth or declaration under 35 U.S.C. 371(c)(4).

SPECIFICATION

Detailed description and specification of the invention.

Title and abstract.

Summary of the invention.

Reference to drawings.

Claim(s).

Arrangement of application elements.

Claiming benefit of earlier filing date and cross-references to
other applications.

Reservation clauses not permitted.

THE DRAWINGS

Drawings required.
Content of drawing.
Standards for drawings.
Informal drawings.

Use of old drawings.

MODELS, EXHIBITS, SPECIMENS

Models not generally required as part of application or
patent.

Model or exhibit may be required.

Specimens.

Return of models, exhibits or specimens.

Copies of exhibits.

Submission of computer program listings.

INFORMATION DISCLOSURE STATEMENT

Filing information disclosure statement.
Content of information disclosure statement.
Updating of information disclosure statement.

EXAMINATION OF APPLICATIONS

Order of examination.

Advancement of examination.

Suspension of action.

Nature of ¢ - \minatios; examiner’s action.

Completeness of examine:’s action.

Rejection of claims.

Citation of references.

Abandoned applications not cited.

Reasons for allowance.

Inventorship and date of invention of the subject matter of
individual claims.

ACTION BY APPLICANT AND FURTHER CONSIDERATION

Reply by applicant or patent owner.
Reronsideration.
Final rejection or action.
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MANUAL OF PATENT EXAMINING PROCEDURE

AMENDMENTS

1.116 Amendments after final action.

1117 Amendment and revision required.

L.118  Amendment of disclosure.

1.119 Amendment of claims,

1.121 Manner of making amendments.

1122 Entry and consideration of amendments.
1.123 Amendments to the drawing.

1.124 Amendment of amendments.

1.125 Substitute specification.

1.126 Numbering of claims.

1.127 Petition from refusal to admit amendment.

AFFIDAVITS OVERCOMING REJECTIONS

1.131 Affidavit or declaration of prior invention to overcome
cited patent or publication.
1.132  Affidavits or declarations traversing grounds of rejection.

INTERVIEWS
1.133 Interviews.

TiME FOR RESPONSE BY APPLICANT; ABANDONMENT OF
APPLICATION

1.134 Time period for response to an Office action.

1.135 Abandonment for failure to respond within time period.
1.136 Filing of timely responses with petition and fee for exten-
sion of time and extensions of time for cause.

1.137 Revival of abandoned application.
1.138 Express abandonment.

JOINDER OF INVENTIONS IN ONE APPLICATION; RESTRICTION

1.141 Diffesent inventions in one application.

1.142 Requirement for restriction.

1.143 Reconsideration of requirement.

1.144 Petition from requirement for restriction.

1.145 Subsequent presentation of claims for different invention.
1.146 Election of species.

DESIGN PATENTS

1.151 Rules applicable.

1.152 Drawing.

1.153 Title, description and claim, oath or declaration.
1.154 Arrangement of specification.

1.155 [lssue and term of design patents,

PLANT PATENTS

1.161 Rules applicable.

1.162 Applicant, oath or declaration.
1.163 Specification.

1.164 Claim.

1.165 Drawings.

1.166 Specimens.

1.167 Examination.

REISSUES

1.171  Application for reissue.
1.172 Applicants, assignees.

1.173 Specification.

1.174 Drawings.

1.175 Reissue oath or declaration,
1.176 Examination of reissue,

1.177 Reissue in divisions

1.178 Original patent.

1.179 Notice of reissue application.

PETITIONS AND ACTION BY THE COMMISSIONER

1.181 Petition to the Commissioner.
1.182 Questions not specifically provided for.

1.183 Suspension of rules.
1.184 Reconsideration of cases decided by former Commissioners,

APPEAL TO THE BOARD OF PATENT APPEALS AND INTERFERENCES

1.191 Appeal to Board of Patent Appeals and Interferences.

1.192  Appellant’s brief.
1.193 Esxasminer’s answer.
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1,195 - Affidavits or.declarations after appeal.. .
1.196 Decision by the Board of Patent Appeals and Interferenccs.

1.197 Action following decision.
1.198 Reopening after decision.

MISCELLANEOUS Pkowszs

1.248 Servnce of Papers manner. of service; proof of service in
cases other than interferences.

PROTESTS AND PUBLIC USE PROCEEDINGS

1.291 Protests by the public against pending applications.
1.292 Public use proceedings.

STATUTORY INVENTION REGISTRATION

1.293 Statutory invention registration.

1.294 Examination of request for publication of a statutory inven-
tion registration and patent application to which the re-
quest is directed.

1.295 Review gf decision finally refusing to publish a statutory in-
vention registration.

1.296 Withdrawal of request for publication of statutory invention
registration.

1.297 Publication of statutory invention registration.

REVIEW OF PATENT AND TRADEMARK OFFICE DECISIONS BY
COURT
1.301 Appeal to U.S. Court of Appeals for the Federal Circuit.
1.302 Notice and reasons of appeal.
1.303 Civil action under 35 U.S.C. 145, 146, 306.
1.304 Time for appeal or civil action.

ALLOWANCE AND ISS5UE OF PATENT

1.311 Notice of allowance.

1.312 Amendments after allowance.

1.313 Withdrawal from issue.

1.314 Issuance of patent.

1.315 Delivery of patent.

1.316 Application abandoned for failure to pay issue fee.

1.317 Lapsed patents; delayed payment of balance of issue fee.

1.318 Notification of national publication of a patent based on an
international application.

DISCLAIMER
1.321 Statutory disclaimer.

CORRECTION OF ERRORS IN PATENT

1.322 Certificate of correction of Office mistake.
1.323  Certificate of correction of applicant’s mistake.
1.324 Correction of inventorship in patent.

1.325 Other mistakes not corrected.

ASSIGNMENTS AND RECORDING

1.331 Recording of assignments.

1.332 Receipt and recording.

1.333 Conditional assignments.

1.334 Issue of patent to assignee.

1.335 Filing of notice of arbitration awards.

AMENDMENT OF RULES

1.351 Amendments to rules will be published.
1.352 Publication of notice of proposed amendments.

MAINTENANCE FEES

1.362 Time for payment of maintenance fees.

1.363 Fee address for maintenance fee purposes.

1.366 Submission of maintenance fecs.

1.377 Review of decision refusing to accept and record payment
of a maintenence fee filed prior to expiration of patent.

1.378  Acceptance of delayed payment of maintenance fee in ex-
pired patent to reinstate patent.




- PATENT RULES. .

/ Slibpait C‘-—Intemati‘c;hil'Pm .Ptdiﬁions
GENERAL INFORMATION

Definitions of terms under the Patent Cooperatlon Trcaty
The United States Receiving Office.

The United States International Searching Authority.

“The United States Designated Office.

The International Burcau.

Wro May FILE AN INTERNATIONAL AFPLICATION

Applicant for international application.

When the inventor is dead.

When the inventor is insane or legally incapacitated.
Joint inventors.

Filing by other than inventor.

THE INTERNATIONAL APPLICATION

International application requirements.

Designation of States and payment of designation fees.
Physical requirements of international application.
The request.

The description.

The claims.

The drawings.

The absiract.

1401
1412
1413
1.414°
1415

1.421
1.422
1.423
1424
1.425

1.431
1.432
1.433
1.434
1.435
1.436
1.437
1.438

FEEs

International application filing and processing fees.
Refund of international application filing and processing
fees.

1.445
1.446

PRIORITY
The priosity claim and priority document in an international
application.

1.451

REPRESENTATION
Representation in international applications.
TRANSMITTAL OF RECORD CopPY

1.4558

1.461 Procedures for transmittal of record copy to the Interna-
tional Bureau,
TIMING
1465 Timing of application processing based on the priority date.
1.468 Delays in meeting time limits.
AMENDMENTS
1.471 Corrections and amendments during international process-
ing.
1475 Changes in person, name, or address of applicants and in-
VEntors.

Uity OF INVENTION

Determination of unity of invention before the International
Searching Authority.
Protest to lack of unity of invention.

Subpart D—Reexamination of Patents
CITATION OF PRIOR ART
Citation of prior ast in patent files.
REQUEST FOR REEXAMINATION

Reguest for reexamination,
Determination of the request for reexamination.
Reexamination at the initiative of the Commissioner.

1.481
1.482

1.510
1.515
1.520

REEXAMINATION

Orders to reexamine.

Statement and amendment by patent owner.

Reply by requester.

Consideration of responses.

Conduct of reexamination proceedings.

Scope of reexamination in reexamination proceedings.
Duty of disclosure in reexamination proceedings.
Interviews in reexamination proceedings.

Concurrent office proceedings.

g

1.525
1.530
1.535
1.540
1.550
1.552
1.555
1.560
1.565
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1.5%0

1.601
1.602
1.603

1.604

CERTll‘lCATE

issuance of reexammatlon certlﬁcate after reexammatlon
proceedings. .

Subpart E—Interferences
Scope of rules, definitions.
Interest in applications and patents involved in interference.
Interference between appllcatlons subject matter of the in-
terference. v _
Request for interference between applications by an apnli.
cant.

Suggestion of claim to applicant by examiner.

Interference between an application and a patent; subject
matter of the interference.

Regquest by applicant for interference with patent.

Interference between an application and a patent; prima
Jacie showing by applicant.

Preparation of interference papers by examiner.

Assignment of interference to examiner-in-chief, time period
for completing interference.

Declaration of interference.

Access to applications.

Lead attorney, same attorney representing different parties
in an interference, withdrawal of attorney or agent. |

Jurisdiction over interference.

Suspension of ex parte prosecution.

Sanctions. for failure to comply with rules or order.

Summary judgment against applicant.

Return of unauthorized papers.

Preliminary statement, time for filing, notice of filing.

Preliminary statement, who made invention, where inven-
tion made.

Preliminary statement; invention made in United States.

Preliminary statement; invention made abroad.

Preliminary statement; derivation by an opponent.

Preliminary statement; earlier application.

Preliminary statement; sealing before filing, opening of state-
ment.

Preliminary statement; correction of error.

Effect of preliminary statement.

Reliance on earlier application.

Access to preliminary statement, service of preliminary
statement.

Notice of intent to argue abandonment, suppression, or con-
cealment by opponent.

Preliminary motions.

Motion to correct inventorship.

Miscellaneous motions.

Motions, time for filing.

Content of motions.

Opposmon and reply, time for filing opposition and reply.

Evidence in support of motion, opposition, or reply.

Motions, hearing and decisicn, redeclaration of interference,
order to show cause.

Unpatentability discovered by examiner-in-chief.

Addition of application or patent to interference.

Prosecution of interference by assignee.

Petitions in interferences.

Extension of time, late papers, stay of proceedings.

Service of ppers, proof of service.

Translatio:., of document in foreign language.

Setting times for dlscovery and taking testimony, parties en-
titled to take testimony.

Judgment for failure to take testimony or file record.

Record and exhibits.

Final hearing.

Matters considered in rendering a fina) decision.

Briefs for final hearing.

Burden of proof as to date of invention.

Final decision.

Recommendation.

Notice of reexamination, reissue, protest, or litigation.

Termination of interference after judgment.

Rev. 1, Oct. 1985



1.1 MANUAL OF PATENT EXAMINING PROCEDURE

Request for entry of adverse judgment; reissue filed by pat-
entee.

.663  Status of claim of defeated applicant after interference.

Action after interference.

Second interference.

Filing of interference settlement agreements.

Evidence must comply with rules.

‘Manner of taking testimony.

Notice of examination of witness.

674 Persons before whom depositions may be taken.

.675 Examination of witness, reading and signing transcipt of
- deposition.

Certification and filing by officer, marking exhibits.

Form of 2 transeript of deposition.

Transcript of deposition must be filed.

Inspection of transcript.

Official records and printed publications.

Testimony in another interference, proceeding, or action.

Testimony in a foreign country.

Errors and irregularities in depositions.

Additional discovery.

Use of discovery.

AUTHORITY: 35 U.S.C. 6, unless otherwise noted.

SoURCE: 24 FR 10332, Dec. 22, 1959, unless otherwise noted.

Subpart A—General Provigions
GENERAL INFORMATION AND CORRESPONDENCE

1.1 All communications to be addressed to
Commissioner of Patents and Trademarks.

(a) All letters and other communications intended
for the Patent and Trademark Office must be ad-
dressed to “Commissioner of Patents and Trade-
marks,” Washington, D.C. 20231. When appropriate,
a letter should also be marked for the attention of a
particular officer or individual.

(b) Letters and other communications relating to
international applications during the international
stage and prior to the assignment of a national serial
number should be additionally marked “Box PCT.”

(c) Requests for reexamination should be additional-
ly marked “Box Reexam.”

(d) Payments of maintenance fees in patents and
other communications relating thereto should be addi-
tionally marked “Box M. Fee.”

(e} Communications relating to interferences and
applications or patents involved in an interference
should be additionally marked “BOX INTERFER-
ENCE.”

NotEe: Sections 1.1 to 1.26 are applicable to trademark cases as
well as to nationzl and international patent cases except for provi-
sions specifically directed to patent cases. See § 1.9 for definitions
of “national application” and “international application.”

(Pub. L. 94-131, 89 Stat. 685)

{46 FR 29181, May 29, 1981; para. (d) added 49 FR 34724, Aug. 31,
1984, effective date Nov. 1, 1984; para. (e), 49 FR 48416, Dec. 12,
1984, effective date Feb. 11, 1985]

1.2 Business to be transacted in writing,

All business with the Patent and Trademark Office
should be transacted in writing. The personal attend-
ance of applicants or their attorneys or agents at the
Patent and Trademark Office is unnecessary. The
action of the Patent and Trademark Office will be
based exclusively on the written record in the Office.
No attention will be paid to any alleged oral promise,
stipulation, or understanding in relation to which
there is disagreement or doubt.

: %?A%

XX
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1.3 Business to be conducted thh decorum
and courtesy.. :

Applicants and their attorneys or agents are re-
quired to conduct their business with the Patent and
Trademark Office with decorum and courtesy. Papers
presented in violation of this requirement will be sub-
mitted to the Commissioner and will be returned by
his direct order. Complaints against examiners and
other empioyees must be made in communications
separate from other papers.

14 Nature of correspondence.

{2) Correspondence with the Patent and Trademark
Office comprises:

(1) Correspondence relating to services and facili-
ties of the Office, such as general inquiries, requests
for publications supplied by the Office, orders for
printed copies of patents or trademark registrations,
orders for copies of records, transmission of assign-
ments for recording, and the like, and

(2) Correspondence in and relating to a particular
application or other proceeding in the Office. See par-
ticularly the rules relating to the filing, processing, or
other proceedings of national applications in Subpart
B, §§1.31 to 1.352; of international applications in
Subpart C, §§ 1.401 to 1.482; of reexamination of pat-
ents in Subpart D, §§ 1.501 to 1.570; of interferences
in Subpart E, §§ 1.601 to 1.688; and of trademark ap-
plications §§ 2.11 to 2.189.

(b) Since each application file should be complete
in itself, a separate copy of every paper to be filed in
an application should be furnished for each applica-
tion to which the paper pertains, even though the
contents of the papers filed in two or more applica-
tions may be identical.

(c) Since different matters may be considered by
different branches or sections of the Patent and
Trademark Office, each distinct subject, inquiry or
order should be contained in a separate letter to avoid
confusion and delay in answering letters dealing with
different subjects.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)

[24 FR 10332, Dec. 22. 1959; 43 FR 20461, May 11. 1978; para. (a),
48 FR 2707, Jan. 20, 1983, effective date Feb. 27, 1983; para. (a), 49
FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

1.5 Identification of application, patent or reg-
istration.

(@) When a letter concerns an application for
patent, it should :tate the name of the applicant, the
title of the invention, the serial number or internation-
al application number of the application, the date of
filing the same, and, if known, the group art unit or
other unit within the Patent and Trademark Office re-
sponsible for considering the letter and the name of
the examiner or other person to which it has been as-
signed.

(b) When the letter concerns a patent, it should
state the number and date of issue of the patent, the
name of the patentee, and the title of the invention.
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~ PATENTRULES o o 13

(0) letter relatmg to a tradema.rk apphcatlon*
should ldentlfy it as such and by the name of the ap-

licant and the serial number and filing date of the ap-

lication. A letter relating to a registered trademark
should identify it by the name of the regxstrant and by
the number and date of the certificate. '

(d) A Ietter relating to a reexamination proceedmg

should identify it as such by the number of the patent
undergoing reexamination, the reexamination request
control number assigned to such proceeding and, if
known, the group art unit and name of the examiner
to which it has been assigned.

(¢) When a paper concerns an interference, it
should state the names of the parties and the number
of the interference. The name of the examiner-in-chief
assigned to the interference (§ 1.610) and the name of
the party filing the paper should appear conspicuously
on the first page of the paper.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)
[24 FR 10332, Dec. 22, 1959; 46 FR 29181, May 29, 1981; para. (a)

49 FR 552, Jan. 4, 1984; effective date Apr. 1, 1984; para. (a), 49
FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

1.6 Keceipt of letters and papers.

(a) Letters and other papers received in the Patent
and Trademark Office are stamped with the date of
receipt except where such letters and papers zre filed
in accordance with §1.10. Any such ietters and
papers filed in accordance with § 1.10 will be stamped
with the date of deposit as “Express Mail” with the

United States Postal Service unless the date of deposit
& a Saturday, Sunday, or Federal holiday within the
istrict of Columbia in which case the date stamped
will be the next succeeding day which is not a Satur-
day, Sunday, or Federal holiday within the District of
Columbia. No papers are received in the Patent and
Trademark Office on Saturdays, Sundays or Federal
holidays within the District of Columbia.

(b) Mail placed in the Patent and Trademark Office
pouch up to midnight on weekdays, excepting Satur-
days and federal holidays, by the post office at Wash-
ington, D.C., serving the Patent and Trademark
Office, is considered as having been received in the
Patent and Trademark Office on the day it was so
placed in the pouch.

(c) In addition to being mailed or delivered by hand
during office hours, letters and other papers may be
deposited up to midnight in a box provided at the
guard’s desk at the lobby of building 3 of the Patent
and Trademark Office at Crystal Plaza, Arlington,
Virginia and at the main entrance (14th Street) of the
Department of Commerce Building, Washington,
D.C., on weekdays except Saturdays and Federal
holidays, and all papers deposited therein are consid-
ered as received in the Patent and Trademark Office
on the day of deposit.

(d) If interruptions or emergencies in the United
States Postal Service which have been so designated

y the Commissioner occur, the Patent and Trade-
‘mrk Office will consider as filed on a particular date
in the Office any paper or fee which is: (1) Promptly

filed after the ending of the designated interruption or

emergency, and (2) Accompamed by a statement mdl-
cating that such paper or fee would have been filed
on that particular date if it were not for the designat-
ed interruption or emergency in the United States
Postal Service. Such statement must be’ a verified
statement if made by a person not registered to prac-
tice before the Patent and Trademark Office.

(35 U.S.C. 6, Pub. L. 97-247)

{48 FR 2707, Jan. 20, 1983, effective date Feb. 27, 1983; 48 FR
4285, Jan. 31, 1983; 48 FR 4285, Jan. 31, 1983; para. (a), 49 FR 552,
Jan. 4, 1984, effective date Apr. 1, 1984}

1.7 Times for taking action: Expiration on
Saturday, Sunday or Federal holiday.

Whenever periods of time are specified in this part
in days, calendar days are intended. When the day, or
the last day fixed by statute or by or under this part
for taking any action or paying any fee in the Patent
and Trademark Office falls on Saturday, Sunday, or
on a Federal holiday within the District of Columbia,
the action may be taken, or the fee paid, on the next
succeeding day which is not a Saturday, Sunday, or a
Federal holiday. See § 1.304 for time for appeal or for
commencing civil action.

(35 U.S.C. 6, Pub. L. 97-247)

[48 FR 2707, Jan. 20, 1983, effective date Feb. 27, 1983; corrected,
48 FR 4285, Jan. 31, 1983}

1.8 Certificate of mailing,

(a) Except in the cases enumerated below, papers
and fees required to be filed in the Patent and Trade-
mark Office within a set period of time will be con-
sidered as being timely filed if: (1) They are addressed
to the Commissioner of Patents and Trademarks,
Washington, D.C. 20231, and deposited with the U.S.
Postal Service with sufficient postage as first class
mail prior to expiration of the set period: and (2)
They also include a certificate for each paper or fee
stating the date of deposit. The person signing the
certificate should have reasonable basis to expect that
the correspondence would be mailed on or before the
date indicated. The actual date of receipt of the paper
or fee will be used for all other purposes. This proce-
dure does not apply to the following:

(i) The filing of a national patent application specifi-
cation and drawing or otiict papers for the purpose of
obtaining an application filing date;

(ii) The filing of trademark applications;

(iif) The filing of agreements between parties to an
interference un v 35 U.S.C. 135(c);

(iv) The filing of an affidavit showing that a mark
is still in use or containing an excuse for nonuse under
section 8 (a) or (b) or section 12(c) of the Trademark
Act, 15 U.S.C. 1058(a), 1058(b), 1062(c);

(v) The filing of an application for renewal of a
mark registration under section 9 of the Trademark
Act, 15 1].S.C. 1059;

(vi) The filing of a petition to cancel a registration
of a mark under section 14 (a) or (b) of the Trade-
mark Act, 15 U.S.C. 1064(a), 1064(b);
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(vii) The filing of an affidavit under section 15, sub-

section (3) of the Trademark Act, 15 U.S.C. 1065;

(viii) The filing of a notice of election to proceed
by civil action in an inter partes proceeding under 35
U.S.C. 141 or section 21(a)(1) of the Trademark Act,
15 US.C. 1071(a)1), in response to another party’s
appeal to the Court of Appeals for the Federal Cir-
cuit.

(ix) The filing of a notice and reasons of appeal
under 35 U.S.C. 142 or a notice of appeal under sec-
tion 2i(a}2) of the Trademark Act, 15 US.C.
1071(a)(2);

(x) The filing of a statement under 42 U.S.C. 2182
or 42 U.S.C. 2457(c); and

(xi) The filing of international applications for
patent and papers relating thereto.

(xii) The filing of a paper in an interference which
an examiner-in-chief orders to be filed by hand or
“Express Mail.”

(xiii) Papers filed in connection with a disciplinary
proceeding under Part 10 of this subchapter.

(b) In the event that correspondence or fees are
timely filed in accordance with paragraph (a) of this
section, but not received in the Patent and Trademark
Office, and the application is held to be abandoned or
the proceeding dismissed, terminated, or decided with
prejudice, the correspondence or fee will be consid-
ered timely if the party who forwarded such corre-
spondence or fee (1) informs the Office of the previ-
ous mailing of the correspondence or fee promptly
after becoming aware of the Office action, (2) supplies
an additional copy of the previously mailed corre-
spondence or fee and certificate, and (3) includes a
declaration under § 1.68 or § 2.20 which attests on a
personal knowledge basis or to the satisfaction of the
Commissioner to the previous timely mailing.

[OMB Control Nos. 0651-0009 & 0651-0011]
(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)

[41 FR 43721, Oct. 4, 1976; 43 FR 20461, May 11, 1978; para. (a),
47 FR 47381, Oct. 26, 1982, effective date Oct. 26, 1982; para. (a),
48 FR 2708, Jan. 30, 1983, effective date Feb. 27, 1983; para. (a), 49
FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985; para. (a), 49
FR 5171, Feb. 6, 1985, effective date Mar. 8, 1985}

19  Definitions.

(a) A national application as used in this chapter
means a U.S. national application for patent which
was either filed in the Office under 35 U.S.C. 111 or
which resulted from an international application after
compliance with 35 U.S.C. 371.

(b) An international application as used in this
chapter means an international application for patent
filed under the Patent Cooperation Treaty prior to en-
tering national processing at the Designated Office
stage.

(%) An independent inventor as used in this chapter
means any inventor who (1) has not assigned, granted,
conveyed, or licensed, and (2) is under no obligation
under contract or law to assign, grant, convey, or li-
cense, any rights in the invention to any person who
could not likewise be classified as an independent in-
ventor if that person had made the invention, or to
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| any concern which would not qualify as a small busi-

ness. concern or a nonprofit organization under this
section. - .

(d) A small business concern as used in this chapter
means any business concern as defined by the Small
Business - Administration in 13 CFR 121.12. For the
convenience of the users of these regulations, that def-
inition states:

§ 121.12 Small business for paying reduced patent fees.

(a) Pursuant to Pub. L. 97-247, a small business concern for pur-
poses of paying reduced fees under 35 U.S. Code 41 (a) and (b) to
the Patent and Trademark Office means any business concern (1)
whose number of employees, including those of its affiliates, does
not exceed 500 persons and (2) which has not assigned, granted,
conveyed, or licensed, and is under no obligation under contract or
law to assign, grant, convey or license, any rights in the invention
to any person who could not be classified as an independent inven-
tor if that person had made the invention, or to any concern which
would not qualify as a small business concern or a nonprofit organi-
zation under this section. For the purpose of this section concerns
are affiliates of each other when either, directly or indirectly, one
concern controls or has the power to control the other, or a third
party or parties controls or has the power to control both. The
number of employees of the business concern is the average over
the fiscal year of the persons emplioyed during each of the pay peri-
ods of the fiscal year. Employees are those persons employed on a
full-time, part-time or temporary basis during the previous fiscal
year of the concern.

(b) If the Patent and Trademark Office determines that a concern
is not eligible as a small business concern within this section, the
concern shall have a right to appeal that determination to the Small
Business Administration. The Patent and Trademark Office shall
transmit its written decision and the pertinent size determination file
to the SBA in the event of such adverse determination and size
appeal. Such appeals by concerns should be submitted to the SBA
at 1441 L Street, NW., Washington, D.C. 20416 (Attention: SBA
Office of General Counsel). The appeal should state the basis upon
which it is claimed that the Patent and Trademark Office initial size
determination on the concern was in error; and the facts and argu-
ments supporting the concern’s claimed status as a small business
concern under this section.

(e) A nonprofit organization as used in this chapter
means (1) a university or other institution of higher
education located in any country; (2) an organization
of the type described in section 501(c)(3) of the Inter-
nal Revenue Code of 1954 (26 U.S.C. 501(c)(3)) and
exempt from taxation under section 501(a) of the In-
ternal Revenue Code (26 U.S.C. 501(a)); (3) any non-
profit scientific or educational organization qualified
under a nonprofit organization statute of a state of
this country (35 ‘U.S.C. 201(i)); or (4) any nonprofit
organization located in a foreign country which
would qualify as a nonprofit organization under para-
graph (e)(2) or (3) of this section if it were located in
this country.

(f) A smali -ntity as used in this chapter means an
independent inventor, a small business concern or a
nonprofit organization.

(g) For definitions in interferences see § 1.601.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247; 15
U.S.C. 1113, 1123)

[43 FR 20461, May 11, 1978; 47 FR 40139, Sept. 10, 1982, effective
date, Oct. 1, 1982; 47 FR 43275, Sept. 30, 1982, cffective date Oct.
1, 1982; para. (d), 49 FR 34724, Aug. 31, 1984, effective date Nov.
1, 1984; ]para. (g), 49 FR 48416, Dec. 12, 1984, effective date Feb,
11, 1985
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Filing of papers and fees by “Express
Mail” with certificate.

(@) Any paper or fee to be filed in the Patent and
Trademark Office can be filed utlllzmg the “Express
Mail Post Office to Addressee” service of the United
States Postal Service and be considered as havmg
been filed in the Office on the date the paper or fee is
shown to have been deposited as “Express Mail” with
the United States Postal Service unless the date of de-
posit is a Saturday, Sunday, or Federal holiday within
the District of Columbia. See § 1.6(a). .

(b) Any paper or fee filed by “Express Mail” must
have the number of the “Express Mail” mailing label
placed thereon prior to mailing, be addressed to the
Commissioner of Patents and Trademarks, Washing-
ton, D.C. 20231, and any such paper or fee must also
include a certificate of mailing by “Express Mail”
which states the date of mailing by “Express Mail”
and is signed by the person mailing the paper or fee.

(c) The Patent and Trademark Office will accept
the certificate of mailing by “Express Mail” and
accord the paper or fee the certificate date under 35
U.S.C. 21(a) (unless the certificate date is a Saturday,
Sunday, or Federal holiday within the District of Co-
lumbia—see § 1.6(a)) without further proof of the date
on which the mailing by “Express Mail” occurred
unless a question is present regarding the date of mail-
ing. If more than a reasonable time has elapsed be-
tween the certificate date and the Patent and Trade-
mark Office receipt date or if other questions regard-
ing the date of mailing are present, the person mailing
the paper or fee may be required to file a copy of the
“Express Mail” receipt showing the actual date of
mailing and a statement from the person who mailed
the paper or fee averring to the fact that the mailing
occurred on the date certified. Such statement must
be a verified statement if made by a person not regis-
tered io practice before the Patent and Trademark
Office
[OMB Control No. 0651-0011]

(35 U.S.C. 6, Pub. L. 97-247)

[48 FR 2708, Jan. 20, 1983, added effective Feb. 27, 1983; 48 FR
4285, Jan. 31, 1983; paras. (8) & (c), 49 FR 552, Jan. 4, 1984, effec-
tive date Apr. 1, 1984]

RECORDS AND FILES OF THE PATENT AND
TraDEMARK OFFICE

1.11 Files open to the public.

(a) After a patent has been issued or a statutory in-
vention registration has been published, the specifica-
tion, drawings and all papers relating to the case in
the file of the patent or statutory invention registra-
tion are open to inspection by the public, and copies
may be obtained upon paying the fee therefor. See
§ 2.27 for trademark files.

(b) All reissue applications, all applications in which
the Office has accepted a request to open the com-
plete application to inspection by the public, and re-
ated papers in the application file, are open to inspec-

.ﬁon by the public, and copies may be furnished upon

paying the fee therefor. The filing of reissue applica-
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tions will be announced in the Official Gazette. The
announcement shall include at least the filing date, re-

" issue application and original patent numbers, title,

class and subclass, name of the inventor, name of the
owner of record, name of the attorney or agent of
record, and examining group to which the reissue ap-
plication is assigned.

(c) All requests for reexamination for which thz fee
under § 1.20(c) has been paid, will be announced in
the Official Gazette. Any reexaminations at the initia-
tive of the Commissioner pursuant to § 1.520 will also
be announced in the Official Gazette. The announce-
ment shall include at least the date of the request, if
any, the reexamination request control number or the
Commissioner initiated order control number, patent
number, title, class and subclass, name of the inventor,
name of the patent owner of record, and the examin-
ing group to which the reexamination is assigned.

(d) All papers or copies thereof relating to a reex-
amination proceeding which have been entered of
record in the patent or reexamination file are open to
inspection by the general public, and copies may be
furnished upon paying the fee therefor.

(e) The file of any interference involving a patent, a
statutory invention registration, or an application on
which a patent has been issued or which has been
published as a statutory invention registration, is open
to inspection by the public, and copies may be ob-
tained upon paying the fee therefor, if: (1) the inter-
ference has terminated, or (2) an award of priority or
judgment has been entered as to all parties and all
counts.

{OMB Control No. 0651-0010)

(35 U.S.C. 6; 15 U.S.C. 1113, 1123)

[42 FR 55893, Jan. 28, 1977; 43 FR 28477, June 30, 1978; 46 FR
29181, May 29, 1981; para. (c), 47 FR 41272, Sept. 17, 1982, effec-
tive date Oct. 1, 1982; para. (a), 45 FR 48416, Dec. 12, 1984, effec-
tive date Feb. 11, 1985; paras. (a), (b) & (e) 50 FR 9378, Mar. 7,
1985, effective date May 8, 1985]

1.12 Assignment records open to public inspec-
tion.

(a) The assignment records, relating to original or
reissue patents, including digests and indexes, and as-
signment records relating to pending or abandoned
trademark applications and to trademark registrations,
are open to public inspection and copies of any instru-
ment recorded may be obtained upon request and
payment of the fee set forth in § 1.19(a)(5).

(b) Assignment records, digests, and indexes, relat-
ing to any p«nding or abandoned patent application
are not available to the public. Copies of any such as-
signment records and information with respect thereto
shal} be obtainable only upon written authority of the
applicant or applicant’s assignee or attorney or agent
or upon a showing that the person seeking such infor-
mation is a bona fide prospective or actual purchaser,
mortgagee, or licensee of such application, unless it
shall be necessary to the proper conduct of business
before the Office or as provided by these rules.

(¢} Any request by a member of the public seeking
copies of any assignment records of any pending or
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abandoned patent apphcatlon preserved in secrecy
“under § 1.14, or any information with respect thereto,
must (l) be in the form of a petition accompanied by
the petition fee set forth in §1.17(i) or (2) include
written authonty granting access to the member of
the public to the particular assignment records from
the applicant or applicant’s assignee or attorney or
agent of record.

(d) An order for 2 copy of an assignment should
give the identification of the record. If identified only
by the name of the patentee and number of the patent,
or in the case of a trademark registration by the name
of the registrant and namber of the registration, or by
name of the applicant and serial number or interna-
tional application number of the application, an extra
charge as set forth in § 1.21(f) will be made for the
time consumed in making a search for such assign-
ment. P
(35 US.C. 6 1SU.S.C, 1113, 1123)

[47 FR 41272, Sept. 17, 1982, effective date Oct. 1, 1982]

1.13 Copies and certified copies.

(a) Copies of patents and trademark registrations
and of any records, books, papers, or drawings be-
longing to the Patent and Trademark Office and open
to the public, will be furnished by the Patent and
Trademark Office to any person, and copies of other
records or papers will be furnished to persons entitled
thereto, upon payment of the fee therefor.

(b) Such copies will be authenticated by the seal of
the Patent and Trademark Office and certified by the
Commissioner, or in his name attested by an officer of
the Patent and Trademark Office authorized by the
Commissioner, upon payment of the fee for the au-
thentication certificate in addition to the fee for the
copies.

{OMB Control Nos. 0651-0009 & 0651-0010]
(35US.C. 10)
1.14 Patent applications preserved in secrecy.

(a) Except as provided in § 1.11(b) pending patent
applications are preserved in secrecy. No information
will be given by the Office respecting the filing by
any particular person of an application for a patent,
the pendency of any particular case before it, or the
subject matter of any particular application, nor will
access be given to or copies furnished of any pending
application or papers relating thereto, without written
authority in that particular application from the appli-
cant or his assignee or attorney or agent of record,
unless the application has been identified by serial
number in a published patent document or the United
States of America has been indicated as a Designated
State in a published international application, in which
case status information such as whether it is pending,
abandoned or patented may be supplied, or unless it
shall be necessary to the proper conduct of business
before the Office or as provided by this part. Where
an application has been patented, the patent number
and issue date may also be supplicd.

(b) Except as provided in § 1.11(b) abandoned ap-
plications are likewise not open to public inspection,
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"‘except that' if an apphcatlon referred to in a US.
patent, or in an application in which the applicant has l

filed an authorization to open the complete applic
tion to the public, is abandoned and is aVa.lable,
may be inspected ‘or copies obtained by any person on
written request, without notice to the applicant.
Complete applications (§ 1.51(a)) which are aban-
doned may be destroyed after 20 years from their
filing date, except those to which particular attention
has been called and which have been marked for pres-
ervation. Abandoned applications will not be re-
turned.

(c) Applications for patents which disclose, or
which appear to disclose, or which purport to dis-
close, inventions or discoveries relating to atomic
energy are reported to the Department of Energy,
which Department will be given access to such appli-
cations, but such reporting does not constitute a de-
termination that the subject matter of each application
so reported is in fact useful or an invention or discov-
ery or that such application in fact discloses subject
matter in categories specified by sections 151(c) and
151(d) of the Atomic Energy Act of 1954, 68 Stat.
919; 42 U.S.C. 2181 (c) and (d).

(d) Any decision of the Board of Patent Appeals
and Interferences, or any decision of the Commission-
er on petiition, not otherwisé open to public inspection
shall be published or made available for public inspec-

tion if: (1) The Commissioner believes the decision ir;.

volves an interpretation of patent laws or regulatior
that would be of important precedent value; and (
the applicant, or any party involved in the interfer-
ence, does not within two months after being notified
of the intention to make the decision public, object in
writing on the ground that the decision discloses a
trade secret or other confidential information. If a de-
cision discloses such information, the applicant or
party shall identify the deletions in the text of the de-
cision considered necessary to protect the informa-
tion, If it is considered the entire decision must be
withheld from the public to protect such information,
the applicant or party must explain why. Applicants
or parties will be given time, not less than twenty
days, to request reconsideration and seek court review
before any portions of decisions are made public over
their objection. See § 2.27 for trademark applications.
(e) Any request by a member of the public seeking
access to, or . .:pies of, any pending or abandoned ap-
plication preserved in secrecy pursuant to paragraphs
(a) and (b} of this section, or of any papers relating
thereto, must (1) be in the form of a petition and be
accompanied by the petition fee set forth in § 1.17(i)
or (2) include written authority granting access to the
member of the public in that particular application
from the applicant or the applicant’s assignee or atior-
ney or agent of record.

{OMB Contro! Nos. 0651-0010 & 0651-0011}

(Pub. L. 94-131, 89 Stat. 685; 35 US.C. 6, Pub. L. 97-247; 15
U.S.C. 1113, 1123)
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{42 FR 5593, Jan. 28, 1977; 43 FR 20462, May 11, 1978; para. (e)
added, 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
para. (b), 49 FR 552, Jan. 4, 1984, effective date Apr. 1, 1984; para.
(d), 49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985; para.
(), S0 FR 9378, Mar. 7, 1985, effective date May 8, 1985]

1.15.  Regquests for identifiable records.

(a) Requests for records not disclosed to the public
as part of the regular informational activity of the
Patent and Trademark Office and which are not oth-
erwise dealt with in the rules in this part may be
made by completing Form CD-244, “Application to
Inspect Department Records,” and submitting this
form, in person or by mail, to the Commissioner of
Patents and Trademarks, Washington, D.C. 20231. A
nonrefundable application fee of $2 must accompany
each application. Copies of Form CD-244 are avail-
able in the Central Reference and Records Inspection
Facility, Room 2122, Department of Commerce
Building, Washington, D.C. 20230, the search room of
the Patent Reference Branch of the Patent and Trade-
mark Office, the search room of the Trademark Ex-
amining Operation, and in many public information
offices and field offices of the Department of Com-
merce. If the requested record is identifiable, the re-
quest will be reviewed by the appropriate official au-
thorized to make an initial determination of the avail-
ability of the record. If it is determined that the mate-
rial is not to be made available to the requesting
person, said person shall be notified in writing of that
fact and the reasons why the record will not be dis-
closed. If the record is to be made available, inspec-
tion will be permitted in the appropriate Patent and
Trademark Office search room. Fees for copies of
records and for searches and related services are pay-
able in accordance with the schedule of fees and
charges established in § 4.8 of Title 15, Code of Feder-
al Regulations.

(b) Any person whose application to inspect a
record has been refused may request a reconsideration
of the initial denial by completing and submitting the
appropriate section of the Form CD-244. The request
for reconsideration should be made within 30 days of
the date of the original denial. In submitting such re-
quest the party should include any written argument
he desires to support his belief that the record re-
quested shouid be made available. No personal ap-
pearance, oral argument, or hearing shall be permit-
ted. The decision upon such request shail be made by
the Commissioner of Patents and Trademarks and
shall be based upon the original request, the denial,
and any written argument submitted by the person
seeking access to the record. The decision upon
review shall be promptly made in writisg and com-
municated to the person seeking access. If the deci-
sion is wholly or partly in favor of availability, the re-
quested record to such extent shall be made available
for inspection as described in paragraph (a) of this
section. To the extent that the decision is adverse to
the request, the reasons for the denial shall be stated.
A decision upon review completed as provided herein
shall constitute the final decision and action of the
Patent and Trademark Office as to the availability of
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a requested record, except as may be required by
court proceedings initiated pursuant to 5 U.S.C.
552(a)(3). Reconsiderations resulting in final decisions

‘as prescribed herein shall be indexed and made avail-

able in the search room of the Patent Reference
Branch,

(c) Procedures applicable in the event of a suhpoe-
na, order, or other compulsory process or demand of
a court or other authority shall be those set forth in
section 7 of Department Order 64 (32 FR 9734, July
4, 1967).

(Sec. 1, 66 Stat. 793, 81 Stat. 54; § U.S.C. 552, 35 U.S.C. 6)
[32 FR 13812, Oct. 4, 1967; 34 FR 18857, Nov. 26, 1969]

FEES AND PAYMENT OF MONEY
1.16 National application filing fees.

(a) Basic fee for filing each application for
an original patent, except design or
plant cases:

By a small entity (§ 1.9(E)) ....cocoecvivniranne
By other than a small entity ..................

(b) In addition to the basic filing fee in an
original application, for filing or later
presentation of each independent claim
in excess of 3:

By a small entity (§ 1.9(f)) ....ccoeevveverenreen 17.00
By other than a small entity .................. 34.00

(c) In addition to the basic filing fee in an
original application, for filing or later
presentation of each claim (whether in-
dependent or dependent) in excess of 20
(Note that § 1.75(c) indicates how mul-
tiple dependent claims are considered
for fee calculation purposes.):

By a small entity (§ 1.9(£)) .......coevvrrvncnnee 6.00
By other than a small entity .................. 12.00

(d) In addition to the basic filing fee in an
original application, if the application
contains, or is amended to contain, a
multiple dependent claim(s), per appli-
cation:

By a small entity (§ 1.9(f)) ...c.ocervrrvenenne 55.00
By other than a small entity .................. 110.00
(If the additional fees required
by paragraphs (b), (c) and (d)
are not paid on filing or on
later presentation of the claims
for -vhich the additional fees
are due, they must be paid or
the claims cancelled by
amendment, prior to the expi-
ration of the time period set
for response by the Office in
any notice of fee deficiency.)

(e) Surcharge for filing the basic filing fee
or oath or declaration on a date later
than the filing date of the application:

By a small entity (§ 1.9(f))..c.c.coeevvnrnnee. 55.00
By other than a small entity .................. 110.00
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(6) For 'ﬁl'i‘n'g each desngn applit:atidn:

_ By a small entity (§ 1.9(§)) ........ S
By.other than a small entity .................. ,

(g) Basic fee for filing each plant applica-
tion:
By a small entity (§ 1.9(f)) ......ocvvvvvennne.
By other than a small entity ..................
(h) Basic fee for filing each reissue appli-
cation:
By a small entity (§ 1.9(f)) cc.covevvvernrnnne
By other than a small entity ..................
(i) In addition to the basic filing fee in a
reissue application, for filing or later
presentation of each independent claim
which is in excess of the number of
independent claims in the original
patent:
By a small entity (§ 1.9()) .cccocerervrurenn
By other than a small entity ..................
(§) In addition to the basic filing fee in a
reissue application, for filing or later
presentation of each claim (whether in-
dependent or dependent) in excess of 20
and also in excess of the number of
claims in the original patent, (Note that
§ 1.75(c) indicates how multiple de-
pendent claims are considered for fee
purposes.):
By a small entity (§ 1.9(f)) .cccocevererrenennnn.
By other than a small entity ..................
(Note, see § 1.445 for international appli-
cation filing and processing fees.).

(35 U.S.C. 6; Pub. L. 98-622)

170.00
140.00

110.00

220.00

170.00
340.00

17.00
34.00

6.00
12.00

{added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982; 50

FR 31824, Aug. 6, 1985, effective date Oct. 5, 1985]

.17 Patent application processing fees.

(a) Extension fee for response within first
month pursuant to § 1.136(a):
By a small entity (§ 1.9(f)} ..c.cecoveuvnvunn
By other than a small entity ..................
(b) Extension fee for response within
second month pursuant to § 1.136(a):
By a small entity (§ 1.9(9) .cccccovrcrvrnennee.
By other than a small entity ..................
(cy Extension fee for response within third
month pursuant to § 1.136(a):
By a small entity (§ 1.9()) .cocvvvvvvvrncnennn
By other than a small entity ..................
(d) Esxtension fee for response within
fourth month pursuant to § 1.136(a):
By a small entity (§ 1.9(f)) ....cooccrvenrnnnee
By other than a small entity ..................
(e) For filing a notice of appeal from the
examiner to the Board of Patent Ap-
peals and Interferences:
By a small entity (§ 1L.9(F)).....covovennnene.
By other than a small entity ..................
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§28.00
56.00

85.00
170.00

195.00
390.00

305.00
610.00

65.00
130.00

(f) In addition to the fee for filing a notice
of appeal, for filing a brief in support of

an appeal: »
By a small er:tity (§ 1.9()) .....ccovvuvunnnns

By other than a small entity...........e.....

(g) For filing a request for an oral hearing
before the Board of Patent Appeals and
Interferences in appeal under 35 U.S.C.
134:

By a small entity (§ 1.9(5) ...c.coreervrvrnenne

By other than a small entity ..................

(h) For filing a petition to the Commis-
sioner under a section of this part listed
below which refers to this paragraph.......

§ 1.47—for filing by other than all
the inventors or a person not the
inventor.

§ 1.48—for correction of inventor-
ship.

§ 1.182—for decision on questions
not specifically provided for.

§ 1.183—to suspend the rules.

§ 1.295—for review of refusal to pub-
lish a statutory invention registra-
tion.

§ 1.377—for review of decision refus-
ing to accept and record payment
of a maintenance fee filed prior to
expiration of patent.

§ 1.378(e)—for reconsideration of de-
cision on petition refusing to
accept delayed payment of mainte-
nance fee in expired patent.

§ 1.644(e)—for petition in an interfer-
ence.

§ 1.644(f)—for request for reconsider-
ation of a decision on petition in an
interference.

§ 1.666(c)—for late filing of interfer-
ence settlement agreement.

§§ 5.12, 5.13, and 5.14—for expedited
handling of foreign filing license.

§ 5.15—for changing the scope of a
license.

§ 5.25—for retroactive license.

(i) For filing a petition to the Commis-
sioner under a section of thi- part listed
t-low which refers to this paragraph.......

§ 1.12—for access to an assignment
record.

§ 1.14—for access to an application.

§ 1.55—for entry of late priority
papers.

§ 1.102—to make application special.

§ 1.103—to suspend action in applica-
tion.

§ 1.177—for divisional reissues to
issue separately.

§ i.312—for amendment after pay-
ment of issue fee.
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§ 1.313—to withdraw an application
from issue. , . :

§ 1.314—to defer issuance of a patent.

§ 1.334—for patent to issue to assign-
ee, assignuient recorded late.

§ 1.666(b)—for access to interference
settlement agreement.

() For filing a petition to institute a
public use proceeding under § 1.292.........

(k) For processing an application filed
with a specification in a non-English
language (§ 1.52(d))...vverrvrverrrersssesenmmnnnnee 26.00

() For filing a petition (1) for the revival
of an unavoidably abandoned applica-
tion under 35 U.S.C. 133, or 371, or (2)
for delayed payment of the issue fee
under 35 U.S.C. 151:

By a small entity (§ 1.5(f)) ....ccceoeerernnnn. 28.00
By other than a small entity...........uc... 56.00

(m) For filing a petition (1) for revival of
an unintentionally abandoned applica-
tion or (2) for the unintentionally de-
layed payment of the fee for issusing a
patent:

By a small entity (§ 1.9(0)) ..cccoovvervrvennas
By other than a small entity ..................

(n) For requesting publication of a statu-
tory invention registration prior to the
mailing of the first examiner’s action
pursuant to § 1.104—$400.00 reduced by
the amount of the application basic filing
fee paid.

(o) For requesting publication of a statu-
tory invention registration after the
mailing of the first examiner’s action
pursuant to § 1.104—$800.00 reduced by
the amount of the application basic filing

fee paid.

860.00

280.00
560.00

(35 U.S.C. 6, Pub. L. 97-247; 1S U.S.C. 1113, 1123; 35 US.C. 6, 41,
181—188; Export Adminisiration Act of 1979, as amended; Arms
Export Control Act, as amended; Atomic Energy Act of 1954, as
amended; Wuclear Non-Proliferation Act of 1978, and the delega-
tions in the regulations under these acts to the Commissioner by
regulations (1S CFR 370.10(j); 22 CFR 125.04, and 10 CFR 810.7))

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
para. (h), 48 FR 2706, Jan. 20, 1983, effective date Feb. 27, 1983,
para. (h), 49 FR 13461, Apr. 4, 1984, effective date June 4, 1984;
para. (h), 49 FR 34724, Aug. 31, 1984, effective date Nov, 1. 1984;
paras. (€), (&), (h) & (i), 49 FR 48416, Dec. 12, 1984, effective date
Feb. 11, 1985; paras. (h), (n) & (c), 50 FR 9379, Mar. 7, 1985, effec-
tive date May 8, 1985; 50 FR 31824, Aug. 6, 1985, effective date
Oct. 5, 1985]

1.18 Patent issue fees.

(a) Issue fee for issuing each original or
reissue patent, except a design or plant
patent:

By a small entity (§ 1.9(f)) ...cooevvvvnennns
By other than a small entity ..................
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(b) Issue fee for issuing a design patent:

By a small entity (§ 1.9(f)) .....cceovreerennes 100.00

By other than a small entity .................. 200.00
(c) Issue fee for issuing a plant patent:

By a small entity (§ 1.9(f)) ...ccocovveverennnnns 140.00

By other than a small entity .................. 280.00

(35 US.C. 6, 15 USC. 1113, 1123)

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982; 50
FR 31824, Aug. 6, 1985, effective date Oct. 5, 1985}

1.19 Document supply fees.

The Patent and Trademark Office will supply
copies of the following documents upon payment of
the fees indicated:

(a) Uncertified copies of Office docu-
ments:

(1) Printed copy of a patent, includ-

ing a design patent, statutory in-

vention registration, or defensive

publication document, except color

plant patent or color statutory in-
vention registration ............ceeeveeeviveenns 1.50

(2) Printed copy of a plant patent or

statutory invention registration in

T70) (o] RO PR 6.00
(3) Copy of patent application as
71 1T SR 9.00

(4) Copy of patent file wrapper and

contents, each 200 pages or frac-

tion thereof .........cccecrmniineariieninnnine 75.00
(5) Copy of Office records, except as

otherwise provided in this section,

PET PAZE.....corrcrvnrirnrirensermseeesesinsnisnes 0.50
(6) Microfiche copy of microfiche,

per microfiche ........ccccverveenrervciincinne 0.50
(7) Copy of patent assignment record .. 1.50

(b) Certified copies of Office documents:
(1) For certifying Office records, per
CeTtifiCate .....covvreeveererrecerrenrnresanrecencrons 3.00
{2) For a search of assignment
records, abstract of title and certifi-
Cation, per patent........ccccoeeevvcvivsrsvrerans 12.00
(c) Subscription services:
(1) Subscription orders for printed
copies of patents as issued, annual
service charge for entry of order
and ten subclasses.......ccocevvernreicverinnne 7.00
(2) For annual subscription to each
additional subclass in addition to
the ten covered by the fee under
paragraph (c)(1) of this section, per
SUBCIASS......cccviirrerreererirseesirrsneseenenenns 0.70
(d) Library service (35 U.S.C. 13): For
providing to libraries copies of all pat-
ents issued annually, per annum................ 50.00
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(e) List of patents in subclass: o
(1) For list of all United States pat—, -
ents and statutory invention regls-
trations in a subclass, per 100 num-.
bers or fraction thereof ............cevrurn
(2) For list of United States patents
and statutory invention registra-
tions in a subclass limited by date
or number, per 50 numbers or frac-
HOR thereof ....occerrvercnioecroninnsensscionncns
(f) Microfiche copy of patent file record.....
(g) Uncertified statement as to status of
the payment of maintenance fees due
on a patent or expiration of a patent ........
(h) Uncertified copy of a non-United
States patent document, per document....
(i) To compare and certify copies made
from Patent and Trademark Office
records but not prepared by the Patent
and Trademark Office, per copy of
s FaTat) ) 1111 1 USRS
(j) Additional filing receipts:
Puplicate .......cccocvvevrevversecserrenrerserensenvnsensensens
Corrected due to applicant error..................

1.00

1.00
6.00

3.00

{OMB Control No. 0651-0010}
(35 US.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
para. (b), 49 FR 552, Jan. 4, 1984, effective date Apr. 1, 1984;
paras. (f) & (g) added, 49 FR 34724, Aug. 31, 1984, effective date
Nov. 1, 1984; paras. (a) & (e}, 50 FR 9379, Mar. 7, 1985, effective
date May 8, 1985; 50 FR 31824, Aug. 6, 1985, effective date Oct. 5,

1985]
Post-igsuance fees.

(a) For providing a certificate of correc-
tion of applicant’s mistake (§ 1.323)..........
(b) Petition for correction of inventorship
in patent (§ 1.324)....cccvvmvvvrvcrrunerevrnecnnnn,
(¢) For filing a request for reexamination
[C T3 (1 )
(d) For filing each statutory disclaimer
(€20 75 73 1 T PO
By a small entity (§ 1.9()) ......ccovvevennnene
By other than a small entity ..................
(e) For maintaining an original or reissue
patent, except a design or plant patent,
based on an application fifed on or after
December 12, 1980 and before August
27, 1982, in force beyond 4 years; the
fee is due by three years and six months
after the original grant.........cceceevvcevveveciras
(f) For maintaining an original or reissue
patent, except a design or plant patent,
based on an application filed on or after
December 12, 1980 and before August
27, 1982, in force beyond 8 years; the
fee is due by seven years and six
months after the original grant ................

140.00
1,770.00

28.00
56.00

225.00

445.00

Rev. 1, Oct. 1985
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(g) For maintaining an original or reissue
patent, except a design or plant patent,
based on an application filed on or after
December 12, 1980 and before August
27, 1982, in fcrce beyond 12 years; the
fee is due by eleven years and six
months after the original grant .................

(h) For maintaining an original or reissue
patent, except a design or plant patent,
based on an application filed on or after
August 27, 1982, in force beyond 4
years; the fee is due by three years and
six months after the original grant:

By a small entity (§ 1.9()) .....ccevuerrenneenn
By other than a small entity ..................

(i) For maintaining an original or reissue
patent, except a design or plant patent,
based on an application filed on or after
August 27, 1982, in force beyond 8§
years; the fee is due by seven years and
six months after the original grant:

By a small entity (§ 1.9()) ..ccoevvevevvveenenne
By other than a small entity ..................

(j) For maintaining an original or reissue
patent, except a design or plant patent,
based on an application filed on or after
August 27, 1982, in force beyond 12
years; the fee is due by eleven years
and six months after the original grant:

By a small entity (§ 1.9()) .......ccoovreruee
By other than a small entity ..................

(k) Surcharge for paying a maintenance
fee during the 6-month grace period
following the expiration of three years
and six months, seven years and six
months, and eleven years and six
months after the date of the original
grant of a patent based on an applica-
tion filed on or after December 12,
1980 and before August 27, 1982..............

() Surcharge for paying a maintenance
fee during the 6-month grace period
following the expiration of three years
and six months, seven years and six
months, and eleven years and six
months after the date of the original
grant of a patent based on an applica-
tion filed on or after August 27, 1982:

By a smali entity (§ 1.9(f)) ....ccoocoennnene.
By other than a small entity .................

(m) Surcharge for accepting a mainte-
nance fee after expiration of a patent
for non-timely payment of a mainte-
nance fee where the delay in payment
is shown to the satisfaction of the Com-
missioner to have been unavoidable..........

(35 US.C. 6; 15 U.S.C. 1113, 1123)
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670.00

225.00
450.00

445.00
890.00
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[Added 47 FR 41274, Sept. 17, 1982, effective date Oct. 1, 1982;
© paraw, (%), (1) & (m) added, 49 FR 34724, Aug. 31, 1984, effective
Nov. {, 1984; paras. {e), (f), (g) & (m), 50 FR 9379, Mar. 7, 1985,
‘effective date May 8, 1985; 50 FR 31825, Aug. 6, 1985, effective
date Qct. 5, 1985]

121 - Miscellaneous fees and charges.

The Patent and Trademark Office has established
the following fees for the services indicated:

(@) Registration of attorneys and agents:
(1) For admission to examination for
registration to practice, fee payable

upon application .......ccoeucvuereeeanereannen $250.00
(2) On registration to practice............... 81.00
(3) For reinstatement to practice .......... 9.00
(4) For certificate of good standing

as an attorney or agent.......c.occceerrreenne 10.00
Suitable for framing .......c.cccecereevereeenenenes 88.00
(5) For review of a decision of the

Director of Enroliment and Disci-

pline under § 10.2(C).....cccecervrererarnene. 92.00
(6) For requesting regrading of an

examination under § 10.7(C).ccc.ceecunee. 92.00

(b) Deposit accounts:

(1) For establishing or reinstating a

deposit aCCOUNL.......ccovvvervveenseerersennaes 8.00

(2) Service charge for each month

when the balance at the end of the

month is below $1,000 ...........ccceveu..e. 20.00
(3) Service charge for each month

when the balance at the end of the

month is below $300 for restricted

subscription deposit accounts used

exclusively for subscription order

of patent copies as issued................... 20.00
(c) Disclosure document: For filing a dis-
closure dOCUMENt .cceueercereirserercvseriersersncnns 6.00
(d) Delivery box: Local delivery box
rental, per anMUMm .......cocvreervesnsneresreressenerans 43.00

(e) International-type search reports: For

preparing an international-type search

report of an international-type search

made at the time of the first action on

the merits in a national patent applica-

HOM c.cneeveevrervrverersvnsrsssssssssssssssossasssonsssassrosse 28.00
() Search of Office records: For search-

ing Patent and Trademark Office

records for purposes not otherwise

specified, per one-half hour or fraction

LHELEOS v rsecereeercrssssrsssassansesussssnrvsrsarsssssessons 14.00
(g) CopiShare card: Cost per CoOpy.......ccc..... 0.20
(h) Recording of documents:
(1) For recording each assignment,

agreement or other paper relating

to the property in a patent or ap-

PHCAtION. ...coveracarecrvrvrirernvrnsrnsissonenenas 7.00
(2) Where a document to be recorded

under paragraph (h)(1) of this sec-

tion refers to more than one patent

or application, for each additional

patent or application .............ceevinnane 2.00
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(i) Publication in Official Gazette: For

publication in the Official Gazette of a

notice of the availability of an applica-

tion or a patent for licensing or sale,

each applicaiion or patent.........ccocvrreunuenes 7.00
() For a duplicate or replacement of a

permanent Office user pass (There is no

charge for the first permanent user

12 5.1) SOOI 5.00
(k) For items and services, that the Com-

missioner finds may be supplied, for

which fees are not specified by statute

or by this part such charges as may be

determined by the Commissioner with

respect to each such item or service......... actual cost
() For processing and retaining any appii-

cation abandoned pursuant to § 1.53(d)

unless the required basic filing fee has

been paid......ccoeiniiniinininnniiinnen, 100.00
(m) For processing each check returned
“unpaid” by a bank........cecoiiciniiniisinninnen, 20.00

[OMB Control No. 0651-0010]

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)

[Added 47 FR 41274, Sept. 17, 1982, effective date Oct. 1, 1982;
paras. (b) & (1), 49 FR 553, Jan. 4, 1984, effective date Apr. 1,
1984; paras. (2}{5) & (6) added, 50 FK 5171, Feb. 6, 1985, effective
Apr. 8 1985; 50 FR 31825, Aug. 6, 1985, effective date Oct. 5,
1985]

1.22 Fees payable in advance.

(a) Patent and trademark fees and charges payable
to the Patent and Trademark Office are required to be
paid in advance, that is, at the time of requesting any
action by the Office for which a fee or charge is pay-
able with the exception that under § 1.53 applications
for patent may be assigned a filing date without pay-
ment of the basic filing fee.

(b) All patent and trademark fees paid to the Patent
and Trademark Office should be itemized in each in-
dividual application, patent or other proceeding in
such a manner that it is clear for which purpose the
fees are paid.

(35 U.S.C. 6, Pub. L. 97-247)
{48 FR 2708, Jan. 20, 1983, effective date Feb. 27, 1983]

1.23 Method of payment.

All payments of money required for Patent and
Trademark Office fees, including fees for the process-
ing of international applications (§ 1.445), should be
made in U.S. specie, Treasury notes, national bank
notes, post office money orders, or by certified check.
If sent in any other form, the Office may delay or
cancel the credit until collection is made. Money
orders and checks must be made payable to the Com-
missioner of Patents and Trademarks. Remittances
from foreign countries must be payable and immedi-
ately negotiable in the United States for the full
amount of the fee required. Money sent by mail to the
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Patent and Trademark Office will be at the risk of the
sender; letters containing money should be registered.
(Pub. 1. 94-131, 89 Stat. 685)
[43 FR 20462, May 11, 1978]

1.24 Coupons.

Coupons in denominations of one dollar for the pur-
chase of trademark registrations and one dollar and
fifty cents for the purchase of patents, designs, defen-
sive publications, and statutory invention registrations
are sold by the Patent and Trademark Office for the
convenience of the general public; these coupons may
not be used for any other purpose. The one dollar
coupons are sold individually and in books of 50 with
stubs for record for $50 and the one dollar and fifty
cent coupons are sold individually and in books of 50
with stubs for record for $75. These coupons are
good until used; they may be transferred but cannot
be redeemed.

[OMB Control No. 0651-0010])
(35 U.S.C. 6, Pub. L. 97-247)
f$8 FR 2708, Jan. 20, 1983, effective date Feb. 27, 1983; 47 FR

41274, Sept. 17, 1982, effective date Oct. 1, 1982; 50 FR 31825,
Aug. 6, 1985, effective date Oct. 5. 1955}

1.25 Deposit accounts,

(a) For the convenience of attorneys, agents, and
the general public in paying any fees due, in ordering
services offered by the Office, copies of records, etc.,
depaosit accounts may be established in the Patent and
Trademark Office upon payment of the fee for estab-
lishing a deposit account (§ 1.21(b)(1)). A minimum
deposit of $1,000 for paying any fees due or in order-
ing any services offered by the Office. However, a
minimum deposit of $300 may be paid to establish a
restricted subscription deposit account used exclusive-
Iy for subscription order of patent copies as issued. At
the end of each month, a2 deposit account staternent
will be rendered. A remittance must be made prompt-
ly upon receipt of the statement to cover the value of
items or services charged to the account and thus re-
store the account to its established normal deposit. An
amount sufficient to cover all fees, services, copies,
etc., requested must always be on deposit. Charges w0
accounts with insufficient funds will not be accepted.
A service charge (§ 1.21(b)(2)) will be assessed for
each month that the balance at the end of the month
is below $1,000. For restricted subscription deposit
accounts, a service charge (§ 1.21(b)(3)) will be as-
sessed for each month that the balance at the end of
the month is below $300.

(b) Filing, issue, appeal, international-type search
report, international application processing, petition,
and post-issuance fees may be charged against these
accounts if sufficient funds are on deposit to cover
such fees. A general authorization to charge all fees,
or only certain fees, set forth in §§1.16 to 1.18 to a
deposit account containing sufficient funds may be
filed in an individual application, either for the entire
pendency of the application or with respect to a par-
ticular paper filed. An authorization to charge to a
deposit account the fee for a request for reexamina-

Rev. 1, Qct. 1985

tion pursuant to § 1.510 and any other fees required in
a reexamination proceeding in a patent may also be
filed with the request for reexamination. An authori-
zation to charge a fee to a deposit account will not’
considered payment of the fee on the date the authori-
zation to charge the fee is effective as to the particu-
lar fee to be charged unless sufficient funds are
present in the account to cover the fee.

{OMB Control No. 0651-0010}
(35 U.S.C. 6, Pub. L. 97-247)

[49 FR 553, Jan. 4, 1984, cffective date Apr. 1, 1984; 47 FR 41274,
Sept. 17, 1982, effective date Oct. 1, 1982; 50 FR 31826, Aug. 6,
1985, effective date Oct. 5, 1985]

1.26 Refunds.

(a) Money paid by actual mistake or in excess, such
as a payment not required by law, will be refunded,
but a mere change of purpose after the payment of
money, as when a party desires to withdraw an appli-
cation, an appeal, or a request for oral hearing, will
not entitle a party to demand such a return. Amounts
of one dollar or less will not be returned unless specif-
ically demanded within a reasonable time, nor will the
payer be notified of such amount; amounts over one
dollar may be returned by check or, if requested, by
credit to a deposit account.

(b) [Reserved]

(c) If the Commissioner decides not to institute a
reexamination proceeding, a refund of $1,300.00 will
be made to the requester of the yroceeding. Reexam-
ination requesters should indicate whether any refun
should be made by check or by credit to a deposit ac
count.

(35 U.S.C. 6; 15 U.S.C. 1113, 1123)

[47 FR 41274, Sept. 17, 1982, effective date Oct. 1, 1982; 50 FR
31826, Aug. 6, 1985, effective date Oct. 5, 1985}

1.27 Statement of status as small entity.

(a) Any person seeking to establish status as a small
entity (§ 1.9(f) of this part) for purposes of paying fees
in an application or a patent must file a verified state-
ment in the application or patent prior to or with the
first fee paid as a small entity. Such a verified state-
ment need only be filed once in an application or
patent and remains in effect until changed.

(b) Any verified statement filed pursuant to para-
graph (a) of this section on behalf of an independent
inventor must be signed by the independent inventor
except as provided in § 1.42, § 1.43, or § 1.47 of this
p:--i, and must aver that the inventor qualifies as an
independent inventor in accordance with § 1.9(c) of
this part. Where there are joint inventors in an appli-
cation, each inventor must file a verified statement es-
tablishing status as an independent inventor in order
to qualify as a small entity. Where any rights have
been assigned, granted, conveyed, or licensed, or
there is an obligation to assign, grant, convey, or li-
cense, any rights to a small business concern, a no
profit organization, or any other individual, a veriﬁ'
statement must be filed by the individual, the owne
of the small business concern, or an official of the
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small business concern or nonprofit organization em-
powered to act on behalf of the small business con-
cern or nonproﬁt orgamzatlon averring to their status.
For purposes of a verified statement under this para-
graph, a license to a Federal agency resulting from a
funding agreement with that agency pursuant to 35
U.S.C. 202(c)(4) does not constitute a license as set
forth in § 1.9 of this part.

(c) Any verified statement filed pursuant to para-
graph (a) of this section on behalf of a small business
concern must (1) be signed by the owner or an offi-
cial of the small business concern empowered to act
on behalf of the concern; (2) aver that the concern
qualifies as a small business concern as defined in
§ 1.9(d); and (3) aver that exclusive rights to the in-
vention have been conveyed to and remain with the
small business concern, cr if the rights are not exclu-
sive, that all other rights belong to small entities as
defined in § 1.9. Where the rights of the small busi-
ness concern as a small entity are not exclusive, a
verified statement must also be filed by the other
small entities having rights averring to their status as
such. For purposes of a verified statement under this
paragraph, a license to a Federal agency resulting
from a funding agreement with that agency pursuant
to 35 U.S.C. 202(c)4) does not consititute a license as
set forth in § 1.9 of this part.

(d) Any verified statement filed pursuant to para-
graph (a) of this section on behalf of a nonprofit orga-
nization must (1) be signed by an official of the non-
profit organization empowered fo act on behalf of the
organization; (2) aver that the organization qualifies as
a nonprofit organization as defined in § 1.9(¢) of this
part specifying under which one of § 1.9(e} (1), (2),
(3), or (4) of this part the organization qualifies; and
(3) aver that exclusive rights to the invention have
been conveyed to and remain with the organization or
if the rights are not exclusive, that all other rights
belong to small entities as defined in § 1.9 of this part.
Where the rights of the nonprofit organization as a
small entity are not exclusive, a verified statement
must also be filed by the other small entities having
rights averring to their status as such. For purposes of
a verified statement under this paragraph, a license to
a Federal agency resulting from a funding agreement
with that agency pursuant to 35 U.S.C. 202(c)(4) does
not constitute a conveyance of rights as set forth in
this paragraph.

[OMB Control No, (651-0011]

(35 U.S.C. 6, Pub. 1., 97-247; 15 US.C. 1113, 1123)

{47 FR 40139, Sept. 10, 1982, added effective Oct. 1, 1982: para. (c)

added, 47 FR 43276, Sept. 30, 1982, effective date Oct. 1, 1982;

paras. (b), (¢), & (d), 49 FR 553, Jan. 4, 1984, effective date Apr. 1,

1984]

1.28 Effect on fees of failure to establish
status, or change status, as a small entity.

(a) The failure to establish status as a small entity
(§6 1.9(f) and 1.27 of this part) in any application or
patent prior to paying, or at the time of paying, any
fee precludes payment of the fee in the amount estab-
lished for small entities. A refund pursuant to § 1.26
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of this part, based .on, establishment of small entlty

status, of a portion of fees tlmely pald in full prior to
_establishing status as a small entity may ‘only be ob-

tained if a verified statement under §1.27 and a re-
quest for a refund of the excess amount are filed
within two months of the date of the tlmely payment
of the full fee. The two-month time period is not ex-
tendable under § 1.136. Status as a small entity is
waived for any fee by the failure to establish the
status prior to paying, at the time of paying, or within
two months of the date of payment of, the fee. Status
as a small entity must be specifically established by a
verified statement filed in each application or patent
in which the status is available and desired, except
those applications filed under § 1.60 or § 1.62 of this
part where the status as a small entity has been estab-
lished in a parent application and is still proper. Once
status as a small entity has been established in an ap-
plication or patent, the status remains in that applica-
tion or patent without the filing of a further verified
statement pursuant to § 1.27 of this part unless the
Office is notified of a change in status. Status as a
small entity in one application or patent does not
affect any other application or patent, including appli-
cations or patents which are directly or indirectly de-
pendent upon the application or patent in which the
status has been established, except those filed under
§1.60 or § 1.62 of this part. Applications filed under
§ 1.60 or § 1.62 of this part must include a reference
to a verified statement in a parent application if status
as a small entity is still proper and desired.

(b) Once status as a small entity has been estab-
lished in an application or patent, fees as a small
entity may thereafter be paid in that application or
patent without regard to a change in status until the
issue fee is due or any maintenance fee is due. Notifi-
cation of any change in status resulting in loss of enti-
tlement to small entity status must be filed in the ap-
plication or patent prior to paying, or at the time of
paying, the earliest of the issue fee or any mainte-
nance fee due after the date on which status as a small
entity is no longer appropriate pursuant to § 1.9 of
this part. The notification of change in status may be
signed by the applicant, any person authorized to sign
on behalf of the assignee, or an attorney or agent of
record or acting in a representative capacity pursuant
to § 1.34(a) of this part.

(c) If status as a small entity is established in good
fzith, and fees as a small entity are paid in good faith,
iu any application or patent, and it is later discovered
that such status as a small entity was established in
error or that through error the Office was not notified
of a change in status as required by paragraph (b) of
this section, the error will be excused (1) if any defi-
ciency between the amount paid and the amount due
is paid within three months after the date the error
occurred or (2) if any deficiency between the amount
paid and the amount due is paid more than three
months after the date the error occurred and the pay-
ment is accompanied by a verified statement explain-
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ing how the error in good faith occurred and how
and when it was discovered. -

(dX1) Any attempt to fraudulently (i) establish
status as a small entity or (ii) pay fees as a small entity
shall be considered as a fraud practiced or attempted
on the Office.

(2) Improperly and through gross negligence (i) es-
tablishing status as a small entity or (ii) paying fees as
a small entity shall be considered as a fraud practiced
or attempted on the Office. See §§ 1.56(d) and 1.555
of this part.

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)
[47 FR 40140, Sept. 10, 1982, added effective Oct. 1, 1982; para.

(a), 49 FR 553, Jan. 4, 1984, effective date Apr. 1, 1984]
Subpart B—National Processing Provisions

PROSECUTION OF APPLICATION AND APPOINTMENT
OF ATTORNEY OR AGENT

Applicants may be represented by a regis-
tered attorney or agent.

An applicant for patent may file and prosecute his
or her own case, or he or she may be represented by
a registered attorney, registered agent, or other indi-
vidual authorized to practice before the Patent and
Trademark Office in patent cases. See §§ 10.6 and 10.9
of this subchapter. The Patent and Trademark Office
cannot aid in the selection of a registered attorney or
agent.

[OMB Control No. 0651-0011]
[S0 FR 5171, Feb. 6, 1985, effective date Mar. 8, 1985)

1.32 Prosecution by assignee.

The assignee of record of the entire interest in an
application for patent is entitled to conduct the pros-
ecution of the application to the exclusion of the in-
ventor.

133

1.31

Correspondence respecting patent applica-
tions, reexamination proceedings, and other
proceedings.

(a) The residence and post office address of the ap-
plicant must appear in the oath or declaration if not
stated elsewhere in the application. The applicant may
also specify and an attorney or agent of record may
specify a correspondence address to which communi-
cations about the application are to be directed. All
notices, official letters, and other communications in
the case will be directed to the correspondence ad-
dress or, if no such correspondence address is speci-
fied, to an attorney or agent of record (see § 1.34(b)),
or, if no attorney or agent is of record, to the appli-
cant, or to any assignee of record of the entire interest
if the applicant or such assignee so requests, or to an
assignee of an undivided part if the applicant so re-
quests, at the post office address of which the Office
has been notified in the case. Amendments and other
papers filed in the application must be signed: (1) By
the applicant, or (2) if there is an assignee of record
of an undivided part interest, by the applicant and
such assignee, or (3) if there is an assignee of record
of the entire interest, by such assignee, or (4) by an
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attorney or agent of record, or (5) by a registered at-
torney or agent not of record who acts in a represent-
ative capacity under the provisions of § 1.34(a).
Double correspondence with an applicant and his at-
torney or agent, or with more than one attorney or
agent, will not be undertaken. If more than one attor-
ney or agent be made of record and a correspondencs
address has not been specified, correspondence will be
held with the one last made of record.

(b) An applicant who has not made of record a reg-
istered attorney or agent may be required to state
whether he received assistance in the preparation or
prosecution of his application, for which any compen-
sation or consideration was given or charged, and if
so, to disclose the name or names of the person or
persons providing such assistance. This includes the
preparation for the applicant of the specification and
amendments or other papers to be filed in the Patent
and Trademark Office, as well as other assistance in
such matters, but does not include merely making
drawings by drafismen or stenographic services in
typing papers.

(c) All notices, official letters, and other communi-
cations for the patent owner or owners in a reexam-
ination proceeding will be directed to the attorney or
agent of record (see § 1.34(b)) in the patent file at the
address listed on the register of patent attorneys and
agents maintained pursuant to §§ 10.5 and 10.11 or, if
no attorney or agent is of record, to the patent owner
or owners at the address or addresses of record.
Amendments and other papers filed in a reexamina-
tion proceeding on behalf of the patent owner must
be signed by the patent owner, or if there is more
than one owner by all the owners, or by an attorney
or agent of record in the patent file, or by a registered
attorney or agent not of record who acts in a repre-
sentative capacity under the provisions of § 1.34(a).
Double correspondence with the patent owner or
owners and the patent owner’s attorney or agent, or
with more than one attorney or agent, will not be un-
dertaken. If more than one attorney or agent is of
record and a correspondence address has not been
specified, correspondence will be held with the last
attorney or agent made of record.

(d) A “correspondence address” or change thereto
may be filed with the Patent and Trademark Office
during the enforceable life of the patent. The “corre-
spondence address” will be used in any correspond-
ence relating to maintenance fees unless a separate
“fee .Jdress” has been specified. See § 1.363 for “fee
address” used solely for maintenance fee purposes.
[OMB Control Nos. 0651-0010 & 0651-0011}

[36 FR 12617, July 2, 1971; 46 FR 29181, May 28, 198]; para. (d)

added, 49 FR 34724, Aug. 31, 1984, effective date Nov. 1, 1984;
para. (c), 50 FR 5171, Feb. 6, 1985, cffective date Mar. 8, 1985}

1.34 Recognition for representation.

(a) When a registered attorney or agent acting in a
representative capacity appears in person or signs a
paper in practice before the Patent and Trademark
Office in a patent case, his or her personal appearance
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or signature shall constitute a- representation to the
Patent and Trademark Office that under the provi-
sions of this Subchapter and the law, he or she is au-
thorized to represent the particular party in whose
behalf he or she acts. In filing such a paper, the regis-
tered attorney or agent should specify his or her reg-
istration number with his or her signature. Further
proof of authority to act in a representative capacity
may be required.

(b) When an attorney or agent shall have filed his
or her power of attorney, or authorization, duly exe-
cuted by the person or persons entitled to prosecute
an application or a patent involved in a reexamination
proceeding, he or she is a principal attorney of record
in the case. A principal attorney or agent, so appoint-
ed, may appoint an associate attorney or agent who
shall also then be of record.

{OMB Control No. 0651-0011]

[46 FR 29181, May 29, 1981; para. (2), 50 FR 5171, Feb. 6, 1985,
effective date Mar. 8, 1985]

1.36 Revocation of power of attorney or au-
thorization; withdrawal of attorney or agent.

A power of attorney or authorization of agent may
be revoked at any stage in the proceedings of a case,
and an attorney or agent may withdraw, upon appli-
cation to and approval by the Commissioner. An at-
torney or agent, except an associate attorney or agent
whose address is the same as that of the principal at-
torney or agent, will be notified of the revocation of
the power of attorney or authorization, and the appli-
cant or patent owner will be notified of the with-
drawal of the attorney or agent. An assignment will
not of itself operate as a revocation of a power or au-
thorization previously given, but the assignee of the
entire interest may revoke previous powers and be
represented by an attorney or agent of the assignee’s
own selection. See § 1.613(d) for withdrawal of an at-
torney or agent of record in an interference.

[OMB Control No. 0651-0011]
[49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985}

WHO MAaY APPLY FOR A PATENT

141 Applicant for patent.

(a) A patent must be applied for in the name of the
actual inventor or inventors. Full names must be
stated, including the family name and at least one
given name without abbreviation together with any
other given name or initial.

(b) Unless the contrary is indicated the word “ap-
plicant” when used in these sections refers to the in-
ventor or joint invemtors who are applying for a
patent, or to the person mentioned in §61.42, 1.43, or
& 1.47 who is applying for a patent in place of the in-
ventor.

(c) Any person authorized by the applicant may file
an application for patent on behalf of the inventor or
inventors, but an oath or declaration for the applica-
tion (§1.63) can only be made in accordance with

§ 1.64.
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(d) A showing may be required from the person
filing the application that the filing was authorized

. where such authorization comes into question.
(35 U.S.C. 6, Pub. L. 97-247)

[48 FR 2708, Jan. 20, 1983, effective date Feb. 27, 1983; 48 FR
4285, Jan. 31, 1983}

142 When ‘the inventor is dead.

In case of the death of the inventor, the legal repre-
sentative (executor, administrator, etc.}) of the de-
ceased inventor may make the necessary oath or dec-
laration, and apply for and obtain the patent. Where
the inventor dies during the time intervening between
the filing of the application and the granting of a
patent thereon, the letters patent may be issued to the
legal representative upon proper intervention.

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2709, Jan. 20, 1983, effective date Feb, 27, 1983]

1.43 When the inventor is insane or legally in-
capacitated.

In case an inventor is insane or otherwise legally in-
capacitated, the legal representative (guardian, conser-
vator, etc.) of such inventor may make the necessary
oath or declaration, and apply for and obtain the
patent.

(35 US.C. 6, Pub. L. 97-247)
[48 FR 2709, Jan. 20, 1983, effective date Feb. 27, 1983)

1.44 Proof of authority.

In the cases mentioned in §§ 1.42 and 1.43, proof of
the power or authority of the legal representative
must be recorded in the Patent and Trademark Office
or filed in the application before the grant of a patent.

(35 US.C, 6, 111, 116, 117, 118)

1.48 Joint inventors,

(a) Joint inventors must apply for a patent jointly
and each must make the required oath or declaration:
neither of them alone, nor less than the entire number,
can apply for a patent for an invention invented by
them jointly, except as provided in § 1.47.

(b) Inventors may apply for a patent jointly even
though

(1) They did not physically work together or at the
same time,

(2) Each inventor did not make the same type or
-:aount of contribution, or

(3) Each inventor did not make a contribution to
the subject matter of every claim of the application.

(c) If mulitiple inventors are named in an applica-
tion, each named inventor must have made a contri-
bution, individually or jointly, to the subject matter of
at least one claim of the application and the applica-
tion will be considered to be a joint application under
35 U.S.C. 116.

{paras. (b) & (c), 47 FR 41274, Sept. 17, 1982, effective date Oct. 1,

1982; 48 FR 2709, Jan. 20, 1983, effective date Feb. 27, 1983; 50 FR
9379, Mar. 7, 1985, effective date May 8, 1985]
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146  Assigned inventions and patents.

In case the whole or a part interest in the invention
or in the patent to be issued is assigned, the applica-
tion must still be made or authorized to be made, and
an oath or declaration signed, by the inventor or one
of the persons mentioned in §§ 1.42, 1.43, or 1.47.
However, the patent may be issued to the assignee or
Jjointly to the inventor and the assignee as provided in
§ 1.334.

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2709, Jan. 20, 1983, effective date Feb. 27, 1983)

1.47 Filing when an inventor refuses to sign or
cannot be reached.

(a) If a joint inventor refuses to join in an applica-
tion for patent or cannot be found or reached after
diligent effort, the application may be made by the
other inventor on behalf of himself or herself and the
omitted inventor. The ocath or declaration in such an
application must be accompanied by a petition includ-
ing proof of the pertinent facts and by the required
fee (§ 1.17(h)) and must state the last known address
of the omitted inventor. The Patent and Trademark
Office shall forward notice of the filing of the applica-
tion to the omitted inventor at said address. Should
such notice be returned to the Office undelivered, or
should the address of the omitted inventor be un-
known, notice of the filing of the application shall be
published in the Official Gazette. The omitted inventor
may subsequently join in the application on filing an
oath or declaration of the character required by
€ 1.63. A patent may be granted to the inventor
making the application, upon a showing satisfactory
to the Commissioner, subject to the same rights which
the omitted inventor would have had if he or she had
been joined.

(b) Whenever an inventor refuses to execute an ap-
plication for patent, or cannot be found or reached
after diligent effort, a person to whom the inventor
has assigned or agreed in writing to assign the inven-
tion or who otherwise shows sufficient proprietary in-
terest in the matter justifying such action may make
application for patent on behalf of and as agent for
the inventor. The oath or declaration in such an appli-
cation must be accompanied by a petition including
proof of the pertinent facts and a showing that such
action is necessary to preserve the rights of the parties
or to prevent irreparabie damage, and by the required
fee (& 1.17(h)) and must state the last known address
of the inventor. The assignment, written agreemernt to
assign or other evidence of proprietary interest, or a
verified copy thereof, must be filed in the Patent and
Trademark Office. The Office shall forward notice of
the filing of the application to the inventor at the ad-
dress stated in the application. Should such notice be
returned to the Office undelivered, or should the ad-
dress of the inventor be unknown, notice of the filing
of the application shall be published in the Official
Gazette. The inventor may subsequently join in the
application on filing an oath or declaration of the
character required by § 1.63. A patent may be granted
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to the inventor upon a showing satisfactory to the
Commissioner. : - .

{35 U.S.C. 6, Pub. L. 97-247)

{47 FR 41275, Sept. 17, 1982, effective date Oct. 1, 1982; 48 Fl.
2709, Jan. 20, 1983, effective date Feb. 27, 1983}

148 Correction of inventorship.

(a) If the correct inventor or inventors are not
named in an application for patent through error
without any deceptive intention on the part of the
actual inventor or inventors, the application may be
amended to name only the actual inventor or inven-
tors. Such amendment must be diligently made and
must be accompanied by (a) a petition including a
statement of facts verified by the original named in-
ventor or inventors establishing when the error with-
out deceptive intention was discovered and how it oc-
curred; (b) an oath or declaration by each actual in-
ventor or inventors as required by § 1.63; (c) the fee
set forth in § 1.17(h); and (d) the written consent of
any assignee. When the application is involved in an
interference, the petition shall comply with the re-
quirements of this section and shall be accompanied
by a motion under § 1.634.

(b) If the correct inventors are named in the appli-
cation when filed and the prosecution of the applica-
tion results in the amendment or cancellation of
claims so that less than all of the originally named in-
ventors are the actual inventors of the invention being
claimed in the application, an amendment shall be
filed deleting the names of the person or persons wh
are not inventors of the invention being claimed. Th
amendment must be diligently made and shall be ac-
companied by:

(1) A petition including a statement indentifying
each named inventor who is being deleted and ac-
knowledging that the inventor’s invention is no longer
being claimed in the application, and

(2) The fee set forth in § 1.17(h).

(c) If an application discloses unclaimed subject
matter by an inventor or inventors not named in the
application, the application may be amended pursuant
to paragraph (2) of this section to add claims to the
subject matter and name the correct inventors for the
application.

[OMB Control No. 0651-0018]

[48 FR 2709, Jan. 20, 1983, effective date Feb. 27, 1983; 49 FR
48416, Dec. 11, 1984, effective date Feb. 11, 1985; 50 FR 9379,
»e 7, 1985, effective date May 8, 1985]

THE APPLICATION

1.51 General requisites of an application.

(a) Applications for patents must be made to the
Commissioner of Patents and Trademarks. A com-
plete application comprises:

(1) A specification, including a claim or claims, see
§6 1.71 to 1.77.

(2) An oath or declaration, see §§ 1.63 and 1.68.

(3) Drawings, when necessary, see §§ 1.81 to 1.8’
(4) The prescribed filing fee, see § 1.16.
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(b) Applicants are encouraged to file an information
disclosure statement. See §§ 1.97 through 1.99.

(c) Applicants may desire and are permitted to file
with, or in, the application an authorization to charge,
at any time during. the pendency- of the application,
any fees required under any of §§ 1.16 to 1.18 to a de-
posit account established and maintained in:accord-
ance with § 1.25.

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)

{42 FR 5593, Jan. 28, 1977; paras. (a) & (c), 47 FR 41275, Sept. 17,
1982, effective date Oct. 1, 1982 paras. (a) & (b), 48 FR 2709, Jan.
20, 1983, effective date Feb. 27, 1983]

1.52 Langusage, paper, writing, margins.

(a) The application, any amendments or corrections
thereto, and the oath or declaration must be in the
English language except as provided for in § 1.69 and
paragraph (d) of this section, or be accompanied by a
verified translation of the application and a translation
of any corrections or amendments into the English
language. All papers which are to become a part of
the permznent records of the Patent and Trademark
Office must be legibly written, typed, or printed in
permanent ink or its equivalent in quality. All of the
application papers must be presented in a form having
sufficient clarity and contrast between the paper and
the writing, typing, or printing thereon to permit the
direct reproduction of readily legible copies in any
number by use of photographic, electrostatic, photo-
offset, and microfilming processes. If the papers are
not of the required quality, substitute typewritten or
printed papers of suitable quality may be required.

(b) The application papers (specification, including
claims, abstract, oath or declaration, and papers as
provided for in §§1.42, 143, 147, etc.) and also
papers subsequently filed, must be plainly written on
but one side of the paper. The size of all sheets of
paper should be 8 to 8% by 10% to 13 inches (20.3 to
21.6 cm. by 26.6 to 33.0 cm.). A margin of at least ap-
proximately one inch (2.5 cm.) must be reserved on
the left-hand of each page. The top of each page of
the application, including claims must have a margin
of at least approximately % inch (2 cm.). The lines of
text must not be crowded too closely together; type-
written lines should be 1% or double spaced. The
pages of the application, including claims and ab-
stract, should be numbered consecutively, starting
with 1, the numbers being centrally located above or
preferably, below, the text.

(c) Any interlineation, erasure, cancellation of other
alteration of the application papers filed must be made
before the signing of any accompanying oath or dec-
laration pursuant to § 1.63 referring to those applica-
tion papers and should be dated and initialed or
signed by the applicant on the same sheet of paper.
No such alterations in the application papers are per-
missible after the signing of an oath or declaration re-
ferring to those application papers (§ 1.56(c)). After
the signing of the oath or declaration referring to the
application papers, amendments may only be made in
the manner provided by §§ 1.121 and 1.123-1.125.
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.+ {d).An application may. be filed in a language other
than English. A verified English transiation of  the
- non-English-language application and the fee set forth
in § 1.17(k) are required to be filed with the applica-
tion or within such time as may be set by the Office.

[OMB Control No. 0651-0011}
(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247; 15
US.C. 1113, 1123)

{43 FR 20462, May 11, 1978; paras. (a) & (d), 47 FR 41275, Sept.
17, 1982, effective date Oct. 1, 1982; para. (c), 48 FR 2709, Jan. 20,
1983, effective date Feb. 27, 1983; para. (d), 49 FR 554, Jan. 4,
1984, effective date Apr. 1, 1984)

1.53 Serial number, filing date, and completion
of application.

(a) Any application for a patent received in the
Patent and Trademark Office will be assigned a serial
number for identification purposes.

(b) The filing date of an application for patent is the
date on which (1) a specification containing a descrip-
tion pursuant to § 1.71 and at least one claim pursuant
to § 1.75, and (2) any drawing required by § 1.81(a),
are filed in the Patent and Trademark Office in the
name of the actual inventor or inventors as required
by § 1.41. No new matter may be introduced into an
application after its filing date (§ 1.118).

(c) If any application is filed without the specifica-
tion or drawing required by paragraph (b) of this sec-
tion, applicant will be so notified and given a time
period within which to submit the omitted specifica-
tion or drawing in order to obtain a filing date as of
the date of filing of such submission. If the omission is
not corrected within the time period set, the applica-
tion will be returned or otherwise disposed of: the fee,
if submitted, will be refunded less a $15.00 handling
fee.

(d) If an application which has been accorded a
filing date pursuant to paragraph (b) of this section
does not include the appropriate filing fee or an oath
or declaration by the applicant, applicant will be so
notified, if a correspondence address has been provid-
ed, and given a period of time within which to file
the fee, oath, or declaration and to pay the surcharge
as set forth in § 1.16(e) in order to prevent abandon-
ment of the application. If the required filing fee is
not timely paid, or if the processing and retention fee
set forth in § 1.21(1) is not paid within one year of the
date of mailing of the notification required by this
paragraph, the application will be disposed of. No
« pies will be provided or certified by the Office of
an application which has been disposed of or in which
neither the reguired basic filing fee nor the processing
and retention fee has been paid. The notification pur-
suant to this paragraph may be made simultaneously
with any notification pursuant to paragraph (c) of this
section. If no correspondence address is included in
the application, applicant has two months from the
filing date to file the fee, oath or declaration and to
pay the surcharge as set forth in § 1.16(e) in order to
prevent abandonment of the application or one year
from the filing date to pay the processing and reten-
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tion fee set forth in § 1.21(1) to prevent ‘disposal of the
application. . ~ SRR »

(e) ‘An application for a patent will not be placed
upon the files. for examination until all -its required
parts, complying with the rules relating thereto, are
received, except that certain minor informalities may
be waived subject to subsequent correction whenever
required.

(f) The filing date of an international application
designating the United States of America shall be
treated as the filing date in the United States of
America under PCT Articie 11(3), except as provided
in 35 U.S.C. 102(e)

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2709, Jan. 20, 1983, effective date Feb. 27, 1983; paras. (b)

& (d), 49 FR 554, Jan. 4, 1984, effective date Apr. 1, 1984; para.
(c), 50 FR 31826, Aug. 6, 1985, effective date Oct. 5, 1985}

1.54 Parts of application to be filed together;
filing receipt.

(a) It is desirable that all parts of the complete ap-
plication be deposited in the Office together; other-
wise a letter must accompany each part, accurately
and clearly connecting it with the other parts of the
application. See § 1.53 with regard to completion of
an application.

(b) Applicant will be informed of the application
serial number and filing date by a filing receipt.

(35 US.C. 6, Pub. L. 97-247)
[48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983]

1.58 Claim for foreign priority.

(a) An applicant may claim the benefit of the filing
date of a prior foreign application under the condi-
tions specified in 35 U.S.C. 119 and 172. The claim to
priority need be in no special form and may be made
by the attorney or agent if the foreign application is
referred to in the oath or declaration as required by
§ 1.63. The claim for priority and the certified copy
of the foreign application specified in the second para-
graph of 35 U.S.C. 119 must be filed in the case of
interference (§ 1.630) when necessary to overcome the
date of a reference relied upon by the examiner; or
when specifically required by the examiner; and in all
other cases they must be filed not later than the date
the issue fee is paid. If the papers filed are not in the
English language, a2 translation need not be filed
except in the three particular instances specified in the
preceding sentence, in which event a sworn transla-
tion or a translation certified as accurate by a sworn
or official translator must be filed. If the priority
papers are submitted after the date the issue fee is
paid, they must be accompanied by a petition request-
ing their entry and the fee set forth in § 1.17(i).

(b) An applicant may under certain circumstances
claim priority on the basis of an application for an in-
ventor’s certificate in a country granting both inven-
tor’s certificates and patents. When an applicant
wishes to claim the right of priority as to a claim or
claims of the application on the basis of an application
for an inventor’s certificate in such a country under
35 U.S.C. 119, last paragraph (as amended July 28,
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1972), the applicant ‘or his or her attorney or ‘agent,

when submitting a claim for such right as specified in

- paragraph (a) of ‘this section, shall include an affidavi

or - declaration including a- specific statement " that,
upon ‘an. investigation, he ‘or she has satisfied himself
or herself that to the best of his or her knowledge the
applicant, when filing his or her application for the in-
ventor’s certificate, had the option to file an applica-
tion either for a patent or an inventor’s certificate as
to the subject matter of the identified claim or claims
forming the basis for the claim of priority.

(35 US.C. 6, Pub. L. 97-247)

[para. (b), 47 FR 41275, Sept. 17, 1982, effective date Oct. 1, 1982;
48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983; para. (b), 49
FR 554, Jan. 4, 1984, effective date Apr. 1, 1984; para. (a), 49 FR
48416, Dec. 12, 1984, effective date Feb. 11, 1985)

1.56 Duty of disclosure; fraud; striking or re-
jection of applications.

(@) A duty of candor and good faith toward the
Patent and Trademark Office rests on the inventor, on
each attorney or agent who prepares or prosecutes
the application and on every other individual who is
substantively involved in the preparation or prosecu-
tion of the application and who is associated with the
inventor, with the assignee or with anyone to whom
there is an obligation to assign the application. All
such individuals have a duty to disclose to the Office
information they are aware of which is material to the
examination of the application. Such information is
material where there is a substantial likelihcod that
reasonable examiner would consider it important in
deciding whether to allow the application to issue as a
patent. The duty is commensurate with the degree of
involvement in the preparation or prosecution of the
application.

(b) Disclosures pursuant to this section must be ac-
companied by a copy of each foreign patent docu-
ment, non-patent publication, or other non-patent item
of information in written form which is being dis-
closed or by a statement that the copy is not in the
possession of the person making the disclosure and
may be made to the Office through an attorney or
agent having responsibility for the preparation or
prosecution of the application or through an inventor
who is acting in his or her own behalf. Disclosure to
such an attorney, agent or inventor shall satisfy the
duty, with respect to the information disclosed, of any
other individual. Such an attorney, agent or inventor
kas no duty to transmit information which is not ma-
werial to the examination of the application.

(c) Any application may be stricken from the files
if:

(1) An oath or declaration pursuant to § 1.63 is
signed in blank;

(2) An oath or declaration pursuant to § 1.63 is
signed without review therecof by the person making
the oath or declaration;

(3) An oath or declaration pursuant to §1.63 1.
signed without review of the specification, including
the claims, as required by § 1.63(b); or
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- (4) The application papers filed in the Office are al-
tered after the signing of an oath or declaration pursu-
ant to § 1.63 referring to those application papers.

(d) No patent will be granted on an application in
connection with which fraud on the Office was prac-
-ticed or attempted or the duty of disclosure was vio-
lated through bad faith or gross negligence. The
claims in an application shall be rejected if upon ex-
amination pursuant to 35 U.S.C. 131 and 132, it is es-
tablished by clear and convincing evidence (1) that
any fraud was practiced or attempted on the Office in
connection with the application, or in connection
with any previous application upon which the appli-
cation relies, or (2) that there was any violation of the
duty of disclosure through bad faith or gross negli-
gence in connection with the application, or in con-
nection with any previous application upon which the
application relies.

(e) The examination of an application for compli-
ance with paragraph (d) of this section will normally
be delayed until such time as (1) all other matters are
resolved, or (2) appellant’s reply brief pursuant to
§ 1.193(b) has been received and the application is
otherwise prepared for consideration by the Board of
Appeals, at which time the appeal will be suspended
for examination pursuant to paragraph (d) of this sec-
tion. The prosecution of the application will be re-
opened to the extent necessary to conduct the exami-
nation pursuant to paragraph (d) of this section in-
cluding any appeal pursuant to § 1.191. If an appeal
has already been filed based on a rejection on other
grounds, any further rejection under this section shail
be treated in accordance with § 1.193(c).

(f) Any member of the public may seek to have an
application stricken from the files pursuant to para-
graph (c) of this section by filing a timely petition to
strike the application from the files. Any such timely
petition and any accompanying papers will be entered
in the application file if the petition and accompany-
ing papers (1) specifically identify the application to
which the petition is directed, and (2) are either
served upon the applicant in accordance with § 1.248,
or filed with the Office in duplicate in the event serv-
ice is not possible. Any such petition filed by an attor-
ney or agent must be in compliance with § 10.18.

(g) A petition to strike an application from the files
submitted in accordance with the second sentence of
paragraph (f) of this section will be considered by the
Office. An acknowledgement of the entry of such a
petition in a reissue application file will be sent to the
member of the public filing the petition. A member of
the public filing such a petition in an application for
an original patent will not receive any communica-
tions from the Office relating to the petition, other
than the return of a self-addressed postcard which the
member of the public may include with the petition in
order to receive an acknowledgement by the Office
that the petition has been received. The Office will
communicate with the applicant regarding any such
petition entered in the application file and may re-
quire the applicant to respond to the Office on mat-
ters raised by the petition. The active participation of
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the member of the public filing a petition pursuant to
paragraph (f) of this section ends with the filing of the
petition and no further submission on behalf of the pe-
titioner will be acknowledged or considered unless
such submission raises new issues which could not
have been eariier presented, and thereby constitutes a
new petition. '

(h) Any member of the public may seek to have the
claims in an application rejected pursuant to para-
graph (d) of this section by filing a timely protest in
accordance with § 1.291. Any such protest filed by an
attorney or agent must be in compliance with § 10.18.

(i) The Office may require applicant to supply in-
formation pursuant to paragraph (a) of this section in
order for the Office to decide any issues relating to
paragraphs (c) and (d) of this section which are r.i . J
by a petition or a protest, or are otherwise disc . ..ed
by the Office.

(j) If any disclosure pursuant to this section does
not include a copy of each foreign patent document,
non-patent publication, or other non-patent item of in-
formation in written form which is being disclosed or
a statement that a copy thereof is not in the posses-
sion of the person making the disclosure, applicant
will be so notified and given a period of time within
which to file the copy or a statement that a copy is
not in the possession of the person making the disclo-
sure. The time period set may be extended under
§ 1.130.

[OMB Control No. 0651-0011]

(35 U.S.C. 6, Pub. L. 97-247)

{42 FR 5593, Jan. 28, 1977; paras. (d) & (e)-(i), 47 FR 21751, May
19, 1982, effective date July 1, 1982 para. (c), 48 FR 2710, Jan. 20,
1983, effective date Feb. 27, 1983; paras. (b) & (j), 49 FR 554, Jan.
4, 1984, effective date Apr. 1, 1984; paras. (d) & (h), 50 FR 5171,
Feb. 6, 1985, effective date Mar. 8, 1985]

§ 1.57 [Reserved)

48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983]

1.58 Chemical and mathematical formulas and
tables. ‘

(a) The specification, including the claims, may
contain chemical and mathematical formulas, but shall
not contain drawings or flow diagrams. The descrip-
tion portion of the specification may contain tables;
claims may contain tables either if necessary to con-
form to 35 U.S.C. 112 or if otherwise found to be de-
sirable.

{0) All tables and chemical and mathematical for-
mulas in the specification, including claims, and
amendments thereto, must be on paper which is flexi-
ble, strong, white, smooth, nonshiny, and durable in
order to permit use as camera copy when printing
any patent which may issue. A good grade of bond
paper is acceptable; watermarks should not be promi-
nent. India ink or its equivalent, or solid black type-
writer, should be used to secure perfectly black solid
lines.

(c) To facilitate camera copying when printing, the
width of formulas and tables as presented should be
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limited normally to 5 inches (12.7 cm.) so that it may
appesr as a single column in the printed patent If it is
not possible to limit the width of a formula or table to
5 inches (12.7 cm.), it is permissible to present the for-
mula or table with a maximum width of 10% inches
(213 cm.) and to place it sxdeways on the sheet.
Typewritten characters used in such formulas and
tables must be from a block (nonscript) type font or
lettering style having capital letters which are at least
0.08 inch (2.1 mm.) high (e.g., elite type). Hand letter-
ing must be neat, clean, and have a minimum charac-
ter height of 0.08 inch (2.1 mm.). A space at least Y
inch (6.4 mm.) high should be provided between com-
plex formulas and tables and the text. Tables should
have the lines and columns ¢f data closely spaced to
conserve space, consistent with high degree of legibil-
ity.

(Pub. L. 94-131. 89 Stat. 685)

[43 FR 20463, May 11, 1978}

1.59 Papers of application with filing date not
to be returned.

Papers in an application which has received a filing
date pursuant to § 1.53 will not be returned for any
purpose whatever. If applicants have not preserved
copies of the papers, the Office will furnish copies at
the usual cost of any application in which either the
required basic filing fee (§ 1.16) or the processing and
retention fee (§ 1.21(1)) has been paid. See § 1.618 for
return of unauthorized and improper papers in inter-
ferences.

[48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983; 49 FR 554,
Jan. 4, 1984, effective date Apr. 1, 1984; 49 FR 48416, Dec. 12,
1984, 50 FR 23123, May 31, 1985, effective date Feb. 11, 1985}

1.60 Continuation or divisional application for
invention disclosed in a prior application,

(a) A continuation or divisional application (filed
under the conditions specified in 35 U.S.C. 120 or 121
and § 1.78(a)), naming as inventors the same or less
than all the inventors named in a prior application and
which discloses and claims only subject matter dis-
closed in the prior application may be filed as a sepa-
rate application before the patenting or abandonment
of or termination of proceedings on the prior applica-
tion.

(b) An applicant may omit signing of the oath or
declaration in a continuation or divisional application
if (1) the prior application was a complete application
as set forth in §1.51(a), (2) applicant files a true copy
of the prior complete application as filed including
the specification (including claims), drawings, oath or
declaration showing the signature or an indication it
was signed, and any amendments referred to in the
oath or declaration filed to complete the prior appli-
cation, and (3) the inventors named in the continu-
ation or divisional application are the same or less
than all the inventors named in the prior application.
The copy of the prior application must be accompa-
nied by a statement that the application papers filed
are a true copy of the prior application and that no
amendments referred to in the oath or declaration
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filed to complete the prior application mtroduced new
matter therein. Su\.h statement miust be by the appll-
cant or appllcants attorney or agent and must be a
verified statement if made by a person no: registered
to practice before the Patent and Trademark Office.
Only amendments reducing the number of claims or
adding a reference to the prior application (§ 1.78(a))
will be entered before calculating the filing fee and
granting the filing date. If the continuation or divi-
sional application is filed by less than all the inventors
named in the prior application a statement must ac-
company the application when filed requesting dele-
tion of the names of the person or persons who are
not inventors of the invention being claimed in the
continuation or divisional application.

{OMB Control No. 0651-0011}

[48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983; 49 FR 554,
Jan. 4, 1984, effective date Apr. 1, 1984; 50 FR 9379, Mar. 7, 1985,
effective date May 8, 1985]

1.61 Filing of applications in the United States
of America as a Designated Office.

(a) To maintain the benefit of the international
filing date and cobtain an examination as to the patent-
ability of the invention in the United States, the appli-
cant shall furnish to the U.S. Patent and Trademark
Office not later than the expiration of 20 months from
the priority date: (1) A copy of the international ap-
plication with any amendments under PCT Article 19,
unless it has been previously communicated by the
International Bureau or unless it was originally filed
in the U.S. Patent and Trademark Office; (2) a trans-
lation of the international application and a translation
of any amendments under PCT Article 19 into the
English language, if originally filed in another lan-
guage; (3) the national fee (sce § 1.445(a)(4)); and (4)
an oath or declaration of the inventor (see § 1.70).

(b) If the translation of the international application,
oath or declaration, and national fee have not been
submitted by the applicant within twenty (20) months
from the priority date, such requirements may be met
within twenty-two (22) months from the priority date.
The payment of the surcharge set forth in
§ 1.445(a)(5) is required as a condition for accepting
the national fee or the oath or declaration later than
20 months after the priority date. The payment of the
processing fee set forth in § 1.445(a)(6) is required for
acceptance of an English translation later than 20
months after the priority date. Failure to comply with
these requirements will result in abandonment of the
apy-cation. The provisions of § 1.136 do not apply to
the 22 month period of this section.

(¢) If a copy of the amen:iments under PCT Article
19 is not communicated by the International Bureau
or a copy thereof and any necessary English transla-
tion thereof is not received by the end of 20 months
from the priority date, such failure will be regarded as
cancellation of the amendments under PCT Article 19
in the international application.

(d) Verification of the translation of the internation-
al application or any other document pertaining to an
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international appllcatlon may be requlred where it ls'

considered necessary, if the international appllcatlon
or other document was filed in a language other than
English.

[50 FR 9380, Mar. 7, 1935 effecnve date May 8, 1985]

1.62 File wrapper continuing procedure.

(@) A continuation, continuation-in-part, or division-
al application, which uses the specxﬁcatlon, drawings
and oath or declaration from a prior complete appli-
cation (§ 1.51(a)) which is to be abandoned, may be
filed before the payment of the issue fee, abandon-
ment of, or termination of proceedings on the prior
application. The filing date of an application filed
under this section is the date on which a request is
filed for an application under this section including
identification of the Serial Number, filing date, and
applicant’s name of the prior complete application. If
the continuation, continuation-in-part, or divisional
application is filed by less than all the inventors
named in the prior application a statement must ac-
company the application when filed requesting dele-
tion of the names of the person or persons who are
not inventors of the invention being claimed in the
continuation, continuation-in-part, or divisional appli-
cation.

(b) The filing fee for a continuation, continuation-
in-part, or divisional application under this section is
based on the number of claims remaining in the appli-
cation after entry of any preliminary amendment and
entry of any amendments under § 1.116 unentered in
the prior application which applicant has requested to
be entered in the continuing application.

(c) In the case of a continuation-in-part application
which adds and claims additional disclosure by
amendment, an oath or declaration as required by
8§ 1.63 must also be filed. In those situations where a
new oath or declaration is required due to additional
subject matter being claimed, additional inventors
may be named in the continuing application. In a con-
tinuation or divisional application which discloses and
claims only subject matter disclosed in a prior appli-
cation, no additional oath or declaration is required
and the application must name as inventors the same
or less than all the inventors named in the prior appli-
cation.

(d) If an application which has been accorded a
filing date pursuant to paragraph (2) of this section
does not include the appropriate basic filing fee pursu-
ant to paragraph (b) of this section, or an oath or dec-
faration by the applicant in the case of a continuation-
in-part application pursuant to paragraph (c) of this
section, apphcant will be so notified and given a
period of time within which to file the fee, oath, or
declaration and to pay the surcharge as set forth in
8 1.16(e) in order to prevent abandonment of the ap-
plication. The notification pursuant to this paragraph
may be made simultaneously with any notification of
a defect pursuant to paragraph (2) of this section.

(e) An application filed under this section will uti-
lize the file wrapper and contents of the prior applica-
tion to constitute the new continuation, continuation-
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-part, or dxvmonal apphcatlon but w1ll be a.smgned a
new application serial number. S

(f) The filing of an- apphcatlon under thxs section
will be construed to include a waiver of secrecy by
the applicant under 35 U.S.C. 122 to the extent that
any member of the public who is entitled. under the
provisions of 37 CFR 1.14 to access to, or information
concerning eitber the prior application or any con-
tinuing -application filed under the provisions of this
section may be given similar access to, or similar in-
formation concerning, the other application(s) in the
file wrapper.

(g) The filing of a request for a continuing applica-
tion under this section will be considered to be a re-
quest to expressly abandon the prior application as of
the filing date granted the continuing application.

(h) The applicant is urged to furnish the following
information relating to the prior and continuing appli-
cations to the best of his or her ability:

(1) Title as originally filed and as last amended;

(2) Name of applicant as originally filed and as last
amended;

(3) Current correspondence address of applicant;

(4) Identification of prior foreign application and
any priority claim under 35 U.S.C. 119.

(5) The title of the invention and names of the ap-
plicants to be named in the continuing application.

(i) Envelopes containing only application papers
and fees for filing under this section should be marked
“Box FWC".

[OMB Control No. 0651-0011]
(35 US.C. 6, Pub, L. 97-247)

{47 FR 47244, Oci. 25, 1982, added effective Feb, 27, 1983; 48 FR
2710, Jan. 20, 1983, effective date Feb. 27, 1983; paras. (a) & (d), 49
FR 555, Jan. 4, 1984, effective date Apr. 1, 1984; paras. (a), (c) &
(h), 50 FR 9380, Mar. 7, 1985, effective date May 8, 1985)

OATH OR DECLARATION

1.63 Qath or declaration.

(a) An oath or declaration filed under § 1.51(a)(2) as
a part of an application must:

(1) Be executed in accordance with either § 1.66 or
§ 1.68;

(2) Xdentify the specification to which it is directed;

(3) Identify each inventor and the residence and
country of citizenship of each inventor; and

(4) State whether the inventor is a sole or joint in-
ventor of the invention claimed.

(b) In addition to meeting the requirements of para-
graph (a), the oath or declaration must state that the
person making the oath or declaration:

(1) Has reviewed and understands the contents of
the specification, including the claims, as amended by
any amendment specifically referred to in the oath or
declaration;

(2) Believes the named inventor or inventors to be
the original and first inventor or inventors of the sub-
ject matter which is claimed and for which a patent is
sought; and
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(3) Acknowledges the duty to disclose information

which is material to the examination of the appllca-'

tlon in accordance with § 1.56(a).’

(c) In addition to meeting the requirements of para-
graphs (a) and (b) of this section, the oath or declara-
tion in any application in which a claim for foreign
-priority is made pursuant to § 1.55 must identify the
foreign application for patent or inventor’s certificate
on which priority is claimed, and any foreign applica-
tion having a filing date before that of the application
on which priority is claimed, by specifying the appli-
cation number, country, day, month and year of its
filing.

(d) In any continuation-in-part application filed
under the conditions specified in 35 U.S.C. 120 which
discloses and claims subject matter in addition to that
disclosed in the prior copending application, the oath
or declaration must also state that the person making
the oath or declaration acknowledges the duty to dis-
close material information as defined in § 1.56(a)
which occurred between the filing date of the prior
application and the national or PCT international
filing date of the continuation-in-part application.
[OMB Contro! No. 0651-0011]

(35 US.C. 6, Pub. L. 97-247)
[48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983; 48 FR
4285, Jan. 31, 1983]

1.64 Person making oath or declaration.

(a) The oath or declaration must be made by all of
the actual inventors except as provided for in §§ 1.42,
1.43, or 1.47.

(b) If the person making the oath or declaration is
not the inventor (§§ 1.42, 1.43, or 1.47), the oath or
declaration shall state the relationship of the person to
the inventor and, upon information and belief, the
facts which the inventor is required to state.

[OMB Control No. 0651-0011}
(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983]

1.66 Officers authorized to administer oaths,

(a) The oath or affirmation may be made before any
person within the United States authorized by law to
administer oaths. An oath made in a foreign country
may be made before any diplomatic or consular offi-
cer of the United States authorized to administer
oaths, or before any officer having an official seal and
authorized to administer oaths in the foreign country
in which the applicant may be, whose authority shall
be proved by a certificate of a diplomatic or consular
officer of the United States, or by an apostille of an
official designated by a foreign country which, by
treaty or convention, accords like effect to apostilles
of designated officials in the United States. The oath
shall be attested in all cases in this and other coun-
tries, by the proper official seal of the officer before
whom the oath or affirmation is made. Such oath or
affirmation shall be valid as to execution if it complies
with the laws of the State or country where made.
When the person before whom the oath or affirmation
is made in this country is not provided with a seal, his
official character shall be established by competent
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evidence, as by a certificate from a clerk of a court of
record or other | proper officer having a seal.

(b) When the oath is taken before an officer in a
country foreign to the United States, any accompany-
ing application papers, except the drawings, must be
attached together with the oath and a ribbon passed
one or more times through all the sheets of the appli-
cation, except the drawings, and the ends of said
ribbon brought together under the seal before the
latter is affixed and impressed, or each sheet must be
impressed with the official seal of the officer before
whom the oath is taken. If the papers as filed are not
properly ribboned or each sheet impressed with the
seal, the case will be accepted for examination, but
before it is allowed, duplicate papers, prepared in
compliance with the foregoing sentence, must be
filed.

[OMB Control No. 0651-0011)
(35 U.S.C. 6 15 US.C. 1113, 1123)
[47 FR 41275, Sept. 17, 1982, effective date Oct. 1, 1982}

1.67 Supplemental eath or declaration.

(a) A supplemental oath or declaration meeting the
requirements of § 1.63 may be required to be filed to
correct any deficiencies or inaccuracies present in an
earlier filed oath or declaration.

(®) A supplemental oath or declaration meeting the
requirements of § 1.63 must be filed: (1) When a claim
is presented for matter originally shown or described
but not substantially embraced in the statement of in-
vention or claims originally presented; and (2) When
an oath or declaration submitted in accordance with
§ 1.53(d) after the filing of the specification and any
required drawings specifically and improperly refers
to an amendment which includes new matter. No new
matter may be introduced into an application after its
filing date even if a supplemental oath or declaration
is filed (§ 1.53(b); § 1.118). In proper cases the oath or
declaration here required may be made on informa-
tion and belief by an applicant other than inventor.

[G#B Control No. 0651-0011])
(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2711, Jan. 20, 1983, effective date Feb. 27, 1983]

1.68 Declaration in lieu of oath.

Any document to be filed in the Patent and Trade-
mark Office and which is required by any law, rule,
or other regulation to be under cath may be sub-
scribed to by a written declaration. Such declaration
may be used in lieu of the oath otherwise required, if,
and only if, the declarant is on the same document,
warned that willful false statements and the like are
punishable by fine or imprisonment, or both (18
U.S.C. 1001) and may jeopardize the validity of the
application or any patent issuing thereon. The declar-
ant must set forth in the body of the declaration that
all statements made of the declarant’s own knowledge
are true and that all statemenis made on information
and belief are believed to be true.

[OMB Control No. 0651-0011])
[49 FR 48416, Dcc. 12, 1984, effective date Feb. 11, 1985)
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1.69

(a) Whenever an individual makmg an. oath or dec-
laration cannot understand English, the oath or decla-
ration must be in a language that such individual can
understand and shall state that such individual under-
stands the content of any documents to which the
oath or declaration relates. -

(b) Unless the text of any oath or declaration in a
language other than English is a form provided or ap-
proved by the Patent and Trademark Office, it must
be accompanied by a verified English translation,
except that in the case of an oath or declaration filed
under §1.63, the translation may be filed in the Office
no later than two months from the date applicant is
notified to file the translation.

[OMB Control No. 0651-0011]
(35 U.S.C. 6, Pub. L. 97-247)

[42 FR 5594, Jan. 28, 1977, para. (b), 48 FR 2711, Jan. 20, 1983,
effective date Feb. 27, 1983]

1.70 QOath or declaration under 35 U.S.C.
371(c¥4).

(a) When an applicant of an international applica-
tion, if the inventor, desires to enter the national stage
under 35 U.S.C. 371, he or she must file an oath or
declaration in accordance with § 1.63.

(b) If the international application was made as pro-
vided in §§ 1.422, 1.423 or 1.425, the applicant shall
state his or her relationship to the inventor and, upon
information and belief, the facts which the inventor is
required by this section to state.

[OMB Control No. 0651-0011}

(Pub. L. 94-131, §9 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)

{43 FR 20463, May 11, 1978; 48 FR 2712, Jan. 20, 1983, effective
date Feb. 27, 1983]

SPECIFICATION
AUTHORITY: Secs. 1.71 to 1.79 also issued under 35 U.S.C. 112,

1.71 Detailed description and specification of
the invention.

(a) The specification must include a written descrip-
tion of the invention or discovery and of the manner
and process of making and using the same, and is re-
quired to be in such full, clear, concise, and exact
terms as to enable any person skilled in the art or sci-
ence to which the invention or discovery appertains,
or with which it is most neariy connected, to make
and use the same.

(b) The specification must set forth the precise in-
vention for which a patent is solicited, in such manner
as to dlstmgmsh it from other inventions and from
what is old. It must describe completely a specific
embodiment of the process, machine, manufacture,
composition of matter or lmprovement invented, and
must explain the mode of operation or principle
whenever applicable. The best mode contemplated by
the inventor of carrying out his invention must be set
forth.

(c) In the case of an improvement, the specification
must particularly point out the part or parts of the

Forexgn language oatlis and’ declaratlons."
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process, machine, manufacture, or” composition of-
matter to which the improvement relates, and the de-

scnptlon should be confined to the specific improve-

ment and to such parts as ‘necessarily cooperate with

it or as may be necessary to a complete understanding

or descnptxon of it.

172 Title and abstract.

(a) The title of the invention, which should be as
short and specific as possible, should appear as a
heading on the first page of the specification, if it
does not otherwise appear at the beginning of the ap-
plication.

(b) A brief abstract of the technical disclosure in
the specification must be sct forth on a separate sheet,
preferably following the claims under the heading
“Abstract of the Disclosure.” The purpose of the ab-
stract is to enable the Patent and Trademark Office
and the public generally to determine quickly from a
cursory inspection the nature and gist of the technical
disclosure. The abstract shall not be used for inter-
preting the scope of the claims.

(Pub. L. 94-131, 89 Stat. 685)
[31 FR 12922, Oct. 4, 1966; 43 FR 20464, May 11, 1978}

1.73 Summary of the invention.

A brief summary of the invention indicating its
nature and substance, which may include a statement
of the object of the invention, should precede the de-
tailed description. Such summary should, when set
forth, be commensurate with the invention as claimed
and any object recited should be that of the invention
as claimed.

1.74 Reference to drawings.

When there are drawings, there shall be a brief de-
scription of the several views of the drawings and the
detailed description of the invention shall refer to the
different views by specifying the numbers of the fig-
ures and to the different parts by use of reference let-
ters or numerals (preferably the latter).

1.75 Claim(s).

(a) The specification must conclude with a claim
pariicularly pointing out and distinctly claiming the
subject matter which the applicant regards as his in-
vention or discovery.

(b) More than one claim may be presented provided
they differ substantially from each other and are not
unduly multiplied.

(c) One or more claims may be presented in de-
pendent form, referring back to and further limiting
another claim or clazims in the same application. Any
dependent claim which refers to more than one other
claim (“multiple dependent claim”) shall refer to such
other claims in the alternative only. A multiple de-
pendent claim shall not serve as a basis for any other
multiple dependent claim. For fee calculation pur-
poses under § 1.16, a multiple dependent claim will be
considered to be that number of claims to which
direct reference is made therein. For fee calculation
purposes, also, any claim depending from a multiple
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dependent claim wnll be considered to be that number
of claims to which direct reference is made in that
multiple dependent claim. In addition to the other
filing fees, any original application which is filed
with, or is amended to include, multiple dependent
claims must have paid therein the fee set forth in
§ 1.16(d). Claims in dependent form shall be construed
to include all the limitations of the claim incorporated
by reference into the dependent claim. A multiple de-
pendent claim shall be construed to incorporate by
reference all the limitations of each of the particular
claims in relation to which it is being considered.

(d)(1) The claim or claims must conform to the in-
vention as set forth in the remainder of the specifica-
tion and the terms and phrases used in the claims
must find clear support or antecedent basis in the de-
scription so that the meaning of the terms in the
claims may be ascertainable by reference to the de-
scription. (See § 1.58(a).)

(2) See §§ 1.141 to 1.146 as to claiming different in-
ventions in one application.

(e) Where the nature of the case admits, as in the
case of an improvement, any independent claim
should contain in the following order: (1) A preamble
comprising a general description of all the elements or
steps of the claimed combination which are conven-
tional or known, (2) a phrase such as “wherein the
improvement comprises,” and (3) those elements,
steps and/or relationships which constitute that por-
tion of the claimed combination which the applicant
considers as the new or improved portion.

(f) If there are several claims, they shall be num-
bered consecutively in Arabic numerals.

(g) All dependent claims should be grouped togeth-

er with the claim or claims to which they refer to the:

extent possible.

(35 US.C. 6; 15 U.S.C. 1113, 1126)

{31 FR 12922, Oct. 4, 1966; 36 FR 12690, July 3, 1971; 37 FR
21995, Oct. 18, 1972; 43 FR 4015, Jan. 31, 1978; para. (c), 47 FR
41276, Sept. 17, 1982, effective date Oct. 1, 1982}

1.77 Arrangement of application elements.

The elements of the application should appear in
the following order:

(a) Title of the invention; or an introductory por-
tion stating the name, citizenship, and residence of the
applicant, and the title of the invention may be used.

(b) [Reserved]

(c)(1) Cross-reference to related applications, if any.

(2) Reference to a “microfiche appendix” if any.
(See § 1.96(b)). The total number of microfiche and
total number of frames should be specnﬁed.

(d) Brief summary of the invention.

(e) Brief description of the several views of the
drawing, if there are drawings.

(f) Detailed description.

(g) Claim or claims.

(h) Abstract of the disclosure.

(i) Signed oath or declaration.

(§) Drawings.

(Pub. L. 94131, 89 Stat. 685; 35 U.S.C. 6 and 41; Pub. L. 97-247)

[43 FR 20464, May 11, 1978; 46 FR 2612, Jan. 12, 1981; paras. (h)
& (i), 48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983]
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1.78 . Claiming benefit of earlier filing date and
cross-references to other appllcatlons.

(a) An apphcatlon may claim an invention dlsclosed
in a prior filed copending national application or
international application desxgnatmg the United States
of America. In order for an application to claim the
benefit of a prior filed copending national application,
the pnor application must name as an inventor at least

w\’\m’;ﬂ named in the later filed apphcatxon and

disclose thé named inventor’s invention claimed in at
least one claim of the later filed application in the
manner provided by the first paragraph of 35 U.S.C.
112. In addition, the prior application must be (1)
complete as set forth in § 1.51, or (2) entitled to a
filing date as set forth in § 1.53(b) and include the
basic filing fee set forth in § 1.16; or (3) entitled to a
filing date as set forth in § 1.53(b) and have paid
therein the processing and retention fee set forth in
§ 1.21(1) within the time period set forth in § 1.53(d).
Any application claiming the benefit of a prior filed
copending national or international application must
contain or be amended to contain in the first sentence
of the specification following the title a reference to
such prior application, identifying it by serial number
and filing date or international application number
and internpational filing date and indicating the rela-
tionship of the applications. Cross-references to other
related applications may be made when appropriate.
(See § 1.14(b)).

(b) Where two or more applications filed by the
same applicant contain conflicting claims, elimination
of such claims from all but one application may be re-
quired in the absence of good and sufficient reason for
their retention during pendency in more than one ap-
plication.

{c}) Where two or more applications, or an applica-
tion and a patent naming different inventors and
owned by the same party contain conflicting claims,
and there is no statement of record indicating that the
claimed inventions were commonly owned or subject
to an obligation of assignment to the same person at
the time the later invention was made, the assignee
may be called upon to state whether the claimed in-
ventions were commonly owned or subject to an obli-
gation of assignment to the same person at the time
the later inveniiop was made, and if not, indicate
which named i:ventor is the prior inventor. In addi-
tion to making said statement, the assignee may also
explain why an interference should or should not be
declared.

(d) Where an application claims an invention which
is not patentably distinct from an invention claimed in
a commorly owned patent with the same or a differ-
ent: inventive entity, a double patenting rejection will
be made in the application. An obviousness-type
double patenting rejection may be obviated by filing a
terminal disclaimer in accordance with § 1.321(b).

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)

(36 FR 7312, Apr. 17, 1971; 49 FR 555, Jan. 4, 1984; paras. (a), (c),
& (d). 50 FR 9380, Mar. 7, 1985, effective date May 8, 1985]
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179  Reservation clauses not permitted.
"A_reservation for a future ‘apphcatlon of subject
matter disclosed but not clalmed in a pending applica-
tion will not be permitted in the pending application,
ut an application disclosing unclaimed subject matter
may contain a reference to a later filed appllcatlon of
the same applicant or owned by a common assignee
disclosing and claiming that subject matter.

THE DRAWINGS
AUTHORITY: Secs. 1.81 to 1.88 also issued under 35 U.S.C. 113.

1.81 Drawings required.

(a) The applicant for a patent is required to furnish
a drawing of his invention where necessary for the
understanding of the subject matter sought to be pat-
ented; this drawing must be filed with the application.

(b) Drawings may include illustrations which facili-
tate an understanding of the invention (for example,
flow sheets in cases of processes, and diagrammatic
views).

(¢} Whenever the nature of the subject matter
sought to be patented admits of illustration by a draw-
ing without its being necessary for the understanding
of the subject matter and the applicant has not fur-
nished such a drawing, the examiner will require its
submission within a time period of not less than two
months from the date of the sending of a notice there-
of.

(d) Drawings submitted after the filing date of the
application may not be used to overcome any insuffi-
ciency of the specification due to lack of an enabling
disclosure or otherwise inadequate disclosure therein,
or to supplement the original disclosure thereof for
the purpose of interpretation of the scope of any
claim.

{43 FR 4015, Jan. 31, 1978]

1.83 Content of drawing.

(a) The drawing must show every feature of the in-
vention specified in the claims. However, convention-
al features disclosed in the description and claims,
where their detailed illustration is not essential for a
proper. understanding of the invertion, should be illus-
trated in the drawing in the form of a graphical draw-
ing symbol or a labeied representation (e.g. a labeled
rectangular box).

(b) When the invention consists of an improvement
on an old machine the drawmg must when possible
exhibit, in one or more views, the improved portion
itself, disconnected from the old structure, and also in
another view, so much only of the old structure as
will suffice to show the connection of the invention
therewith.

(c) Where the drawings do not comply with the re-
quirements of paragraphs (a) and (b) of this section,
the examiner shall require such additional iflustration
within a time period of not less than two months from
the date of the sending of a notice thereof. Such cor-
rections are subject to the requirements of § 1.81(d).

[31 FR 12923, Oct. 4, 1966; 43 FR 4015, Jan. 31, 1978}
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1.84  Standards for drawings.

(a) Paper and mk. Drawmgs ‘must be made upon
paper which is ﬂexlble, strong, white, smooth, non-
shiny and durable. Two- -ply or three-ply bristol board
is preferred. The surface of the paper should be calen-
dered. and of a quality which will permit erasure and
correction. with India ink. India ink, or its equivalent
in quality, is preferred for pen drawings to secure per-
fectly black solid lines. The use of white pigment to
cover lines is not normally acceptable.

(b) Size of sheet and margins. The size of the sheets
on which drawings are made may either be exactly
8% by 14 inches (21.6 by 35.6 cm.) or exactly 21.0 by
29.7 cm. (DIN size A4). All drawing sheets in a par-
ticular application must be the same size. One of the
shorter sides of the sheet is regarded as its top.

(1) On 8% by 14 inch drawing sheets, the drawing
must include a top margin of 2 inches (5.1 cm.) and
bottom and side margins of % inch (6.4 mm.) from
the edges, thereby leaving a “sight” precisely 8 by
11% inches (20.3 by 29.8 cm.). Margin border lines
are not permitted. All work must be included within
the “sight”. The sheets may be provided with two %
inch (6.4 mm.) diameter holes having their centerlines
spaced *%e inch (17.5 mm.) below the top edge and
2% inches (7.0 cm.) apart, said holes being equally
spaced from the respective side edges.

{2) On 21.0 by 29.7 cm. drawing sheets, the draw-
ing must include a top margin of at least 2.5 cm,, a
left side margin of 2.5 cm., a right side margin of 1.5
cm., and a bottom margin of 1.0 cm. Margin border
lines are not permitted. All work must be contained
within a sight size not to 2xceed 17 by 26.2 cm.

(¢) Character of lines. All drawings must be made
with drafting instruments or by a process which will
give them satisfactory reproduction characteristics.
Every line and letter must be durable, black, suffi-
ciently dense and dark, uniformly thick and well de-
fined; the weight of all lines and letters must be heavy
enough to permit adequate reproduction. This direc-
tion applies to all lines however fine, to shading, and
tc lines representing cut surfaces in sectional views.
All lines must be clean, sharp, and solid. Fine or
crowded lines should be avoided. Solid black should
not be used for sectional or surface shading. Freehand
work should be avoided wherever it is possible to do
$O.

(d) Hatching and shading. (1) Hatching should be
made by oblique parallel lines spaced sufficiently
apart to enable the lines to be distinguished without
difficulty.

(2) Heavy lines on the shade side of objects should
preferably be used except where they tend to thicken
the work and obscure reference characters. The light
should come from the upper left-hand corner at an
angle of 45°. Surface delineations should preferably be
shown by proper shading, which should be open.

(e) Scale. The scale to which a drawing is made
ought to be large enough to show the mechanism
without crowding when the drawing is reduced in
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size to two-thirds in reproduction, and:views of por-:

tions of the mechanism on a larger scale should be
used ‘when necessary to show details clearly, two or
more sheets should be used if one does not give suffi-
cient room to accompllsh this end, but the number of
sheets should not be more than is nec&esary ‘

() Reference characters. The different views should
be consecutively numbered figures. Reference numer-
als (and letters, but numerals are preferred) must be
plain, legible and carefully formed, and not be encir-
cled. They should, if possible, measure at least one-
eighth of an inch (3.2 mm.) in height so that they may
bear reduction to one twenty-fourth of an inch (1.1
mm.); and they may be slightly larger when there is
sufficient room. They shouid not be so placed in the
close and complex parts of the drawing as to interfere
with a thorough comprehension of the same, and
therefore should rarely cross or mingle with the lines.
When necessarily grouped around a certain part, they
should be placed at a little distance, at the closest
point where there is available space, and connected
by lines with the parts to which they refer. They
should not be placed upon hatched or shaded surfaces
but when necessary, a blank space may be left in the
hatching or shading where the character occurs so
that it shall appear perfectly distinct and separate
from the work. The same part of an invention appear-
ing in more than one view of the drawing must
always be designated by the same character, and the
same character must never be used to designate differ-
ent parts. Reference signs not mentioned in the de-
scription shall not appear in the drawing, and vice
versa.

(g) Symbols, legends. Graphical drawing symbols
and other labeled representations may be used for
conventional elements when appropriate, subject to
approval by the Office. The elements for which such
symbols and labeled representations are used must be
adequately identified in the specification. While de-
scriptive matter on drawings is not permitted, suitable
legends may be used, or may be required, in proper
cases, as in diagrammatic views and flowsheets or to
show materials or where labeled representations are
employed to illustrate conventional elements. Arrows
may be required, in proper cases, to show direction of
movement. The lettering should be as large as, or
larger than, the reference characters.

(h) [Reserved]

(i) Views. The drawing must contain as many fig-
ures as may be necessary to show the invention; the
figures should be consecutively numbered if posstble
in the order in which they appear. The figures may be
plain, elevation, section, or perspective views, and
detail views of portions of elements, on a larger scale
if necessary, may also be used. Exploded views, with
the separated parts of the same figure embraced by a
bracket, to show the relationship or order of assembly
of various parts are permissible. When necessary, a
view of a large machine or device in its entirety may
be broken and extended over several sheets if there is
no loss in facility of understanding the view. Where
figures on two or more sheets form in effect a single
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complete :figure,. -the . figures 'on.. the  several sheets:
should be so arranged that the complete figure can be
understood by laying the drawmg sheets adjacent to
one another. The arrangement should be such that no .
part of any of the figures appearing on the various.
sheets are concealed and that the complete ﬁgure can
be understood even though spaces will occur in the
complete figure because of the margins on the draw-
ing sheets. The plane upon which a sectional view is
taken should be indicated on the general view by a
broken line, the ends of which should be designated
by numerals corresponding to the figure number of
the sectional view and have arrows applied to indi-
cate the direction in which the view is taken. A
moved position may be shown by a broken line super-
imposed upon a suitable figure if this can be done
without crowding, otherwise a separate figure must
be used for this purpose. Modified forms of construc-
tion can only be shown in separate figures. Views
should not be connected by projection lines nor
should center lines be used.

() Arrangement of views. All views on thé same
sheet should stand in the same direction and, if possi-
ble, stand so that they can be read with the sheet held
in an upright position. If views longer than the width
of the sheet are necessary for the clearest illustration
of the invention, the sheet may be turned on its side
so that the top of the sheet with the appropriate top
margin is on the right-hand side. One figure must not
be placed upon another or within the outline of an-
other.

(k) Figure for Official Gazerte. The drawing should,
as far as possible, be so planned that one of the views
will be suitable for publication in the Official Gazette
as the illustration of the inver ‘ion.

(1) Extraneous matter. Identifying indicia (such as
the attorney’s docket number, inventor’s name,
number of sheets, etc.) not to exceed 2% inches (7.0
cm.) in width may be placed in a centered location
between the side edges within three-fourths inch (19.1
mm.) of the top edge. Authorized security markings
may be placed on the drawings provided they are
outside the illustrations and are removed when the
material is declassified. Other extraneous matter will
not be permitted upon the face of a drawing.

(m) Transmission of drawings. Drawings transmitted
to the Office should be sent flat, protected by a sheet
of heavy binder’s board, or may be rolled for trans-
mission in a suitable mailing tube; but must never be
folded. If received creased or mutilated, new draw-
ings will be required.

(See §1.152 for design drawing, §1.165 for plant
drawings, and § 1.174 for reissue drawings.)

(Pub. L. 94-131, 89 Stat. 685)

{24 FR 10332, Dec. 22, 1959; 31 FR 12923, Oct. 4, 1966; 36 FR
9775, May 28, 1971; 43 FR 20464, May 11, 1978; 45 FR 73657,
MNov. 6, 1980]

1.85 Informal drawings.

The requirements of § 1.84 relating to drawings will
be strictly enforced. A drawing not executed in con-
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formity thereto, if suitable for reproduction, may be
admitted but in such case the drawing must be cor-
rected or a new one furnished, as required. -

(35 US.C. 6 15 US.C. 1113, 1123)
[47 FR 41276, Sept. 17, 1982, effective date Oct. 1, 1982}

1.86 [Removed]
[47 FR 41276, Sept. 17, 1982, effective date Oct. 1, 1982]

1.88 Use of old drawings.

If the drawings of a new application are to be iden-
tical with the drawings of a previous application of
the applicant on file in the Office, or with part of
such drawings, the old drawings or any sheets thereof
may be used if the prior application is, or is aboui to
be, abandoned, or if the sheets to be used are can-
celled in the prior application. The new application
must be accompanied by a letter requesting the trans-
fer of the drawings, which should be completely iden-
tified.

MoDELS, EXHIBITS, SPECIMENS

AUTHORITY: Secs. 1.91 to 1.95 also issued under 35 U.S.C. 114.

191 Models not generally required as part of
application or patent.

Models were once required in all cases admitting a
model, as a part of the application, and these models
became a part of the record of the patent. Such
models are no longer generally required (the descrip-
tion of the invention in the specification, and the
drawings, must be sufficiently full and complete, and
capable of being understood, to disclose the invention
without the aid of a model), and will not be admitted
unless specifically called for.

192 Model or exhibit may be required.

A model, working model, or other physical exhibit,
may be required if deemed necessary for any purpose
on examination of the application.

1.93 Specimens.

When the invention relates to a composition of
matter, the applicant may be required to furnish speci-
mens of the composition, or of its ingredients or inter-
mediates, for the purpose of inspection or experiment.

1.94 Return of models, exhibits or specimens.

Models, esxhibits, or specimens in applications
which have become abandoned, and also in other ap-
plications on conclusion of the prosecution, may be
returned to the applicant upon demand and at his ex-
pense, unless it be deemed necessary that they be pre-
served in the Office. Such physical exhibits in contest-
ed cases may be returned to the parties at their ex-
pense. If not claimed within a reasonable time, they
may be disposed of at the discretion of the Commis-

sioner.
1.95 Copies of exhibits.

Copies of models or other physical exhibits will not
ordinarily be furnished by the Office, and any model
or exhibit in an application or patent shall not be
taken from the Office except in the custody of an em-
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ployee of the Office specially authorized by the Com-
missioner. S
1.96 Submission of computer program listings.

Descriptions of the operation and general content
of computer program listings should appear in the de-
scription portion of the specification. A computer
program listing for the purpose of these rules is de-
fined as a print-out that lists in appropriate sequence
the instructions, routines, and other contents of a pro-
gram for a computer. The program listing may be
either in machine or machine-independent (object or
source) language which will cause a computer to per-
form a desired procedure or task such as solve a prob-
lem, regulate the flow of work in a computer, or con-
trol or monitor events. Computer program listings
may be submitted in patent applications in the follow-
ing forms:

(a) Material which will be printed in the patent. If the
computer program listing is contained on 10 printout
pages or less, it must be submitted either as drawings
or as part of the specification.

(1) Drawings. The listing may be submitted in the
manner and complying with the requirements for
drawings as provided in § 1.84. At least one figure nu-
meral is required on each sheet of drawing.

(2) Specification. (i) The listing may be submitted as
part of the specification in accordance with the provi-
sions of §1.52, at the end of the description but
before the claims.

(ii) The listing may be submitted as part of the
specification in the form of computer printout sheets
(commonly 14 by 11 inches in size) for use as ‘“‘camera
ready copy” when a patent is subsequently printed.
Such computer printout sheets must be original copies
from the computer with dark solid black letters not
less than 0.21 cm high, on white, unshaded and un-
lined paper, the printing on each sheet must be limited
to an area 9 inches high by 13 inches wide, and the
sheets should be submitted in a protective cover.
When printed in patents, such computer printout
sheets will appear at the end of the description but
before the claims and will usually be reduced about
%2 in size with two printout sheets being printed as
one patent specification page. Any amendments must
be made by way of submission of a substitute sheet if
the copy is to be used for camera ready copy.

(b) As an appendix which will not be printed. If a
computer program listing printout is 11 or more pages
long, applicants may submit such listing in the form of
microfiche, referred to in the specification (see § 1.77
(c)(2)). Such microfiche filed with a patent application
is to be referred to as a “microfiche appendix.” The
“microfiche appendix” will not be part of the printed
patent. Reference in the application to the “micro-
fiche appendix” should be made at the beginning of
the specification at the location indicated in
§ 1.77(cX(2). Any amendments thereto must be made
by way of revised microfiche. All computer program
listings submitted on paper will be printed as part of
the patent.
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(1) dvailability of appendtx. Such computer program
hstmga on microfiche will be available to the public
for inspection, and paper or microfiche :copies thereof
will be separately available for purchase, after a
patent based on such an application is granted or the
application is otherwnse made publicly available.

(2) Submission requirements. Computer-generated in-
formation submitted as an appendix to an application
for patent shall be in the form of microfiche in ac-
cordance with the standards set forth in the following
American National (ANSI) or National Micrograph-
ics Association (NMA) Standards (Note: As new edi-
tions of these standards are published, the latest shall
apply):

ANSI PH 1.28-1976—Specifications for Photographic Film for Ar-
chival Records, Sifver-Gelatin Type, on Cellulose Ester Base.

ANSI PH 1.41--1976 Specifications for Photographic Film for Ar-
chival Records, Silver-Gelatin Type, on Polyester Base.

NMA-MS! (1971) Quality Standards for Computer Output Micro-

film.
ANSI/WMA MS2 (1978) Format and Coding Standards for Com-

puter Cutput Microfilm.
NMA MSS5 (ANSI PH 5.9-1975) Microfiche of Documents.

ANSI PH 2.19 (1959)—Diffuse Transmission Density.
except as modified or clarified below:

(i) Either Computer-Output-Microfilm (COM)
output or copies of photographed paper copy may be
submitted. In the former case, NMA standards MSI
and MS2 apply; in the latter case, standard MSS5 ap-
plies.

(ii) Film submitted shall be first generation (camera
film) negative appearing microfiche (with emulsion on
the back side of the film when viewed with the
images right reading).

(iii) Reduction ratio of microfiche submitted should
be 24:1 or a similar ratio where variation from said
ratio is required in order to fit the documents into the
image area of the microfiche format used.

(iv) Film submitted shall have a thickness of at least
005 inches (0.13 mm) and not more than .009 inches
(0.23 mm) for either cellulose acetate base or polyes-
ter base type.

(v) Both microfiche formats Al (98 frames, 14 col-
umns x 7 rows) and A3 (63 frames, 9 columns x 7
rows) which are described in NMA standard MS2
(A1l is also described in MSS5) are acceptable for use
in preparation of microfiche submitted.

(vi) At least the left-most 1/3 (50 mm x 12 mm) of
the header or title area of each microfiche submitted
shall be clear or positive appearing so that the Patent
and Trademark Office can apply serial number and
filing date thereto in an eye-readable form. The
middle portion of the header shall be used by appli-
cant to apply an eye-readable application identifica-
tion such as the title and/or the first inventor's name.
The attorney’s docket number may be included. The
final right-hand portion of the microfiche shall con-
tain sequence information for the microfiche, such as
T of 4,2 of 4, etc.

(vii) Additional requirements which apply specifi-
cally to microfiche of filmed paper copy:

(A) The first frame of each microfiche submitted
shall contain a standard test target which contains five
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NBS MlCI'O copy Resolutlon Test Charts (No
1010A), one in’ the center and one in each corner. See
illustration on page 2 of NMA Recommended Prac-
tice MS104, Inspection and Quality Control of First
Generation Silver Halide Microfilm. See also para-
graph 7 of NMA-MS5. '

(B) The second frame of each mlcrof che submitted
must contain a fully descriptive title and the inven-
tor’s name as filed.

{C) The pages or lines appearing on the microfiche
frames should be consecutively numbered.

(D) Pagination of the microfiche frames shall be
from left to right and from top to bottom.

(E) At a reduction of 24:1 resolution of the original
microfilm shall be at least 120 lines per mm (5.0
target) so that reproduction copies may be expected
to comply with provisions of paragraph 7.1.4 of
NMA Standard MSS5.

(F) Background density of negative appearing
camera master microfiche of filmed paper documents
shall be within the range 0.9 to 1.2 and line density
should be no greater than 0.08. The density shall be
visual diffuse density as measured using the method
described in ANSI Standard PH 2.19.

(G) An index, when included, should appear in the
last frame (lower right hand corner when data is
right-reading) of each microfiche. See NMA-MSS,
paragraph 6.6.

(viii) Microfiche generated by Computer Output
Microfilm (COM).

(A) Background density of negative-appearing
COM-generated camera master microfiche shall be
within the range of 1.5 to 2.0 and line density should
be no greater than 0.2. The density shall be visual dif-
fuse density as described in ANSI PH 2.19.

(B) The first frame of each microfiche submitted

should contain a resolution test frame in conformance ‘

with NMA standard MS1.

{C) The second frame of each microfiche submitted
must contain a fully descriptive title and the inven-
tor’s name as filed.

(D) The pages or lines appearing on the microfiche
frames should be consecutively numbered.

(E) It is preferred that pagination of the microfiche
frames be from left to right and top to bottom but the
alternative, i.e., from top to bottom and from left to
right, is also acceptable.

(F) An index, when included, should appear on the
last frame (lower right hand corner when data is right
reading) of each microfiche.

(G) Amendment of microfiche must be made by
way of replacement microfiche.

(35 U.5.C. 6 and 41)
[46 FR 2612, Jan. 12, 1981]
INFORMATION DISCLOSURE STATEMENT
Filing of information disclosure state-
ment.

(a) As a means of complying with the duty of dis-
closure set forth in § 1.56, applicants are encouraged

1.97
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to file an. information disclosure statement at the time

of filing: the application or within the later of three

months after the filing date of the application or two

onths after applicant receives the filing receipt. If
iled* separately, the -disclosure statement should, in
addition to the identification of the application, in-
clude the Group Art Unit to which the application is
assigned as indicated on the filing receipt. The disclo-
sure statement may either be separate from the speci-
fication or may be incorporated therein.

(b) A disclosure statement filed in accordance with
paragraph (a) of this section shall not be construed as
a representation that a search has been made or that
no other material information as defined in § 1.56(a)
exists.

{OMB Controf No. 0651-0011]
(35 US.C. 6, Pub. L. 97-247)
{48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983]

1.98 Content of information disclosure state-
ment.

(a) Any disclosure statement filed under § 1.97 or
§ 1.99 shall include: (1) A listing of patents, publica-
tions or other information; and (2} A concise explana-
tion of the relevance of each listed item. The disclo-
sure sfatement shall be accompanied by a copy of
each listed patent or publication or other item of in-
formation in written form or of at least the portions
thereof considered by the person filing the disclosure
statement to be pertinent. All United States patents
listed should be identified by their patent numbers,

atent dates and names of the patentees. Each foreign
published application or patent should be cited by
identifying the country or office which issued it, the
document number and publication date indicated on
the document. Each printed publication should be
identified by author (if any), title of the publication,
pages, date and place of publication.

(b) When two or more patents or publications con-
sidered material are substantially identical, a copy of a
representative one may be included in the statement
and others merely listed. A translation of the pertinent
portions of foreign language patents or publications
considered material should be transmitted if an exist-
ing transiation is readily available to the applicant.
[OWMB Control No. 0651-0011]

(35 US.C. 6, Pub. L. 97-247)
{42 FR 5594, Jan. 28, 1977; para. (a) 48 FR 2712, Jan. 20, 1983, ef-
fective date Feb. 27, 1983]

1.99 Updating of information disclosure state-
ment.

If prior to issuance of a patent an applicant, pursu-
ant to his or her duty of disclosure under § 1.56,
wishes to bring to the attention of the Office addition-
al patents, publications or other information not previ-
ously submitted, the additional information should be
submitted to the Office with reasonable promptness. It
may be included in a supplemental information disclo-
sure statement or may be incorporated into other
communications to be considered by the examiner.
Any transmittal of additional information shall be ac-
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companied by explanations. of relevance and by copies
in accordance with the requirements of § 1.98.

[OMB Control No. 0651-0011]
(35 U.S.C. 6, Pub. L. 97—247) .
[48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983]

EXAMINATION OF APPLICATIONS

AUTHORITY: Secs. 1.101 to 1.108 also issued under 35 U.S.C. 131,
132.

1.101 Order of éxamination.

(a) Applications filed in the Patent and Trademark
Office and accepted as complete applications are as-
signed for examination to the respective examining
groups having the classes of inventions to which the
applications relate. Applications shall be taken up for
examination by the examiner to whom they have been
assigned in the order in which they have been filed
except for those applications in which examination
has been advanced pursuant to § 1.102, International
applications which have complied with the require-
ments of 35 U.S.C. 371(c) will be taken up for action
based on the date on which such requirements were
met. However, unless a request has been filed under
35 U.8.C. 371(f), no action may be taken prior to 21
months from the priority date.

(b) Applications which have been acted upon by
the examiner, and which have been placed by the ap-
plicant in condition for further action by the examiner
(amended applications) shall be taken up for action in
such order as shall be determined by the Commission-
er.

(35 U.S.C. 6, Pub. L. 97-247)

[29 FR 13470, Sept. 30, 1964; para. (a), 48 FR 2712, Jan. 20, 1983,
effective date Feb. 27, 1983; para. (@), 50 FR 9381, Mar. 7, 1985,
effective date May 8, 1985)

1.102 Advancement of examination,

(a) Applications will not be advanced out of turn
for examination or for further action except as provid-
ed by this part, or upon order of the Commissioner to
expedite the business of the Office, or upon filing of a
request under paragraph (b) of this section or upon
filing a petition under paragraphs (c) or (d) of this
section with a verified showing which, in the opinion
of the Commissioner, will justify so advancing it.

(b) Applications wherein the inventions are deemed
of peculiar importance to some branch of the public
service and the head of some department of the Gov-
ernment requests immediate action for that reason,
may be advanced for examination.

(c) A petition to make an application special may
be filed without a fee if the basis for the petition is the
applicant’s age or health or that the invention will
materially enhance the quality of the environment or
materially contribute to the development or conserva-
tion of energy resources.

(d) A petition to make an application special on
grounds other than those referred to in paragraph (c)
of this section must be accompanied by the petition
fee set forth in § 1.17().

(35 US.C. 6 15 US.C. 1113, 1123)
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[24 FR 10332, Dec. 22, 1959; paras. (a). (c), ‘& (d), 47 FR 41276,
Sept. 17, 1982, effective date Qct. 1, 1982] C . ‘

1.103 Suspension of action.

(a) Suspension of action by the Office will be grant-
ed for good and sufficient cause and for a reasonable
time specified upon petition by the applicant and, if
such cause is not the fault of the Office, the payment
of the fee set forth in § 1.17(i). Action will not be sus-
pended when a response by the applicant to an Office
action is required.

(b) If action by the Office on an application is sus-
pended when not requested by the applicant, the ap-
plicant shall be notified of the reasons therefor.

(c) Action by the examiner may be suspended by
order of the Commissioner in the case of applications
owned by the United States whenever publication of
the invention by the granting of a patent thereon
might be detrimental to the public safety or defense,
at the request of the appropriate department or
agency.

(d) Action on applications in which the Office has
accepted a request to publish a defeasive publication
will be suspended for the entire pendency of these ap-
plications except for purposes relating to patent inter-
ference proceedings under Subpart E.

(35 U.SC. 6; 15 US.C. 1113, 1123)

[33 FR 5624, Apr. 11, 1968; paras. (a) & (b), 47 FR 41276, Sept. 17,
1982, effective date Oct. 1, 1982; para. (d), 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985; para. (d), 50 FR 9381, Mar. 7, 1985,
effective date May 8, 1985]

1.104 Nature of examination;
action.

(a) On taking up an application for examination or a
patent in a reexamination proceeding, the examiner
shall make a thorough study thereof and shall make a
thorough investigation of the available prior art relat-
ing to the subject matter of the claimed invention.
The examination shall be complete with respect both
to compliance of the application or patent under reex-
amination with the applicable statutes and rules and to
the patentability of the invention as claimed, as well
as with respect to matters of form, unless otherwise
indicated.

(b) The applicant, or in the case of a reexamination
proceeding, both the patent owner and the requester,
will be notified of the examiner’s action. The reasons
for any adverse action or any objection or require-
ment will be stated and such information or refer-
ences will be given as may be useful in aiding the ap-
plicant, or in the cace of a reexamination proceeding
the patent owner, to judge the propriety of continuing
the prosecution.

(c) An international-type search will be made in all
national applications filed on and after June 1, 1978.

(d) Any national application may also have an inter-
national-type search report prepared thereon at the
time of the national examination on the merits, upon
specific written request therefor and payment of the
international-type search report fee. See § 1.21(e) for
amount of fee for preparation of international-type

search report.

examiner’s
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'NOYE: The Patent and Trademark Office does not require that a
formal report of &n international-type search be prepared in order
to obtain a search fee refund in a later filed international applica-
tion.

(e) Co-pending applications will be considered by
the examiner to be owned by, or subject to an obliga-
tion of assignment to, the same person if (1) the appli-
cation files refer to assignments recorded in the Paient
and Trademark Office in accordance with § 1.331
which convey the entire rights in the applications to
the same person or organization; or (2) copies of unre-
corded assignmentis which convey the entire rights in
the applications to the same person or organization
are filed in each of the applications; or (3) an affidavit
or declaration by the common owner is filed which
states that there is common ownership and states facts
which explain why the affiant or declarant believes
there is common ownership; or (4) other evidence is
submitted which establishes common ownership of
the applications. In circumstances where the common
owner is a corporation or other organization an affi-
davit or declaration may be signed by an official of
the corporation or organization empowered to act on
behalf of the corporation or organization.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6; 15 US.C. 1113, 1123)

{43 FR 20465, May 11, 1978; 46 FR 29182, May 29, 1981; para. (d),
47 FR 41276, Sept. 17, 1982, effective date Oct. 1, 1982; para. (e),
50 FR 9381, Mar. 7, 1985, effective date May 8, 1985]

1.105 Completeness of examiner’s action,

The examiner’s action will be complete as to all
matters, except that in appropriate circumstances,
such as misjoinder of invention, fundamental defects
in the application, and the like, the action of the ex-
aminer may be limited to such matters before further
action is made. However, matters of form need not be
raised by the examiner until a claim is found allow-
able.

1.106 Rejection of claims.

(a) If the invention is not considered patentable, or
not considered patentable as claimed, the claims, or
those considered unpatentable will be rejected.

(b) In rejecting claims for want of novelty or for
obviousness, the examiner must cite the best refer-
ences at his command. When a reference is complex
or shows or describes inventions other than that
claimed by the applicant, the particular part relied on
must be designated as nearly as practicable. The perti-
nence of each reference, if not apparent, must be
clearly explained and each rejected claim specified.

(c) In rejecting claims the examiner may rely upon
admissions by the applicant, or the patent owner in a
reexamination proceeding, as to any matter affecting
patentability and, insofar as rejections in applications
are concerned, may also rely upon facts within his or
her knowledge pursuant to § 1.107.

(d) Subject matter which is developed by another
person which qualifies as prior art only under 35
U.S.C. 102(f) or (g) may be used as prior art under 35
U.S.C. 103 against a claimed invention unless the
entire rights to the subject matter and the claimed in-
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vention were commonly owned by the.same. person
Or. organization or subject to an obligation of assign-
ment to the same person or. _organization at the time
the claimed invention was made. ‘

(e) The claims in any original apphcatlon nammg an

mventor will be rejected as bemg precluded by a
waiver in a published statutory invention reglstratlon
naming that inventor if the same subject matter is
claimed in the application and the statutory invention
registration. The claims in any reissue application
naming an inventor will be rejected as being preclud-
ed by a waiver in a published statutory invention reg-
istration naming that inventor if the reissue applica-
tion seeks to claim subject matter (1) which was not
covered by claims issued in the patent prior to the
date of publication of the statutory invention registra-
tion and (2) which was the same subject matter
waived in the statutory invention registration.
{24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; para. (c)
added, 47 FR 21752, May 19, 1982, effective date July 1, 1982;
parasi. (d) & (e), 50 FR 9381, Mar. 7, 1985, effective date May 8,
1985

1.107 Citation of references,

(a) If domestic patents are cited by the examiner,
their numbers and dates, and the names of the patent-
ees, and the classes of inventions must be stated. If
foreign published applications or patents are cited,
their nationality or country, numbers and dates, and
the names of the patentees must be stated, and such
other data must be furnished as may be necessary to
enable the applicant, or in the case of a reexamination
proceeding, the patent owner, to identify the pub-
lished applications or patents cited. In citing foreign
published applications or patents, in case only a part
of the document is involved, the particular pages and
sheets containing the parts relied upon must be identi-
fied. If printed publications are cited, the author (if
any), title, date, pages or plates, and place of publica-
tion, or place where a copy can be found, shall be
given.

(b) When a rejection in an application is based on
facts within the personal knowledge of an employee
of the Office, the data shall be as specific as possible,
and the reference must be supported, when called for
by the applicant, by the affidavit of such employee,
and such affidavit shall be subject to contradiction or
explanation by the affidavits of the applicant and
other persons.

[46 FR 29182, May 29, 1981}

1.108 Abandoned applications not cited.
Abandoned applications as such will not be cited as

references except those which have been opened to

inspection by the public following a defensive publi-

cation.

[50 FR 9381, Mar. 7, 1985, effective date May 8, 1985]

1.109 Reasons for allowance.

If the examiner believes that the record of the pros-
ecution as a whole does not make clear his or her rea-
sons for allowing a claim or claims, the examiner may
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" . set forth such. reasoning. The: reasons shall be-incor-.

porated into an Office action rejecting other claims of
the application or patent under reexamination or be

the subject of a separate communrication to the appli-

cant or patent owner. The applicant or patent owner

may file a statement commenting on the reasons for

allowance within such time as may be specified by the

examiner. Failure to file such a statement shall not

give rise to any implication that the applicant or

patent owner agrees with or acquiesces in the reason-

ing of the examiner.

{46 FR 29182, May 29, 1981)

1.110 Inventorship and date of invention of
the subject matter of individual claims.

When more than one inventor is named in an appli-
cation or patent, the Parent and Trademark Office,
when necessary for purposes of an Office proceeding,
may require an applicant, patentee, or owner to iden-
tify the inventive entity of the subject matter of each
claim in the application or patent. Where appropriate,
the invention dates of the subject matter of each claim
and the ownership of the subject matter on the date
of invention may be required of the applicant, patent-
ee or owner. See also §§ 1.78(c) and (d).

[OMB Control No. 0651-0018]
{50 FR 9381, Mar. 7, 1985, effective date May 8, 1985]

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

AUTHORITY: Secs. 1.111 to 1.113 also issued under 35 U.S.C. 132.

1.111 Reply by applicant or patent owner,

(a) After the Office action, if adverse in any re-
spect, the applicant or patent owner, if he or she per-
sists in his or her application for a patent or reexam-
ination proceeding, must reply thereto and may re-
quest reconsideration or further examination, with or
without amendment.

(b) In order to be entitled to reconsideration or fur-
ther examination, the applicant or patent owner must
make request therefor in writing. The reply by the ap-
plicant or patent owner must distinctly and specifical-
ly point out the supposed errors in the examiner’s
action and must respond to every ground of objection
and rejection in the prior Office action. If the reply is
with respect to an application, a request may be made
that objections or requirements as to form not neces-
sary to further consideration of the claims be held in
abeyance until allowable subject matter is indicated.
The applicant’s or patent owner’s reply must appear
throughout to be a bona fide attempt to advance the
case to final action. A general allegation that the
claims define a patentable invention without specifi-
cally pointing out how the language of the claims pa-
tentably distinguishes them from the references does
not comply with the requirements of this section.

(c) In amending in response to a rejection of claims
in an application or patent undergoing reexamination,
the applicant or patent owner must clearly point out
the patentable novelty which he or she thinks the
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claims present in view of the state of the art disclosed

by the references cited or the objections made. He or
she must also show how the amendments avoid such

references or objectlons (See §§1 135 and 1.136 for

time for reply.)
[46’FR 29182, May 29, 1931] ‘

1.112  Reconsideration.

After response by applicant or patent owner
(§ 1.111), the application or patent under reexamina-
tion will be reconsidered and again examined. The ap-
plicant or patent owner will be notified if claims are
rejected, or objections or requirements made, in the
same manner as after the first examination. Applicant
or patent owner may respond to such Office action in
the same manner provided in § 1.111, with or without
amendment. Any amendments after the second Office
action must ordinarily be restricted to the rejection or
to the objections or requirements made. The applica-
tion or patent under reexamination will be again con-
sidered, and so on repeatedly, unless the examiner has
indicated that the action is final.

[46 FR 29182, May 29, 1981]

1.113 Final rejection or action.

(a) On the second or any subsequent examination
or consideration the rejection or other action may be
made final, whereupon applicant’s or patent owner’s
response is limited to appeal in the case of rejection of
any claim (§ 1.191), or to amendment as specified in
§ 1.116. Petition may be taken to the Commissioner in
the case of objections or requirements not involved in
the rejection of any claim (§ 1.181). Response to a
final rejection or action must include cancellation of,
or appeal from the rejection of, each rejected claim.
If any claim stands allowed, the response to a final re-
jection or action must comply with any requirements
or objection as to form.

(b) In making such final rejection, the examiner
shall repeat or state all grounds of rejection then con-
sidered applicable to the claims in the case, clearly
stating the reasons therefor.

[24 FR 10332, Dec. 22, 1959; 46 FR 29182, May 29, 1981}

AMENDMENTS
AUTHORITY: Secs. 1.115 to 1.127 also issued under 35 U.S.C. 132.
1.118 Amendment,

The applicant may amend before or after the first
examination and action and also after the second or
subsequent examination or reconsideration as specified
in § 1.112 or when and as specifically requu'ed by the
examiner. The patent owner may amend in accord-
ance with §§ 1.510(e) and 1.530(b) prior to reexamina-
tion, and during reexamination proceedings in accord-
ance with §§ 1.112 and 1.116.

[46 FR 29183, May 29, 1981]
1.116 Amendments after final action.

(a) After final rejection or action (§ 1.113) amend-
ments may be made cancelling claims or complying
with any requirement of form which has been made.
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Amendments presentmg rejected claims-in better form
for consideration' on appea! may be admitted. The ad-

mission ‘of, ‘or refusal to admit, any amendment after

final rejection, and any proceedings relative thereto,
shall not operate to relieve the. appllcatlon or patent
under reexamination from its condition as subject to
appeal or to save the application from abandonmern;
under § 1.135. '

(b) If amendments touching the merits of the appli-
cation or patent under reexamination are presented
after final rejection, or after appeal has been taken, or
when such amendment might not otherwise be
proper, they may be admitted upon a showing of
good and sufficient reasons why they are necessary
and were not earlier presented.

{c) No amendment can be made as a matter of right
in appealed cases. After decision on appeal, amend-
ments can only be made as provided in § 1.198, or to
carry into effect a recommendation under § 1.196.

[24 FR 10332, Dec. 22, 1959; 46 FR 29183, May 29, 1981]

1.117 Amendment and revision required.

The specification, claims and drawing must be
amended and revised when required, to correct inac-
curacies of description and definition or unnecessary
prolixity, and to secure correspondence between the
claims, the specification and the drawing.

1.118 Amendment of disclosure.

{a) No amendment shall introduce ne matter into
the disclosure of an application after the filing date of
the application (§ 1.53(b)). All amendments to the
specification, including the claims, and the drawings
filed after the filing date of the application must con-
form to at least one of them as it was at the time of
the filing of the application. Matter not found in
either, involving a departure from or an addition to
the original disclosure, cannot be added to the appli-
cation after its filing date even though supported by
an oath or declaration in accordance with § 1.63 or
§ 1.67 filed after the filing date of the application.

(b) If it is determined that an amendment filed after
the filing date of the application introduces new
matter, claims containing new matter will be rejected
and deletion of the new matter in the specification
and drawings will be required even if the amendment
is accompanied by an oath or declaration in accord-
ance with § 1.63 or § 1.67.

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983]

1,119 Amendment of claims,

The claims may be amended by canceling particular
claims, by presenting new claims, or by rewriting par-
ticular claims as indicated in § 1.121. The require-
ments of § 1.111 must be complied with by pointing
out the specific distinctions believed to render the
claims patentable over the references in presenting ar-
guments in support of new claims and amendments.

{32 FR 13583, Sept. 28, 1967]
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1121 Manner of making amendments,

(a) Erasures, ‘additions, insertions, or-alterations of

the Office file of papers and records must not be

physically entered by the applicant. Amendments  to
the application (excluding the claims) are made by
ﬁlmg a paper (which should conform to § 1.52), di-

recting or requesting that specified amendments be

made. The exact word or words to be stricken out or
inserted by said amendment must be specified and the
precise point indicated where the deletion or insertion
is to be made.

(b) Except as otherwise provided herein, a particu-

lar claim may be amended only by directions to
cancel or by rewriting such claim with underlining
below the word or words added and brackets around
the word or words deleted. The rewriting of a claim
in this form will be construed as directing the cancel-
lation of the original claim; however, the original
claim number followed by the parenthetical word
“amended” must be used for the rewritten claim. If a
previously rewritten claim is rewritten, underlining
and bracketing will be applied in reference to the pre-
viously rewritten claim with the parenthetical expres-
sion “twice amended,” “three times amended,” etc.,
following the original claim number.

(c) A particular claim may be amended in the
manner indicated for the application in paragraph (a)
of this section to the extent of corrections in spelling,
punctuation, and typographical errors. Additional
amendments in this manner will be admitted provided
the changes are limited to: (1) Deletions and/or (2)
the addition of no more than five words in any one
claim. Any amendment submitted with instructions to
amend particular claims but failing to conform to the
provisions of paragraphs (b) and (c) of this section
may be considered nonresponsive and treated accord-
ingly.

(d) Where underlining or brackets are intended to
appear in the printed patent or are properly part of
the claimed material and not intended as symbolic of
changes in the particular claim, amendment by rewrit-
ing in accordance with paragraph (b) of this section
shall be prohibited.

(e) In reissue applications, both the descriptive por-
tion and the claims are to be amended by either (1)
submitting a copy of a portion of the description or
an entire claim with all matter to be deleted from the
patent being placed between brackets and all matter
to be added to the patent being underlined, or (2) in-
dicating the exact word or words to be stricken out
or inserted and the precise point where the deletion
or insertion is to be made. Any word or words to be
inserted must be underlined. See § 1.173.

() Proposed amendments presented in patents in-
volved in reexamination proceedings must be present-
ed in the form of a full copy of the text of: (1) Each
claim which is amended and (2) each paragraph of the
description which is amended. Matter deleted from
the patent shall be placed between brackets and
matter added shall be underlined. Copies of the print-
ed claims from the patent may be used with any addi-
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tions, being indicated by carets and deleted material
being placed between brackets Claims must not be re-
numbered and the numbering of the claims added for
reexamination must follow the number of the highest
numbered patent claim. No amendment may enlarge
the scope of th: claims of the patent. No new matter
may be introduced into the patent.

(35 US.C. 6, Pub. L. 97-247)

[32 FR 13583, Sept. 28, 1967; 46 FR 29183, May 29, 1981; para. (e),
49 FR 555, Jan. 4, 1984, effective date Apr. 1, 1984)

1.122 Entry and consideration of amendments.

(a) Amendments are “entered” by the Office by
making the proposed deletions by drawing a line in
red ink through the word or words cancelled, and by
making the proposed substitutions or insertions in red
ink, small insertions being written in at the designated
place and larger insertions being indicated by refer-
ence.

(b) Ordinarily all amendments presented in a paper
filed while the application'is open to amendment are
entered and considered, subsequent cancellation or
correction being required of improper amendments.
Untimely amendatory papers may be refused entry
and consideration in whole or in part. For amend-
ments presented during an interference see § 1.664.

[para. (b), 49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985}

1.123 Amendments to the drawing.

No change in the drawing may be made except by
permission of the Office. Permissible changes in the
construction shown in any drawing may be made
only by bonded draftsmen, at applicant’s expense, or
by the submission of substitute drawings by applicant.
A sketch in permanent ink showing proposed
changes, to become part of the record, must be filed
for approval by the examiner and should be a separate
paper.

(35 U.S.C. 6, Pub. L. 97-247)

[48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983; 49 FR 555,
Jan. 4, 1984, effective date Apr. 1, 1984]

1.124 Amendment of amendments.

When an amendatory clause is to be amended, it
should be wholly rewritten and the original insertion
canceled, so that no interlineations or deletions shall
appear in the clause as finally presented. Matter can-
celed by amendment can be reinstated only by a sub-
sequent amendment presenting the canceled matter as
a new insertion.

1.125 Substitute specification.

If the number or nature of the amendments shall
render it difficult to consider the case, or to arrange
the papers for printing or copying, the examiner may
require the entire specification, including the claims,
or any part thereof, to be rewritten. A substitute spec-
ification may not be accepted unless it has been re-
quired by the examiner or unless it is clear to the ex-
aminer that acceptance of a substitute specification
would fucilitate processing of the application. Any
substitute specification filed must be accompanied by
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a' statement that the substltute spec1ficatxon mcludes'_'
no new ‘matter.  Such’ statement must ‘be a verified
statement if made by a person not reglstered to prac-‘

tice before the Ofﬁce

35 us.c. 6, Pub. L. 97-247) .
[48 FR 2712, Jan. 20, 1983, effectlve date Feb 27, 1983]

1.126 Numbermg of clalms

The original numbering of the claims must be pre-
served throughout the prosecution. When claims are
canceled, the remaining claims must not be renum-
bered. When claims are added, except when presented
in accordance with § 1.121(b), they must be numbered
by the applicant consecutively beginning with the
number next following the highest numbered claim
previously presented (whether entered or not). When
the application is ready for allowance, the examiner, if
necessary, will renumber the claims consecutively in
the order in which they appear or in such order as
may have been requested by applicant.

{32 FR 13583, Sept. 28, 1967]

1.127 Petition from refusal to admit amend-
ment.
From the refusal of the primary examiner to admit
an amendment, in whole or in part, a petition will lie
to the Commissioner under § 1.181.

AFFIDAVITS OVERCOMING REJECTIONS

1.131 Affidavit or declaration of prior inven-
tion to overcome cited patent or publication.

(a) When any claim of an application or a patent
under reexamination is rejected on reference to a do-
mestic patent which substantially shows or describes
but does not claim the rejected invention, or on refer-
ence to a foreign patent or to a printed publication,
and the inventor of the subject matter of the rejected
claim, the owner of the patent under reexamination,
or the person qualified under §§ 1.42, 1.43 or 1.47,
shall make oath or declaration as to facts showing a
completion of the invention in this country before the
filing date of the application on which the domestic
patent issued, or before the date of the foreign patent,
or before the date of the printed publication, then the
patent or publication cited shall not bar the grant of a
patent to the inventor or the confirmation of the pat-
entability of the claims of the patent, unless the date
of such patent or printed publication is more than one
year prior to the date on which the inventor’s or
patent owner’s application was filed in this country.

(b) The showing of facts shall be such, in character
and weight, as to establish reduction to practice prior
to the effective date of the reference, or conception of
the invention prior to the effective date of the refer-
ence coupled with due diligence from said date to a
subsequent reduction to practice or to the filing of the
application. Originai exhibits of drawings or records,
or photocopies thereof, must accompany and form
part of the affidavit or declaration or their absence
satisfactorily explained.

(35 US.C. 132; 35 US.C. 6, Pub. L. 97-247)
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[24 FR 10332, Dec: 22,°195% 34 FR 18857, Nov: 26, 1969; para: (a),’

48 FR 2713, Jan, 20, 1983, effective date Feb. 27, 1983; para (a), 50
FR 9381 Mar 7 1985 effecnve date May 8,1985]

1. 132 Affidav:ts or. declaratlons traversl

grounds of rejectmn.

reexammatlon is rejected on reference to a domestlc
patent which substantially shows or describes but
does not claim the invention, or on reference to a for-
eign patent, or to a printed publication, or to facts
within the personal knowledge of an employee of the
Nffice, or when rejected upon a mode or capability of
operation attributed to a reference, or because the al-
leged invention is held to be inoperative or lacking in
utility, or frivolous or injurious to public health or
morals, affidavits or declarations traversing these ref-
erences or objections may be received.

(35 U.S.C. 6, Pub. L. 97-247)
{48 FR 2713, Jan. 20, 1983, effective date Feb. 27, 1983]

INTERVIEWS

1,133 Interviews.

(a) Interviews with examiners concerning applica-
tions and other matters pending before the Office
must be had in the examiners’ rooms at such times,
within office hours, as the respective examiners may
designate. Interviews will not be permitted at any
other time or place without the authority of the Com-
missioner. Interviews for the discussion of the patent-
ability of pending applications will not be had before
the first official action thereon. Interviews should be
arranged for in advance.

(b) In every instance where reconsideration is re-
quested in view of an interview with an examiner, a
complete written statement of the reasons presented at
the interview as warranting favorable action must be
filed by the applicant. An interview does not remove
the necessity for response to Office actions as speci-
fied in §§ 1.111, 1.135.

(35 US.C. 132)

TIME FOR RESPONSE BY APPLICANT; ABANDONMENT
OF APPLICATION

AUTHORITY: Secs: 1.135 to 1.138 also issued under 35 U.S.C. 133.

1.134 Time period for response to an Office
action,

An Office action will notify the applicant of any
non-statutory or shortened statutory time period set
for response to an Office action. Unless the applicant
is notified in writing that response is required in less
than six months, 2 maximum period of six months is
allowed.

(35 US.C. 6; 15 U.S.C. 1113, 1123)
[47 FR 41276, Scpt. 17, 1982, effective date Oct. 1, 1982]

1.135 Abandonment for failure to respond
within time period.

(a) If an applicant of a patent application fails to re-
spond within the time period provided under §§ 1.134
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and 1,136, the application will become abandoned'

unless an Office action indicates otherwise. -

®) Prosecutlon of an_ application to save it from‘

abandonment pursuant to paragraph (a) of this section
must include such complete and proper action as the
condition of the case may require. The admission of
an amendment not responsive to the last Office action,
or refusal to admit the same, and any proceedings rel-
ative thereto, shall not operate to save the application
from abandonment. -

(c) When action by the applicant is a bona fide at-
tempt to respond and to advance the case to final
action, and is substantially a complete response to the
Office action, but consideration of some matter or
compliance with some requirement has been inadvert-
ently omitted, opportunity to explain and supply the
omission may be given before the question of aban-
donment is considered.

(35 US.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)

{paras. (8), (b). & (c), 47 FR 41276, Sept. 17, 1982, effective date
Oct. 1, 1982; para. (d) deleted, 49 FR 555, Jan. 4, 1984, effective
date Apr. 1, 1984]

1.136 Filing of timely responses with petition
and fee for extension of time and extensions
of time for cause,

(a) If an applicant is required to respond within a
non-statutory or shortened statutory time period, ap-
plicant may respond up to four months after the time
period set if a petition for an extension of time and
the fee set in §1.17 are filed prior to or with the re-
sponse, unless (1) applicant is notified otherwise in an
Office action or (2) the application is involved in an
interference declared pursuant to § 1.611. The date on
which the response, the petition, and the fee have
been filed is the date of the response and also the date
for purposes of determining the period of extension
and the corresponding amount of the fee. The expira-
tion of the time period is determined by the amount
of the fee paid. In no case may an applicant respond
later than the maximum time period set by statute, or
be granted an extension of time under paragraph (b)
of this section when the provisions of this paragraph
are available. See § 1.645 for extension of time in in-
terference proceedings and § 1.550(c) for extension of
time in reexamination proceedings.

®) When 2 response with petition and fee for ex-
tension of time cannot be filed pursuant to paragraph
(a) of this section, the time for response will be ex-
tended only for sufficent cause, and for a reasonable
time specified. Any request for such extenmsion must
be filed on or before the day on which action by the
applicant is due, but in no case will the mere filing of
the request effect any extension. In no case can any
extension carry the date on which response to an
Office action is due beyond the maximum time period
set by statute or be granted when the provisions of
paragraph (a) of this section are available. See § 1.645
for extension of time in interference proceedings and
§ 1.550(c) for extension of time in reexamination pro-

ings.
(35 US.C. 6, Pub. L. 97-247)
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" [OMB Control No. 0651-0011]

[47. FR. 41277, Sept. 17, 1982, effective date Oct. 1,.1982; 49 -FR
555, Jan. 4, 1984, eﬂ'ectlve date Apr 1, 1984 49 FR 48416 Dec 12
1984, eﬁ'ecnve date Feb. 11, 1985] -

1.137 Revival of abandoned application.

-(a) An application abandoned for failure to pros-
ecute may be revived as a pending application if it is
shown to the satisfaction of the Commissioner that
the delay was unavoidable. A petition to revive an
abandoned application must be promptly filed after
the applicant is notified of, or otherwise becomes
aware of, the abandonment, and must be accompanied
by a showing of the causes of the delay, by the pro-
posed response unless it has been previously filed, and
by the petition fee set forth in § 1.17(1). Such showing
must be a verified showing if made by a person not
registered to practice before the Patent and Trade-
mark Office.

(b) An application unintentionally abandoned for
failure to prosecute, except pursuant to § 1.53(d), may
be revived as a pending application if the delay was
unintentional. A petition to revive an unintentionally
abandoned application must be filed within one year
of the date on which the application became aban-
doned or be filed within three months of the date of
the first decision on a petition to revive under para-
graph (a) of this section which was filed within one
year of the date of abandonment of the application. A
petition to revive an unintentionally abandoned appli-
cation must be accompanied by: (1) A statement that
the abandonment was unintentional; (2) A proposed
response unless it has been previously filed, and (3) a
petition fee as set forth in § 1.17(m). Such statement
must be a verified statement if made by a person not
registered to practice before the Patent and Trade-
mark Office. The Commissioner may require addition-
al information where there is a question whether the
abandonment was unintentional. The three month
period set forth in this paragraph may be extended
under the provisions of § 1.136(a), but no further ex-
tensions under § 1.136(b) will be granted. Petitions to
the Commissioner under § 1.183 to waive any time pe-
riods for requesting revival of an unintentionally
abandoned application will not be considered, but will
be returned to the applicant.

(c) Any petition pursuant to paragraph (a) of this
section not filed within six months of the date of
abandonment must be accompanied by a terminal dis-
claimer with fee under §1.321 dedicating to the
public a terminal part of the term of any patent grant-
ed thereon equivalent to the period of abandonment
of the application.

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)
[OMB Control No. 0651-0011}

[47 FR 41277, Sept. 17, 1982, effective date Oct. 1, 1982; para. (b),
48 FR 2713, Jan. 20, 1983, effective date Feb. 27, 1983]

1.138 Express abandonment.

An application may be expressly abandoned by
filing in the Patent and Trademark Office a written
declaration of abandonment signed by the applicant
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and the assignee of record, if any, and. ldentxfymg ‘the
application. An apphcatlon may “also be_expressly
abandoned by filing a written declaration of abandon-
ment signed by the attorney or agent of record. A
registered attorney :or-agent acting under the provi-
sion of §1.34(a), or of record, may also expressly
abandon a prior application as of the filing date grant-
ed to a continuing application when filing such a con-
tinuing application. Express abandonment of the appli-
cation may not be recognized by the Office unless it is
actually received by appropriate officials in time to
act thereon before the date of issue.

[OMB Control No. 0651-0011}

[47 FR 47244, Oct. 25, 1982, effective date Feb. 27, 1983; 49 FR
48416, Dec. 12, 1984, effective date Feb. 11, 1985)

1.139 [Removed]
{50 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION

AUTHORITY: Secs. 1,141 to 1.147 also issued under 35 U.S.C. 121.

i.141 Different inventions in one application.

(a) Two or more independent and distinct inven-
tions, that is, inventions which do not form a single
general inventive concept, may not be claimed in one
application, except that more than one species of an
invention, not to exceed a reasonable number, may be
specifically claimed in different claims in one applica-
tion, provided the application also includes an allow-
able claim generic to all the claimed species and all
the claims to species in excess of one are written in
dependent form (§ 1.75) or otherwise include all the
limitations of the generic claim.

(b) A group of claims of different categories in an
application so linked as to form a single inventive
concept are considered to be one invention. In par-
ticular any of the following groupings of claims of
different categories may be included in the same ap-
plication:

(1) In addition to 2 claim for a given product,

(i) A claim for one process specially adapted for the
manufacture of the said product, as where the process
of making as claimed cannot be used to make other
and materially different products;

(i) A claim for one use of the said product, as
where said use as claimed cannot be practiced with
another materially. different product; or

(iii) Both (b)(1) (i) and (ii);

(2) In addition to a claim for a given process, a
claim for one apparatus or means specifically designed
for carrying out of the said process, that is, it cannot
be used to practice another materially different proc-
€ss.

(c) If the situation of paragraph (b}(1) of this sec-
tion exists where claims to all three categories, prod-
uct, process and use, are included, and the product
claims are not allowable, the use and process claims
are not so linked as to form a single general inventive
concept. Where the process and use claims are not so
joined by an allowable linking product claim, the ap-
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pllcant wnll be requu'ed to elect elther the use or the
process for prosecutxon w1th the product clalm

(Pub L. 94—!31 89 Stat. 685) .
[43 FR 20465 May ll 1978]

1.142. Reqwement for restriction.

(a) If two or more independent and distinct inven-
tions are claimed in a single application, the examiner
in his action shall require the applicant in his response
to that action to elect that invention to which his
claim shall be restricted, this official action being
called a requirement for restriction (also known as a
requirement for division). If the distinctness and inde-
pendence of the inventions be clear, such requirement
will be made before any action on the merits; howev-
er, it may be made at any time before final action in
the case at the discretion of the examiner.

(b) Claims to the invention or inventions not elect-
ed, if not canceled, are nevertheless withdrawn from
further consideration by the examiner by the election,
subject however to reinstatement in the event the re-
quirement for restriction is withdrawn or overruled.

1.143  Reconsideration of requirement,

If the applicant disagrees with the requirement for
restriction, he may request reconsideration and with-
drawal or modification of the requirement, giving the
reasons therefor. (See § 1.111.) In requesting reconsid-
eration the applicant must indicate a provisional elec-
tion of one invention for prosecution, whick: invention
shall be the one elected in the event the requirement
becomes final The requirement for resiriction will be
reconsidered on such a request. If the requirement is
repeated and made final the examiner will at the same
time act on the claims to the invention elected.

1.144 Petition from requirement for restric-
tion.

After a final requirement for restriction, the appli-
cant, in addition to making any response due on the
remainder of the action, may petition the Commis-
sioner to review the requirement. Petition may be de-
ferred until after final action on or allowance of
claims to the invention elected, but must be filed not
later than appeal. A petition will not be considered if
reconsideration of the reguirement was not requested.
(See § 1.181.)

1.145 Subsequent presentation of clgims for
different invention.

If, after an office action on an application, the ap-
plicant presents claims directed to an invention dis-
tinct from and independent of the invention previous-
ly claimed, the applicant will be required to restrict
the claims to the invention previously claimed if the
amendment i8 entered, subject to reconsideration and
review as provided in §§ 1.143 and 1.144.

1.146 Election of species.

In the first action on an application containing a ge-
neric claim and claims restricted separately to each of
more than one species embraced thereby, the examin-

R—40




er may require the applicant in his response to that
action to elect that species of his or her invention' to
‘which his or her claim shall be restricted if no generic
claim:is held allowable. However, if such application
contains claims directed to more than a reasonable
number of species, the examiner may require’ restric-
tion of the claims to not more than a reasonable
number of species before taking further action in the
case.

(Pub. L. 94-131, 89 Stat. 685)

[43 FR 20465, May 11, 1978}

DESIGN PATENTS

1.151 Rules applicable.

The rules relating to applications for patents for
other inventions or discoveries are also applicable to
applications for patents for designs except as other-
wise provided.

(35US.C. 171

1.182 Drawing,

The design must be represented by a drawing made
in conformity with the rules laid down for drawings
of mechanical inventions and must contain a sufficient
number of views to constitute a complete disclosure
of the appearance of the article. Appropriate surface
shading must be used to show the character or con-
tour of the surfaces represented.

(SUS.C. 113, 171)

1.153 Title, description and claim, oath or dec-
laration.

(a) The title of the design must designate the par-
ticular article. No description, other than a reference
to the drawing, is ordinarily required. The claim shall
be in formal terms to the ornamental design for the
article (specifying name) as shown, or as shown and
described. More than one claim is neither required
nor permitted.

(b) The oath or declaration required of the appli-
cant must comply with § 1.63.

(35 US.C. 6, Pub. L. 97-247)

[24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29, 1964; para. (b),
48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983]

1.154 Arrangement of specification.,

The following order of arrangement should be ob-
served in framing design specifications:

(2) Preamble, stating name of the applicant and title
of the design.

(b) Description of the figure or figures of the draw-
ing.

(c) Description, if any.

(d) Claim.

(e) Signed oath or declaration (See § 1.153(b)).
(35 US.C. 171; 35 US.C. 6, Pub. 1.. 97-247)
[24 FR 10332, Dec. 22, 1959, para. (e), 48 FR 2713, Jan. 20, 1983,
effective date Feb. 27, 1983]

1.155 fssue and term of design patents.

(a) If, on examination, it shall appear that the appli-
cant is entitled to a design patent under the law, a

R—41

1.155

notice of allowance will be sent to the applicant, or
applicant’s attorney or ‘agent, calling for the payment
of the issue fee (§ 1.18(b)). If this issue fee is not paid
within. 3 months of the date of the notice of allow-
ance, the application shall be regarded as abandoned.

" (b)y The Commissioner may accept the payment of
the issue fee later than three months after the mailing
of the notice of allowance as though no abandonment
had ever occurred if upon petition the delay in pay-
ment is shown to have been unavoidable. The petition
to accept the delayed payment must be promptly filed
after the applicant is notified of, or otherwise becomes
aware of, the abandonment, and must be accompanied
by (1) the issue fee, unless it has been previously sub-
mitted, (2) the fee for delayed payment (§ 1.17(1)),
and (3) a showing that the delay was unavoidable.
Such showing must be a verified showing if made by
a person not registered to practice before the Patent
and Trademark Office.

(c) The Commissioner may, upon petition, accept
the payment of the issue fee later than three months
after the mailing of the notice of allowance as though
no abandonment had ever occurred if the delay in
payment was unintentional. The petition to accept the
delayed payment must be filed within one year of the
date on which the application became abandoned or
be filed within three months of the date of the first
decision ¢n a petition under paragraph (b) of this sec-
tion which was filed within one year of the date of
abandonment of the application. The petition to
accept the delayed payment must be accompanied by
(1) the issue fee, unless it has been previously submit-
ted, (2) the fee for unintentionally delayed payment
(§ 1.17(m)), and (3) a statement that the delay was un-
intentional. Such statement must be a verified state-
ment if made by a person not registered to practice
before the Patent and Trademark Office. The Com-
missioner may require additional information where
there is a question whether the abandonment was un-
intentional. The three-month period from the date of
the first decision referred to in this paragraph may be
extended under the provisions of § 1.136(a), but no
further extensions under § 1.136(b) will be granted.
Petitions to the Commissioner under § 1.183 to waive
any time periods for requesting revival of an uninten-
tionally abandoned application will not be considered,
but will be returned to the applicant.

(d) Any petition pursuant to paragraph (b) of this
section not filed within six months of the date of
abandonment must be accompanied by a terminal dis-
claimer with fee under §1.321 dedicating to the public
a terminal part of the term of any patent granted
thereon equivalent to the periocd of abandonment of
the application.

(38 US.C 6, 1S US.C. 1113, 1123)
{47 FR 41277, Sepu. 17, 1982, effective date Oct. 1, 1982)
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1.161
PLANT PATENTS

1.161 Rules applicable.

The rules relating to applications for patent for
other inventions or discoveries are also applicable to
applications for patents for plants except as otherwise
provided. ;

1.162 Applicant, cath or declaratmn.

The applicant for a plant patent must be the person
who has invented or discovered and asexually repro-
duced the new and distinct variety of plant for which
a patent is sought (or as provided in §§ 1.42, 1.43, and
1.47). The oath or declaration required of the appli-
cant, in addition to the averments required by § 1.63,
must state that he or she has asexually reproduced the
plant. Where the plant is a newly found plant the oath
or declaration must also state that it was found in a
cultivated area.

(35 US.C. 6, Pub. L. 97-247)
[OMB Control Ne. 0651-0011]
{48 FR 2713, Jan. 20, 1983, effective date Feb, 27, 1983}

1.163 Specification.

(a) The specification must contain as full and com-
plete a disclosure as possible of the plant and the
characteristics thereof that distinguish the same over
related known varieties, and its antecedents, and must
particularly point out where and in what manner the
varsiety of plant has been asexually reproduced. In the
case of a newly found plant, the specification must
particularly point out the location and character of
the area where the plant was discovered.

(b) Two copies of the specification (including the
claim) must be submitted, but only one signed oath or
declaration is required. The second copy of the speci-
fication may be a legible carbon copy of the original.
(35 US.C. 112, 162; 35 U.S.C. 6, Pub. L. 97-247)

[24 FR 10332, Dec. 22, 1959, para. (b), 48 FR 2713, Jan. 20, 1983,
effective date Feb. 27, 1983}

1.164 Claim.

The claim shall be in formal terms to the new and
distinct variety of the specified plant as described and
illustrated, and may also recite the principal distin-
guishing characteristics. More than one claim is not
permitted.

(35 U.8.C. 162)

1.165 Drawings.

(a) Plant patent drawings are not mechanical draw-
ings and should be artistically and competently exe-
cuted. Figure numbers and reference characters need
not be employed unless required by the examiner. The
drawing must disclose all the distinctive characteris-
tics of the plant capable of visual representation.

(b) The drawing may be in color and when color is
a distinguishing characteristic of the new variety, the
drawing must be in color. Two copies of color draw-
ings must be submitted. Color drawings may be made
either in permanent water color or oil, or in lieu
thereof may be photographs made by color photogra-
phy or properly colored on sensitized paper. Perma-
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f nently mounted color photographs are acceptable

The paper in any case must correspond in size, weight
and quality to the paper required for other drawings.
See § 1.84. . .
(35'U.S.C. 113, 161; 35 U.S.C. 6; 15 U.S.C. 1113, 1123)

{24 FR 10332, Dec. 22, 1959, para. (b) 47 FR 41277, Sept. 17, 1982,
effective date Oct. 1, 1982]

1.166 .Specimens.

The applicant may be required to furnish specimens
of the plant, or its flower or fruit, in a quantity and at
a time in its stage of growth as may be designated, for
study and inspection. Such specimens, properly
packed, must be forwarded in conformity with in-
structions furnished to the applicant. When it is not
possible to forward such specimens, plants must be
made available for official inspection where grown.

(35 US.C. 114, 161)

1.167 Examination.

(a) Applications may be submitted by the Patent
and Trademark Office to the Department of Agricul-
ture for study and report.

(b) Affidavits or declarations from qualified agricul-
tural or horticultural experts regarding the novelty
and distinctiveness of the variety of plant may be re-
ceived when the need of such affidavits or declara-
tions is indicated.

(35 U.S.C. 161, 164; E.O. 5464, Oct. 17, 1930)
[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969]

REISSUES
AUTHORITY: Secs. 1.171 to 1.179 also issued under 35 U.S.C. 251.

1.171 Application for reissue,

An application for reissue must contain the same
parts required for an application for an original
patent, complying with all the rules relating thereto
except as otherwise provided, and in addition, must
comply with the requirements of the rules relating to
reissue applications. The application must be accom-
panied by a certified copy of an abstract of title or an
order for a title report accompanied by the fee set
forth in § 1.19(b)(2), to be placed in the file, and by an
offer to surrender the original patent (§ 1.178).

(35 US.C. 6; 15 U.S.C. 1113, 1123)
[OMB Control No. 0651-0011}
[47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982}

1.172 Applicants, assignees,

(a) A reissue oath must be signed and sworn to or
declaration made by the inventor or inventors except
as otherwise provided (see §§ 1.42, 1.43, 1.47), and
must be accompanied by the written assent of ail as-
signees, if any, owning an undivided interest in the
patent, but a reissue oath may be made and sworn to
or declaration made by the assignee of the entire in-
terest if the application does not seek to enlarge the
scope of the claims of the original patent.

(b) A reissue will be granted to the original patem.
ee, his legal representatives or assigns as the interest

may appear.
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(35 US.C. 6, Pub. L. 97-247)

fOMB Control No. 0651-0011} o o
{24 FR 10332, Dec. 22, 1959, para. (a), 48 FR 2713 Jan. 20, 1983
effectwe dme Feéb. 27, 1983] ) o

1. 173 Speclficatlon. :

The specification of the reissue application must in-
clude the entire specification and claims of the patent
with the matter to be omitted by reissue enclosed in
square brackets; and any additions made by the re-
issue must be underlined, so that the old and the new
specifications and claims may be readily compared.
Claims should not be renumbered and the numbering
of claims added by reissue should foliow the number
of the highest numbered patent claim. No new matter
shall be introduced into the specification.

1.174 Drawings.

(a) The drawings upon which the original patent
was issued may be used in reissue applications if no
changes whatsoever are to be made in the drawings.
In such cases, when the reissue application is filed, the
applicant must submit a temporary drawing which
may consist of a copy of the printed drawings of the
patent or a photoprint of the original drawings of the
size required for original drawing.

(b) Amendments which can be made in a reissue
drawing, that is, changes from the drawing of the
patent, are restricted.

(36 U.S.C. 6, Pub. L. 97-247)

[24 FR 10332, Dec. 22, 1959; para. (2), 48 FR 2713, Jan. 20, 1983,
effective date Feb. 27, 1983]

1178 Reissue oath or declaration.

(a) Applicants for reissue, in addition to complying
with the requirements of § 1.63, must alsc file with
their applications a statement under oath or declara-
tion as follows:

(1) When the applicant verily believes the original
patent to be wholly or partly inoperative or invalid,
stating such belief and the reasons why.

(2) When it is claimed that such patent is so inoper-
ative or invalid “by reason of a defective specification
or drawing,” particularly specifying such defects.

(3) When it is claimed that such patent is inoper-
ative or invalid “by reason of the patentee claiming
more or less than he had the right to claim in the
patent,” distinctly specifying the excess or insufficien-
¢y in the claims.

(4) [Reserved]

(5) Particularly specifying the errors relied upon,
and how they arose or occurred.

(6) Stating that said errors arose “without any de-
ceptive intention” on the part of the applicant.

(7) Acknowledg,mg a duty to disclose information
applicant is aware of which is material to the exami-
nation of the application.

(b) Corroborating affidavits or declarations of
others may be filed and the examiner may, in any
case, require additional information or affidavits or
declarations concerning the application for reissue and
its object.

(35 US.C 6, Pub. L. 97-247)
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[OMB Control No. 0651-001 1]

[24 FR 10332 Dec 22, 1959 29 FR 18503 Dec. 29 1964 34 FR
18857, Nov. 26,.1969; pars. (a), 47 FR 21752, May 19, 1982, effec-
tive date July 1, 1982; para. (a), 48 FR 2713 Jan. 20, 1983, effective

date Feb. 27, 1983}
1176

Exammatmn of relssue. :

An ongmal claim, if re-presented in the reissue ap-
plication, is subject to reexamination, and the entire
application will be examined in the same manner as
original applications, subject to the rules relating
thereto, excepting that division will not be required.
Applications for reissue will be acted on by the exam-
iner in advance of other applications, but not sooner
than two months after announcement of the filing of
the reissue application has appeared in the Official Ga-
zette.

[42 FR 5595, Jan. 28, 1977}

1.177 Reissue in divisions.

The Commissioner may, in his or her discretion,
cause several patents to be issued for distinct and sep-
arate parts of the thing patented, upon demand of the
applicant, and upon payment of the required fee for
each division. Each division of a reissue constitutes
the subject of a separate specification descriptive of
the part or parts of the invention claimed in such divi-
sion; and the drawing may represent only such part or
parts, subject to the provisions of §§ 1.83 and 1.84. On
filing divisional reissue applications, they shall be re-
ferred to the Commissioner. Unless otherwise ordered
by the Commissioner upon petition and payment of
the fee set forth in § 1.17(i), all the divisions of a re-
issue will issue simultaneously; if there be any contro-
versy as to one division, the others will be withheld
from issue until the controversy is ended, unless the
Commissioner shall otherwise order.

(35 U.S.C. 6, 15U8.C. 1113, 1123)
[47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982]

1.178 Original patent.

The application for a reissue must be accompanied
by an offer to surrender the original patent. The ap-
plication should also be accompanied by the original
patent, or if the original is lost or inaccessible, by an
affidavit or declaration to that effect. The application
may be accepted for examination in the absence of the
original patent or the affidavit or declaration, but one
or the other must be supplied before the case is al-
lowed. If a reissue be refused, the original patent will
be returned to applicant upon his request.

{OMB Control No. 0651-0011}]
[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969]

1.179 Notice of reissue application.

When an applicaticn for a reissue is filed, there will
be placed in the file of the original paten® a notice
stating that an application for reissue has been filed.
When the reissue is granted or the reissue application
is otherwise terminated, the fact will be added to the
notice in the file of the original patent.
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1.181
PETITIONS AND ACTION BY THE COMMISSIONER

1.181  Petition to _thé. Commissioner.

(a) Petition may be taken to the Commissioner: (1)
From any action or requirement of any examiner in
the ex parte prosecution of an application which is not
subject to appeal to the Board of Patent Appeals and
Interferences or to the court; (2) in cases in which a
statute or the rules specify that the matter is to be de-
termined directly by or reviewed by the Commission-
er; and (3) to invoke the supervisory authority of the
Commissioner in appropriate circumstances. For peti-
tions in interferences, see § 1.644.

(b) Any such petition must contain a statement of
the facts involved and the point or points to be re-
viewed and the action requested. Briefs or memoran-
da, if any, in support thereof should accompany or be
embodied in the petition; and where facts are to be
proven, the proof in the form of affidavits or declara-

tions (and exhibits, if any) must accompany the peti- )

tion.

(c) When a petition is taken from an action or re-
quirement of an examiner in the ex parte prosecution
of an application, it may be required that there have
been a proper request for reconsideration (§1.111)
and a repeated action by the examiner. The examiner
may be directed by the Commissioner to furnish a
written statement, within a specified time, setting
forth the reasons for his decision upon the matters
averred in the petition, supplying a copy thereof to
the petitioner.

(d) Where a fee is required for a petition to the
Commissioner the appropriate section of this part will
so indicate. If any required fee does not accompany
the petition, the petition will be dismissed.

(e) Oral hearing will not be granted except when
considered necessary by the Commissioner.

(f) Except as otherwise provided in these rules, any
such petition not filed within 2 months from the
action complained of, may be dismissed as untimely.
The mere filing of a petition will not stay the period
for reply to an Examiner’s action which may be run-
ning against an application, nor act as a stay of other
proceedings.

(g) The Commissioner may delegate to appropriate
Patent and Trademark Office officials the determina-
tion of petitions.

(35U8.C. 6, 15U.S.C. 1113, 1123)
{24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; paras.

(d) & (g), 47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982;
para. (a), 49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

1.182  Questions not specifically provided for.
All cases not specifically provided for in the regula-

tions of this part will be decided in accordance with

the merits of each case by or undes the authority of

the Commissioner, and such decision will be commu-

nicated to the interested parties in writing. Any peti-

tion seeking a decision under this section must be ac-

companied by the petition fee set forth in § 1.17(h).

(35S USC. 6 15 USC. 1113, 1123)

{47 FR 41278, Sept. 17, 1982, effective date Get. 1, 1982]
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1.183 Suspension of rules. :
In an extraordinary situation, when justice requires,
any requirement of the regulations in this part which.
is not a requirem.cnt of the statutes may be suspended
or waived by the Commissioner or the Commission-
er's designee, sua sponte, or on petition of the inter-
ested party, subject to such other requirements as may
be imposed. Any petition under this section must be
accompanied by the petition fee set forth in § 1.17¢h).

(35 US.C. 6; 1S US.C. 1113, 1133)
[47 FR 41276, Sept. 17, 1982, effective date Oct. 1, 1982]

1.184 Reconsideration of cases decided by
former Commissioners.

Cases which have been decided by one Commis-
sioner will not be reconsidered by his successor
except in accordance with the principles which
govern the granting of new trials.

AUTHORITY: Secs. 1.191 to 1.198 also issued under 35 U.S.C. 134,

1.191 Appesl to Board of Patent Appeals and
Interferences.

(a) Every applicant for a patent or for reissue of a
patent, or every owner of a patent under reexamina-
tion, any of the claims of which have been twice re-
jected or who has been given a final rejection
(§ 1.113), may, upon the payment of the fee set forth
in § 1.17(e), appeal from the decision of the examiner
to the Board of Patent Appeals and Interferences
within the time allowed for response.

(b) The appeal in an application must identify the
rejected claim or claims appealed, and must be signed
by the applicant or duly authorized attorney or agent.
An appeal in a reexamination proceeding must identi-
fy the rejected claim or claims appealed, and must be
signed by the patent owner or duly authorized attor-
ney or agent.

{c) An appeal when taken must be taken from the
rejection of all claims under rejection which the ap-
plicant or patent owner proposes to contest. Questions
relating to matters not affecting the merits of the in-
vention may be required to be settled before an
appeal can be considered.

(d) The time periods set forth in §§ 1.191 through
1.194, 1.196 and 1.197 are subject to the provisions of
§ 1.136 for patent applications or § 1.550(c) for reex-
amination proceedings. '

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)
[OMB Control No. 0651-0011]

f46 FR 29183, May 29, 1981; para. (a), 47 FR 41278, Sept. 17, 1982,
effective date Gct. 1, 1982; para. (d), 49 FR 555, Jan. 4, 1984, effec-
tive date Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984, effective date
Feb. 11, 1985}

1.192 Appellant’s brief.

(a) The appellant shali, within 2 months from the
date of the notice of appeal under § 1.191 in an appli-
cation, reissue application, or patent under reexamina’

tion, or within the time allowed for response to th
action appealed from, if such time is later, file a brie
in triplicate. The brief must be accompanied by the
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requisite fee set forth in § 1.17(f) and must set forth
the autherities and arguments on which the appellant
will rely to maintain the appeal. The brief must in-
clude a concise explananon of the invention which
should refer to the drawing by reference characters,
and a copy of the claims involved.

(b) On failure to file the brief, accompanied by the
requisite fee, within the time allowed, the appeal shall
stand dismissed.

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)

{36 FR 5850, Mar. 30, 1971; para. (a), 47 FR 41278, Sept. 17, 1982,
effective date Oct. 1, 1982; para. (a), 49 FR 556, Jan. 4, 1984, effec-
tive date Apr. 1, 1984]

1.193 Examiner’s answer.

(a) The primary examiner may, withiu such time as
may be directed by the Commissioner, furnish a writ-
ten statement in answer to the appellant’s brief includ-
ing such explanation of the invention claimed and of
the references and grounds of rejection as may be
necessary, supplying a copy to the appellant. If the
primary examiner shall find that the appeal is not reg-
vlar in form or does not relate to an appealable
action, he shall so state and a petition from such deci-
sion may be taken to the Commissioner as provided in
§1.181.

(b) The appellant may file a reply brief directed
only to such new points of argument as may be raised
in the examiner’s answer, within one month from the
date of such answer. However, if the examiner’s
answer states a new ground of rejection appellant
may file a reply thereto within two months from the
date of such answer; such reply may include any
amendment or material appropriate to the new
ground.

(©) Any decision pursuant to § 1.56{(d) rejecting
claims in an application already under appeal of a re-
jection based on other grounds shall constitute a sup-
plemental examiner’s answer introducing a new
ground of rejection and removing the suspension of
the appeal introduced pursuant to § 1.56(e), in which
case appellant may file a reply thereto within two
months from the date of the supplemental examiner’s
answer. Such reply will be considered and responded
to as necessary. Appellant may file a reply brief di-
rected to any such response within one month of the
date of the response or within such other time as may
be set in the responge.

[24 FR 10332, Dec. 22, 1959; 34 FR 18858, Nov. 26, 1969; para. (c),
47 FR 21752, May 19, 1982, added effective July 1, 1982; para. (b),
S0 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

1.194 Oral hearing,

(a) An oral hearing should be requested only in
those circumstances in which the appellant considers
such a hearing necessary or desirable for a proper
presentation of his dppea! An appeal decided without
an oral hearing will receive the same consideration by
the Board of Patent Appeals and Interferences as ap-
als decided after oral hearing.

(by If appellant desires an oral hearing, appellant
must file a written request for such hearing accompa-
nied by the fee set forth in § 1.17(g) within one month
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after the date of the examiner’s answer. If appellant
requests an oral hearing and submits therewith the fee
set forth in § 1.17(g), an oral argument may be pre-
sented by, or on behalf of, the primary.examiner if
considered desirable by either the primary examiner
or the Board.

{c) If no request and fee for oral hearing have been
timely filed by the appellant, the appeal will be as-
signed for consideration and decision. If the appellant
has requested an oral hearing and has submitted the
fee set forth in § 1.17(g), a day of hearing will be set,
and due notice thereof given to the appellant and to
the primary examiner. Hearing will be held as stated
in the notice, and oral argument will be limited to
twenty minutes for the appellant and fifteen minutes
for the primary examiner unless otherwise ordered
before the hearing begins.

(35 U.S.C. 6; 15 US.C. 1113, 1123)

[42 FR 5595, Jan. 28, 1977; paras. (b) & (c), 47 FR 41278, Sept. 17,
1982, effective date Oct. 1, 1982; para. (a), 49 FR 48416, Dec. 12,
1984, effective date Feb. 11, 1985]

1.195 Affidavits or declarations after appeal.

Affidavits, declarations, or exhibits submitted after
the case has been appealed will not be admitted with-
out a showing of good and sufficient reasons why
they were not earlier presented.

[34 FR 18858, Nov. 26, 1969)

1.196 Decision by the Board of Patent Ap-
peals and Interferences.

(a) The Board of Patent Appeals and Interferences,
in its decision, may affirm or reverse the decision of
the examiner in whole or in part on the grounds and
on the claims specified by the examiner. The affirm-
ance of the rejection of a claim on any of the grounds
specified constitutes a general affirmance of the deci-
sion of the examiner on that claim, except as to any
ground specifically reversed.

(b) Should the Board of Patent Appeals and Inter-
ferences have knowledge of any grounds not involved
in the appeal for rejecting any appealed claim, it may
include in the decision a statement to that effect with
its reasons for so holding, which statement shall con-
stitute a new rejection of the claims. When the Board
of Patent Appeals and Interferences make a new re-
jection of an appealed claim, the appellant may exer-
cise any one of the following three options:

(1) The appellant may submit an appropriate
amendment of the claims so rejected or a showing of
facts, or both, and have the matter reconsidered by
the examiner in which event the application will be
remanded to the examiner and the decision of the
Board of Patent Appeals and Interferences shall not
be considered final for the purpose of judicial review.
The statement shall be binding upon the examiner
uniess an amendment or showing of facts not previ-
ously of record be made which, in the opinion of the
examiner, overcomes the new ground for rejection
stated in the decision. When appropriate, upon con-
clusion of proceedings on remand before the examin-
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er, the Board of Patent Appeals and Interferences
may enter aii order otherwnse makmg its decision
final.

(2) The appellant may have the case reconsidered
under § 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. Where request
for such reconsideration is made the Board of Patent
Appeals and Interferences shall, if necessary, render a
new decision which shall include all grounds upon
which a patent is refused.

(3) The appellant may treat the decision, including
the new grounds for rejection given by the Board of
Patent Appeals and Interferences, as a final decision
in the case.

(c) Should the decision of the Board of Patent Ap-
peals and Interferences include an explicit statement
that a claim may be allowed in amended form, appel-
lant shall have the right to amend in conformity with
such statement which shall be binding on the examin-
er in the absence of new references or grounds of re-
jection.

(d) Although the Board of Patent Appeals and
Interferences normally will confine its decision to a
review of rejections made by the examiner, should it
have knowledge of any grounds for rejecting any al-
lowed claim it may include in its decision a recom-
mended rejection of the claim and remand the case to
the examiner. In such event, the Board shall set a
period, not less than one month, within which the ap-
pellant may submit to the examiner an appropriate
amendment, a showing of facts or reasons, or both, in
order to avoid the grounds set forth in the recommen-
dation of the Board of Patent Appeals and Interfer-
ences. The examiner shall be bound by the recommen-
dation and shall enter and maintain the recommended
rejection unless an amendment or showing of facts
not previously of record is filed which, in the opinion
of the examiner, overccmes the recommended rejec-
tion. Should the examiner make the recommended re-
jection final the applicant may again appeal to the
Board of Patent Appeals and Interferences. Whenever
a decision of the Board of Patent Appeals and Inter-
ferences includes a remand, that decision shall not be
considered a final decision. When appropriate, upon
conclusion of proceedings on remand before the ex-
aminer, the Board of Patent Appeals and Interfer-
ences may enter an order otherwise making its deci-
sion final.

{24 FR 10332, Dec. 12, 1959; 49 FR 29183, May 29, 198); 49 FR
48416, Dec. 12, 1984, effective date Feb. 12, 1985}

1.197 Action following decision.

(a) After decision by the Board of Patent Appeals
and Interferences, the case shall be returned to the ex-
aminer, subject to the appellant’s right of appeal or
other review, for such further action by the appellant
or by the examiner, as the condition of the case may
require, 1o carry into effect the decision.

(b) A single request for reconsideration or modifica-
tion of the decision may be made if filed within one
month from the date of the original decision, unless
that decision is so modified as to become, in effect, 3
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new decision, and the Board of Patent Appeals and
Interferences so states.

(c) Proceedings are considered terminated by ‘the
dismissal of an appeal or the failure to timely file an
appeal to the court or a civil action (§ 1.304) except-
(1) Where claims stand allowed in an apphca*non or
(2) where the nature of the decision requires further
action by the examiner. In such cases, the date of ter-
mination of proceedings is the date on which the
appeal is dismissed or the date on which the time for
appeal to the court or review by civil action (§ 1.304)
expires. If an appeal to the court or a civil action has
been filed, proceedings are similarly considered termi-
nated when the appeal or civil action is terminated.

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)

[46 FR 29184, May 29, 1981; para. (a), 47 FR 41278, Sept. 17, 1982,
effective date Oct. 1, 1982; 49 FR 556, Jan. 4, 1984, effective date
Apr. 1, 1984; paras. (a) & (b), 49 FR 48416, Dec. 12, 1984, effective
date Feb. 11, 1985]

1.198 Reopening after decision.

Cases which have been decided by the Board of
Patent Appeals and Interferences will not be reopened
or reconsidered by the primary examiner except
under the provisions of § 1.196 without the written
authority of the Commissioner, and then only for the
consideration of matters not already adjudicated, suffi-
cient cause being shown.

{49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985)

INTERFERENCES: DEFINITION, PREPARATION,
DECLARATION

1.201-1.212 [Removed)

{49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985}
INTERFERENCES: PRELIMINARY STATEMENT

1.215-1.228 [Removed]

[49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

INTERFERENCES: MOTION PERIOD, DISSOLUTION,
REFORMATION

1.231-1.238 [Removed]
{49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]
INTERFERENCES: MISCELLANEOUS PROVISIONS

1.242-1.247 {Removed]

[49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985}
MISCELLANEOUS PROVISIONS

1.248 Service of papers; manner of service;

proof of service in cases other than interfer-
ences.

(a) Service of papers must be on the attorney or

agent of the party if there be such or on the party if

there is no attorney or agent, and may be made in any .

of the following ways:
(1) By delivering a copy of the paper to the person
served;
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- (2) By leaving a copy at the usual place of business
of the person served with someone in his employ-
merit;

(3) When the person served has no usual place of
bqsiness, by leaving a copy at the person’s residence,
with some person of suitable age and discretion who
resides there;

(4) Transmission by first class mail. When service is
by mail the date of mailing will be regarded as the
date of service;

(5) Whenever it shall be satisfactorily shown to the
Commissioner that none of the above modes of ob-
taining or serving the papei is practicable, service
may be by notice published in the Official Gazette.

() Papers filed in the Patent and Trademark Office
which are required to be served shall contain proof of
service. Proof of service may appear on or be affixed
to papers filed. Proof of service shall include the date
and manner of service. In the case of personal service,
proof of service shall also include the name of any
person served, certified by the person who made serv-
ice. Proof of service may be made by: (]) An ac-
knowledgement of service by or on behalf of the
person served or (2) a statement signed by the attor-
ney or agent containing the information required by
this section.

(c) See §1.646 for service of papers in interfer-
ences.

{49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

INTERFERENCES: TRIAL
‘.251-1.259 [Removed]

(49 FR 48416, Dec. 12, 1984, effective date Feb, 11, 1985]
INTERFERENCES: TERMINATION

1.261-1.268 [Removed]
{49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985)

1.271-1.288 [Removed]
{49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985)

PrOTESTS AND PUBLIC USE PROCEEDINGS

1.291 Protests by the public against pending
applications.

(a) Protests by a member of the public against
pending applications will be referred to the examiner
having charge of the subject matter involved. A pro-
test specifically identifying the application to which
the protest is directed will be entered in the applica-
tion file if (1) the protest is timely submitted; and (2)
the protest is either served upon the applicant in ac-
cordance with § 1.248, or filed with the Office in du-
plicate in the event service is not possible.

(b) A protest submitted in accordance with the
second sentenice of paragraph (a) of this section will
be considered by the Office if it includes (1) a listing
of the patents, publications or other information relied
upon; (2) a concise explanation of the relevance of

h listed item; (3) a copy of each listed patent or
ublication or other item of information in written
form or at least the pertinent portions thereof; and (4)
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an English language translation of all the necessary
and pertinent parts of any non-English language
patent, publication, or other item of information in
written form relied upon.

(c) An acknowledgment of the entry of a protest
under paragraph (a) of this section in a reissue appli-
cation file will be sent to the member of the public
filing the protest. A member of the public filing a pro-
test under paragraph (a) of this section in an applica-
tion for an original patent will not receive any com-
munications from the Office relating to the protest,
other than the return of a self-addressed postcard
which the member of the public may include with the
protest in order to receive an acknowledgment by the
Office that the protest has been received. The Office
will communicate with the applicant regarding any
protest entered in the application file and may require
the applicant to supply information pursuant to para-
graph (a) of §1.56, including responses to specific
questions raised by the protest, in order for the Office
to decide any issues raised by the protest. The active
participation of the member of the public filing a pro-
test pursuant to paragraph (a) of this section ends
with the filing of the protest and no further submis-
sion on behalf of the protestor will be acknowledged
or considered unless such submission raises new issues
which could not have been earlier presented, and
thereby constitutes 2 new protest.

[47 FR 21752, May 19, 1982, effective date July 1, 1982]

1.292 Public use proceedings.

(a) When a petition for the institution of public use
proceedings, supported by affidavits or declarations
and the fee set forth in § 1.17(j) is filed by one having
information of the pendency of an application and is
found, on reference to the examiner, to make a prima
facie showing that the invention claimed in an applica-
tion believed to be on file had been in public use or
on sale more than one year before the filing of the ap-
plication, a hearing may be had before the Commis-
sioner to determine Whether a public use proceeding
should be instituted. If instituted, the Commissioner
may designate an appropriate official to conduct the
public use proceeding, including the setting of times
for taking testimony, which shall be taken as provided
by §§1.671 through 1.685. The petitioner will be
heard in the proceedings but after decision therein
will not be heard further in the prosecution of the ap-
plication for patent.

(b) The petition and accompanying papers should
either: (1) Reflect that a copy of the same has been
served upon the applicant or upon his attorney or
agent of record; or (2) be filed with the Office in du-
plicate in the event service is not possible. The peti-
tion and accompanying papers, or a notice that such a
petition has been filed, shall be entered in the applica-
tion file.

(c) A petition for institution of public use proceed-
ings shall not be filed by a party to an interference as
to an application involved in the interference. Public
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use and on sale issues in an interference shall be raised
by a preliminary motion under § 1.633(a).
(35 U.S.C. 6; 15 US.C: 1113, 1123)

[42 FR 5595, Jan. 28, 1977; para. (a), 47 FR 41279, Sept. 17, 1982;
paras. (8) & (c), 49 FR 48416, Dec. 12, 1984, effective date Feb. 12,

1985) ; ‘
1.293 Statutory invention registration.

(a) An applicant for an original patent may request,
at any time during the pendency of applicant’s pend-
ing complete application, that the specification and
drawings be published as a statutory invention regis-
tration. Any such request must be signed by (1) the
applicant and any assignee of record or (2) an attor-
ney or agent of record in the application.

(b) Any request for publication of a statutory inven-
tion registration must include the following parts:

(1) A waiver of the applicant’s right to receive a
patent on the invention claimed effective upon the
date of publication of the statutory invention registra-
tiom;

(2) The required fee for filing a request for publica-
tion of a statutory invention registration as provided
for in § 1.17 (n) or (o);

(3) A statement that, in the opinion of the requester,
the application to which the request is directed meets
the requirements of 35 U.S.C. 112; and

(4) A statement that, in the opinion of the requester,
the application to which the request is directed com-
plies with the formal requirements of this part for
printing as a patent.

(c) A waiver filed with a request for a statutory in-
vention registration will be effective, upon publication
of the statutory invention registration, to waive the
inventor’s right to receive a patent on the invention
claimed in the statutory invention registration, in any
application for an original patent which is pending on,
or filed after, the date of publication of the statutory
invention registration. A waiver filed with a request
for a statutory invention registration will not affect
the rights of any other inventor even if the subject
matter of the statutory invention registration and an
applicatien of another inventor are commonly owned.
A waiver filed with a request for a statutory inven-
tion registration will not affect any rights in 2 patent
to the inventor which issued prior to the date of pub-
lication of the statutory invention registration unless a
reissue application is filed seeking to enlarge the scope
of the claims of the patent. See also § 1.106(e).

[OoMB Control No. 0651-0018]
[50 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

1.294 Examination of request for publication
of a statutory invention registration and
pate:; application to which the request is di-
rected.

(a) Any request for a statutory invention registra-
tion will be examined to determine if the requirements
of §1.293 have been met. The application to which
the request is directed will be examined to determine
(1) if the subject matter of the application is appropri-
ate for publication, (2) if the requirements for publica-

Rev. 1, Oct. 1985

MANUAL OF PATENT EXAMINING PROCEDURE

- tion are met, and (3) if the requirements of 35 U.S.C.

112 and § 1.293 of this part are met. '

(b) Applicant will be notified of the results of th u
examination se* forth in paragraph (a) of this sectio
If the requirements of § 1.293 and this section are no
met by the request filed, the notification to applicant
will set a period of time within which to comply with
the requirements in order to avoid abandonment of
the application. If the application does not meet the
requirements of 35 U.S.C. 112, the notification to ap-
plicant will include a rejection under the appropriate
provisions of 35 U.S.C 112. The periods for response
established pursuant to this section are subject to the
extension of time provisions of § 1.136. After response
by the applicant, the application will again be consid-
ered for publication of a statutory invention registra-
tion. If the requirements of § 1.293 and this section
are not timely met, the refusal to publish will be made
final. If the requirements of 35 U.S.C. 112 are not
met, the rejection pursuant to 35 U.S.C. 112 will be
made final.

(c) If the examination pursuant to this section re-
sults in approval of the request for a statutory inven-
tion registration the applicant will be notified of the
intent to publish a statutory invention registration.

[50 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

1.295 Review of decision finally refusing to
publish a statutory invention registration.

(a) Any requester who is dissatisfied with the final
refusal to publish a statutory invention registration fi
reasons other than compliance with 35 U.S.C. 1]
may obtain review of the refusal to publish the statu-
tory invention registration by filing a petition to the
Commissioner accompanied by the fee set forth in
§ 1.17(h) within one month or such other time as is
set in the decision refusing publication. Any such peti-
tion should comply with the requirements of
§ 1.181(b). The petition may include a request that the
petition fee be refunded if the final refusal to publish a
statutory invention registration for reasons other than
compliance with 35 U.S.C. 112 is determined to result
from an error by the Patent and Trademark Office.

(b) Any requester who is dissatisfied with a deci-
sion finally rejecting claims pursuant to 35 U.S.C. 112
may obtain review of the decision by filing an appeal
to the Board of Patent Appeals and Interferences pur-
suant to § 1.191. If the decision rejecting claims pursu-
ant to 35 U.S.C. 112 is reversed, the request for a stat-
utory invention registration will be approved and the
registration published if all of the other provisions of
§ 1.293 and this section are met.

[OMB Control No, 0651-(018)
{50 FR 9382, Mar, 7, 1985, cffective date May 8, 1985]

1.296 Withdrawal of request for publication of
statutory invention registration,

A request for a statutory invention registration
which has been filed, may be withdrawn prior to tf
date of the notice of the intent to publish a statuto
invention registration issued pursuant to § 1.294(c) by
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~filing ‘& request to withdraw the request for publica-

tion of a statutory invention registration. The request
to withdraw may also include a request for a refund
of any amount paid in excess of the application filing
fee and a handling fee of $100 which will be retained.
Any request to withdraw the request for publication

of a statutory invention reglstratlon filed on or after

the date of the notice of intent to publish issued pur-
suant to § 1.294(c) must be in the form of a petition
pursuant to § 1.183 accompanied by the fee set forth
in § 1.17(h).

[OMB Control No. 0651-0018)

{50 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

1.297 Publication of statutory invention regis-
tration.

(a) If the request for a statutory invention registra-
tion is approved the statutory invention registration
will be published. The statutory invention registration
will be mailed to the requester at the correspondence
address as provided for in § 1.33(a). A notice of the
publication of each statutory invention registration
will be published in the Official Gazette.

(b) Each statutory invention registration published
will include a statement relating to the attributes of a
statutory invention registration. The statement will
read as follows:

A statutory invention registration is not a patent. It has the de-
fensive attributes of a patent but does not have the enforceable at-
tributes of 2 patent. No article or advertisement or the like may use
the term patent, or any term suggestive of a patent, when seferring
o a statutory invention registration. For more specific information
on the rights associated with a statutory invention registration see
35 U.8.C. I57.

{50 FR 9382, Mar. 7, 1985, effective date May 8, 1985: 50 FR
31826, Aug. 6, 1985, effective date Oct. 5, 1985)

REVIEW OF PATENT AND TRADEMARE OFFICE
Decisions By COURT

1.301 Appeal to U.S. Court of Appeals for the
Federal Circuit,

Any applicant or any owner of a patent involved in
a reexamination proceeding dissatisfied with the deci-
sion of the Board of Patent Appeals and Interfer-
ences, and any party to an interference dissatisfied
with the decision of the Board of Patent Appeais and
Interferences, may appeal to the U.S. Court of Ap-
peals for the Federal Circuit. The appellant must take
the following steps in such an appeal: (2) In the
Patent and Trademark Office file a written notice of
appeal directed to the Commissioner (see §§ 1.302 and
1.304); and (b) in the Court, file a copy of the notice
of appeal and pay the fee for appeal, as provided by
the rules of the Court. The certified list of documents
and any original or certified copies of such documents
required by the Court will be transmitted to the Court
by the Patent and Trademark Office.

(35 U.S.C. 6,15 USC. 1123)

{47 FR 47381, Oct. 26, 1982, effective date Oct. 26, 1982, 49 FR
48416, Dec. 12, 1984, effective date Feb, 11, 1585, 50 FR 9383,
Mar. 7, 1985, effective date May 8, 1985]

1302
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- Notice of appeal
(@) When an appeal is taken to the US Court of

'Appeals for the Federal Circuit, the appellant shall

give notice thereof to the Commissioner within the
time specified in § 1.304..

(b) In .nterferences, the notice must be served as
provided in § 1.646.
{24 FR 10332, Dec. 22, 1959; para. (a), 47 FR 47381, Oct. 26, 1982,
effective date Oct. 26, 1982; 49 FR 48416, Dec. 12, 1984, effective
date Feb. 11, 1985; 50 FR 9383, Mar. 7, 1985, effective date May 8,
19857

1.303
3060

(2) Any applicant or any owner of a patent in-
volved in a reexamination proceeding dissatisfied with
the decision of the Board of Patent Appeals and
Interferences, and any party dissatisfied with the deci-
sion of the Board of Patent Appeals and Interfer-
ences, may, instead of appealing to the U.S. Court of
Appeals for the Federal Circuit (§ 1.301), have
remedy by civil action under 35 U.S.C. 145 or 146, as
appropriate. Such civil action must be commenced
within the time specified in § 1.304.

(b) If an applicant in an ex parte case or an owner
of a patent involved in a reeexamination proceeding
has taken an appeal to the U.S. Court of Appeals for
the Federal Circuit, he or she thereby waives his or
her right to proceed under 35 U.S.C. 145.

(c) If any adverse party to an appeal taken to the
U.S. Court of Appeals for the Federal Circuit by a
defeated party in an interference proceeding files
notice with the Commissioner within twenty days
after the filing of the defeated party’s notice of appeal
to the court (§ 1.302), that he or she elects to have all
further proceedings conducted as provided in 35
U.S.C. 146, certified copies of such notices will be
transmitted to the U.S. Court of Appeals for the Fed-
eral Circuit for such action as may be necessary. The
notice of election must be served as provided in
§ 1.646.

(35 U.S.C. 6; 15 U.S.C. 1123)
[47 FR 47381, Oct. 26, 1982, effective date Oct. 26, 1982; 49 FR
48416, Dec. 12, 1984, effective date Feb. 11, 1985)

1.304 Time for appeal or civil action.

(a) The time for filing the notice of appeal to the
U.S. Court of Appeals for the Federal Circuit
(§ 1.302) or for commencing a civil action (§ 1.303) is
sixty days from the date of the decision of the Board
of Patent Appeals and Interferences. If a request for
reconsideration or modification of the decision is filed
within the time provided under §1.197(b) or
§ 1.658(b), the time for filing an appeal or commenc-
ing a civil action shall expire at the end of the sixty-
day period or thirty days after action on the request,
whichever is later. Except for an appeal from or com-
mencing a civil action after a decision of the Board of
Patent Appeals and Interferences in a reexamination
proceeding or an interference proceeding, the time
periods set forth herein are subject to the provisions

Civil action under 35 U.S.C. 145, 146,
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of §1.136. See §1.550(c) for extensions of time to
appeal or commence a civil action in a reexamination
proceeding. See § 1.645(a) for extensions of time to
appeal or commence a civil action in an interference.
An examiner-in-chief, upon a showing of excusable
neglect, may. extend the time for seeking judicial
review of a decision of the Board of Patent Appeals
and Interferences in an interference case when a re-
quest is untimely filed after expiration of the time pre-
scribed by this section.

(b) The times specified herein are calendar days. If
the last day of the time specified for appeal or com-
mencing a civil action falls on a Saturday, Sunday or
legal holiday, the time is extended to the mext day
which is neither a Saturday, Sunday nor a holiday.

(c) If a defeated party to an interference has taken
an appeal to the U.S. Court of Appeals for the Feder-
al Circuit and an adverse party has filed notice under
38 U.S.C. 141 that he or she elects to have all further
proceedings condiiited under 35 US.C. 146
(§ 1.303(c)), the time for filing a civil action thereafter
is specified in 35 U.S.C. 141.

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)

f61 FR 758, Jan. 5, 1976; pars. (8) & (c), 47 FR 47382, Oct. 26,
1982; para. (8), 49 FR 556, Jan. 4, 1984, effective date Apr. 1, 1984;
pare. (2) 49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985;
pase. (a), 50 FR 9383, Mar. 7, 1985, effective date May 8, 1985)

ALLOWANCE AND ISSUE OF PATENT

1.311 Netice of allowance.

(a) If, on examination, it shall appear that the appli-
cant is entitled to a patent under the law, a notice of
allowance will be sent to applicant at the correspond-
ence address indicated in § 1.33, calling for the pay-
ment of a specified sum constituting the issue fee
(€ 1.18), which shall be paid within 3 months from the
date of the mailing of the notice of allowance.

(b) An authorization to charge the issue fee (§ 1.18)
to a deposit account may be filed in an individual ap-
plication, either before or after mailing of the notice
of allowance. Where an authorization to charge the
issue fee to a deposit account has been filed before the
mailing of the notice of allowance, the issue fee will
be automatically charged to the deposit account at the
time of mailing the notice of allowance.

{OME Control MNo. 0651-0011]
(35 U.S.C. 6,15 US.C. 1113, 1123)
[47 FR 41279, Sept. 17, 1982, effective date Oct. 1, 1982]

1.312 Amendments after allowance,

(a) No amendment may be made as a matter of
right in an application after the mailing of the notice
of allowance. Any amendment pursuant 0 this para-
graph filed before the payment of the issue fee may be
entered on the recommendation of the primary exam-
iner, approved by the Commissioner, without with-
drawing the case from issue.

(b) Any amendment pursuant to paragraph (a) of
this section filed after the date the issue fee is paid
must be acwmpamcd by a petition including the fee
set forth in § 1.17() and a showing of good and suffi-
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cient reasons why the amendment is necessary md
‘was not earlier presented.

" @5USLC. 6 15 US.C. 1113, 1123)

[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982] .
1313 Withdrawal from issue,

(a) Applications may be withdrawn from issue for
further action at the initiative of the Office or upon
petition by the applicant. Any such petition by the ap-
plicant must include a showing of good and sufficient
reasons why withdrawal of the application is neces.
sary and, if the reason for the withdrawal is not the
fault of the Office, must be accompanied by the fee
set forth in § 1.17(i). If the application is withdrawn
from issue, 2 new notice of allowance will be sent if
the application is again allowed. Any amendment ac-
companying a petition to withdraw an application
grorg issue must comply with the requirements of

1.312.

(b) When the issue fee has been paid, and the patent
to be issued has received iis issue date and patent
number, the application will not be withdrawn from
issue for any reason except (1) mistake on the part of
the Office, (2) a violation of § 1.56 or illegality in the
application, (3) unpatentability of one or more claims,
or (4) for interference.

(35US.C. 6 15US.C. 1113, 1123)
[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982]

1.314 Issuance of patent.

If payment of the issue fee is timely made, the
patent will issue in regular course unless (a) the appli‘
cation is withdrawn from issue (£ 1.313) or (b) issu-

ance of the patent is deferred. Any petition by the ap-
plicant requesting deferral of the issuance of a patent
must be accompanied by the fee set forth in § 1.17(i)
and must include a showing of good and sufficient
reasons why it is necessary to defer issuance of the
patent.

{OMB Control No. 0651-0011}

(35 US.C. 6; 15 USC. 1113, 1123)

[47 FR 41280, Sept, 17, 1982, effective date Oct. 1, 1982]

1318 Delivery of patent.

The patent will be delivered or mailed on the day
of its date to the attorney or agent of record, if there
be one; or if the attorney or agent so request, to the
patentee or assignee of an interest therein; or, if there
be no attorney or agent, to the patentee or to the as-
signee of the entire interest, if he so request.

(35U.8.C. 151)

1.316 Application abandoned for failure to pay
fssue fee,

(a) If the issue fee is not paid within 3 months from
the date of the notice of allowance, the application
will be regarded as abandoned. Such an abandoned
application will not be considered as pending before
the Patent and Trademark Office.

(b) The Commissioner may accept the payment o
the issue fee later than three months after the mailing
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of the notice of allowance as though no ‘abandonment
had ever occurred if upon petition the delay in pay-
ment is shown to have been unavoidable. The petition
to accept the delayed payment must be promptly filed
after the applicant is notified of, or otherwise becomes
aware of, the abandonment, and must be accompanied
b)j (1) the issue fee, unless it has been previously sub-
mitted, (2) the fee for delayed payment (§ 1.17(1)),
and (3) a showing that the delay was unavoidable.
Such showing must be a verified showing if made by
a person not registered to practice before the Patent
and Trademark Office.

(c) The Commissioner may, upon petition, accept
the payment of the issue fee later than thr~e months
after the mailing of the notice of allowance as though
no abandonment had ever occurred if the delay in
payment was unintentional. The petition to accept the
delayed payment must be filed within one year of the
date on which the application became abandoned or
be filed within three months of the date of the first
decision on a petitias: under paragraph (b) of this sec-
tion which was filed within one year of the date of
abandonment of the application. The petition to
accept the delayed payment must be accompanied by
(1) the issue fee, unless it has been previously submit-
ted, (2) the fee for unintentionally delayed payment
(§ 1.17(m)), and (3) a statement that the delay was un-
intentional. Such statement must be a verified state-
ment if made by a person not registered to practice
before the Patent and Trademark Office. The Com-
missioner may require additional information where
there is a question whether the abandonment was un-
intentional. The three-month period from the date of
the first decision referred to in this paragraph may be
extended under the provisions of § 1.136(a), but no
further extensions under §1.136(b) will be granted.
Petitions to the Commissioner under § 1.183 to waive
any time periods for requesting revival of an uninten-
tionally abandoned application will not be considered,
but will be returned to the applicant.

(d) Any petition pursuant to paragraph (b) of this
section not filed within six months of the date of
abandonment must be accompanied by a terminal dis-
claimer with fee under §1.321 dedicating to the
public a terminal part of the term of any patent grant-
ed thereon equivalent to the period of abandonment
of the application.

[OMB Control No., 0651-0011]
(35 US.C. 6, 15 U.S.C. 1113, §123)
{47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982]

1.317 Lapsed patents; delayed payment of bal-
ance of issue fee,

(a) If the issue fee was paid prior to October 1,
1982, any remaining balance of the issue fee is to be
paid within three months from the date of notice
thereof and, if not paid, the patent will lapse at the
termination of the three month period.

(b) The Commissioner may accept the payment of
the remaining balance of the issue fee later than three
months after the mailing of the notice thereof as
though no lapse had ever occurred if upon petition
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the delay in payment is shown to have been unavoid-
able. The petition to accept the delayed payment must
be promptly filed after the applicant is notified of, or
otherwise becomes aware of, the lapse, and must be
accompanied. by (1) the remaining balance of the issue
fee, unless it has been previously submitted, (2) the fee
for delayed payment (§ 1.17(1)), and (3) a showiag
that the delay was unavoidable. Such showing must
be a verified showing if made by a person not regis-
tered to practice before the Patent and Trademark
Office.

(c) The Commissioner may, upon petition, accept
the payment of the remaining balance of the fee later
than three months after the mailing of the notice
thereof as though no lapse had ever occurred if the
delay in payment was unintentional. The petition to
accept the delayed payment must be filed within one
year of the date on which the patent lapsed or be
filed within three months of the date of the first deci-
sion on a petition under paragraph (b) of this section
which was filed within one year of the date of lapse
of the patent. The petition to accept the delayed pay-
ment must be accompanied by (1) the remaining bal-
ance of the issue fee, unless it has been previously
submitted, (2) the fee for unintentionally delayed pay-
ment (§ 1.17(m)), and (3) a statement that the delay
was unintentional. Such statement must be a verified
statement if made by a person not registered to prac-
tice before the Patent and Trademark Office. The
Commissioner may require additional information
where there is a question whether the delay in pay-
ment was unintentional. The three-month period from
the date of the first decision referred to in this para-
graph may be extended under the provisions of
§ 1.136(a), but no further extensions under § 1.136(b)
will be granted. Petitions to the Commissioner under
§ 1.183 to waive any time periods for requesting ac-
ceptance of an unintentionally delayed payment will
not be considered, but will be returned to the appli-
cant.

(d) Any petition pursuant to paragraph (b) of this
section not filed within six months of the date of lapse
must be accompanied by a terminal disclaimer with
fee under § 1.321 dedicating to the public 2 terminal
part of the term of the patent equivalent to the period
of lapse of the patent.

(35U8.C. 6 15 US.C. 1113, 1123)
[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982)

1.318 Notification of national publication of a
patent based on an international application.

The Office will notify the International Bureau

when a patent is issued on an application filed under

35 U.S.C. 371, and there has been no previous inter-

national publication.

(Pub, L. 94-131, 89 Stat. 685)

[43 FR 20465, May 11, 1978)
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e . DISCLAIMER . - .. . .
1.321 - Statvtory disclaimer. - - -

(a) A disclaimer under 35 U.S.C. 253 must be ac-
companied by the fee set forth in § 1.20(d) and identi-
fy the patent and the claim or claims which are dis-
claimed, and be signed by the person making the dis-
claimer, who shall state therein the extent of his or
her interest in the patent. A disclaimer which is not a
disclaimer of a complete claim or claims may be re-
fused recordation. A notice of the disclaimer is pub-
lished in the Official Gazette and attached to the print-
ed copies of the specification. In like manner any pat-
entee or applicant may disclaim or dedicate to the
public the entire term, or any terminal part of the
term, of the patent granted or to be granted.

(b) A terminal disclaimer, when filed in an applica-
tion to obviate a double patenting rejection, must be
accompanied by the fee set forth in § 1.20(d) and in-
clude a provision that any patent granted on that ap-
plication shall be enforceable only for and during
such period that said patent is commonly owned with
the application or patent which formed the basis for
the rejection.

[OMB Control No. 0651-0011]
(35 US.C. 6; 15 US.C. 1113, 1123)
[47 FR 41281, Sept. 17, 1982, effective date Oct. 1, 1982]

CORRECTION OF ERRORS IN PATENT

1.322 Certificate of correction of Office mis-
take.

(a) A certificate of correction under 35 U.S.C. 254
may be issued at the request of the patentee or the
patentee’s assignee. Such certificate will not be issued
at the request or suggestion of anyone not owning an
interest in the patent, nor on motion of the Office,
without first notifying the patentee,(including any as-
signee of record) and affording the patentee an oppor-
tunity to be heard. When the request relates to a
patent involved in an interference, the request shall
comply with the requirements of this section and shall
be accompanied by a motion under § 1.635.

(b) If the nature of the mistake on the part of the
Office is such that a certificate of correction is
deemed inappropriate in form, the Commissioner may
issue a corrected patent in lieu thereof as a more ap-
propriate form for certificate of correction, without
expense to the patentee.

[OMB Control No. 0651-0011)

(35 US.C. 254)

[24 FR 10332, Dec. 22, 1959; 34 FR 5550, Mar. 22, 1969; para. (a),
49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985)

1323 Certificate of correction of applicant’s
mistake.

Whenever a mistake of a clerical or typographical
nature or of minor character which was not the fault
of the Office, appears in a patent and a showing is
made that such mistake occurred in good faith, the
Commissioner may, upon payment of the fee set forth
in 8 1.20(a), issue a certificate, if the correction does
not involve such changes in the patent as would con-
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- stitute new matter or would require reexamination. A

request for a certificate of. correction of a patent.in-
volved in an interference shall comply with the.re-
quirements of this section:and shall be,accompanie.
by a motion under § 1.635. - - C

[34 FR 5550, Mar. 22, 1969; 49 FR 48416, Dec. 12, 1984, effective
date Feb. 11, 1985] : .

1324  Correction of inventorship in pateh_t. '

Whenever a patent is issued and it appears that the
correct inventor or inventors were not named
through error without deceptive intention on the part
of the actual inventor or inventors, the Commissioner
may, on petition of all the parties and the assignees
and satisfactory proof of the facts and payment of the
fee set forth in § 1.20(b), or on order of a court before
which such matter is called in question, issue a certifi-
cate naming only the actual inventor or inventors. A
request to correct inventorship of a patent involved in
an interference shall comply with the requirements of
this section and shall be accompanied by a motion
under § 1.634.

[OMB Control No. 0651-0011]
(35 US.C. 6, Pub. L. 97-247)

[47 FR 41281, Sept. 17, 1982, effective date Oct. 1, 1982; 48 FR
2713, Jan. 20, 1983, effective date Feb. 27, 1983; 49 FR 48416, Dec.
12, 1984, 50 FR 23123, May 31, 1985, effective date Feb. 11, 1985]

1,325 Other mistakes not corrected.

Mistakes other than those provided for in §§ 1.322,
1.323, 1.324, and not affording legal grounds for re-
issue or for reexamination, will not be corrected afte
the date of the patent.

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2714, Jan. 20, 1983, effective date Feb. 27, 1983]

ASSIGNMENTS AND RECORDING

1.331 Recording of assignments.

(a) Assignments, including grants and conveyances,
of patents, national applications, or international appli-
cations which designate the United States of America,
will be recorded in the Patent and Trademark Office
under 35 U.S.C. 261. Other instruments affecting title
to a patent, a national application, or an international
application which designates the United States of
America, and licenses, even though the recording
thereof may not serve as constructive notice under 35
U.S8.C. 261, will be recorded as provided in this sec-
tion or at the discretion of the Commissioner. Any in-
strument to be recorded, except those under Part 7 of
this title, must be accompanied by the fee set forth in
§ 1.21(h).

(b) No instrument will be recorded which is not in
the English language and which does not amount to
an assignment, grant, mortgage, lien, incumbrance, or
license, or which does not affect the title of the patent
or invention to which it relates, and which does not
identify the patent or application to which it relates,
except as ordered by the Commissioner.

(c) An instrument relating to a patent should ident
fy the patent by number and date (the name of the in-
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~ventor and title of the invention as stated in the patent
should also be given); an instrument relating to a na-
“tional application,. or an international application
‘which designates the United States of America should
identify the application by serial number or interna-
tional application number and date of filing (the name
of the inventor and title of the invention as stated in
the application should also be given), but if an assign-
ment is executed concurrently with or subsequent to
the execution of the application but before the appli-
cation is filed or before its serial number or interna-
tional application number and filing date are ascer-
tained, it should adequately identify the application, as
by its date of execution and name of the inventor and
title of the invention; so that there can be no mistake
as to the patent or application intended.

{OMB Control No. 0651-0011]

(35 U.S.C. 261; Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6; 1S U.S.C.
1113, 1123)

f24 FR 10332, Dec. 22, 1959; 43 FR 20465, May 11, 1978; para. (2),
47 FR 41281, Sept. 17, 1982, effective date Oct. 1, 1982]

1.332 Receipt and recording.

Assignments are recorded in regular order as
promptly as possible, and then transmitted with the
date and identification of the record stamped thereon
to the persons entitled to them. The date of the
record is the date of the receipt of the assignment at
the Office in proper form and accompanied by the fee
set forth in § 1.21(h).

(35U8C. 6 15US.C. 1113, 1123)
[47 FR 41281, Sept. 17, 1982, effective date Oct. 1, 1982]

1.333 Conditional assignments.

Assignments which are made conditional on the
performance of certain acts or events, as the payment
of money or other condition subsequent, if recorded
in the Office are regarded as absolute assignments for
Office purposes until cancelled with the written con-
sent of both parties or by the decree of a competent
court. The Office has no means for determining
whether such conditions have been fulfilled.

(35 US.C. 261)

1.334 Tssue of patent to assignee,

(a) In case of an assignment of the entire interest in
the invention and application, or of the entire interest
in the patent to be granted, the patent will normally
issue to the assignee. If the assignee should hold an
undivided part interest, the patent will normally issue
jointly to the inventor and the assignee. If it is desired
that the patent so issue, the assignment in either case
must first have been recorded, and at a day not later
than the date payment is made of the issue fee.

(b) At the time of payment of the issue fee, a state-
ment must be furnished indicating whether or not an
assignment has been filed with the Patent and Trade-
mark Office. In the event an assignment has been
filed, such statement must include the name and ad-
dress of the assignee and indicate whether or not an
acknowledgement of a recorded assignment has been
received from the Patent and Trademark Office.
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(c) If the ass:gnment is recorded’ after the date of
payment of the issue fee, the assignee may petition
that the patent issue to the assignee as iccorded. Any
such petmon must be accompamed by the fee set
forth in § 1.17¢). '

(35USC 6 15USC. 1113 1123)
[47 FR 41281, Sept. 17, 1982, effective date Oct. 1, 1982}

1.335 Filing of notice of arbitration awards.

(a) Written notice of any award by an arbitrator
pursuant to 35 U.S.C. 294 must be filed in the Patent
and Trademark Office by the patentee, or the patent-
ee’s assignee or licensee. If the award involves more
than one patent a separate notice must be filed for
placement in the file of each patent. The notice must
set forth the patent number, the names of the inventor
and patent owner, and the names and addresses of the
parties to the arbitration. The notice must also include
a copy of the award.

(b) If an award by an arbitrator pursuant to 35
U.S.C. 294 is modified by a court, the party request-
ing the modification must file in the Patent and
Trademark Office, a notice of the modification for
placement in the file of each patent to which the
modification applies. The notice must set forth the
patent number, the names of the inventor and patent
owner, and the names and addresses of the parties to
the arbitration. The notice must also include a copy of
the court’s order modifying the award.

(c) Any award by an arbitrator pursuant to 35
U.S.C. 294 shall be unenforceable until any notices re-
quired by paragraph (a) or (b) of this section are filed
in the Patent and Trademark Office. If any required
notice is not filed by the party designated in para-
graph (a) or (b) of this section, any party to the arbi-
tration proceeding may file such a notice.

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2714, Jan. 20, 1983, effective date Feb. 27, 1983)

1.341-1.348 [Removed)
[SO FR 5171, Feb. 6, 1985, effective date Mar. 8, 1985)
AMENDMENT OF RULES

1.351 Amendments to rules will be published.

All amendments to the regulations in this part will
be published in the Official Gazette and in the FEDER-
AL REGISTER.

1.352 Publication of notice of proposed
amendments.

(a) Whenever required by law, and in other cases
whenever practicable, notice of proposed amendments
to the regulations in this part will be published in the
Official Gazette and in the FEDERAL REGISTER. If not
published with the notice, copies of the text will be
furnished to any person requesting the same. All com-
ments, suggestions, and briefs received within a time
specified in the notice will be considered before adop-
tion of the proposed amendments which may be
modified in the light thereof.
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(b) Oral hearings. may be held at the discretion of
.the Comrmssroner , e

: MAINTENANCE FEES -
1.362 Time for payment of maintenance fees.

(a) Maintenance fees as set forik in § 1.20 (e)-(j) are
required to be paid in all patents based on applications
filed on or after December 12, 1980, except as noted
in paragraph (b) of this section, to maintain a patent
in force beyond 4, 8 and 12 years after the date of
grant.

(b) Maintenance fees are not reqguired for plant pat-
ents based on applications filed on or after August 27,

1982 or for any design patents. Maintenance fees are
not required for a reissue patent if the patent being re-
issued did not require maintenance fees.

(c) The application filing dates for purposes of pay-
ment of maintenance fees are as follows:

(1) For an application not claiming benefit of an
carlier application, the actual United States filing date
of the application.

(2) For an application claiming benefit of an earlier
foreign application under 35 U.S.C. 119, the United
States filing date of the application.

(3) For a continuing (continuation, division, con-
tinuation-in-part) application claiming the benefit of a
prior patent application under 35 U.S.C. 120, the
actual United States filing date of the continuing ap-

_ plication.

(4) For a reissue application, the United States
filing date of the original non-reissue application on
which the patent reissued is based.

(5) For an international application which has en-
tered the United States as a Designated Office under
35 U.S.C. 371, the international filing date granted
under Article 11(1) of the Patent Cooperation Treaty
which is considered to be the United States filing date
under 35 U.S.C. 363.

(d) Maintenance fees may be paid in patents with-
out surcharge during the periods extending respec-
tively fromi:

(1) 3 years through 3 years and 6 months after
grant for the first maintenance fee,

(2) 7 years through 7 years and 6 months after
grant for the second maintenance fee, and

(3) 11 years through 11 years and 6 months after
grant for the third maintenance fee.

() Maintenance fees may be paid with the sur-
charge set forth in § 1.20 (k) or (1) during the respec-
tive grace periods after:

(1) 3 years and 6 months and through the day of
the 4th anniversary of the grant for the first mainte-
nance fee,

(2) 7 years and 6 months and through the day of
the 8th anniversary of the grant for the second main-
tenance fee, and

(3) 11 years and 6 months and through the day of
the 12th anniversary of the grant for the third mainte-
nance fee.

() If the last day for paying a maintenance fee
without surcharge set forth in paragraph (d) of this
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.section, . or the last-day for paying-a maintenance.fee
-with surcharge set-forth.in paragraph (e) of this sec-
. tion, falls on .a Saturday, Sunday, or a federal holrday.

graph (d) or. paragraph (e) respectively -on the next
succeeding day which is-not a Saturday, Sunday, or
federal holiday. . :

(g) Unless the mamtenance fee and any appllcable
surcharge is paid within the time periods set forth in
paragraphs (d), (e) or (f) of this section, the patent
will expire as of the end of the grace period set forth
in paragraph (e) of this section. A patent which ex-
pires for the failure to pay the maintenance fee will
expire at the end of the same date (anniversary date)
the patent was granted in the 4th, 8th, or 12th year
after grant.

[49 FR 34724, Aug. 31, 1984, added effective Nov. 1, 1984)

1.363 Fee address for maintenance fee pur-
poses.

(a) All notices, receipts, refunds, and other commu-
nications relating to payment or refund of mainte-
nance fees will be directed to the correspondence ad-
dress used during prosecution of the application as in-
dicated in § 1.33(a) unless:

(1) A “fee address” for purposes of payment of
maintenance fees is set forth when submitting the
issue fee, or

(2) A change in the correspondence address for all
purposes is filed after payment of the issue fee, or

(3) A “fee address” or a change in the “fee ad‘
dress” is filed for purposes of receiving notices, re-
ceipts and other correspondence relating to the pay-
ment of maintenance fees after the payment of the
issue fee, in which instance, the latest such address
will be used.

(b) An assignment of a patent application or patent
does not result in a change of the ‘“correspondence
address” or “fee address” for maintenance fee pur-
poses.

[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984]

1.366 Submission of maintenance fees.

{a) The patentee may pay maintenance fees and any
necessary surcharges, or any person or organization
may pay maintenance fees and any necessary sur-
charges on behalf of a patentee. Authorization by the
patentee need not be filed in the Patent and Trade-
mark Office to pay maintenance fees and any neces-
sary surcharges on behalf of the patentee.

(b) A maintenance fee and any necessary surcharge
submitted for a patent must be submitted in the
amount due on the date the maintenance fee and any
necessary surcharge are paid and may be paid in the
manner set forth in § 1.23 or by an authorization to
charge a deposit account established pursuant to
§ 1.25. Payment of a maintenance fee and any neces-
sary surcharge or the authorization to charge a depos
it account must be submitted within the periods se
forth in § 1.362 (d), (e) or (f). Any payment or author-
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ization of maintenance fees and surcharges filed at any
other time will not be accepted and will not serve as
a payment of the maintenance fee except insofar as a
delayed payment of the maintenance fee is accepted
by the Commissioner in an expired patent pursuant to
a petition filed under § 1.378. Any authorization to
charge ‘a deposit account must authorize the immedi-
ate charging of the maintenance fee and any necessary
surcharge to the deposit account. Payment of less
than the required amount, payment in & manner other
than that set forth in § 1.23, or the filing of an author-
ization to charge a deposit account having insufficient
funds will not constitute payment of a maintenance
fee or surcharge on a patent. The certificate of mail-
ing procedures of either § 1.8 or § 1.10 may be uti-
lized in paying maintenance fees and any necessary
surcharges.

(c) In submitting maintenance fees and any neces-
sary surcharges, identification of the patents for
which maintenance fees are being paid must include
the following:

(1) The patent number, and

(2) The serial number of the United States applica-
tion for the patent on which the maintenance fee is
being paid.

(@) Payments of maintenance fees and any sur-
charges should identify the fee being paid for each
patent as to whether it is the 3%, 7% or 11% year
fee, whether small entity status is being changed or
claimed, the amount of the maintenance fee and any
surcharge being paid, any assigned payor number, the
patent issue date and the United States application
filing date. If the maintenance fee and any necessary
surcharge is being paid on a reissue patent, the pay-
ment must identify the reissue patent by reissue patent
number and reissue application serial number as re-
quired by paragraph (c) of this section and should
also include the original patent number, the original
patent issue date and the original United States appli-
cation filing date.

(e) Maintenance fee payments and surcharge pay-
ments relating thereto must be submitted separate
from any other payments for fees or charges, whether
submitted in the manner set forth in § 1.23 or by an
authorization to charge a deposit account. If mainte-
nance fee and surcharge payments for more than one
patent are submitted together, they should be submit-
ted on as few sheets as possible with the patent num-
bers listed in increasing patent number order. If the
payment submitted is insufficient to cover the mainte-
nanice fees and surcharges for all the listed patents,
the payment will be applied-in the order the patents
are listed, beginning at the top of the listing.

(f) Notification of any change in status resulting in
loss of entitlement to small entity status must be filed
in a patent prior to paying, or at the time of paying,
the earliest maintenance fee due after the date on
which status as a small entity is no longer appropriate.
See § 1.28(b).

(g) Maintenance fees and surcharges relating there-
to will not be refunded except in accordance with

§8 1.26 and 1.28(a).
[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984]
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1377 ‘Review ‘of ‘decision 'refusing to accept
and record payment of & maintenance fee ﬁled
prior to expiration of patent. o

(a) Any patentee who is dlssatlsﬁed with the refusal
of the Patent ‘and Trademark Office to accept. and
record a maintenance fee which was filed prior to the
expiration of the patent may petition the Comm’ssion-
er to accept and record the maintenance fee.

(b) Any petition under this section must be filed
within 2 months of the action complained of, or
within such other time as may be sei in the action
complained of, and must be accompanied by the fee
set forth in § 1.17(h). The petition may include a re-
guest that the petition fee be refunded if the refusal to
accept and record the maintenance fee is determined
to result from an error by the Patent and Trademark
Office.

(c) Any petition filed under this section must
comply with the requirements of paragraph (b) of
§ 1.181 and must be signed by an attorney or agent
registered to practice before the Patent and Trade-
mark Office, or by the patentee, the assignee, or other
party in interest. Such petition must be in the form of
a verified statement if made by a person not regis-
tered to practice before the Patent and Trademark
Office.

[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984]

1.378 Acceptance of delayed payment of main-
tenance fee in expired patent to reinstate
patent,

(a) The Commissioner may accept the payment of
any maintenance fee due on a patent after expiration
of the patent if, upon petition, the delay in payment of
the maintenance fee is shown to the satisfaction of the
Commissioner to have been unavoidable and if the
surcharge required by § 1.20{m) is paid as a condition
of accepting payment of the maintenance fee. If the
Commissioner accepts payment of the maintenance
fee upon petition, the patent shall be considered as not
having expired, but will be subject to the conditions
set forth in 35 U.S.C. 41(c)(2).

(b) Any petition to accept the delayed payment of a
maintenance fee filed under paragraph (a) of this sec-
tion within six months of the expiration of the patent
must include:

(1) The required maintenance fee set forth in
§ 1.20¢h)-(i);

(2) The surcharge set forth in § 1.20(m); and

(3) A showing that the delay was unavoidable since
reasonable care was taken to ensure that the mainte-
nance fee would be paid timely. The showing must
enumerate the steps taken to ensure timely payment of
the maintenance fee.

(c) Any petition to accept the delayed payment of a
maintenance fee filed under paragraph (a) of this sec-
tion more than six months after the expiration of the
patent must include:

Rev. 1, Oct, 1988
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- {1). The . requu'ed maintenance , fee .set forth in
§1.200)-G) - -

{2) The surcharge set forth in § l ZO(m), and

(3) A showing that the delay was unavoidable since
reasonable care was taken to ensure that the mainte-
nance fee would be paid timely and the- failure to
timely pay the maintenance fee was due entirely to
circumstances outside of the control of the patentee.
The showing must enumerate the steps taken to
ensure timely payment of the maintenance fee and the
circumsiances which were outside of the control of
the patentee and those acting on behalf of the patent-
ee in paying the maintenance fee. The siiowing must
be sufficient in scope and content to meet the heavy
burden of proof reqguired to show that a delay in pay-
ment of the maintenance fee of more than six months
after expiration of the patent was unavoidable.

(d) Any petition under this section must be signed
by an attorney or agent registered to practice before
the Patent and Trademark Office, or by the patentee,
the assignee, or other party in interest. Such petition
must be in the form of a verified statement if made by
a person not registered to practice before the Patent
and Trademark Office.

(e) Reconsideration of a decision refusing to accept
a2 maintenance fee upon petition filed pursuant to
paragraph (a) of this section may be obtained by filing
a petition for recomsideration within two months of,
or such other time as set in, the decision refusing to
accept the delayed payment of the maintenance fee.
Any such petition for reconsideration must be accom-
panied by the petition fee set forth in § 1.17(h). After
decision on the petition for reconsideration, no further
reconsideration or review of the matter will be under-
taken by the Commissioner. If the delayed payment of
the maintenance fee is not accepted, the maintenance
fee and the surcharge set forth in § 1.20(m) will be re-
funded following the decision on the petition for re-
consideration, or after the expiration of the time for
filing such a petition for reconsideration, if none is
filed. The fee set forth in § 1.17(h) for filing the peti-
tion for reconsideration will not be refunded unless
the refusal to accept and record the maintenance fee
is determined to result from an error by the Patent
and Trademark Office.

[49 FR 34726, Aug. 31, 1984, added effective Nov. 1, 1984; para.
(2), 50 FR 9383, Mar. 7, 1985, effective date May 8, 1985]

Subpart C—International Processing Provisions

AUTHORITY: Pub. L. 94-131, 89 Stat. 685,
SouRrce: 43 FR 20466, May 11, 1978, unless otherwise noted.

GENERAL INFORMATION

1.401 Definitions of terms under the Patent
Cooperation Treaty.
(2) The abbreviation “PCT” and the term “Treaty”
mean the Patent Cooperation Treaty.
(b) “International Bureau” means the World Intel-
lectual Property Organization located in Geneva,

Switzerland.

Rev. 1, Oct. 1985
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. {c) “Administrative ‘Instructions” means that body
of instructions for operatmg under the Patent Coop-
eration Treaty referred to in PCT Rule 89.. . . .

_(d) “Request”, when capitalized, means that ele-
ment of the international appllcatlon described . in
PCT Rules 3 and 4.

- (&) “International appllcatlon”, as used in thlS sub-
chapter is defined in § 1.9(b).

(f) “Priority date” for the purpose of computmg
time limits under the Patent Cooperation Treaty is de-
fined in PCT Art. 2 (xi). Note also § 1.465.

(g) Other terms and express1ons in this Subpart C
not defined in this section are to be taken in the sense
indicated in PCT Art. 2 and 35 U.S.C. 351.

[OMB Control No. 0651-0011])

1412 The United States Receiving Office.

(a) The United States Patent and Trademark Office
is a Receiving Office only for applicants who are resi-
dents or nationals of the United States of America.

(b) The Patent and Trademark Office, when acting
as a Receiving Office, will be identified by the full
title “United States Receiving Office” or by the ab-
breviation “RO/US.”

(c) The major functions of the Receiving Office in-
clude:

(1) According of international filing dates to inter-
national applications meeting the requirements of
PCT Art. 11(1), and PCT Rule 20;

(2) Assuring that international applications meet the
standards for format and content of PCT Art. 14(1),
PCT Rules 9, 26, 29.1, 37, 38, 91, and portions of
PCT Rules 3 through 11;

(3) Collecting and, when required, transmitting fees
due for processing international applications (PCT
Rule 14, 15, 16);

(4) Transmitting the record and search copies to the
International Bureau and International Searching Au-
thority, respectively (PCT Rules 22 and 23); and

(5) Determining compliance with applicable re-
quirements of Part 5 of this chapter.

[OMB Control No. 0651-0011]

1413 The United States International Search-
ing Authority.

(a) Pursuant to appointment by the Assembly, the
United States Patent and Trademark Office will act as
an International Searching Authority for international
applications filed in the United States Receiving
Office and in other Receiving Offices as may be
agreed upon by the Commissioner, in accordance
with agreement between the Patent and Trademark
Office and the International Bureau (PCT Art.
16(3)(b)).

(b) The Patent and Trademark Office, when acting
as an International Searching Authority, will be iden-
tified by the full title “United States International
Searching Authority” or by the abbreviation “ISA/
US‘!!

(c) The major functions of the International Search-
ing Authority include:
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(l) Approvmg or establlshmg the tltle and abstract
(2) Considering the matter of unity of invention; .

arches and preparing international and international-

type search reports (PCT Arts. 15, 17 and 18, and
PCT Rules 25, 33 to 45 and 47); and

(4) Transmitting the international search report to
the applicant and the International Bureau.

[OMB Control No. 0651-0011)

1414 The United States Designated Office.

(2) The United States Patent and Trademark Office
will act as a Designated Office for international appli-
cations in which the United States of America has
been designated as a State in which patent protection
is desired.

(b) The Patent and Trademark Office, when acting
as a Designated Office during international processing
will be identified by the full title “United States Des-
ignated Office” or by the abbreviation “DO/US.”

(c) The major functions of the United States Desig-
nated Office in respect to international applications in
which the United States of America has been desig-
nated, include:

(1) Receiving various notifications throughout the
international stage;

(2) Accepting for regular national patentability ex-
amination international applications which satisfy the
reguirements of 35 U.S.C. 371; and

(3) Conducting reviews under PCT Article 25 for
those international applications declared withdrawn.

OMB Control No. 0651-0011]

1415 The International Bureau,

(a) The International Bureau is the World Intellec-
tual Property Organization located at Geneva, Swit-
zerland. It is the international intergovernmental orga-
nization which acts as the coordinating body under
the Treaty and the Regulations (PCT Art. 2(xix) and
35 US.C. 351(h)).

(b) The major functions of the International Bureau

include:
(1) Publishing of international applications and tlie

International Gazette;

(2) Transmitting copies of international applications,

to Designated Offices;

(3) Storing and maintaining record copies; and

(4) Transmitting information to authorities pertinent
to the processing of specific international applications.

{OMB Control No. 0651-0011]
WHO MaY FILE AN INTERNATIONAL APPLICATION

1.421 Applicant for international application.

(a) Only residents or nationals of the United States
of America may file international applications in the
United States Receiving Office.

(b) Although the United States Receiving Office
will accept international applications filed by any resi-
dent or national of the United States of America for
international processing, an international application
designating the United States of America will be ac-
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cepted by the Patent and Trademark Ofﬁce for the
national stage only if. ﬁled by the mventor or as pro-
vided in §§ 1.422, 1.423 or 1.425. , ‘

(©) International ‘applications whxch do not. deslg-
nate the United States of America may be filed by the
assignee or owner. ~

{d) The attorney or agent of the appllcant may sign
the international application. Request- and file the
international application for the applicant if the inter-
national application when filed is accompanied by a
separate power of attorney to that attorney or agent
from the applicant. The separate power of attorney
from the applicant may be submitted after filing if suf-
ficient cause is shown for niot submitting it at the time
of filing. Note that paragraph (b) of this section re-
quires that the applicant be the inventor if the United
States of America is designated.

(e} Any indication of different applicants for the
purpose of different Designated Offices must be
shiown on the Request portxon of the international ap-
plication.

(f) Changes in the person, name, or address of the
applicant of an international application shall be made
in accordance with PCT Rule 18.5.

[OMB Control No. 0651-0011]

1.422 When the inventor is dead.

In case of the death of the inventor, the legal repre-
sentative (executor, administrator, etc.) of the de-
ceased inventor may file an international application
which designates the United States of America.

[OMB Control No. 0651-0011)

1.423 When the inventor is insane or legally
incapacitated.

In case an inventor is insane or otherwise legally in-
capacitated, the legal representative (guardian, conser-
vator, etc.) of such inventor may file an international
application which designates the United States of
America.

- [OMB Control No. 0651-0011)

1.424 Joint inventors.

Joint inventors must jointly file an international ap-
plication which designates the United States of Amer-
ica; the signature of either of them alone, or less than
the entire number will be insufficient for an invention
invented by them jointly, except as provided in
§ 1.425.

{OMB Control No. 0651-0011]

1425 Filing by other than inventor.

() If a joint inventor refuses to join in an interna-
tional application which designates the United States
of America or cannot be found or reached after dili-
gent effort, the international application which desig-
nates the United States of America may be filed by
the other inventor on behalf of himself or herself and
the omitted inventor. Such an international applica-
tion which designates the Uni