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OFFICE DEPARTMENT OF COMMERCE

SUBCHAPTER A GENERAL

PATENTS

Part
1 Rules ofpractlce in pawm cases
5 Secrecy of certain inventions and licenses to export and file
applications in foreign countrics
7 Register of Government interests in patents
Index I - Rules relating to patent

PRACTICE BEFORE THE PATENT AND
TRADEMARK OFFICE

10 Representation of others before the Patent and Trademark
Office
Index III - Rules relating to practice before the Patent and
Trademark Office

PART 1 - RULES OF PRACTICE IN
PATENT CASES

Subpart A - General Provisions

GENERAL INFORMATION AND CORRESPONDENCE

See

1.1 All communications to be addressed to the Commissioner of
Patents and Trademarks.

1.2 Business to be transacted in writing.

1.3 Business 1o be conducted with decorum and courtesy.

1.4 Nature of comrespondence.

1.5 Identification of application, patent or registration.

1.6 Receipt of letiers and papers.

1.7 Times for taking action; expirationon Saturday, Sunday, or Federal
holiday.

1.8 Centificate of mailing.

1.9 Definitions.

1,16 Filing of papers and fees by “Express Mail” with certificate,

RECORDS AND FILES OF THE PATENT AND TRADEMARK
OFFICE
1.11 Files open to the public,
1.12 Assignment records open to public inspection.
1.13 Copies end certified copies.
1.14 Patent applications preserved in secrecy.
1.15 Requests for identifiable records.

FEES AND PAYMENT OF MONEY
1.16 National application filing fees.
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117 Paumz appllcanon processmg fees

1.18 Patent issue fees.

1.19 Documents = 'v fees.

1.20 Post-issuane. sces.

1.21 Miscellaneous fees and charges.

1.22 Fees payable in advance, .

1.23. Method of payment. -

1.24 Coupons.

1.25 Deposit accounts.

1.26 Refunds.

1.27 Statement of status as small entity.

1.28 Effect on fees of failure 1o establish status, or change status, as a
small entity.

Subpart B - National Processing
Provisions

PROSECUTION OF APPLICATION AND APPOINTMENT OF
ATTORNEY OR AGENT

1.31 Applicants may be represented by a registered attomney or agent.

1.32 Prosecution by assignee.

1.33 Correspondence respecting patent apphcatxons, reexamination
proceedings, and other proceedings.

1.34 Recognition for representation.

1.36 Revocation of power of attomey or authorization; withdrawal of
attorney or agent.

WHO MAY APPLY FOR A PATENT
1.41 Applicant for patent.
1.42 When the inventor is dead.
1.43 When the inventor is insane or legally incapacitated.
1.44 Proof of authority.
145 Joint inventors.
1.46 Assigned inventions and patents.
1.47 Filing when an inventor refuses to sign or cannot be reached.
1.48 Correction of inventorship.

THE APPLICATION
1.51 General requisites of an application.
1.52 Language, paper, wriling, margins.
1.53 Serial number, filing date, and completion of application.
1.54 Parts of application to be filed together; filing receipt.
1.55 Claim for foreign priority.
1.56 Duty of disclosure; fraud; striking or rejection of applications.
1.57 [Reserved]
1.58 Chemical and mathematical formulas and tables.
1.59 Papers of application with filing date not to be retumed.
1.60 Continuation or divisional application for invention disclosed in
e prior application.
1.61 [Reserved]
1.62 File wrapper continuing procedure.

OATH OR DECLARATION
1.63 Qath or declaration.
1.64 Person making oath or declaration.
1.66 Officers authorized to administer oaths.
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t 71 Detailed descnptm mﬂ speclf' cation of the invention

1.72 Title and abstract. - .

1.73 Summary of the inveation. -

1.74 Reference to drawings.

1.75 Claim(s). HEE R

1.77 Arrangement of ap;alx:auon elernenls S

1.78 Claiming benefit of earlier filing date'arid aoss-referemes m
other applications. _

1.79 Reservation clauses not permitted.

THE DRAWINGS
1.81 Drawing required. ‘
1.83 Content of drawing.
1.84 Standards for drawing.
1.85 Informal drawings.
1.88 Use of old drawings.

MODELS, EXHIBITS, SPECIMENS . :
1.91 Models not genezally required as past of application or patent.
1.92 Model or exhibit may be required,
1.93 Specimens.
1.94 Retwrn of models, exhibits or specimens.
1.95 Copies of exhibits.
1.96 Submission of computer program listings.

INFORMATION DISCLOSURE STATEMENT
1.97 Filing of information disclosure statement.
1.98 Contert of information disclosure statement.
1.99 Updsting of information disclosure statement.

EXAMINATION OF APPLICATIONS
1.101 Order of examination.
1.102 Advancement of examination.
1.103 Suspension of action.
1.104 Nawre of examination; examiner's action.
1.105 Completeness of examiner’s action.
1.106 Rejection of claims.
1.107 Citation of references.
1.108 Abandoned applications not cited.
1.109 Reasons for allowzance.
1.110 Inventorship and date of invention of the subject matter of
individual claims.

ACTION BY APPLICANT AND FURTHER CONSIDERATION
1.111 Reply by applicant or patent owner.
1.112 Reconsideration,
1.113 Final rejection or action,

AMENDMENTS
.115 Amendment.
1.116 Amendments after final action.
1.117 Amendment and revision required.
1.118 Amendment of disclosure.
1.119 Amendment of claims,
1.121 Manner of making amendments,
1.122 Entry and consideration of amendments,

Rev. 7, Dec. 1987

1.132 Afﬁdmts 6r declarations traversing grounds of reJecnon

\:“INTFRVIEWS R
1133 Tnterviews. 4

TIME FOR RESPONSE BY APPLICANT; ABANDONMEN’I‘ OF
APPLICATION
1.134 TmepetwdforrespmsetoanOfﬁceacunn '
1.:35 Abandonment for failure to respond within time penod.
1.136 Tiling of timely responses with petition and fee for extension of
time and extensions of time for ceuse.
1.137 Revival of abandoned application.
1.138 Express abandonment. -

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION
1.141 Different inventions in one national application. .-
1.142 Reguirement for restriction.
1.143 Reconsideration of requirement.. . =
1.144 Petition from requirement for restriction.
1.145 - Subsequent presentation of claims for different invention.
1.146 Election of species. - : .

DESIGN PATENTS
1.151 Rules applicable.
1.152 Drawing.
1.153 Tite, description and claim, oath or declaration.
1.154 Arrangement of specification.
1.155 Issue and term of design patents.

PLANT PATENTS
1.161 Rules applicable.
1.162 Applicant, oath or declaration.
1.163 Specificazion.
1.164 Claimn.
1.165 Drawings.
1.166 Specimens.
1.167 Examination.

, REISSUES
1.171 Application for reissuc.
1.172 Applicants, assignees,
1.173 Specification.
1.174 Drawings.
1.175 Reissue oath or declaration.
1.176 Examination of reissue.
1.177 Reissue in divisions.
1.178 Original patent,
1.179 Notice of reissue application.

PETITIONS AND ACTION BY THE COMMISSIONER
1.181 Petition to the Commissioner.
1.182 Questions not specifically provided for.
1.183 Suspension of rules.
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L 191 Appeal toBoaréaf?mmLAppeals mdlumm

1.192- Appellant’ sbnef, R e

1 193 Exa.rmner s answer.

1. 195 Affidavits Tt aﬁerappenl o S

1.196_ Decision by. the Baoard of Patent Appea]s md ﬁwzzfe.rences
1.197 Action following decision.

1.198 Reopemng after decision.

MISCELLANEOUS PROVISIONS
1.248 Service of papers; manner of service; pmof of zervice in cases
other than interferences. ‘

PROTESTS AND PUBLIC USE PROCEEDINGS

1.291 Protests by the public against pending epplications.

1.292 Public use proceedings. ,

1.293 Statutory invention registration.

1.294 Examination of request for publication of a statwtory invention

registration and patent gpplication to which the request is directed.

1.295 Review of decision finally xefusmg o pubhsh & statutory
invention registration.

1.296 Withdrawal of request for pubhcauon of statutory invention
registration.

1.297 Publication of statutory invention regzstratwn

REVIEW OF PATENT AND TRADEMARK OFFICE
DECISIONS BY COURT
1301 Appeal to U.S. Court of Appeals for the Federal Circuit.
1.302 Notice of appeal.
1.303 Civil action under 35 U.S.C. 145, 146, 306.
1.304 Time for appeal or civil action.

ALLOWANCE AND ISSUE OF PATENT
1.311 Notice of Allowance
1.312 Amendments after altowance.
1.313 Withdrawal from issue.
1.314 Issuance of patent.
? 315 Delivery of patent.
1.516 Application abandoned for failure to pay issue fee.
1.317 Lapsed patents; delayed payment of balance of issue fee.
1.318 Noiification of nationai publication of a patent based on an
international application.

DISCLAIMER
1.321 Statutory disclaimer.

CORRECTION GF ERRORS IN PATENT
1.322 Ceriificate of correction of Office mistake.
1.323 Certificaie of correction of applicant’s mistake.
1.324 Correction of inventorship in patent.
1.325 Other mistakes not corrected.

ASSIGNMENTS AND RECORDING
1.331 Recording of assignments.
1.332 Receipt and recording.
1.333 Conditional assignments.
1.334 TIssuc of patent to assignee.
1.335 Filing of notice of arbitration awards,

MAINTENANCh FEES

1 362 Tm fer payment of maintenance fees
) i 363 Eee address formaintenance fee purposes
1366 Subrmssmn of mainténance fees L

1.377 Keview of decision refusmg to acccpt and record paymem ofa
maintenance fee filed prior to' expiration of patent. .

1.378 Acceptance of delayed paymem of maintenance fee in expired
pm.em. to reinstate pawnt - ‘

Subpart C - Fntematmnai Processmg
Provisions

GENERAL INFORMATION
1.401 Definitions of terms under the Patent Cooperation Treaty.
1.412 Tha United States Receiving Office.
1.413 Tie United States International Searching Authority.
1.414 The United States Patent aud Trademark Office as a Designated
Office or Elected Office.
1.415 The International Bureau. ‘
1.416 The United States Intemnationa? Preliminary Examining
Authority.

WHO MAY FILE AN INTERNATIONAL APPLICATION
1421 Apglicant for international application.
1.422 When the inventor is dead.
1.423 When the inventor is insane or legally incapacitated.
1.424 Joint inventors,
1.428 Filing by other than inventor.

THE INTERNATIONAL APPLICATION
1.431 International application requirements.
1.432 Designation of States and paymemt of designation fees.
1.433 Physical requircments of international application.
1.434 The request,
1.435 The description.
1.436 The claims.
1.437 The drawings.
1.438 The abstract.

FEES
1.445 International application filing, processing and search fees.
1.446 Refund of international application {iling and processing fees.

PRIORITY
1.451 The priority ¢laim and priority document in an international

apph.e;zmn
REPRESENTATION
1.455 Representation in international applications.

TRANSMITTAL OF RECORD COPY

1.461 Pincedures for transinittal of record copy 1o the Intemational
Bureay.

TIMING
1.465 Timing of application processing based on the priority date.
1.468 Delays in meeting time limits.
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1 471 Coxrectmns

‘ UNITY OFINV ENTION Lo
475 Umtyofmvennonbefore theIntematmnal Searchin Auth 'ty
1.476 Determinatioriof umty of mventxon fore the Im L1
: Searching Authority. - S
1477 Pretest- 6 lack of 1 umty of mvemmn before the Intemanonal
Searchmg Amhonty N

INT ERNATIONAL PRELIMINARY EXAMINATION

1.480 Demand for inte:aational preliminary examination.

1.482 International preliminary examination fees.

1.484 Conduct of international preliminary examination.

1.485 Amendments by applicant during international preliminary
examination.

1.487 Unity of Invention before the International Preliminary

Examining Authority.

1.488 Determination of unity of invention before the Intemnatiorial
Preliminary Examining Authority.

1.489 Protest 1o lack of unity of invention before the International
Preliminary Examining Authority.

NATIONAL STAGE

1.491 Entry into the nationai stage.

1.492 National stage fees.

1.494 Entering the national stage in the United States of Americaasa
Designated Office.

1.495 Entering the national stage in the United States of America as an
Elected Office.

1.496 Examination of intermational applications in the national stage.

1.497 Qath or deciaration under 35 U.S.C. 371(¢c)(4).

1.499 Unity of invention during the national stage.

Subpart D - Reexamination of Patents

CITATION OF PRIOR ART
1.501 Citation of prior art in patent files.

REQUEST FOR REEXAMINATION
1.510 Request for reexaminaticn.
1.515 Determination of the request for reexamination.
1.520 Reexamination at the initiative of the Commissioner.

REEXAMINATION
1.525 Order to reexamine.
1.530 Sutement and amendment by patent owner,
1.535 Reply by requester.
1.540 Consideration of responses.
1.550 Conduct of reexamination proceedings.
1.552 Scope of reexamination in reexamination proceedings.
1.555 Duty of disclosure in reexamination proceedings.
1.560 Interviews in reexamination proceedings,
1.565 Concurrent office proceedings.

CERTIFICATE
1.570 Issuance of reexamination certificate after reexamination

proceedings.
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.601 Scope of rules, deft

1.602 Interestin xpphmons el patents involved in ar interference.

1.603 ' Initerference between applications; subject mmer of fhe mter
ference.

1.604 Request for interference between applications by an apphcam

1.605 Suggestion of claim to applicant by examiner. ‘

1.606° Interference between an: apphcauon and apatent, sub_yect matier
of the interference.

1.607 Request by applicant for mterfcrence wuh patent.

1.608 Interference between an application and a patent; prima facie
showing by applicant.

1.609 Preparation of interference papers by examiner.

1.610 Assignment of interference to examiner-in-chief, time period

for completing interference.

1.611 Declaration of interference.

1.612 Access to applications.

1.613 Lead attorney, same attorney representing different parties inan
interference, withdrawal of attorney or agent.

1.614 Jurisdiction over interference.

1,615 Suspension of ex parte prosecution.

1.616 &anctions for failure to comply with rules or order.

1.617 Summary judgment against applicant.

1618 Return of unauthorized papers.

1.621 Preliminary statement, time for filing, notice of filing.

1.622 Preliminary statement, who made invention, where invention
made.

1.623 Preliminary statement; invention made in United States.

1.624 Preliminary statement; invention made abroad.

1.625 Preliminary statement; derivation by an opponent.

1.626 Preliminary statement; earlier application.

1.627 Preliminary statement; sealing before filing, opening of
statement.

1.628 Preliminary statement; correction of error.

1.629 Effectof preliminary statement.

1.630 Reliance on earlier application.

1.631 Access lo preliminary statement, service of preliminary
statement.

1.632 Notice of intent to argue abandonment, suppression, or
concealment by opponent.

1.633 Preliminary motions.

1.634 Motion to correct inventorship.

1.635 Miscellaneous motions.

1.636 Motions, time for filing.

1.637 Content of motions.

1.638 Opposition and reply, time for filing opposition and reply.

1.639 Evidence in support of motion, opposition, or reply.

1.640 Motions, hearing and decision, redeclaration of interference,
order to show cause.

1.641 Unpatentability discovered by examiner-in-chief.

1.642 Addition of application or patent to interference,

1.643 Prosecution of interference by assignee.

1.644 Petitions in interferences.

1.645 Extension of time, late papers, stay of proceedings.

1.646 Service of papers, proof of service.

1.647 Translation of document in foreign language.

1.651 Seuingtimes for discovery and taking lestimony, parties entitled
to take testimony.

1.652 Judgment for failure to take testimony or file record.

1.653 Record and exhibits.

R-4



1661 Tammaumofmafermaﬁer;udgment. ;
1. 662 Rethest foren!ry of adverse judgmem, reissue filed by pa!maee
1. 663 Status of claim of defeated applwmt after mterference o
1.664 Actmaﬁeruuerfcrence U
1.665 Second interference.

1.666 Filing of interference settlement agreements.

1.671 Evidence must comply with rufes.

1.672 Mamer of tzking testimony.

1.673 Notice of examination of witness.

1.674 Persons before whom depositions may be taken.

1.675 Examination of witness, reading and signing transcript of
1.676 Certification and filing by officer, marking exhibits.
1.677 Form of a transcript of deposition.

1.678 Tramscript of deposition must be filed.

1.679 Inspection of wanscript.

1.682 Officisl records and printed publications.

1.683 Testimony in another interference, proceeding, or action.
1.684 Testimony in & foreign country. ‘

1.685 Errors and irregularities in depositions.

1.687 Additional discovery.

1.688 Use of discovery.

1.690 Asbitration of interferences.

Subpart F - Extension of Patent Term

1.710 Patents subject to extension of the patent term.

1.720 Conditions for extension of patent term.

1.730 Applicant for extension of patent term.

1.740 Application for extension of patent term.

1.741 Filing date of application.

1.750 Determination of eligibility for extension of patent term.

1.760 Incerim extension of patent texm.

1.765 Duty of disclosure in patent term extension proceedings.

1.770 Express withdrawal of application for extension of patent term.

1.775 Calculation of patent term extension for a human drug product.

1.776 Calculation of patent term extension for a food additive or color
additive.

1.777 Calculation of patent term extension for a medical device.

1.780 Certificate of extension of patent term.

1,785 Muliiple applications for extension of term of the same patent
or of different patents for the same regulatory review period for
a product.

Subpart A - General Provisions

GENERAL INFORMATION AND CORRESPONDENCE

8 1.1 All communications to be addressed to the
Commissioner of Patents and Trademarks,
(a) All letters and other communications intended for the
Patent and Trademark Office must be addressed (o “Commis-
sioner of Patents and Trademarks,” Washington, D.C. 20231.

R-5

“Box M. Fee.”

) Commumcauons relatmg to mterferences and apphca-
tions or patents mvo]ved inan mterference should bc addmon-
ally markcd “BOX INTERFERENCE o '

(t) All applications for extension of patent term and any
communications relating thereto intended for the Patent and
Trademark Office should be additionally marked “Box Patent
Ext.” When appropriate, the communication should also be
marked to the attention of a particular individual, as where a
decision has been rendered.

NOTE. — Sections 1.1 to 1.26 are apphcable o u'ademark cases as
well as to national and international patent cases except { for provisions
specifically directed to patent cases. See § 1.9 for deﬁmnons of

“national application” and “international application.”

{46 FR 29181, May 29, 1981; para.(d) added, 49 FR 34724, Avg.
31, 1984, efféctive Nov. 1, 1984; para (e), 49 FR 48416, Dec.12, 1984,
effective Feb, 11, 1985, para. (f) added, 52 FR 9394, Mar. 24, 1987]

§ 1.2 Business to be transacted in writing.

Allbusiness with the Patentand Trademark Office should be
transacted in writing. The personal attendance of applicants or
their attorneys or agents at the Patent and Trademark Office is
unnecessary, The action of the Patentand Trademark Office will
be based exclusively on the written record in the Office. No
attention wili be paid to any alleged oral promise, stipulation, or
understanding in relation @0 which there is disagreement or
doubt.

¢ 1.3 Business to be couducted with decorum and
courtesy.

Applicants and their attorneys or agents are required to con-
duct their business with the Patent and Trademark Office with
decorum and courtesy. Papers presented in violation of this
requirement will be submitted to the Commissioner and will be
returned by his direct order. Complaints against examiners and
other empioyees must be made in communications separate
from other papers.

§ 1.4 Nature of correspondence.
(a) Correspondence with the Patent and Trademark Office
comprises:

(1) Correspondence relating to services and facilities of the
Office, such as general inquiries, requests for publications
supplied by the Office, orders for printed copies of patents or
trademark registrations, orders for copies of records, transmis-
sion of assignments for recording, and the like, and

(2) Correspondence in and relating to a particular applica-
tion or other proceeding in the Office. See particularly the rules
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(c) Since dlffefent muliers may be consxdered by d:fferent
branches or. secnons of the Patént and Trademark Ofﬁce each

distinct subject, inquiry or order should be com:amed ina-

separate letter to avoid confusion and delay in answermg Tetters
dealing with différent subjects.

[24FR 10332,Dec.22,1959; 43PR20461 May11, 1978 pa:a.(a)
48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; para. (a), 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985])

§ 1.5 Identification of application, patent or
registration.

(a) When a letter concerns an application forpatem,nlsbould
state the name of the applicant, the title of the invention, the
serial number or intemational application number of the appli-
cation, the date of filing the same, and, if known, the group art
unit or other unit within the Patent and Trademark Office
responsible for considering the letter and the name of the
examiner or cther person to which it has been assigned.

(k) When the letter concerns a patent, it should state the
nuraber and date of issue of the patent, the name of the patentee,
and the title of the invention.

(c) A leuer relating to a trademark application should
identify it as such and by the name of the applicant and the serial
number and filing date of the application. A letter relating to a
registered trademark should identify it by the name of the
registrant and by the number and date of the certificate.

(dy A letter relating to a reexamination proceeding should
identify it as such by the number of the patent undergoing
reexamination, the reexamination request control number as-
signed to such proceeding and, if known, the group art unit and
name of the examiner 1o which it been assigned.

(¢) When a paper concerns an interference, it should state
the names of the parties and the number of the interference. The
name of the examiner-in-chief assigned to the interference (§
1.610) and the name of the party filing the paper should appear
conspicuously on the first page of the paper.

{24 FR 10332, Dec 22,1959; 46 FR 29181, May 29, 1981; para. (a)
49 FR 552, Jan, 4, 1984, effective Apr. 1, 1984; para. (a), 49 FR 48416,
Dee. 12, 1984, effective Feb, 11, 1985]

§ 1.6 Receipt of letters and papers.

(3 Letters and other papersreceived in the Patentand Trade-
mark Office are stamped with the date of receipt, except where
such letters and papers are fifed in accordance with § 1.10. Any
such letters and papers filed in accordance with § 1.10 will be
stamped with the date of deposit as “Express Mail” with the
United States Postal Service unless the date of deposit is a

Rev. 7, Dec. 1987

' so placed in the pouch, .

{c) In' additon to bemg maﬂed or de j veted by hand durmg
office hours, letters and other papers may be. deposited up to
midnight in a box provided at the guard’s. desk at the lobby of
building 3 of the Patent and Trademark Office at Crystal Plaza;
Arlington, Virginia and at the main entrance (14th Street) of the
Department of Commerce Building, Washington, D.C., on
weeckdays except Saturdays andFederal hohdays and allpapers
deposited therein are considered as recewed in the Patenl and
Trademark Office on the day of deposxt

(d) If interruptions or emergencies. in the Umted Srates
Postal Service which have been so demgnated by the Commis-
sioner occur, the Patent and Trademark Office will consider as
filed on a particular date in the, Office any paper or fee which is:
{1)Promptly filed afier the ending of the designated interruption
or emergency; and (2) Accompanied by a statement indicating
that such paper or fee would have been filed on that particular
date if it were not for the designated interruption or emergency
in the United Siates Postal Service. Such statement must be a
verified statement if made by a person not registered (o practice

before the Patent and Trademark Office.
[48 FR 2707, Jan. 20, 1983, effective Feb, 27, 1983; 48 FR 4285,
Jan. 31, 1983, para. (a), 49 FR 552, Jan. 4, 1984, effective Apr. 1,1984]

& 1.7 Times for taking action; Expiration on
Saturday, Sunday, or Federal holiday.

Vhenever periods of time are specified in this part in days,
calendar days are intended. When the day, or the last day fixed
by statute or by or under this part for taking any action or paying
any fee in the Patent and Trademark Office falls on Saturday,
Sunday, or on a Federal holiday within the District of Columbia,
the action may be taken, or the fee paid, on the next succeeding
day which is not a Saturday, Sunday, or a Federal holiday. See
§ 1.304 for time for appeal or for commencing civil action.

[48 FR 2707, Jan. 20, 1983, effective Feb, 27, 1983; corrected 48
FR 4285, Jan. 31, 1983]

§ 1.8 Certificate of mailing.

(a) Except in the cases enumerated below, papers and fees
required (o be filed in the Patent and Trademark Office within
a set period of time will be considered as being timely filed if:

(1) They are addressed to the Commissioner of Patents and
Trademarks, Washir.gton, D.C. 20231, and deposited with the
U.S. Postal Service with sufficient postage as first class mail
prior to expiration of the set period; and

(2) They also include a certificate for each paper or fee
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) The ﬁlmg of an affidavn-showmg that a mark is sull
in useorcmtammgan excuse for nonuse under section 8 (a) or
(b) or section 12(c) of the Tradenmk Act, 15 U S C 1058(a),
1058(b), 1062(c);

' (v) The filing of an applwauon for tenewal of a mark reg-
istration under section 9 of the Trademark Act, 15 U.S.C. 1059;

(vi) The filing of a petition to cancel a registration of a
mark under section 14 (a) or (b) ofﬂre’l‘rademark Act, lSU s.C.
1064(a), 1064(b);

(vii) Thefiling of an aft' dawtundasecuan 18§, subsecuon
ﬁ)ofﬂmemMLISUSC 1065, -

- (viii) The filing of a notice of e!ecnon 1o proceed by civil
acﬁm in an inter partes proceeding under 35 US.C. 141 or
section 21(a}(1) of the Trademark Act, 15U.8.C. 1071(a)(1),in
response to another party’s appeal tmhe Court of Appeals for
the Federal Circuit;

(ix) The filing of a notice and reasons of appeal under 35
U.S.C. 142 or a notice of appeal under section 21(a)(2) of the
Trademark Act, 15 U.S.C. 1071(a}(2);

(=) The filing of a statement under 42 U.S.C. 2182 or 42
U.S.C. 2457(c); and

(xi) The filing of international applications for patent and
all papers and fees relating thereto;

(xiiy The filing of a paper in an interference which an
examiner-in-chief orders to be filed by hand or “Express Mail”,
and

(xiii}y Papers filed in connection with a disciplinary pro-
ceeding under Past 10 of this subchapter.

(b) In the event that correspondence or fees are timely filed
inaccordance with paragraph (a) of this section, but not received
in the Patent and Trademark Office, and the application is held
to be abandoned or the proceeding dismissed, terminated, or
decided with prejudice, the correspondence or fee will be
considered timely if the party who forwarded such correspon-
dence oz fee (1) informs the Office of the previous mailing of the
correspondence or fee promptly after becoming aware of the
Office action, (2) supplies an additional copy of the previously
mailed correspondence or fee and certificate, and (3) includesa
declaration under § 1.68 or § 2.20 which attest. on a personal
knowledge basis or to the satisfaction of the Commissioner to
the previous timely mailing.

{41 FR43721,0ct. 4,1976;43 FR 20461, May 11, 1978, para. (a).
47 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982; para. (a),48 FR
2708, Jan. 20, 1983; para. (a) 49 FR 48416, Dec. 12, 1984, effective
Feb. 11, 1985; para. (2), 49 FR 5171, Feb. 6, 1985, effective Mar. 8,
1985, 52 FR 20046, May 28, 1987]
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, 81 ; hcense. any y th in the mventmn to
any person who could not likewise be classified as an independ-
ent inventor if that person. had made the invention, or to any
concern which would not qualify as a small busmess concem or
a nonprofit organization under this section.

(d) A small busmess concemn as used in this chapter means
any business concernas defined by the Small Business Admini-
stration in 13 CFR 121.12. For the convemence of the users of

these regulatmns that defmmon states

' § 121.12. Small businéss for paying reduced patent fees
() Pursuant to Pub L. 97-247, a small business concern for
‘ 'purposes of paying reduced fees under 35 u. S.Code 41 (a) and (b)

to the Patent and Trademark Office means any bosiness concern (1)
whose number of employees, mcludmg those of its affiliates, docs
not exceed 500 persoris and (2) which has not assigned, granted,
conveyed, or licensed, and is under no obligation under contract or
law 1o assign, grant, convey or license, any rights in the invention
to any person who could not be classified as an independent
inventor if that person had made the invention, or 1o any concern
which would not qualify as a small business concermn or anonprofit
organization under this section. For the purpose of this section
concerns are affiliates of each other when either, directly or
indirectly, one concern controls or has the power to control the
other, or a third party or parties controls or has the power to control
both, The number of employees of the business concem is the
average over the fiscal year of the persons employed during each
of the pay periods of the fiscal year. Employees are those persons
eraployed on a full-time, part-time or temporary basis during the
previous fiscal year of the concern.

(b) If the Patent and Trademark Office determines that a
concern is not eligible as a small business concern within this
section, the concern shall have a right to appeal that determination
to the Small Business Administration. The Patent and Trademark
Office shall ransmit its written decision and the pertinent size
determination file to the SBA in the event of such adverse determi-
nation and size appeal. Such appesals by concerns should be
submitted to the SBA at 1441 L Street, NW,, Washington, D.C.
20416 (Attention: SBA Office of General Counsel). The appeal
should state the basis upon which it is claimed that the Patent and
Trademark Office initial size determination on the concern was in
ersor; and the facts and arguments supporting the concern’s
claimed status as a simall business concern under this section.

(e) A nonprofit organization as used in this chapter means
(1) a university or other institution of higher education located
in any country; (2) an organization of the type described in
section 501(c)(3) of the Internal Revenue Code of 1954 (26
U.S.C. 501(c)(3)) and exempt from taxation under section
501(a) of the Internal Revenue Code (26 U.S.C. 501(a)); (3) any
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ent inventor, a small business concernora. nonpmﬁx m'gmnza
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(g)Fordcﬁmuonsmmterferencessee§ l 601 P
..[43 FR 20461, May 17, 1978; 47 FR 40139, Sepi. 10, 1982,
eﬁ'ecuve Oct. 1, 1982; 47 FR43275 Sept. 30, 1982. effective Oct. 1,
1982; para. (¢), 49 FR 34724, Aug. 31, 1984, effective Nov. 1, 1984;
para. (g), 49 FR 48416, Dec 12, 1984 effectwe Feb. 11, 1985}

§ 1.16 Filing of papers and fees by “Express Mm!”
with certificate.

(a) Any paper or fee to be filed in the Patent and Trademark
Office can be filed utilizing the “Express Mail Post Office to
Addressee” service of the United States Postal Service and be
considered as having been filed in the Office on the date the
paper or fee is shown to have been deposited as “Express Majl”
with the United States Postal Service unless the date of deposit
is a Saturday, Sunday, or Federal holiday within the District of
Columbia. See § 1.6(a).

(b) Any paper or fee filed by “Express Mail” must have the
number of the “Express Mail” mailing label placed thereon prior
to mailing, be addressed to the Commissioner of Patents and
Trademarks, Washington, D.C. 20231, and any such paper or
fee mustalso include a certificate of mailing by “Express Mail”
which states the date of mailing by “Express Mail” and is signed
by the person mailing the paper or fee.

(c) The Patent and Trademark Office will accept the certifi-
cate of mailing by “Express Mail” and accord the paper or fee
the certificate date under 35 U.S.C. 21(a) (unless the centificate
date is a Saturday, Sunday, or Federal holiday within the District
of Columbia - see § 1.6(a)) without further proof of the date on
which the mailing by “Express Mail” occurred unless aquestion
is present regarding the date of mailing. If more than a reason-
able time has elapsed between thecertificate date and the Patent
and Trademark Office receipt date or if other questions regard-
ing the date of mailing are present, the person mailing the paper
or fee may be required to file a copy of the “Express Mail”
receipt showing the actual date of mailing and a statement from
the person who mailed the paper or fee avesring to the fact that
the mailing occurred on the date ceriified. Such statement must
be a verified statement if made by a person not registered to
practice before the Patent and Trademark Office.

{48 FR 2708, Jan. 20, 19€3, added effective Feb. 27, 1983; 48 FR
4285, Jam. 31, 1983, pasas, (e} & (c), 49 FR 552, Jen. 4, 1984, effective
Apr. 1, 1984]

RECORDS AND FILES OF THE PATENT AND
TRADEMARK OFFICE

§ 1.11 Files open to the public.
(a) After a patent has been issued or a statutory invention
registration has been published, the specification, drawings,and

Rev. 7, Dec. 1987

Office: has accepwd a request to open thecompiﬂtc apphcanon
toinspection by the public, and related papersin meapplxcanon

file, are open to inspection by the public; and: «copies:may. be
furnished upon: paying: the fee. therefor: The: ﬁlmg ‘of reissue
applications. will be announced.in- the: Oﬁczal Gazztte. The
announcement shall include at:least the filing datc, reissue

-application and original patent numbers, title, class and sub-

class, name cf the inventor, name of theownerof record, name
of the attorney or agent of record, and exumuung grouplowhlch
the reissue application is assigned.

{c) All requests for reexamination for which the fee under §
1.20(c) has been paid, will be announced in the Official Gazette,
Any reexaminations at the initiative of the Commissioner pur-
svant 1o § 1.520 will also be announced in the Official Gazette.
The announcement shall include at least the date of the request,
if any, the reexamination request control number or the
Commissioner initiated order control number, patent number,
title, class and subclass, name of the inventor, name of the patent
ownerofrecmd,mdmeexammmg groupmwhxch Ihereexamx-
nation is assigned.

(d) All papers or copies thereof relatmg t0a reexammauon
proceeding which have been entered of record in the patent or
reexamination file are open to inspection by the general public,
and copies may be furnished upon paying the fee therefor.

(e) The file of any interference involving a patent, a statutory
invention registration, or an application on which a patent has
been issued or which has been published as a statutory invention
registration, is open to inspection by the public, and copies may
be obtained upon paying the fee therefore, if: (1) the interference
has terminated, or (2) an award of priority or judgment hasbeen
entered as to all pariies and all counts.

[OMB Control Nos. 0651-0010 & 0651-0014]

[42 FR 5593, Jan. 28, 1977; 43 FR 28477, June 30, 1978; 46 FR
29181, May 29, 1981, Para. (c), 47 FR 41272, Sept. 17, 1982, effective
Oct. 1, 1982; para. (a), 49 FR 48416, Dec, 12, 1984, effective Feb. 11,
198S; paras. (2), (b) & (), 50 FR 9378, Mar. 7, 1985, effective May
8, 1985}

§1.12 Assignment records open to public inspection,

(a) The assignment records, relating to original or reissue
patents, including digests and indexes, and assignment records
relating to pending or abandoned trademark applications and to
trademark registrations are open to public inspection and copies
of any instrument recorded may be obtained upon requests and
payment of the fee set forth in § 1.19(a)(5).

(b) Assignment records, digests, and indexes, relating toany
pending or abandoned patent application are not available to the
public. Copies of any such assignment records and information
with respect thereto shall be obtainable only upon written
authority of the applicant or applicant’s assignee or attomey or
agent or upon a showing that the person seeking such informa-
tion is a bona fide prospective or actual purchaser, mortgagee,
or licensee of such application, unless itshall be necessary to the
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acccmpamed by the petmou fee set forth'i

include. wnttenamhomy granting accéss 1o the membet of the
public tothepmmmarassxgnmrwordsfrmﬂwapphcantor
applwant sass:gnee for attorney or agent of record. -

" (d)-An orde: for & copy of an assignment should,gwe the
Memiﬁwﬁcm of the record. If identified only by the name of the
patentee and number of the patent, or in the case of a trademark
registration by the name of the registrant and number of the
registration, or by name of the applicant and serial number or
international application number of the application, an extra
charge as set forth in § 1.21{(f) will be made for the time
consumed in making a search for such assignment.

{47 FR 41272, Sept. 17, 1982, effective Oct, 1, 1982]

§ 1.13 Copies and certified copies. :

(a) Copies of patents and trademark registrations and of any
records, books, papers, or drawings belonging to'the Patent and
Trademark Office and opea to the public will be furnished by the
Patent and Trademark Office to any person, and copies of other
secords or papers will be furnished (o persons entitled thereto,
upon payment of the fee therefor. :

(b) Suchcopies will be authenticated by the seal of thePawnt
and Trademark Office and certified by the Commissioner, or in
hig name attested by an officer of the Patent and Trademark
Office authorized by the Commissioner, upon payment of the
fee for the authentication certificate in addition to the fee for the

s,
mp[OMB Conirol Nos. 0651-0009, 0651-0010 & 0651-0014]

§ 1.14 Patent applications preserved in secrecy.

(a) Exceptas provided in § 1.11(b) pending patent applica-
tiong are preserved in secrecy. No information will be given by
the Office respecting the filing by any particular person of an
application for a patent, the pendency of any particular case
before it, or the subject matter of any particular application, nor
will access be given to or copies fumished of any pending
application or papers relating thereto, without written authority
in that particular application from the applicant or his assignee
or attomey or agent of record, unless the application has been
identified by serial number in a published patent document or
the United States of America has been indicated as a Designated
State in a published intemational application, in which case
status information such as whether it is pending , abandoned or
patented may be supplied, or unless it shall be necessary to the
proper conduct of business before the Office or as provided by
this part, Where an application has been patented, the patent
number and issue date may also be supplied.

(b) Except as provided in § 1.11(b) abandoned applications
are likewise not open to public inspection, except that if an
application referred to in 2 U.S. patent, or in an application in
which the applicants has filed an authorization o open the

R-9

that’ the snbject miatter of each’ apphca&on 50 reported igin fact .

useful-or an invention or dlscovery or that such appllcanon il E

fact discloses subject matterin categories specified by sections
151(c) and 151(d) of the Atomic: Enérgy Actof 1954 ‘68 Stat.
919 42U.8: C.2181 (c) and (d): ' "

* (d) Any decision of the Board of Patent Appeals and Inter-
ferences, or any decision of the Commissioner on petition, not
otherwise open to public inspection shall be published or made
available for public inspection if: (1) The Commissioner be-
lieves the decision involves an interpretation of patent laws or
regulations that would be of important precedent value; and (2)
the applicant, or any party involved in the interference, does not
within two months after being notified of the intention to make
the decision public, object in writing on the ground that the
decision discloses a trade secret or other confidential informa-

‘tion, if a decision discloses such information, the applicant or

party shall identify the deletions in the text of the decision
considered necessary to protect the information. If it is consid-
ered the entire decision must be withheld from the public to
protect such information the applicant or party must explain
why. Applicants or parties will be given time, not less than
twenty days, to request reconsideration and seek court review
before any portions of decisions are made public over their
objection. See § 2.27 for rademark applications.

(e) Any request by amember of the public seeking access to,
orcopies of, any pending or abandoned application preserved in
secrecy pursuant to paragraphs (a) and (b) of this section, or of
any papers relating thereto, must (1) be in the form of a petition
and be accompanied by the petition fee set forth in § 1.17(i) or
(2) include written authority granting access to the member of
the public in that particular application from the applicant or the
applicant’s assignee or attorney or agent of record.

{OMEB Control Nos. (651-0010 & 0651-0011}

{42 FR 5593, Jan. 28, 1977; 43 FR 20462, May 11, 1978; para. (e)
added, 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982; para. (b),
49 FR 552, Jan. 4, 1984, effective Apr. 1, 1984; para. (d), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; para. (b), 50 FR 9378, Mar. 7,
1985, effective May 8, 1985]

§ 1.15 Requests for identifiable records.

(a) Requests for records not disclosed to the public as part of
the regular informational activity of the Patent and Trademark
Office and which are not otherwise dealt with in the rules in this
part may be made by completing Form CD-244, “Application to
Inspect Department Records,” and submitting this form, in
person or by mail, to the Commissioner of Patents and Trade-
marks, Washington, D.C. 20231. A nonrefundable application
fee of $2 must accompany each application. Copies of Form
CD-244 are available in the Central Reference and Records
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If it is determined thatthemaumal isnotto be made available
wmereqnesungperson said person shall be notified in writing
of that factand the reasons why the record will notbe disclosed.
Ifmerecordlsmbemadeavaﬂahlc, inspection will be permitted
in the appropriate Patent and Trademark Office search room.
Feesfor copies of records and for searches and related services
are payable in accordance with the schedule of fees and charges
established in § 4.8 of Title 15, Code of Federal Regulations.
(b) Any person whose application (o inspect a record has
been refused may request a reconsideration of the initial denial
by completing and submitting the appropriate section of the
Form CD-244. The request for reconsideration should be made
within 30 days of the date of the original denial. In submitting
such request the party should include any written argument he
desires 1o support his belief that the record requested should be
made available. No personal appearance, oral argument, or
hearing shall be permitted. The decision upon such request shall
be made by the Commissioner of Patents and Trademarks and
shall be based upon the original request, the denial, and any
written argument submitted by the person seeking access 10 the
record. The decision upon review shall be promptly made in
writing and communicatzd to the person seeking access. If the
decision is wholly or partly in favor of availability, therequested
record to such extent shall be made available for inspection as
described in paragraph (a) of this section. To the extent that the
decision is adverse to the request, the reasons for the denial shall
be stated, A decision upon review completed as provided herein
shall constitute the final decision and action of the Patent and
Trademark Office as to the availability of a requested record,
except as may be required by cowrt proceedings initiated pursu-
ant 1o 5 U.S.C. 552(2)(3). Reconsiderations resulting in final
decisions as prescribed herein shall be indexed and made
available in the search room of the Patent Reference Branch,
{c} Procedures applicable in the event of a subpoena, order,
or other compulsory process cr demand of a court or other au-
thority shall be those set forth in Section 7 of Department Order

64 (32 F.R. 9734, July 4, 1967).
{32 FR 13812, Oct. 4, 1967; 34 FR 18857, Nov. 26, 1969}

FEES AND PAYMENT OF MONEY

& 1.16 WNational application filing fees,

() Basic fee for filing each application for an original
patent, except design or plant cases:

By a smail entity (§ 1.9()) cvcevvvrvriccrrnrcencsersnnnee. %170.00

By other thar 4 small entity ...ccocevevcvvnvrerearcrsannas 340.00
(b) In addition to the basic filing fee in an original application,
for filing or later presentation of each independent claim in
excessof 3:

Bev. T, Dec. 1987

e ocRURE

mmakeanmmaldetﬂmmauonofmeavaxlabxhtyofthemcord.’ : f,

(d) In addmon to the baslc filmg fea inan ongmal-,apphcatmn
ifithe application contains, oris amended to contain,a muluple
dependent claim(s); per: apphcauon‘ et
By a-small entity (§:1:9(f))... 554
Byotheuhanasmallenﬂfy 11000
- {If the additional fees required by paragraphs: (b) (c) and {d)
are not paid on filing or on later presentation of the claims for
whichthe additional fees are due, they mustbe paid or the claims
cancelled by amendment, prior:to. the expiration of the time
period set for response by: the Office in-any rnotice of fee
deficiency.)
(e) Surcharge for:filing:thié. basic: filing fee:or dath or
declamnononadatclater than thefihngdateof the application:
.= By a small entity (§ 1.9() ... Siedediiiiiiee 5500
.- By other than 2 small entity... visibaries Ad
~:' (€) For filing each design apphcatlon

# 70.00‘

By a small entity:(§ 1.9(D) ..
By other than a small entity ......c.cuieiiiiniiverinnnnss 140.00
- {(g) Basic fee for filing each plant application:' o
By a small entity (§ 1.9()) cveveerversensiveenssierioesens 110.00
* By other than a small entity ......ceeeniionsnee 220.00
h) Basic fee for filing each reissue application:
‘By a small entity (§ 1.9()) ..cccoviuercronsivnrsrerssoronnss 170.00
By other than a small entity ..........cceeeremseererernees 340.00

(i) In addition to the basic filing fee in areissue application,
for filing or later presentation of each independent claim which
is in excess of the number of independent claims in the original

patent:
By a small entity (§ 1.9()) ..voeevvevevevrrrenrerncrennns 17.00
By other than a small entity ..........coeeeveruerecvsennne 34.00

(j) In addition to the basic filing fee in a reissue application,
for filing or later presentation of each claim (whether independ-
ent or dependent) in excess of 20 and also in excess of the
number of claims in the original patent, (Note that § 1.75(c)
indicates how multiple dependent claims are considered for fee

purposes.):
By a small entity (§ 1.9} ....c.connrvrrvrnniserervrcsnens 6.00
By other than a small entity .....ccoevenmneninn 12.00

(Note, see § 1.445 for international application filing and
processing fees.).
{Added 47 FR 41273, Sept. 17, 1982, effective date Oct, 1, 1982;
50 FR 31824, Aug. 6, 1985, effective date OcL 5, 1985]

§ 1.17 Patent application processing fees.

(a) Extension fee for response within first month pursuant
to § 1.136(a):

By a small entity (§ 1.9(£)) vcverevernrersssrnsssnserssonans $28.00
By other than a Small Catity ...cvrvnsrcecresmecsssssssesseasassess 56.00

R-10




“Bya small eutity (§ 1. 9(f)) R
* By other than'a small ermty..;,....’.‘:...'.‘.:.'..‘
{e) For filing a notice of appeal from the exammer to the

Board of Patent Appeals and Imerferences

By 2 small entity {§ 1.9(D) ..ccivvrreiirincnnimnnennans '§5.00

By other than a small enBity.........eeveee.. reenreenernsnnnnes 130.00

(f)y In addition to the fee for fi Img notice of appea! for filing
brief in support of an appeal:

By a small entity (§ 1.9(E)) vvevvevveinrsieneccenrcracrienes 65.00

By other than a small ity ......c.ccoeneninnincrscrsncsnnss 130.00

{g) For filing a request for an oral hearing before the Board
of Patent Appeals and Interferences:

By a small entity (§ 1.9()) .vvevivvsiunrerencenrciuniennnnes 3500

Ry other than a small ety .......o.civeerevrerernecivesceonns 110.00

¢hy For filing a petition to the Commissioner under a secuon
of this part fisted below which refers to this '
PATAZTEDN orvseercsesrrerssesneisssssssnsssssenssssssssssennsnsness 140.00

& 1.47 —for filing by other than all the inventors or a

person not the inventor

§ 1.48 — for comrection of inventorship

§ 1.182 —. for decision on guestions not specifically

provided for

£ 1.183 — to suspend the rules

& 1,295 — for review of refusal to publish a statatory

invention registration

£ 1.277 — for review of decision refusing to accept and

record payment of a maintenance fee filed prior
to expiration of patent.

& 1.378(e) — for reconsideration of decision on petition
refusing to accept delayed payment of
maintenance fee in expired patent

§ 1.644(a) — for patition in an interference

£ 1.644(fy — for request for reconsideration of a decision
on petition in an interference

§ 1.666(cy — for lase filing of interference settlement

agresment

4.13 8 5.14 —forexpedited handling of a foreign
filing license

§ 5.15 - for changing the scope of a license.

§ 5.25 - for retroactive license.

(iy For filing a petition to the Commissioner under a section
of this part listed below which refers to this paragraph....72.00

%1.12 - for access to an assignment record

£656.17.

£ 1 14 - for access 10 an application

£ 1.55 — for entry of late priority papers
£ 1,102 - 1o make application special

& 1,103 —- 1o suspend action in application

R-

" (1) For ’ﬁlin’g‘ a petil
apphcauon under 35 US.C. 133 of 371 or (2) for delayed
payment of the issue fee under 35 U.S. C. 151 B

By a small entity (§ 1L9(D)) wucvenereseeceurereens

By other than @ Small Nty ..........suuesssmssossnisessss 36,00
- (m) For filing a petition (1) for revival of an unintentionally
abandoned application or (2) for the umnlenuonal.s deiayed
payment of the fee for issuing a patem o o
By-a small entity (§ 1I(E)) covvvvrrvvermnensesasmeseninssseeserie 2
By other than a small entity ............ ‘
" (n) For requestmg pubhcauon ofa statutory mvennon reg-

- istration prior to the mallmg of ‘the first'examiner’s action

pursuant to § 1.104 - $400.00 reduced by the amount of the
application basic filing fee paid.

(o) For réquesting pubhcauon of a statutory invention reg-
istration after the mailing of the first examiner’s action pursuant
to § 1.104 - $800.00 reduced by the amount of the application
basic filing fec paid.

[Added 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982;para.
(h), 48 FR 2708, Jasi. 20, 1983, effective Feb, 27, 1983; para. (h), 49 FR
13461, Apr. 4, 1984, effective June 4, 1984; para. (h), 49 FR 34724,
Aug, 31, 1984, effective Nov. 1, 1984; parss. (e), (g), (h) & (i), 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; paras. (h), (n) & (c), 50
FR 9379, Mar. 7, 1985, effective May 8, 1985; 50 FR 31824, Aug. 6,
1985, effective Oct. 5, 1985]

& 1.18 Patent issue fees.
(a) Issue fee for issuing each original or reissue patent,
except a design or plant patent:

By a small entity (§ 1.9(D) vuvvverrreemrreeireeresenene $280.00
By other than a small EnLiLY .......ccveereernrrecnereorronsene 560.00
(b) Issue fee for issuing a design patent:

By a small entity (§ 1.9()) ..cvrerrrcenencerossannnererenes 100.00
By other than a small entity ....eeevvisessirissesasiens 200.00
(cy Issue fee for issuing a plant patent:

By a small entity (8§ 1.9(5)) ocovvrnrrennrensennirerernanes 140.00
By other than a small entity ..veevmeonmiiie. 280.00

[Added 4T FR 41273, Sept. 17, 1982, effective Oct. 1, 1982; 50 FR
31824, Aug. 6, 1985, effective Qct. 5, 1985]

§ 1.19 Document supply fees.
The Patent and Tradeinark Office will supply copies of the
following documents upon payment of the fees indicated:
(2) Uncestified copies of Office documents:
(1) Printed copy of a patent, including a design patent,
statutory invention registration, or defensive publication docu-
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) Copy of patent

: pages or fracuon,ﬂletepf -
: (5) Copy of Ofﬁce_records
. ’secuon, perpama '

(l) For certifying ! Ofﬁce recotds , per cemf'mate 3 00

 (2)Forasearchof ass:gnment rccords abstract of mle and

certification, per patent........... 12, 00
(c) Subscription services:

(1) Subscription orders for pnntcd copies of patents as
issued, annual service charge for entry of order and ten sub-
CIASSES veerrrrncarnereereneesnsnsasnsassssnsssssnsasssssasssossessonesusasasasssass 7.00

(2) For annual subscription to each additional subclass in
addition to the ten covered by the fee under paragraph (c)(1) of

this section, per SUBCIAss .....cevvevrsecrcsnrsnesnaes 0.70
(d) Library service (35 U.S.C. 13): For prowdmg to librar-
ies copies of all patents issued annually, per annum .....50.00

(e) Lists of patents in subclass:

(1) For list of all United States patents and szawtmy inven-
tion registrations in a subclass, per 100 numbers or fraction
............... 1.00

(2) For list of United States patents and statutory invention
registrations in a subclass limited by date or number, per 50
numbers of fraction thereof ......cummeecimrcsresnssisessocans 1.00

(f) Microfiche copy of patent file record......c.oevee. 6.00

(&) Uncertified statement as to status of the payment of
maintenance fees due on a patent or expiration of 2

patent. e 3.00
(h) Uncertified copy of a non-United Staes patent docu-
ment, Per dOCUMENE ....cucervercerssrrcsesesrssrsnmorsnsacsocs recsrronne 10.00

(i) To compare znd certify copics made from Patent and
Trademark Office records but not prepared by the Patent and

Trademark Office, per page of document ..........c.ccee.rn. 5.00
(j) Additional filing receipts
(1) DUDHCAIE e reesreernsrivnssosssnssssososssessoseosvssrsssssossss 14.00
(2) Corrected due to applicant error ...vveeeverevscsssunas 14.00

[Aadded 47 FR 41273, Sept. 17, 1982, effective date Oct, 1, 1982;
para,. (b), 49 FR 552, Jan. 4, 1984, effective date Apr. 1, 1984; paras,
() & (g added, 49 FR 34724, Aug. 31, 1984, effective date Nov. 1,
1984; paras. (a) & (c), 50 FR 9379, Mar, 7, 1988, effective date May
#. 1985, 50 FR 31825, Aug. 6, 1985, effective date Oct. 5, 1985]

§ 1.20 Post-issuance fees.
(a) For providing a certificate of correction of applicant’s

' }bbeyond 8 years: the fee is dué 'by séven years and s1x momhs
afterthe ongmal 110211 SRR

ireessenn445.00
-{g)- For mamtammg an ongmal or relssue patent except a
desxgn or plam patent, based on an apphcauon filed on or after
December 12, 1980 and before August 27, 1982 in force
beyond 12 years; the fee is dl.v by eleven years and six months
after the ongmal grant ..... reenense 670.00
(h) For maintaining an ongmal or relssue patcnt, excepta
dcs:gn or plant patent, based on an apphcauon filed on or after
August27, 1982, in force beyond4 years; the fee is due by three
years and six months after the original grant: ,
By a small entity (§ 1.9(f)) <vviererrerenreernerersenasenenes 225.00
By other than a small entity ...ccceeviieserenens sresnonssnses 450.00
(i) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
August27, 1982, in force beyond 8 years; the fee is due by seven
years and six months after the original grant: = ,
By a small entity (§ 1.9(f)) ...cccererernerencrensvererensrans 445.00
By other than a small entity ......ccecescercrernsrvnrorsnns 890.00
() For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
August 27, 1982, in force beyond 12 years; the fee is due by
eleven years and six months after the original grant:
By a small entity (§ 1.9(f)). 670.00
By other than a small entity .......ccceunen. crasenes 1,340.00
(k) Surcharge fo- paying a maintenance fee during the 6-
month grace period following the expiration of three years and
six months, seven yearsand six months, and eleven years and six
months after the date of the original grant of a patent based on
an application filed on or after December 12, 1980 and before
AUZUSE 27, 1982 ueeeeeeeeercescreccntsninsersssasseassessrraesanes 110.00
(1) Surcharge for paying a maintenance fee during the 6-
month grace period following the expiration of three years and
six months, seven years and six months, and eleven years and six
months after the date of the original grant of a patent based on
an application filed on or after August 27, 1982;
By a small entity (§ L.I(D)) cuovvcrvvensavervarcrosersenes 55.00
By other than a small entity ..........cooeeeenn vevessosses 110.00
(m) Surcharge for accepting a maintenance fee after expi-
ration of a patent for non-timely payment of a maintenance fee
where the delay in payment is shown to the satisfaction of the

MISIEKE (§ 1.323) coronrnsnsrssrssnsmssssssnssssrsnsns s2900 ~ Commissioncr (o have been unavoidable v 500.00
(b) Petition for correction of inventorship in (n) For filing an application for cxtension of the term of a
patent (§ 1.324) ...................... 140.00 patent (§ F.780) coveevevrrvsserserseesenessereserssssnesressasrsasene 550.00

For fili ¢ for [Added 47 FR 41273, Sept. 17, 1982, effcctive date Oct. 1, 1982;
(c) For filing a reques paras. (k), (1) & (m)added, 49 FR 34724, Aug. 31, 1984, cffective date
rcexamxr.m’non (4 1.510(a)) rrsssssissssssssssessssssss 1,770.060 Nov. 1, 1084; paras. (c), (D), (2) & (m), 5O FR 9379, Mar, 7, 1985,
(d) For filing cach statutory disclaimer (§ 1.321): effective date May 8, 1985; 50 FR 31825, Aug. 6, 1985, cffective date
By a small entity (§ 1.9(f)) cocovennorcocorsressverorssarenns 28.00 Oct. 5, 1985; 51 FR 28057, Aug. 4, 1986]
R-12
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D On registratt
)Y For reinstatement to practice e asarsiinn
- @For cemficate of good standmg asan aﬁamey

or agent .. R A
Suitabse for frammg ORI 1.1 1 )
, (5) For review of decision of theDu‘ectm of Enro]lmentand
Discipline under § 10.2(C} ...osvuese. RN * 2 1.4 §
(6) For requesting regrading of an examination under §
{02 (<) 92.00
{b) Deposit accounts:
(1) For establishing or reinstating a deposit
ACCOUNL wervrererenaens seestsnsssntsssrnses 8.00
(2) Service charge for each month when the balance at the
end of the month is below $1,000 ...ccvvevivrvieccrncencne 20.00

(3) Service charge for each month when the balance at the
end of the month is below $300 for restricted subscription
deposit accounts used exclusively for subscription order of
patent copies as iSSUEd .....ucvcrseivennseresssnsssorerrincessasanacs . 20.00.

(c) Disclosure document: For filing a disclosurs

document
(dy Delivery box: Local detivery box rental,
per annum
(e International-type search reports: For preparing an interna-
tional-type search report of an international type search made at
the time of the first action on the merits in a naticnal patent
APPHCALON. coee rverrscsnsrsnssusnsrsantssssnsssnssrssssssssssasissasasasses 28.00

{f) Search of Office records: For searching Patent and Trade-
mark Office records for purposes not otherwise specified, per

one-half hour or fraction thereof .....vceericcreensssnnae 14.00
(g) CopiShare card: COSLPET COPY wveerrurmersssssnsesrenssssenes 0.20
(k) Recording of documents:

(1) For recording each assignment, agreement or other paper
relating to the property in a patent or application .......... 7.00

(2) Where a document (o be recorded under paragraph (h)(1) of
this section refers to more than one patent or application, for
each additional patent or application ........vvveecsesreriae 2.00
(i) Publication in Official Gazette: For publication in the Of-
ficial Gazette of a notice of the availability of an application or
a patent for licensing or sale, each application
OF PALCTIL 1ovevsrvsssscrsssssssessssssssosossssnsssasorssssnssssossnsasssresisissses 7.00
(§ For a duplicate or replacement of a permanent Office user
pass (There is no charge for the first permanent
USCT PASS) sersessrsies feesecssessssssusssr s sssssssssR s st shs st s aaress 5.00
(k) For items and services, that the Commisgioner finds may be
supplied, for which fees are not specified by siatute or by this
gaction, such charges as mey be determined by the Commis-
sioner with respect to cach such item or service...... Actual Cost
() For processing and retaining any application abandoned
pursuant 16 § 1.53(d) uniess the required basic filing fec hasbeen
PAIE covvireressissssnisissssassisssrisissosssssansssssssssssissassssassinsressnns 100.00
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e 10, 00 :

Pa!em and Trademark Office are requ:red tobe paid in advance

that is, at the time of requesting any action by the Office for

which afee or charge is payable with the except:on that under -
§1.53 apphcauons for patent may be asqlgned afi hng date
vmmm pavment of the basic filing fee. :

~ (b) All patent and trademark fees pzud to the Patent’ and
Trademark Office should be itemized in each individual appli-
cation, patentor other proceeding insucha manner that it 1s clear

for which purpose the fecs are paid.
{48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983}

§ 1.23 Method of payment. :

All payments of money required for Patent and Trademark
Office fees, including fees for the processing of international
applications (§ 1.445), should be made in U.S. specie, Treasury
notes, national bank notes, post office money orders, or by
certified check. If sent in any other form, the Office may delay
or cancel the credit until coilection is made. Money orders and
checks must be made payable to the Commissioner of Patents
and Trademarks. Remittances from foreign countries must be
payable and immediately negotiable in the United States for the
full amount of the fee required. Money sent by mail to the Patent
and Trademark Office will be at the risk of the sender; letters
containing money should be registered.

{43 FR 20462, May 11, 1978]

§ 1.24 Coupons.

Coupons in denominations of one dollar and fifty cents for
the purchase of patents, designs, defensive publications, statu-
tory invention registrations, and trademark registrations are
sold by the Patent and Trademark Office for the convenience of
the general public; these coupons may not be used for any other
purpose. The one dollar and fifty cent coupons are sold individu-
ally and in books of 50 with stubs for record for $75.00, These
coupons are good until used; they may be transferred but cannot
be redeemed,

[OMB Control Nos., 0651-0010 & 0651-0014])

{47 FR 41274, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR 2708,
Jan. 20, 1983, cffective dute Feb, 27, 1983; 50 FR 31825, Aug. 6, 1985,
effective Oct, 5, 1985; 51 FR 28057, Aug. 4, 1986]

§ 1.25 Deposit accounts.

(a) For the convenicnce of attorneys, and the general public
in paying any fees due, in ordering services offercd by the
Office, copics of records, etc. deposit accounts may be estab-
lished in the Patent and Trademark Office upon payment of the
fee for establishing a deposit account (§ 1.21(b)(1)). A mini-
mum depositof $1,000 is required for paying any fee due or in
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nosit it 1 :
,be made prompﬁy upon recexpt of the smmmem to ccver the
valueof items or servicescharged tothe accountand thus restore

the account to its established normal depasxt value Anamount
sufficient to cover all ices services, copies, etc. ,requested must
always be on deposit. ‘Charges to accoums with. msufficxem
funds will not be accepted. A semce chaxge %1 21(b)(7)) will
be assessed for each m~ath that the balance at the end of the
month is below $1,000. For restricted subscription ydcposn
accounts, a service charge (§ 1.21(b)(3)) will be assessed for
each month that the balance at the end of the month is below
$300.
(b) Filing, issue, appeal, international-type search repon,
international application processing, petition, and post-issu-
ance fees may be charged against these accounts if sufficient
funds are on deposit to cover such fees. A general authorization
tocharge all fees, or only certain fecs, setforthin §§ 1.16101.18
to a deposit account containing sufficient funds may be filed in
an individual apptlication, either for the entire pendency of the
application or with respect to a particular paper filed. An
authorization to charge to a deposit account the fee for areguest
for reexamination pursuant to § 1.510 and any other fees
required in a reexamination proceeding in a patent may also be
filed with the request for reexamination. An authorization to
chargeafee o adeposit account will not be considered payment
of the fee on the date the authorization to charge the fee is
effective as to the particular fee o be charged unless sufficient
funds are present in the account to cover the fee.

[OMB Conirol Nos. 0651-0010 & 0651-0014]

{49 FR 553, Jan.4, 1984, effective Apr. 1. 1984; 47 FR 41274, Sept.
17, 1982, effective (et 1,1982; 50 FR 31826, Auvg. 6, 1985, effective

Oct. 5, 1985])

§ 1.26 Refunds.

(z) Money paid by actual mistake or in excess, such as a
payment not required by law, wiil be refunded, but a mere
change of purpose after the payment of money, as when a party
desires to withdraw an application, an appeal, or a request for
oral hearing, will not entitle a party to demand such a return,
Amounts of one dollar or less will not be returned uniess
specifically demanded within a reasonable timee, nor will the
nayer be notified of such amount; amounts over one dollar may
be returned by check or, if requested, by credit 1o a deposit
aceount,

(by [Reserved)

(c) If the Commissioner decides not to institute 4 reexami-
nation proceeding, a refund of 81,300 will be made o the
requester of the proceeding, Reexamnination requesters should
indicate whether any refund should be made by check or by
credit to a deposit account.

{47 ER 41274, Sept. 17, 1982, effective (et 1, 1982, 50 FR 31826
Aug. 6, 1985, effective Oct, 5, 1985]
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averified statézﬁmt
patent and remams m (

this qecuon on behalfof an mdependemmVentormustbe signed
by the independent inventor exceptas providedin§ 1 42,8143,

or § 1.47 of this part, and must aver that the : inventor qualifies
as an independent inventor in accordance with §°1. 9(c) of this
part. ‘Where there are joint inventors in an apphcanon each
inventor must file a verified statement estabhshmg status as an
independent inventorinorder to qualify asasmall entity. Where
any rights have been assigned, granted, conveyed, or licensed,

or there is an obligation to assign, grant, convey, or ficense, any
rights to a small business concem, a nonprofit organization, or
any other individual, a verified statement must be filed by the
individual, the owner of the small business concern, or an
official of the small business concern or nonprofit orgamzauon
empowered to acton behalf of the small business concern or
nonprofit organization averring to their status. For purposes of
a verified statement under this paragraph, 2 license to a Federal
agency resulting from a funding agreement with that agency
pursuant to 35 U.S.C. 202(c)(4) does not constitute a license as
set forth in § 1.9 of this part. ‘

(c) Any verified statement filed pursuant to paragraph (a) of
this section on behalf of a small business concern must (1) be
signed by the owner or an official of the small business concern
empowered to act on behalf of the concem; (2) aver that the
concern qualifics as a small business concern as defined in §
1.9(d); and (3) aver that exclusive rights to the invention have
been conveyed to and remain with the small business concern,
or if the rights are not exclusive, that all other rights belong to
small entities as defined in § 1.9. Where the rights of the small
business concern as a small entity are not exclusive, a verified
statement must also be filed by the other small entities having
rights averring to their status as such. For purposes of a verified
statement under this paragraph, a license to a Federal agency
resulting from a funding agreement with that agency pursuant to
351U.8.C. 202(c)(4) does not constituie a license as set forth in
§ 1.9 of this part.

(d) Any verified statement filed pursuant to paragraph (a) of
this section on behalf of a nonprofit organization must (1) be
signed by an official of the nunprofit organization empowered
toacton behalf of the organization; (2) aver thatthe organization
qualifies as anonprofit organization as defined in § 1.9(e) of this
part specifying under which one of § 1.9(e)(1), (2), (3), or (4) of
this part the organization qualifies; and (3) aver that exclusive
rights to the invention have been conveyed to and remain with
the organization or if the rights are not exclusive, that all other
rights belong to small entities as defined in § 1.9 of this part.
Where the rights of the nonprofit organization as a small entity
are not exclusive, a verified statement must also be filed by the
other small catitics having rights averring to their status as such.
For purposes of a verified statement under this paragraph, a
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as a small enmy may only be obtained if a venﬁed sta!.emem
under § 1.27 and areguest for a refund of the excess amount are
filed within two months of the daic of the timely payment of the
full fee, The two momh time permd is notextendable under §
1.136. Stamsasasmallenuty rswarvedfm'any feebythefallme
10 establish the status prior (o paying, at the time of paying, or
within two months of the date of paymemo{ the fee. Status as
a small entity mustbespecrﬁcaﬁyesmbhshedbya venfed
statement filed in each apphcatm or patent in which the status
is avaﬂable and desrred except those apmicamms filed under §
1. 600r§ 1 &d&wpanwhereﬂwmasasmauenmyhas
been estabhshedm aparent application and is still proper. Once
status as a small entity has been established in an application or
patent, the status remains in that apphwum or patent without
thefiling of afurther verified statement pursuant t0 § 1.27 of this
part unless the Office is notified of a change in status. Status as
a small eatity in one application or pateat does not affect any
other application or patent, including applications or patents
which are directly or indirectly dependent upon the application
or patent in which the status has been established, except those
filed under § 1.60 or § 1.62 of this part. Ap;- ications filed under
§ 1.600r § 1.62 of this part must include a re/erence toa verified
statement ifi 2 parent application if statusas s .~ entity is still
proper and desired.

(b) Once status as a small enuty has becn eciablished in an
application or patent, fees as a small entity -~y thereafter be
paid in that application or patent without regard to a change in
status until the issue fee is due or any maintenance fee is due.
Notification of any change in statug resulting in loss of entitle-
ment to small entity status must be filed in the application or
patent prior io paying, or at the time of paying, the earliest of the
issue fee or any maintenance fee due after the date on which
status as a small entity is no longer appropeiate pursuantto § 1,9
of this part. The notification of change in status may be signed
by the applicant, any person authorized o sign on behalf of the
assignee, or an attorney or agent of record or acting in a
representative capacity pursuant to § 1.34(a) of this part,

(c) If status as a small entity is established in good faith, and
fees as a small entity are paid in good faith, in any application
or patent, and it is later discovered that such status as a small
entity was established in crror or that through error the Office
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ing. ms as a small enmy or (ii).paying fees.as =a-small entity
shall be considered-as a. fraud-practiced or attempted on. the

Office. See §8.1.56(d) and 1 555 of; this part. -
- [47 FR 40140, Sept. 10, 1982, addedcffectweOct 1, 1982 para

(a), 49FR553 Jan. 4, 1934 effective Apr 1, , 1984]

Subpart B- Natlonal,Processmg Prb‘viqiﬁns

,. PROSECUTION OF APPLICATION AND
APPOINTMENT OF ATTORNEY OR AGENT -

§ 1 31 Appllcants may be represented by a reglstered
.. - attormey or agent, .. . .

., An applicant for patent may file. and prosecute hrs o her
own case, or he or she may be represented by a registered
attorney, regxstered agent, or other individual authorized to
practice before the Patent and Trademark Office in patent cases.
See §§ 10.6 and 10.9 of this subchapter. The Patent and Trade-
mark Office cannot aid in the selection of a registered attorney
oragent. .

[OMB Control No 0651- 0011] ,
[S50 FR 5171, Feb 6,1985, effective Mar. 8, 1985)

§ 1.32 Prosecution by iwsugnee

The assignee of record of the entire interest in an application
for patent is entitled to conduct the prosecution of the applica-
tion to the exclusion of the inventor.

§1.33 Correspondence respecting patent
applications, reexamination proceedings,
and other proceedings.

(a) The residence and post office address of the applicant
must appear in the oath or declaration if not stated elsewhere in
the application, The applicant ray also specify and an attorncy
or agent of record may specify a correspondence address to
which communications about the application are to be dirccted.
All notices, official leiters, and other communications in the
case will be directed to the correspondence address or, if no such
correspondence address is specified, to an attorney or agent of
record (see § 1.34(b)), or, if no attorney or agent is of record, to
the applicant, or to any assignee of record of the entire intercst
if the applicant or such assignee sorequests, or to an assignee of
an undivided part if the applicant so requesis, at the post officc
address of which the Office has been notified in the case,
Amendments and other papers filed in the application must be
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: 1 34(a} Bmxhle - ppli »

attomeywagem,orwnthmmeﬂmmeamyor ent.wn!l
not be unidertaken. If more than one attotney or agent be m
ofrecmdzmdacmespondetmaddmshasnotbeenmecnﬁed
co:respmdencemﬂbehemmﬂzmemelastmadeofmcord.

- {by An applicant who has not made of record a registered .

attorney or agent may be required to state whether he received
assistance in the preparation or pmsecuucm of his apphcauon
for which any compensation of consideration was given or
charged, and if so, to disclose the name 6r names of the person
or persons providing such assistance. Thisincludes the prepara-
tion for the applicant of the specification and amendments or
other papers to be filed in the Patent and Trademark Office, as
well as other assistance in such matters, but does not include
merely making dmwmgsby draftsmen or stenographnc services
in typing papers.

(c) All notices, official letters, and other communications
for the patent owner or owners in a reexamination proceeding
will be directed to the attorney or agentof record (see § 1.34(b))
in the patent file at the address listed on the register of patent
attorneys and agents maintained pursuant to §8 10.5 and 10.11
or, if no attorney or - yent is of record, to the patent owner or
owners at the address or addresses of record, Amendments and
otherpapersfiled inareexamination proceeding on behalf of the
patent owner must be signed by the patent owner, or if there is
more than one owner by all the owners, or by an attorney or
agent of record in the patent file, or by a registered attorney or
agent not of record who acts in a representative capacity under
the provisions of § 1.34(a). Double correspondence with the
patent owner or owners and the patent owner’s attomey or
agent, or with more than one attomey or agent, will not be
undertaken. If more than one attorney or agent is of record and
a comrespondence address has not been specified, correspon-
dence will be held with the last attorney or agent made of record.

(d) A “correspondence address” or change thereto may be
filed with the Patent and Trademark Office during the enforce-
able life of the patent. The “correspondence address” will be
used in any correspondence relating to maintenance fees unless
a separate “fee address” has been specified. See § 1.363 for “fee
address” used solely for maintenance fee purposes.

{OMB Control Ws, 06510010 & 0651-0013]

(36 FR 12617, July 2, 1971; 46 FR 26181, May 29, 1981; para. (d)
added, 49 FR 34724, Aug, 31, 1984, effective Nov. 1, 1984; pars. (¢),
50 FR 5171, Feb. 6, 1985, effective Mar. 8, 1985]

¢ 1.34 Recognition for representation.

(a) When a registered attorney or agent acting in a represen-
tative capacity appears in person or signs a paper in practice
before the Patent and Trademark Office in a patent case, his or
her personal appearance or signature shall constitute arepresen-
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a&drnes} of recm'd‘ in the/case pnncxpal attpmey or agent $0
appomted may appomtanassocnate attomey aragent who shall

also then be of record.

[OMB Comml No. 0651-001 l] ‘

' [46 FR 29181, May 29 1981 paxa (a). SOFR 5171 Feb 6, 1985,
effecuvc Mnx 6, l985]

§ 1.36 Revocation of power of attorney or authoriza
tion; withdrawal of attorney or agent.

A power of atiormey or authorization of agent may be
mvokedatanystagemmeproceedmgsofacase.andanammey
or agerit may withdraw, upon apphcanon toand approval by the
Commxssumet An mwmey oragent cxcept an assocnate attor-
atwrmyoragem, will be notified of the revocation of the power
of attorney or authorization, and the apphcant or patent owner
will be notified of the withdrawal of the attomey or agent. An
assignment will not itself operate as a revocation of a power or
authorization previously given, but the assignee of the entire
interest may revoke previous powers and be represented by an
attorney or agent of assignee's own selection. See § 1.613(d) for
withdrawal of an attomey or agent of record in an interference.

[OMB Control No. 0651-0011])

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

WHO MAY APPLY FOR A PATENT

§ 1.41 Applicant for patent.

(a) A patent must be applied for in the name of the actual
inventor or inventors. Full names must be stated, including the
family name and at least one given name without abbreviation
together with any other given name or initial.

(b) Unless the contrary is indicated the word “applicant”
when used in these sections refers to the inventor or joint
inventors who are applying for a patent, or to the person
mentioned in §§ 1.42, 1.43 or 1.47 who is applying for a patent
in place of the inventor.

(c) Any person suthorized by the applicant may file an
application for patent on behalf of the inventor or inventors, but
an oath or declaration for the application (§ 1.63) can only be
made in accordance with § 1.64.

(d) A showing may be required from the person filing the
application that the filing was authorized where such authoriza-
tion comes into question.

{48 FR 2708, Jan. 20, 1983; 48 FR 4285, Jan. 31, 1983}
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between the ﬁhng of the apphcéﬁdﬁ amimchanungof apateut
1 the lzuers patent may beissued wthe. legal representa-

§ 1.43 When,the mventor is llsane or legally '
mcapacltated
In case an inventor is msane or mhe:w:se legally mcapacn-
tated, the legal representative. (gwdmn, conservator, etc:) of
such inventor may make the necessary oath or declarauon, and

apply for and obtain the patent.
[48 FR 2709, Jan. 20, 1983, effective Feb. 27 1983] :

§ 1.44 Proof of authonty.

In the cases mentioned in §§ 1.42 and 1.43, proof of the
power or authority of the legal representative must be recorded
in the Patent and Trademark Office or filed in the apphcauon
befere lhe grant of a patem

§ 1.45 Joint mventors.

(a) Iomt inventors must apply for a patent Jomuy and ea,ch
must make the required oath or declaration; neither of them
alone, nor less than the entire number, can apply for a patent for
an invention invented by them jointly, except as provided in §
1.47.

(b) Inventors may apply for a patent jointly even lhough

(1) They did not physically work together or at the same
time,

(2) Each inventor did not make the same arnount of contri-
bution, or

(3) Each inventor did not make a contribution to the subject
matter of every claim of the application.

(c) I multiple inventors are named in an application, each
named inventor must have made a contribution, individually or
jointly, to the subject matter of at least one claim of the
application and the application will be considered to be a joint
application under 35 U.S.C. 116.

[Parss. (b) & (c), 47 FR. 41274, Sept. 17, 1982, effective Oct. 1,
1982; 48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; 50 FR 9379,

Mar. 7, 1985, effective May 8, 1985}

§ 1.46 Assigned inventions and patents.

In case the whole or a part interest in the invention or in the
patent to be issued is assigned, the application mugt still be made
or authorized to be made, and an cath or declaration signed, by
the inventor or one of the persons mentioned in §§ 1.42,1.43,0r
1.47. However, the patent may be issued to the assignee or
jointly to the inventor and the assignee as provided in § 1.334,

{48 FR 2709, Jan. 20, 1983, effective Feb, 27, 1983}

& 1.47 Filing when an inventor refuses to sign or
cannot be reached.
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e patentorcannotbe foxmlormached afwrdﬁlgmteffdn, (heap—
. a;phcammayb&mﬁlebydwoﬂmrmvenm@nbehalf@fhmselffl._{
ot heiselfiand theiomitted inventor; The ‘oathior declatationin

. suchanapplication:must be adcompanied by a petition’ ineliads
- mgproofofthepemnmtfactsandbylherequuedfee(§ 125(H)

and must:state: the last known address'of: the omiited inventor.
The Patent and: Trademark Office:chial! forward notice of the
filing of the applicatiof to:the omitted inventor at said address.
Should such notice be: retarned 1o the ‘Office undelivered, or
should the address of the omitted-inventor be unknown, notice
of the filing of the application shall be published in the Official
Gazette. The: omitted. inventor may: subsequently. join-in the
application on filing an oath or declaration of the character
required by § 1.63. A patént may be granted to the inventor
making the application, upon.a: showing satisfactory 10 the
Commissioner, subject:to the same rights which the omitted
inventor would have had if he or she had been joined.

- -(b) Whenever an inventor refuses to execute an application
for patent, or cannot be found or reached after diligent effort, a
person to whom the inventor has assigned or agreed in writing
w assign- the invention or who otherwise shows sufficient
proprietary interést'in the fiatter justifying such action may
make application for patent on behalf of and as agent for the
inventor. The oath or declaration in such an application mustbe
accompanied by a petition including proof of the pertinent facts
and ashowing thatsuch action is necessary to preserve the rights
of the parties of'to prevent irreparable damage, and by the
required fee (§ 1.17(h)) and must state the last known address of
the inventor. The assignment, written agreement to assign or
other evidence of proprietary interest, or a verified copy thereof,
must be filed in the Patent and Trademark Office. The Office
shall forward notice of the filing of the application to the
inventor at the address stated in the application. Should such
notice be returned to the Office undelivered, or should the
address of the inventor be unknown, notice of the filing of the
application shall be published in the Official Gazette. The
inventor may subsequently join in the application on filing an
oath or declaration of the character required by § 1.63. A patent
may be granted to the inventor upon a showing satisfactory to

the Commissioner.
{47 FR 41275, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR 2709,

Jan, 20, 1983, effective Feb. 27, 1983)

§ 1.48 Correction of inventorship.

(a) If the correct inventor or inventors are not named in an
application for patent through error without any deceptive
intention on the part of the actual inventor or inventors, the
application may be amended to name only the actual inventor or
inventors. Such amendment must be diligently made and must
be accompanied by (a) a petition including a statement of facts
verified by the original named inventor or inventors establish-
ing when the error without deceptive intention was discovered
and how it occurred; (b) an oath or declaration by each actual
inventor or inventors as required by § 1.63; (c) the fee set forth
in § 1.17(h); and (d) the written consent of any assignee. When
the application is involved in an interference, the petition shall
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inventionbeing claunedmme@phcauon,anmendmtshan
be filed deleting the names of the person or persons whoare not
inventors of the invention being claimed: 'Iheamendmeutmust
bedﬂxgmuymadeandshaﬂbeaccompanmdby

(I)Apeuuonmclwngaﬂmmenudenufymgeachmed
mvemm' who is bemg déleted and acknowledging that the
inventor’s invention is no longer being clalmed in the apphca-
tion, and

(@) Thefecsetforthin § 1.17(h).

(c) If an application discloses unclaimed subject matter by
an inventor or inventors not named in the application, the appli-
cation may be amended pursuant to paragraph (a) of this section
to add claims tw the subject matter and name the correct
invenitors for the application.

{OMB Control No. 0651-0018]

[48 FR 270-9, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 48416,
Dee. 12, 1984, effective Feb. 11, 1985; 50 FR 9379, Maz. 7, 1985,
effective May 8, 1985]

THE APPLICATION

¢ 1.51 General requisites of an application.

(a) Applications for patents must be made to the Commis-
sioner of Patents and Trademarks. A complete application
comprises:

(1) A specification, including a claim or claims, see §§ 1.71
10 1.77.

(2} A oath or declaration, see §§ 1.63 and 1.68

(3) Drawings, when necessary, see §§ 1.81 t0 1.88.

(4) The prescribed filing fee, see § 1.16.

(b} Applicants are encouraged to file an information disclo-
sure statement, See §§ 1.97 through 1.99.

(c) Applicants may desire and are permitted to file with, or
in, the application an authorization to charge, at any time during
the pendency of the application, any fees required under any of
£8 1.16 1o 1.18 to a deposit account established and maintained
in accordance with § 1.25.

[42 FR 5593, Jan. 28, 1977, paras. (2) & (c), 47 FR 41275, Sept. 17,
1982, effeciive Oct. 1, 1982; paras (2) & (b), 48 FR 2709, Jan. 20,1983,
effective Feb. 27, 1983}

¢ 1.82 Language, paper, writing, margins,

(a) The application, any amendments or corrections thereto,
and the oath or declaration must be in the English language
exceptasprovided forin § 1.69 and paragraph (d) of this section,
or be accompanied by a verified translation of the application
and a translation of any corrections or amendments into the
English language. All papers which are to become apart of the
permanent records of the Patent and Trademark Office must be
legibly written, typed, or printed in permanent ink or its equiva-
lent in quality. All of the application papers must be presented
in a form having sufficient clarity and contrast between the
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' ‘ﬁledmdmepmwcuum&ﬂwapplmmmﬂtsmﬁwﬂg
amendment or cancellation of claims so that Jess than all of the
ongma&lymedmvenmm!heacmal mvenmorme ;

142, 1.43,1.47, etc.) and also’papers’ subsequemly filed, must
be plainly written on but one side of the paper. The size of all
sheets of paper should be 8 to 8 1/2 by 10 1/2“10‘13 inchés (20.3
t021.6 cm. by 26.6 10 33.0cm.). A margm of at-leastapproxn—
matély one inch (2.5 cm.) must be reserved on the Ieft-hand of
each page. The top of each’ page of the app]ncanon mcludmg
claims must have a margin of at least approxnmately 3/4 inch
(2 cm.). The lines must not be crowded too closély together;
typewritten linies should be 1 1/2 or double spaced. The pages
of the application including claims and abstract should be
numbered consecutively, starting with 1, the numbers being
centrally located above or preferably. below, the text.

(c) Any mmrhneauon erasure, or cancellanon or other al-
teration of the application papers filed must be made before the
signing of any accompanying oath or declaration pursuant to §
1.63 referring to those application papers and should be dated
and initialed or signed by the applicant on the same sheet of
paper. No such alterations in the application papers are permis-
sible after the signing of an oath or declaration refemng tothose
application papers (§ 1.56(c)). After the signing of the oath or
declaration referring to the application papers, amendments
may only be made in the manner provided by §§ 1.121and 1,123
through 1.125.

(d) An application may be filed in a language other than
English. A verified English translation of the non-English-
language application and the fee set forth in § 1.17(k) are
required to be filed with the application or within such time as
may be set by the Office.

{OMB Control No. 0651-0011]

43 FR 20462, May 11, 1978; paras. (a) & (d), 47 FR 41275, Sept.
17, 1982, effective Oct. 1, 1982; para. (c), 48 FR 2709. Jan. 20, 1983,
effectiveFeb. 27, 1983; par. (d), 49 FR 554, Jan. 4, 1984, effective Apr.

1, 1984]

§ 1.53 Serial number, filing date, and completion of
application.

(a) Any application for a patent received in the Patent and
Trademark Office will be assigned a serial number for identifi-
cation purposes.

(b) The filing date of an application for patent is the date on
which: (1) a specification containing a description pursuant to
§ 1.71 and a1 least one claim pursuant to § 1.75; and (2) any
drawing required by § 1.81(a), are filed in the Patent and
Trademark Office in the name of the actual inventor or inventors
asrequired by § 1.41. No new matter may be introduced into an
application after its filing date (§ 1.118).

(c) If any application is filed without the specification or
drawing required by paragraph (b) of this section, applicant will
be so notified and given atime period within which to submit the
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app!mnz’ml!be so nouf’ed ﬁacmespondence address has :

been pmvrdedand grvenapenodof nmewuhmwl'uch tofilethe
fee, oath, or declaration and to pay the surcharge asset forth i in
§1.16(e)in order to prevent abandonment of the applwanm i
therequued filing fee is not timely paid, orif the processmgand
retention fee set forth in § 1.21¢0) is not pard within one year of
the date of mailing of the notification required by this paragraph,
the application will be drsp_osed of. No copies will be provided
or certified by the Office of an application which has been
disposed of or in which neither the required basic filing fee nor
the processing and retention fee has been paid. The notification
pursuant to this paragraph may be made simultaneously with
any notification pursuant to paragraph (c) of this section. If no
correspondence address is included in the application, applicant
has two months from the filing date to file the fee, oath or
declaration and o pay the surcharge as set forth in § 1.16(¢) in
order to prevent abandonment of the application or one year
from the filing date to pay the processing and retention fee set
forth in § 1.21(f) to prevent disposal of the application.

(e) An application for a patent will not be placed upon the
files for examination until all its required parts, complying with
the rulesrelating thereto, are received, except that certain minor
informalities may be waived subject to subsequent correction
whenever required.

(6 Thefiling dateof an international application designating
the United States of America shall be treated as the filing date
in the United States of Americaunder PCT Articie 11(3),except
as provided in 35 U.S.C. 102(e).

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; paras. (b) &
(d), 49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984; para. (c), SO FR
31826, Aug. 6, 1985, effective Oct. 5, 1985]

% 1.54 Parssof application to be filed together; filing
receipt.

(a) It is desirable that all parts of the complete application be
deposited in the Office together; otherwise a letter must accom-
pany each part, accurately and clearly connecting it with the
other parts of the application. See § 1.53 with regard to comple-
tion of an application.

(by Applicant will be informed of the application serial num-
ber and filing date by a filing receipt.

[48 FR 2710, Jan, 20, 1983, effective Feb. 27, 1983)

$ 1.85 Claim for foreign priority.

(a) An applicant may claim the benefit of the filing date of
a prior foreign application under the conditions specified in 35
U.S.C. 1i9and 172. The claim to priority need be in no special
form and may be made by the attorney or agent if the foreign
applicationis referred toin the oath or declaration as required by
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pamcular instances specrf” ied in the preceding sentence in

" which event a Sworn. {translation ora translation cemﬁed as

accurale by a swom or officral translator must be ﬁled If the
priority papers are submitted after the date the issue fee is pzud
they must be accompanied by a petition requesting their entry
and the fee set forth in. § 1. 17(1) .

(b) An applicant may under certam circums tances clarm
priority on the basis of an application for an inventor’s certifi-
cate in a counry grammg both inventor’s certificates and
patents. When an applicant wishes to claim the right of priority
as to a claim or claims of the application on the basis of an
application for an inventor’s certificate in sucha country under
35U.S.C. 119, last paragraph (as amended July 28, 1972), the
applicant or his attorney or agent, when submitting a claim for
such right as specified in paragraph (a) of this section, shall
mcludeanafﬁdavrtordeclarauon mcludmg aspecific statement
that, upon an mvesuganon, he or she has satisfied himself or
herself that to the best of his or her knowledge the applicant,
when filing his or her application for the inventor’s certificate,
had the option to file an application either for a patent or an
inventor’s certificate as to the subject matter of the identified
claim or claims forming the basis for the claim of priority.

[Para. (b), 48 FR 41275, Sept. 17, 1982, effective Oct. 1 1982; 48
FR 2710, Jan. 20, 1983, effective Feb. 27, 1983; par. (b), 49 FR 554,
Jan. 4, 1984, effective Apr. 1, 1984; para. (), 49 FR 48416, Dec. 12,
1984, effetive Feb. 11, 1985]

§1.56 Duty of disclosure; fraud; striking or rejection
of applications.

(3) A duty of candor and good faith toward the Patent and
Trademark Office rests on the inventor, on each attorney or
agent who prepares or prosecutes the application and on every
other individual who is substantively involved in the prepara-
tion or prosecution of the application and who is associated with
the inventor, with the assignee or with anyone to whom there is
an obligation to assign the application. All such individuals
have a duty to disclose to the Office information they are aware
of which is material to the examination of the application. Such
information is material where there is a substantial likelihood
that a reasonable examiner would consider it important in
deciding whether to allow the application to issue as a patent,
The duty is commensurate with the degree of involvement in the
preparation or prosecution of the application.

(by Disclosures pursuant 1o this section must be accompa-
nicd by acopy of each forcign patent document, non-patent pub-
lication, or other non-patent item of information in written form
which is being disclosed or by a statement that the copy iS ies
in the possession of the person making the disclosure and may
be made to the Office through an attorney or agent having re-
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(c) Any app!zcanon may ‘be stricken from the ﬁles 2
(1) An oalh or mc]aranon pursuant to § 1 63 rs s:gned 1n
blank

(@) An oath or declarauon pursuant to § 1.63is sxgned
without review thereof by the person makmg the oath or
declaration;

(3) An cath or declaration pursuant to § 1 63 is signed
without review of the specification, including the claims, as
required by § 1.63(b); or

(4) The application papers filed in the Office are altered
after the signing of an oath or declaration pursuant to § 1.63
referring to those application papers.

(d) No patent will be granted on an application in connection
with which fraud on the Office was practiced or attempted or the
duty of disclosure was violated through bad faith or gross
negligence. The claims in an application shall be rejected if
upon examination pursuant to 35 U.S.C. 131 and 132, it is
established by clear and convincing evidence (1) that any fraud
was practiced or attempted on the Office in connection with the
application, or in connection with any previous application
upon which the application relies, or (2) that there was any
violation of the duty of disclosure through bad faith or gross
negligence in connection with the application, or in connection
with any previous application upon which the application relies.

{e) The examination of an application for compliance with
paragraph (d) of this section will normally be delayed until such
time as (1) all other matters are resolved, or (2) appellant’s reply
brief pursuant to § 1.193(b) has been received and the applica-
tion is otherwise prepared for consideration by the Board of
Appeals, at which time the appeal will be suspended for exami-
nation pursuant to paragraph (d) of this section. The prosecution
of the application will be reopened to the extent necessary to
conduct the examination pursuant to paragraph (d) of this
section including any appeal pursuant to § 1.191. If an appeal
hasalready been filed based on arejection on other grounds, any
further rejection under thissection shall be treated in accordance
with § 1.193(c).

(£) Any member of the public may seck to have an applica-
tion stricken from the files pursuant to paragraph (c) of this
section by filing a timely petition to strike the application from
the files. Any such timely petition and any accompanying
papers will be entered in the application file if the petition and
accompanying papers (1) specifically identify the application to
which the petition is directed, and (2) are either served upon the
applicant in accordanice with § 1.248, or filed with the Office in
duplicate in the event service is not possible. Any such petition
filed by anattorney or agent must be incompliance with § 10.18.

(g) A petition to strike an application from the files submit-
ted in accordance with the second sentence of paragraph (f) of
this section will be considered by the Office. An acknowledg-
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commncate with the applicant’ regardmg any such’ petmon
entered in’ theapphcauon file: and may’ Téquire the' ‘applicant to
respond to the Officé on 'matters raised’ by ‘the’ petmon “Thée
active pamcxpauon of the membér of the public filing a petition
pursuant to paragraph (£) of this section ends with the ﬁlmg of
the petition and rio further submission on behalf of thie petitioner
will be acknowledged or considered unléss such submission
raises nev: issués which could not have been earl:er presented
and thereby constitutes a new petition.

(h) Any member of the public may seck to have the claims
in an application rejected pursuant to paragraph (d) of this
section by filing a timely protest in accordance with § 1.291.
Any such protest filed by an attorney or agem must be in
compliance with § 10.18.

(i) The Office may require apphcant to supply mformanon
pursuant to paragraph (a) of this section in order for the Office
to decide any issues relating to paragraphs (c) and (d) of this
section which are raised by a petition or a protest, or are
otherwise discovered by the Office,

{j) If any disclosure pursuant to this section does not include
acopy of each foreign patent document, non-patent publication,
or other non-patent item of information in written form whichis
being disclosed or a statement that a copy thereof is not in the
possession of the person making the disclosure, applicant will
be sonotified and given a period of time within which to file the
copy or a statement that a copy is not in the possession of the
person making the disclosure. The time period set may be
extended under § 1.136.

{OMB Control No. 0651-0011]

{42 FR 5593, Jan. 28, 1977; paras. (d) & (e) - (i),47 FR 21751, May
19, 1982, effective July 1, 1982; para. (c), 48 FR 2710, Jan. 20, 1983,
effective Feb. 27, 1983; paras. (b) & (j), 49 FR 554, Jan. 4, 1984,
effective Apr. 1, 1984; paras. (d) & (h), 50 FR 5171, Feb. 6, 1985,
effective Mar. 8, 1985]

§ 1.57 {Reserved]
[48 FR 2710, Jan, 20, 1983, effective Feb. 27, 1983)

§ 1.58 Chemical and mathematical formulas and
tables.

(a) The specification, including the claims, may contain
chemical and mathematical formulas, but shall not contain
drawings or flow diagrams. The description portion of the
specification may contain tables; claims may contain tables
either if necessary to conform to 35 U.S.C. 112 or if otherwise
found to be desirable.

(b) All tables and chemical and mathematical formulas in
the specification, including claims, and amendments thereto,
must be on paper which is flexible, strong, white, smooth,
nonshiny, and durable in order to permit use as camera copy
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the printed.patent. If it is not possible to limit the width of a
formula or table to § inches (12.7 cm.), it is permissible.to
present the formula or table with:a maximum width of 10.3/4
inches (27.3 cm.) and to place it sideways on the sheet. Type-
written characte:s used in such formulas and tables must be from
a block (nomscript) type font or letiering style having capital
letters which are at least 0.08 inch (2.1 mm.) high (e.g. elite
type). Hand lettering must be neat, clean, and have a minimum
character heightof 0.08 inch {2.1 mm.). A space atleast 1/4 inch
(6.4 mm.) high should be provided between complex formulas
and tablesand the text. Tables should havethelinesand columns
of data closely spaced to conserve space, consistent with high
degree of legibility.
[43 FR 20463, May 11, 1978]

§1.59 Papers of appl:catwn with filing date not to
be returned.

Papers in an application which has recewed a filing date
pursuantto § 1.53 will not beretumned for any pucpose whatever.
If applicants have not preserved copies of the papers, the Office
will furnish copies at the usual cost of any application in which
either the required basic filing fee (§ 1.16) or the processing and
retention fee (§ 1.21(1)) has been paid. See § 1.618 for return of

unauthorized and improper papers in interferences,

[48FR 2710, Jan. 20, 1983, effective Feb. 27, 1983;49 FR 8§54, Jan.
4, 1984, effective Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984,; SOFR
23123, May 31, 1985, effective Feb. 11, 1985]

§ 1.60 Continuation or divisional application for
invention disclosed in a prior application.
{(a) A continuation or divisional application (filed under the
conditions specified in 35 U.S.C. 120 or 121 and § 1.78(3)),
naming as inventors the same or less than all the inventors
named in a prior application and which discloses and claims
only subject matter disclosed in the prior application may be
filed as a separate application before the patenting or abandon-
ment of or termination of proceedings on the prior application.
(b) An applicant may omit signing of the oath or declaration
in a continuation or divisional application if (1) the prior appli-
cation was a complete application as set forth in § 1.51(a), (2)
applicant files a teue copy of the prior complete application as
filed including the specification (including claims), drawings,
cath or declasation showing the signature or an indication it was
signed, and any amendments referred to in the oath or declara-
tion filed to complete the prior application, and (3) the inventors
named in the continuation or divisional application are the same
or Iess than all the inventors named in the prior application. The
copy of the prior application must be accompanied by 4 state-
ment that the application papers filed are a true copy of the prior
application and that no amendments referred to in the oath or
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5.inches (12.7.cm.) S0 zhat it may.appear as a single column in

ﬁlmg date If the contmuauon ot div; onal apphcauon is ﬁled
by less than all;the, inventors named inthe prior, application a
statement must accompany the apphcauon when filed request-
ing deletion of the names of the person or persons who are.not
inventorsof the i mvenuon bemg clanmed in the continuation or
divisional application, - : e :

- [OMB Control No. 0651-001 1]

{48FR 2710, Jan. 20,1983, effectweFeb 27 1983;49 FR 554, Tan.
4, 1984, effecuve’Apr 1, 1984 50 FR 9397 Mar. 7, 1985, effective

May 8, 1985]

§ 1.61 [Reserved] | |
(Editor’s note: Substance moved 1o § 1.494)
[52 FR 20046, May 28, 1987, effective July 1, 1987]

§ 1.62 File wrapper contmumg procedure

(a) A continuation, continuation-in-part, ordivisional appll-
cation, which uses the spécification, drawmgs and oath or dec-
laration from a prior complete application (§ 1.51(a)) which is
to be abandoned, may be filed before the payment of the issue
fee,abandonment of, or termination of proceedings on the prior
application. The filing date of an application filed under this
section is the date on which a request is filed for an application
under this section including identification of the Serial Number,
filing date, and applicant’s name of the prior complete applica-
tion. If the continuation, continuation-in-part, or divisional
application is filed by less than alf the inventors named in the
prior application a statement must accompany the application
when filed requesting deletion of the names of the person or
persons who are not inventors of the invention being claimed in
the continuation, continuation-in-part, or divisional applica-
tion.

(b) The filing fee for a continuation, continuation-in-part, or
divisional application under this section is based on the number
of claims remaining in the application after entry of any prelimi-
nary amendment and entry of any amendments under § 1.116
unentered in the prior application which applicant has requested
to be entered in the continuing application,

(c) In the case of a continuation-in-part application which
adds and claims additional disclosure by amendment, an oath or
declaration as required by § 1.63 must also be filed. In those
situations where a new oath or declaration is required due to
additional subject matter being claimed, additional inventors
may be named in the continuing application. In a continuation
or divisional application which discloses and claims only sub-
ject matter disclosed in a prior application, no additional oath or
declaration is required and the application must name as inven-
tors the same or less than all the inventors named in the prior
application.

(d) If an application which has been accorded a filing date
pursuant to paragraph (a) of this section does not include the
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aonafade&ctpﬁrsnanttopmagraph (a) of this section: ! v

(e)Anapphcauon filed under this section will utilize the file
wrapper and contents of the prior application 1o constitute the
new continuation, contiuuation-in-part, or divisional appli(:aa‘
tion but will be assigned a new application serial iumber.

() The filing of an application unider this saction will be
construed to include a waiver of secrecy by the apphcant under
35 U.S.C. 122 10 the extent that any member of the public who
is entitled under the provisions of 37 CFR 1.14 to access to, or
information conceming either the prior application or any
continuing application filed under the provisions of this section
may be given similar access to, or similar information concern-
ing, the other application(s) in the file wrapper. '

(g) The filing of arequest for acontinuing application under
this section will be considered to be a request to expressly
abandon the prior application as of the filing date granted the
continuing application.

¢h) The applicant is urged to furnish the followmg informa-
tion relating to the prior and continuing applications to the best
of his or her ability:

(1) Title as originally filed and as last amended;

(2) Name of applicant as originally filed and as last
amended;

(3) Current correspondence address of applicant;

(4) Identification of prior foreign application and any pri-
ority claim under 35 U.S.C. 119.

(5) The title of the invention and names of applicants to be
named in the continuing application.

(iy Envelopes containing only application papers and fees
for filing under this section should be marked “Box FWC”.

{OMB Control No. 6651-0011]

{47 FR 47244, Oct. 25, 1982, added effective Feb. 27, 1983; 48 FR
2716, Jan. 20, 1983, effective date Feb. 27, 1983; paras. (a) & (d), 49
FR 555, Ian. 4, 1984, effective Apr. 1, 1984; paras. (a), (c) & (h), SOFR
9380, Mar. 7, 1985, effective May 8, 1985]

OATH OR DECLARATION

§ 1.63 Oath or declaration.

(a) An oath or declaration filed under § 1.51(a)(2) as a part
of an application must:

(1) Be executed in accordance with either § 1.66 or § 1.68;

(2) Identify the specification to which it is directed;

(3) Identify each inventor and the residence and country of
citizenship of each inventor; and

(4) State whether the inventor is a sole or joint inventor of
the invention claimed.

(b) In addition to meeting the requirements of paragraph (a),
the oathordeclaration must state that the person making the oath
or declaration:
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and(b) of this section; the oath or declaration in any' apphcauon
in which aclaim for foreign priority is'made putsuant to'§ 1.55
must identify the foreign application for patent or inventor’s
certificate on which priority is claimed, and any foreign appli-
cation having a filing date before that of the application on
which priority isclaimed, byspecnfymgtheapphcauon number,
country, day, month and year of its filing. .

(d) In any continuation-in-part application filed under the
conditions specified in 35 U.S.C. 120 which discloses and
claims subject matter in addition to that disclosed in the prior
copending application, the oath or declaration must also state
that the person making the oath or declaration acknowledges the
duty to disclose material information as defined in § 1.56(a)
which occurred between the filing date of the prior application
and the national or PCT international fihng date of the continu-
ation-in-part application.

{OMB Control No. 0651-0011]

{48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983 48 FR
4388, Jan. 31, 1983]

§ 1.64 Person making oath or declaration.

{a) The oath or declaration must be made by all of the actual
inventors except as provided for in §§ 1.42, 1.43, or 1.47.

{b) If the person making the oath or declaration is not the
inventor (§§ 1.42, 1.43, or 1.47), the oath or declaration shall
state the relationship of the person to the inventor and, upon
information and belief, the facts which the inventor is required
to state.

(%8 Control No. 0651-0011]

{4% FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983]

& 1.66 Officers authorized to administer oaths,

{a) The oath or affirmation may be made before any person
within the United States authorized by law to administer oaths.
An cath made in a foreign country may be made before any
diplomatic or consular officer of the United States authorized to
administer oaths, or before any officer having an official seal
and authorized to administer oaths in the foreign country in
which the applicant may be, whose authority shall be proved by
a certificate of a diplomatic or consular officer of the United
States, or by an apostille of an official designated by a foreign
country which, by treaty or convention, accords like effect to
apostilies of designated officials in the United States. The oath
shall be atiested in all cases in this and other countries, by the
proper official seal of the officer before whom the oath or
affirmation is made. Such oath or affirmation shail be valid as
to execution if it complies with the laws of the State or country
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nying application ~ an

- ['h‘s:beaaac' hed together with the

oathandanhbonpassedmnédtmoreumesﬂuwghaﬂthesheets ,

of the application, except the drawings; and the ends: of said
ribbon brought togetherunder the seal before the latter is affixed
and impressed, or each sheet must be impressed with the official
seal of the officer before whiom the oath is taken:*If the papers
as filed are not properly ribboned or each sheet impressed with
the seal, the case will be accepted for examination, but before it
is allowed, duplicate papers, prepared in comphance thh the
foregoing sentence, must be filed. '

[OMB Control No. 0651-0011]

{47 FR 41275, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.67 Supplemental oath or declaration.

(a) A supplemental oath or declaration meeting the require-
ments of § 1.63 may be required to be filed to correct any
deficiencies or inaccuracies present in an wher filed oath or
declaration. :

(b) A supplemental oath or declarauon meeting the requn'c-
ments of § 1.63 must be filed: (1) When a claim is presented for
matter originally shown or described but not substantially
embraced in the statement or invention or claims originally
presented; and (2) When an oath or declaration submitted in
accordance with § 1.53(d) after the filing of the specification
and any required drawings specifically and improperly refers to
an amendment which includes new matter. No new matter may
be introduced into an application after its filing date even if a
supplemental oath or declaration is fifed (§ 1.53(b); § 1.118).In
proper cases the oath or declaration here required may be made
on information and belief by an applicant other than inventor.

{OMB Comntrol No. 0651-0011]

{48 FR 2711, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.68 Declaration in lieu of oath,

Any document to be filed in the Paient and Trademark
Office and which isrequired by any law, rule, or other regulation
to be under oath may be subscribed to by a written declaration.
Such declaration may be used in lieu of the oath otherwise
required, if, and only if, the declarant is on the same document,
wamned that willful false statements and the like are punishable
by fine or imprisonment, or both (18 U.S.C. 1001) and may
jeopardize the validity of the application or any patent issuing
thereon. The declarant must set forth in the body of the declara-
tion that all statements made of the declarant’s own knowledge
are irue and that all statements made on information and belief
are believed to be true.

{OMB Control No. 0651-0011]
[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

§ 1.69 Foreign language oaths and declarations.
(a) Whenever an individual making an oath or declaration
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Engh@ mslat;on, except that: mthe case of dn oath ordecla:

ration filed under§ 1.63 the translanon may befiledin the Office
no later than two months from the date apphcant is nouﬁed to
file the translation. . v o g . T

. [42FR'5504, Jan, 28, 1977; para. (), 4 R2711 Jén: ’4’»‘??»1983'
effe:cuvcl-'cb 27 1983] Ch b "  L -

§1.706 [Reserved] SENEI
(Editor"s note: Substance moved 1o § f. 497)
{52 FR 20046, May 28, 1987, effective July 1, 1987]

- SPECIFICATION

& 1.71 Detalled descrlptlon and speclﬁcatlon of the
' mventlon. T

- (@ The specnf' catmn must mclude a wntwn descnpuan of
the invention or discovery and of the manner and pracess of
making and using the same, and is required to be in such full,
clear, concise, and exact terms as to enable any person skilled in
theartorscience to wluch the invention or discovery appertains,
or with whnch itis most nearly connected to make and use the
same,

(byThe specnﬁcaﬂon must set forth the precise invention for
which a patent is solicited, in such manner as to distinguish it
from other inventions and from what is old, It must describe
completely a specific embodiment of the process, machine,
manufacture, composition of matter or improvement invented,
and must explain the mode of operation or principle whenever
applicable. The best mode contemplated by the inventor of
carrying out his invention must be set forth.

(c) In the case of an improvement, the specification must
particularly point out the part or parts of the process, machine,
manufacture, or composition of matter to which the improve-
ment relates, and the description should be confined to the
specificimprovementand tosuch parts as necessarily cooperate
with it or as may be necessary to a complete understanding or
description of it.

§ 1.72 Title and abstract,

(a) The title of the invention, which should be as short and
specific as possible, should appear as a heading on the first page
of the specification, if it does not otherwise appear at the
beginning of the application.

(b) A brief abstract of the technical disclosure in the speci-
fication must be set forth on a separate sheet, preferably follow-
ing the clcims under the heading “Abstract of the Disclosure”.
The pwpose of the abstract is to enable the Patent and Trade-
mark Office and the public generally to determine quickly from
a cursory inspection the nature and gist of the technical disclo-
sure. The abstract shall not be used for interpreting the scope of
the claims.
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‘submawc wmchmaymch;deammmciﬂmobjectofme,‘i'jf':,
invesition, shouldmedethedemledﬁemmm i Such sum- -

mary should, when set forth; becmnmeumemmthem%n- (&)

twnasclmmedandmy objectmclwdsimﬂd matofthe

mvennun as c!amed.

§ 1 74 Reference to drawmgs. B s
When there are drawings, there shall be a bnef descnptlon
of the several views of the drawings andthedetaﬂeddescnpuon
of the invention shall refer to the different views by specifying
the numbers of the figures, and to the different parts by use of
reference letters or numerals (preferably the lauer) :

§ 1.78 Claim(s).

(2) The specification must conclude with a claim particu-
larly pointing out and distinctly cla:mmg the subject matter
which the applicant regards as his invention or discovery.

(b} More than one claim may be ptesemed provided they
differ substantiafly from each other and are not unduly multi-
plied.

(c)&wmmmeclauns may be prmmedmdepcndem form
referring back to and further limiting another claim or claims in
the same application. Any dependent claim whichrefers to more
than one other claim (“multiple dependent claim™) shall refer to
such other claims in the alternative only. A multiple dependent
claim shall not serve as a basis for any other multiple dependent
claim. For fee calculation purposes under § 1.16, a multiple
dependent claim will be considered to be that number of claims
to which direct reference is made therein. For fee calculation
purposes, also, any claim depending from a multiple dependent
claim will be considered to be that number of claims to which
direct reference is made in that multiple dependent claim. In
addition to the other filing fees, any original application which
is filed with, or is amended 1o include, multiple dependent
claims must have paid therein the fee set forth in § 1.16(d).
Claims in dependent form shall be construed to include all the
limitations of the claim incorporated by reference into the
dependentclaim. A multiple dependentclaim shall be construed
to incorporate by reference all the limitations of each of the
particular claims in relation to which it is being considered.

(dy(13 The claim or claims must conform to the invention as
set forth in the remainder of the specification and the terms and
phrases used in the claims must find clear support or antecedent
basis in the description $o that the meaning of the terms in the
claims may be ascertainable by reference to the description.
(See § 1.58(a).)

(2)See§§ 1.141 o0 1.146as to claiming different inventions
in one application.

(ey Where the nature of the case admits, as in the case of an
improvement, any independent claim should contain in the
following order, (1) a preamble comprising a general descrip-
tion of all the elements or steps of the claimed combination
which are conventional or known, (2) a phrase such as “wherein

Kev. 7, Dec. 1987

41276, Sept. . 1982. effecuve octi 19321

§ 1 77 Arrangement of apphcatmn elemeats.
- .Theelements of the apphcanon should appwrm the follow-
mgml- Lo

(a) Title of the mvenuon, or an mu'oductory pomon staUng
the name, citizenship, and resndence of the apphcam, and the
title of the invention may be used. o

(b) (Reserved). o

{c) (1) Cross-reference to related applications, if any

(2) Reference to°a “microfiche appendix” if any. (See §
1.96(b)). The total number of mxcrof’ che and total number of
fmmw should be specified. o8

“{d) Brief summary of the vnvenhon

{e) Brief descnpnon of the several vnews of the drawmg, if
there are drawings. - E

() Detailed description.

(g) Claim or claims.

(h) Abstract of the disclosure.

(i) Signed oath or declaration.

(j) Drawings.

{43 FR 20464, May 11,1978; 46 FR 2612, Jan. 12, 1981; paras. (h)
& (i), 48 FR 2712, Jan. 20, 19883, effective Feb. 27, 1983)

§ 1.78 Claiming benefit of earlier filing date and
cross-references to other applications.

{a) An application may claim an invention disclosed in a
prior filed copending national application or international appli-
cation designating the United States of America. In order foran
application to claim the benefit of a prior copending national
application, the prior application must nanie as an inventor at
least one inventor named in the later filed application and
disclose the named inventor’s invention claimed in at least one
claim of the later filed application in the manner provided by the
first paragraph of 35U.8.C. 112, In addition, the prior applica-
tion must be (1) complete as set forth in § 1.51, or (2) entitled io
afiling date as set forth in § 1.53(b) and include the basic filing
fee set forth in § 1.16; or (3) entitled to a filing date as set forth
in § 1.53(b) and have paid therein the processing and retention
fee sct forth in § 1.21(1) within the time period set forth in §
1.53(¢). Any application claiming the benefit of a prior filed
copending national or international application must contain or
be amended to contain in the first sentence of the specification
following the title a reference to such prior application, identi-
fying it by serial number and filing date or international appli-
cation number and international filing date and indicating the
relationship of the applications. Cross-references to other
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patcnt naming different inventors and owned By/the same party
contain conflicting claimis, and there is no statement of record
indicating ‘that the claimed inventions weie commonly:owned
or subject to an obligation of assignment to the Same peérson at
the time the later invention was made, the assignée may be

called upon to state whether the claimed inventions were comi-’

monly owned or subject o an obligation of assignment o the
same person at the time the later invention was made, and if not,
indicate which named inventor i the prior inventor. In addition
to making said statement, the assignee may also explain why an
interference should or should not be declared. -

(d) Where an application claims an invention which is not
patentably distinct from an invention claimed in a commonly
owned patent with the same or a different inventive entity, a
double patenting rejection will be made in the application. An
obviousness-type double patenting rejection may be obviated
by filing a terminal disclaimer in accordance with § 1.321(b).

[36FR7312, Ape. 17, 1971; 49 FR 558, Jan. 4, 1984; paras.(a), (c)
& (3), SOFR 9380, Maz. 7, 1985, effective May 8, 1985; SOFR 11366,
Mar. 21, 1985]

§ 1.79 Reservation clauses not permitted.

A reservation for a future application of subject matter
disclosed but not claimed in a pending application will not be
permitted in the pending application, but an application disclos-
ing unclaimed subject matter may contain a reference (o a later
filed application of the same applicant or owned by a common
assignee disclosing and claiming that subject matter.

THE DRAWING

§ 1.81 Drawings required.

(a) The applicantfor a patentis required to furnish adrawing
of his invention where necessary for the understanding of the
subject matter sought to be patented; this drawing must be filed
with the application.

(by Drawings may include iflustrations which facilitate an
understanding of the invention (for example, flow sheets in
cases of processes, and diagrammatic views).

(cy Whenever the nature of the subject matter sought to be
patented admits of illustration by a drawing without its being
necessary for the understanding of the subject matter and the
applicant has not furnished such a drawing, the examiner will
require its submission within a time period of not less than two
months from the date of the sending of a notice thereof.

(d) Drawings submitted after the filing date of the applica-
tion may not be used to overcome any insufficiency of the speci-
fication due to Tack of an enabling disclosure or otherwise inade-
quate disclosure therein, or to supplement the original disclo-
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«(c) Where two m‘meappllcaum orangpplicationanda B closed i in 1he descnpuont‘and claxms where their detalled ﬂlus-

tration is not essential for a ptoper understanding of the inven-
uon shmld be 1llustrated in lhe ‘drawing in the fcrm of a

(b)Whenthemvmuonconsxstsofan xmprovementonanold
machine the drawing must when possible exhibit, inone ormore

views, the improved portion itself; disconnected from the old
structore, and also:in-another view, so much only of the old
structure as will suffice to show the connection of the invention
therewith.

(c) Wherethe drawings do not comply with the requirements
of paragraphs (a) and (b) of this section, the examiner shall
require such additional illustration within a time period of not
fess than two months from the daite of the sending of a notice
thereof. Such correctmns are subjcct to the reqmremems of §

1.81(d). :
{31 FR 12923, Oct 4 1966 43FR4015 Jan 31, 1978]

§ 1.84 Standards for drawings.

() Paper andink. Drawings must be made upon paper which
is flexible, strong, white, smooth, nonshiny and durable. Two-
ply or three-ply bristol board is preferred. The surface of the
paper should be calendered and of a quality which will permit
erasure and correction with India ink. India ink, or its equivalent
inquality, is preferred for pen drawings to secure perfectly black
solid lines. The use of white pigment to cover lines is not
normally acceptable.

(B) Size of sheet and margins. The size of the sheets on which
drawings are made may either be exactly 8 1/2 by 14 inches
(21.6 by 35.6 cm.) or exactly 21.0 by 29.7 cm. (DIN size Ad),
All drawing sheets in a particular application must be the same
size. One of the shorter sides of the sheet is regarded as its top.

(iyOn 8 1/2 by 14 inch drawing sheets, the drawing must
include a top margin of 2 inches (5.1 cm.) and boitom and side
margins of 1/4 inch (6.4 mm.) from the edges, thereby leaving
a“sight” precisely 8 by 11 3/4 inches (20.3 by 29.8 cm.). Margin
border lines are not permitted. All work must be included within
the “sight”. The sheets may be provided with two 1/4 inch (6.4
mm.)diameter holeshaving their centerlines spaced 11/16 inch
(17.5 mm.) below the top edge and 2 3/4 inches (7.0 cm.) apart,
said holes being equally spaced from the respective side edges,

(2) On 21.0 by 29.7 cm. drawing sheets, the drawing must
include a top margin of at least 2.5 cm., aleft side margin of 2.5
cm., a right side margin of 1.5 cm., and a bottom margin of 1.0
cm. Margin border lines are not permitted. All work must be
contained within a sight size not to exceed 17 by 26.2 cm,

(¢) Character of lines. All drawings must be made with
drafting instruments or by a process which will give them
satisfactory reproduction characteristics. Every line and letter
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‘-fi:hcavv emugh o penmt adequaw reproduction; 'I}usdamnon oo

. appiies to all lines however fine, to shading, and to lines
, tepresenmgcutsurfacesmsechews.Anhnasmastbe ‘
 clean; sharp; and solid: Fine orcrowdedlines should be avoided. .
Solid black skould not be used for sectional or surface shading.
Fteehandwmkshouldbeavmdedwimmmspossxblemdo

(d) Hmclang and shadmg (l) Hatchmg meuld be madc by
obhque parallel lines spaced sufficiently. @an 0 enable the
lines to be distinguished without difficulty.

- (2)Heavy lines on the shade sxdeofobjectsstwuldpmfera-
bly be used except where they tend to thicken the work and
obscure reference characters. The light should come from the
upper left-hand corner at an angle of 45°. Surface delineations

should preferably be shown by proper shading, which slwuldbe
open.

(e) Scale. The scale to which a drawing is made ought tobe
large encugh to show the mechanism without crowding when
the drawing isreduced in size to two-thirds in reproduction, and
views of portions of the mechanism on a larger scale should be
used when necessary to show details clearly; two or more sheets
should be used if one does not give sufficient room to accom-
plish thisend, but the number of sheets should not be more than
is necessary.

(f) Reference characters. The different views should be con-
secutively numbered figures. Reference numerals (and letters,
but numeralg are preferred) must be plain, legible and carefully
formed, 2nd not be encircled. They should. If possible, measure
at least one-eighth of an inch (3.2 mm.) in height so that they
may bear reduction to one twenty-fourth of an inch (1.1 mm.);
and they may be slightly larger when there is sufficient room.
They should not be so placed in the close end complex parts of
the drawing asto interfere with a thorough comprehension of the
same, and therefore should rarely crossor mingle with the lines.
When necessarily grouped around a certain part, they should be
placed at a little distance, at the closest point where there is
available space, and connected by lines with the parts to which
they refer. They should not be placed upon hatched or shaded
surfaces but when necessary, a blank space may be left in the
hatching or shading where the character occurs so that it shall
appear perfectly distinct and separate from the work. The same
part of an invention appearing in more than one view of the
drawing must always be designated by the same character, and
the same character must never be used to designate different
parts. Reference signs not mentioned in the description shall not
appear in the drawing and vice versa,

(g) Symbols, legends. Graphical drawing symbols and other
labeled representations may be used for conventional elements
when appropriate, subject to approval by the Office. The
elements for which such symbols and labeled representations
are used must be adequately identified in the specification.
While descriptive matter on drawings is not permitted, suitable
legends may be used, or may be required, in proper cases, as in
diagrammatic views and flowsheets or to show materials or
where labeled representations are employed to illustrate con-
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(i) Vtews‘ ’I‘hedrawm mustcontain asmany figuresasmay

be neccssa:y to:show: the; mvenuon, the figures should be con- - '

secutwely numbered if possible in: .the order: in :which: they
appear: 'I‘hefiguresmaybeplmn elevatmn, secuon.orprespec-
tive:views, arid detail views.of portions or eléments, on:alarger
scale if necessary, may also be used. Exploded viéws; with:the
separated parts of the same figure embiraced by-d bracket, to

show the relationship.or. order of assembly. of various parts are

permissible.. When ‘necessary,-a view: of a large machine or
device in its entirety may be broken and:extended over several
sheets:if there is no loss in facility of understanding the view.
Where figures on two or.more sheets form: in effect a single
complete figure, the figures on the several sheets should be so
arranged that the complete figure can be understood by laying
the drawing sheets adjacent to one another. The arrangement
should be such that no part of any of the figures appearing on the
various sheets are concealed and that the complete figure canbe
understood even though spaces will occurin the complete figure
because of the margins on the drawing sheets. The plane upon
which a sectional view is taken: should be indicated on the
general view by a broken line, the ends of which should be
designated by numerals corresponding to the figure number of
the sectional view and have arrows applied to indicate the
direction in which the view is taken. A moved position may be
shown by a broken line superimposed upon a suitable figure if
this can be done without crowding, otherwise a separate figure
must be used for this purpose, Modified forms of construction
can only be shown in separate figures. Views should not be
connected by projection lines nor should center lines be used.

() Arrangement of views. All views on the same sheet
should stand in the same direction and, if possible, stand so that
they can be read with the sheet held in an upright position, If
views longer than the width of the sheet are necessary for the
clearest illustration of the invention, the sheet may be turned on
its side so that the top of the sheet with the appropriate top
margin is on the right-hand side. One figure must not be placed
upon another or within the outline of another.

(k) Figure for Official Gazette. The drawing should, as faras
possible, be so planned that one of the views will be suitable for
publication in the Official Gazette as the illusiration of the
invention,

() Extraneous matter. Identifying indicia (such as the
attorney’s docket number, inventor’s name, number of sheets,
etc.)notto exceed 2 3/4 inches (7.0 cm.) in width may be placed
in a centered location between the side edges within three-
fourths inch (19.1 mm.) of the top edge. Authorized security
markings may be placed on the drawings provided they are
outside the illustrations and are removed when the material is
declassified. Otherextraneous matter will notbe permitted upon
the face of a drawing.

(m) Transmission of drawings. Drawings transmitted to the
Office should be sent flat, protected by asheet of heavy binder’s
board, or may be rolled for transmission in a suitable mailing
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... The requirement of §.1.84 relatmg to drawings. will be
smctlyenforced.Adrawmgnotexecutedmconfmnny thereto,
if smwblefm:repfoductxon,maybeadnunedbmm suchcase the
drawing must be corrected or a new one furnished, as required.
[47 FR 41276, Sept. 17 1982. effecnveﬂa. 1, 1982]

§ 1.88 Use of old drawmgs

If the drawings of a new application aretobe ujenncal with
the drawings of a previous application of the applicant on file in
the Office, or with part of such drawings, the old drawingsorany
sheets thereof may be used if the prior application is, or is about
to be, abandoned, or if the sheets to be used are cancelled in the
prior application. The new application must be accompanied by
aletter requesting the transfer of the drawings, which should be
completely mnufied v 4

MODELS EXHIBITS, SPECIMENS

§ 1.91 Models not generally required as part of
application or patent.

Models were once required in all cases admitting a model,
as a part of the application, and these models became a part of
the record of the patent. Such models are no longer generally
required (the description of the invention in the specification,
and the drawings, must be sufficiently full and complete, and
capable of being understood, to disclose the invention without
the aid of 2 model), and will not be admitted unless specifically
called for.

§ 1.92 Model or exhibit may be required.

A model, working model, or other physical exhibit, may be
required if deemed necessary forany purpose on examination of
the application.

§ 1.93 Specimens,

When the invention relates (o a composition of matter, the
applicant may be required to furnish specimens of the compo-
sition, or of its ingredients or intermediates, for the purpose of
inspection or experiment,

§ 1.94 Return of models, exhibits or specimens.
Models, exhibits, or specimens in applications which have
becomegbandoned, and also in other applications on conclusion
of the prosecution, may be retumed to the applicant upon
demand and at his expense, unless it is deemed necessary that
they be preserved in the Office. Such physical exhibits in
contested cases may be returned to the parties at their expense.
If not claimed within a reasonable time, they may be disposed
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; fumxshod byithe: Office; and: any model‘oa'exhnbnt inan .

; ‘appimaaon or patent shall-not be taken from the Office except S
! mecustody ofan employee of Ihe Offxce,specnally aulhonzed
‘byithe Comm:ssnoner. o : '

. § 1.96: Subm:ssnon of computer program llstmgs

Descnpuons of the operation and general content of com-

; pmex program. hstmgs should appear.in the description portion

of the specification. A computer.program listing for the purpose

.of these tules is defined ‘as a print-out that:lists in appropriate

sequence the instructions, routinés, and other contents of a
program for a computer. The program listing may be either in
machine or. machine-independent (object or source) langoage
which will cause a compuier {0 perform a desired procedure or
task such as solve a problem, regulate the flow of work in a
computer, or control or monitor events. Computer program

listings may be submitted in patént applications in the following

forms:
(a) Material which will be printed in the patent. If the
computer program listing is contained on 10 printout pages or

‘less, it must be submitted eithér as drawmgs or as part of the

specification,

¢1) Drawings. The hsung may be submmed in the manner
and complying with the requirements for drawings as provided
in § 1.84. At least onc figure numeral is required on each sheet
of drawing.

(2) Specification. (i) The listing may be submitted as part
of the specification in accordance with the provisions of § 1.52,
at the end of the description but before the claims.

(ii) The listing may be submitted as part of the specifica-
tion in the form of computer printout sheets (commonly 14 by
11 inches in size) for use as “camera ready copy™ when a patent
is subsequently printed. Such computer printout sheets mustbe
original copies from the computer with dark solid black letters
not less than 0.21 cm high, on white, unshaded and unlined
paper, the printing on each sheet must be limited to an area 9
inches high by 13 inches wide, and the sheets should be
submitted in a protective cover. When printed in patents, such
computer printoutsheets will appearattheend of the description
but before the claims and will usually be reduced about 1/2 in
size with two printout sheets being printed as one patent speci-
fication page. Any amendments must be made by way of
submission of a substitute sheet if the copy is to be used for
camera ready copy.

(b) As an appendix which will not be printed. 1f a computer
program listing printout is 11 or more pages long, applicants
may submit such listing in the form of microfiche, referred to in
the specification (see § 1.77(c)(2)). Such microfiche filed with
a patent application is to be referred to as a “microfiche appen-
dix.” The “microfiche appendix” will not be part of the printed
patent. Reference in the application to the “microfiche appan-
dix” should be made at the beginning of the specificaticn at the
location indicated in § 1.77(c)(2). Any amendmenis thereto
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;evank.ble for: purchase, aftera patem'based"

{2y Submission reqmremms Compuwr-genmted mfor-
‘mation submitted:as an’ appendix to an application for patent
-shail ‘be -in: the form ‘of microfiche in accordance with -the

standards set forth in the following American National (ANSI)

or National Micrographics Association (NMA) Standards
(Note: As new editions of t!we standards are publlshed the
latest shall apply): ,
ANSI PH 1.28- 1976-Specxﬁcauons for Photograpmc Film
for Archivalrecords, lever-Gelaun Type, onCellulose Ester
Base.
ANSI PH 1.41-1976 Specxﬁmuons for Photographic Film
for Archival Records, Silver-Gelatin Type, on Polyester
Base.
NMA-MSI (1971) Quality Standards for Computer Output
Microfilm.
ANS1/NMA MS2 (1978) meat and Coding Standards for
Computer Qutput Microfilm.
NMA MS5 (ANSI PH 5.9-1975) Microfiche of Documents,
ANSI PH 2.19 (1959)-Diffuse Transmission Density.
except as modified or clarified below:

(i) Either Computer-Output-Microfilm (COM) output or
copies of photographed paper copy may be submitted. In the
former case, NMA standards MS1 and MS2 apply; in the latter
case, standard MSS applies.

(ii} Film submitted shall be first generation {camera film)
negative appearing microfiche (with emulsion on the back side
of the film when viewed with the images right reading).

(iii) Reduction ratio of microfiche submitied should be
24:1 orasimilar ratio where variation from said ratio isrequired
in order to fit the documents into the image area of the micro-
fiche format used.

(iv} Film submitted shall have a thickness of at least .005
inches (0.13 mm) and not more than 009 inches (0.23 mm) for
either celiulose acetate base or polyester base type.

(v) Both microfiche formats Al (98 frames, 14 columas x
7 sows) and A3 (63 frames, 9 columns x 7 rows) which are
described in NMA standard MS2 (A1 is also described in MS5)
are acceptable for use in preparation of microfiche submitted.

(vi) At least the left-most 1/3 (50 mm x 12 mm) of the
header or title area of each microfiche submitted shall be clear
or positive appearing so that the Patent and Trademark Office
can apply serial number and filing date thercto in an eye-
readable form. The middle portion of the header shall be used by
applicant to apply an eye-readable application identification
such as the title and/or the first inventor’s name. The attorney’s
docket number may be included. The final right-hand portion of
the microfiche shall contain sequence information for the mi-
crofiche, such as 1 of 4, 2 of 4, etc.
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: tion is granted or the. appheanon is otherwnse made publxcly )
- avaﬂable :

() The' p | ‘th
'framw sbouldbeconsecutwely numbered. .

(D) Pagination of the microfiche frames shaﬂ befrom feft

to right and from top to bottom. o o
(E) At a reduction of 24:1-resolution of the original

“microfilm shall be at least 120 liries per mm (5.0 target) so that
reproduction copies may beexpected to comply with prowsnons

of paragraph 7.1.4 of NMA Standard MS5.-

~ (F) Background density of negative appearing camera
master microfiche of filmed paper documents shall be within the
range of 0.9 to 1.2 and line densnty should be no greater ‘than
0.08. The density shall be visual diffuse density as measured
using the method described in ANSI Standard PH 2.19.

(G) An index, when included, should appear in lhe last
frame (lower right hand corner when data is right-reading) of
each microfiche. See NMA-MS35, paragraph 6.6.

{viii) Microfiche generated by Computer Output Micro-
film (COM).

(A) Background density of negauve-appeanng COM-
generated camera master microfiche shall be within the range of
1.5 to 2.0 and line density should be no greater than 0.2, The
density shall be visual diffuse density as described in ANSI
PH2.19.

(B) The first frame of each microfiche submitted should
contain a resolution test frame in conformance with NMA
standard MS1.

{C) The second frame of each microfiche submitted must
contain a fully descriptive title and the inventor’s name as filed.

(D) The pages or lines appearing on the microfiche
frames should be consecutively numbered.

(E) It is preferred that pagination of the microfiche
frames be from lefttoright and top to bottom but the alternative,
i.e., from top to bottom and from left to right, is also acceptable.

(Fy An index, when included, should appear on the last
frame (lower right hand corner when data is right reading) of
each microfiche.

(G) Amendment of microfiche must be made by way of
replacement microfiche,

[46 FR 2612, Jan. 12, 1981]

INFORMATION DISCLOSURE STATEMENT

§ 1.97 Filing of information disclosure statement.
(a) Asameansofcomplying with the duty of disclosure set

forth in § 1.56, applicants arc encouraged to file an information

disclosure statement at the time of filing the application or
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mformati r a8 deﬁned in§ 156(a) exlsts
[OMB Control No.0651-0011 o
[48 FR2712. Jan 20 1983 eﬁ‘ecuvc datc Feb 27 1983]

'§ 1.98 Content of information disclosure statement.

(a) Any disclosure statement filed under § 1.97 or § 1.99
shall include: (1) A listing of patents, publications or other in-
formation; and (2) A concise explanation of the relevance of
eachlisted item. Thedisclosure statement shall be accompanied
by a copy of each listed patent or publication or other item of
information in written form or of at least the portions thereof
considered by the person filing the disclosure statement to be
pertinent. All United States patents listed should be identified
by theirpatent numbers, patent dates and names of the patentees.
Each foreign published apphcauon of patent should be cited by
identifying the country or office which issued it, the docoment
number and publication date indicated on the document. Each
printed publication should be identified by author (if any), title
of the publication, pages, date and place of publication.

(b} When two or more patents or publications considered
material are substantially identical, a copy of a representative
one may be included in the statement and others merely listed.
A translation of the pertinent porticas of foreign language pat-
ents or publications considered material should be transmitted
if an existing translation is readily available to the applicant.

[OMB Control No. 0651-0011]

[42 FR 5594, Jan, 28, 1977; para. (s) 48 FR 2712, Jan. 20, 1983,
effective date Feb. 27, 1983}

$1.99 Updating of information disclosure statement.

¥ prior to issuance of a patent an applicant, pursuant o his
or her duty of disclosure under § 1.56, wishes 1o bring to the
attention of the Office additional patents, publications or other
information not previously submitted, the addit” - . nforma-
tion should be submitted to the Office with rease ...¢ prompt-
niess. It may be included in a supplemental information disclo-
sure statement or may be incorporated into other communica-
tions o be considered by the examiner. Any transmittal of
additional information shall be accompanied by explanations of
relevance and by copies in accordance with the requirements of
§ 1.98.

[OMB Control No. 0651-0011]

{48 FR 2712, Jan, 20, 1983; effective date Feb, 27, 1983]

EXAMINATION OF APPLICATIONS

§ 1.1601 Order of examination,
(a) Applications filed in the Patent and Trademark Office and
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(b) Apphcauons whlch have been acted upon by the exam-

‘_mcr, and which have been placed by the applicant in condition
-for further action by the examiner (amended applications) shall
‘be takenup for action:in such orderas shall bedetermmed by the

Commissioner. -

[29 FR 13470, Sept: 30 1964 pam. (a).48FR2712 Yan. 20 1983
effective Feb. 27, 1983; para. (a), 50 FR 9381, Mar. 7, 1985, effective
May 8, 1985; 52 FR 20046, May 28, 1987, effective July 1, 1987]

§ 1.162 Advancement of examination.

(2) Applications will not be advanced out of turn for exami-
nation or for further action except as provided by this part, or
upon ordez of the Commissioner to expedite the business of the
Office, or upon filing of a request under paragraph (b) of this
section or upon filing a petition under paragraphs (c) or (d) of
this section with a verified showing which, in the opinion of the
Commissioner, will justify so advancing it.
~ (b) Applications wherein the inventions are deemed of pe-
culiar importance to some branch of the public service and the
head of some department of the Government requests immedi-
ate action for that reason, may be advanced for examination.

(c) A petition to make an application special may be filed
without a fee if the basis for the petition is the applicant’s age or
health or that the invention will materially enhance the quality
of the environment or materially contribute to the development
or conservation of energy resources.

(d) A petition to make an application special on grounds
other than those referred to in paragraph (c) of this section must
be accompanied by the petition fee set forth in § 1.17(i).

{24 FR 10332, Dec. 22, 1959; paras. (a)}, (c) & (d). 47 FR 41276,
Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.163 Suspension of action.

(a) Suspension of action by the Office will be granted for
good and sufficient cause and for a reasonable time specified
upon petition by the applicant and, if such cause is not the fault
of the Office, the payment of the fee set forth in § 1.17(j). Action
will not be suspended when a response by the applicant to an
Office action is required,

(b) If action by the Office on an application is suspended
when not requested by the applicant, the applicant shall be
notified of the reasons therefor.

(c) Action by the examiner may be suspended by order of the
Commissioner in the case of applications owned by the United
States whenever publication of the invention by the granting of
a patent thereon might be detrimental to the public safety or
defense, at the request of the appropriate department or agency.

(d) Action on applications in which the Office has accepted
a request to publish a defensive publication will be suspended
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(a) On taking up-an ‘application forexamination orapatent in
a recxamination proceeding; the examiner shall ‘make 2 thor-
ough study thereof-and shall make a thorough investigation of
the available prior-art relating ‘to the subject matter of the
claimed invention.' The examination shall be complete with
respect both to compliance of the application or patent under
reexamination with the applicable statutes and rules and (o the
patentability of the invention as claimed, as well as with respect
to matters of form, unless otherwise indicated.

(b) The applicant, or in the case of areexamination proceed-
ing, both the patent owner and the requester, will be notified of
the examiner’s action. Thereasons for any adverse action or any
objection or requirement will be stated and such information or
references will be given as may be useful i aiding the applicant,
or in the case of a reexamination pmccedmg the patent owner,
to judge the propriety of continuing the prosecution.

{c} An mwmauanal -type search will be made in all national
applications filed on and after June 1, 1978,

(d) Any national application may also have an international-
type search report prepared thereon at the time of the national
examination on the merits, upon specific written request there-
for and payment of the international-type scarch report fee. See
& 1.21(c) for amount of fee for preparation of intemational-type

search report.
NOTE. — The Patent end Trademark Office does not require that

& formal repont of an international-type search be prepared in order to
obtain a search fee refund in a later filed international application.

(e) Co-pending applications will be considered by the exam-
inerto be owned by, or subject to an obligation of assignment to,
the same person if (1) the application files refer to assignments
recorded in the Patentand Trademark Office in accordance with
& 1.331 which convey the entire rights in the applications to the
same person or organization: or (2) copies of unrecorded assign-
ments which convey the entire rights in the applications to the
sameperson ororganization are filed in each of the applications;
or (3) an affidavit or declaration by the common owner is filed
which states that there is common ownership and states facts
which explain why the affiant or declarant believes there is
common ownership; or (4) other evidence is submitted which
establishes common ownership of the applications. In circum-
stances whese the common owner is a corporation or other
organization an affidavit or declaration may be signed by an
official of the cosporation or organization empowered (0 act on
behalf of the corporation or organization,

[43 FR 20465, May 11, 1978; 46 FR 29182, May 29, 1981; para.
(3,47 FR 41276, Sept. 17, 1982, effective date Oct. 1, 1982; para. (g),
50 FR 9381, Mar. 7, 1985, effective May 8, 1985)

§ 1,105 Completeness of examiner’s action.
The examiner’s action will be complete as to all matters,
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104 Natur of examination; examiner’s action. '

ness, the examiner must cite thebestreferences at hlscommand
When a reference is complex or, shows or descnbes inventions
other than thatclaimed by the appllcant, the pameularpartrehed
on must be designated as nearly.as practicable. The pertinence
of each reference, if not apparent, mustbeclearly explamed and
each rejected claim specxf ed, . »

(c) In rejecting claims the exammer may rely upon admis-
sions by the applicant, or the patent owner in a reexamination
proceeding, as to any matter affecting patcmab;luy and, insofar
as rejections in applications are concerned, may also rely upon
facts within his or her knowledge pursuant 10 § 1.107.

(@) Subject matter which is developed by another. person
which qualifies as prior art only under.35 U.S.C. 102(f) or (g)
may be used as prior art under 35 U.S.C. 103 against a claimed

_invention unless the entire rights to the subject matter.and the

claimed invention were commonly owned by the same person
or organization or subject to an obligation of assignment to the
same person or organization at the time the claimed invention
was made.

(e) The claims in any ongmal application nammg an
inventor will be rejected as being precluded by a waiver in a
published statutory invention registration naming that inventor
if the same subject matter is claimed in the application and the
statutory invention registration. The claims in any reissue appli-
cation naming aninventor will berejected as being precluded by

- awaiver in a published statutory invention registration naming

that inventor if the reissue application seeks to claim subject
matter (1) which was not covered by claims issued in the patent
prior to the date of publication of the statutory invention
registration and (2) which was the same subject matter waived
in the statutory invention registration.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; para.
{¢) added, 47 FR 21752, May 19, 1982, effective July 1, 1982; paras.
(d) & (e), SO FR. 9381, Mar. 7, 1985, effective May 8, 1985)

£ 1.107 Citation of references.

(a) If domestic patents are cited by the examiner, their
numbers and dates, and the names of the patentees, and the
classes of inventions must be stated. If foreign published appli-
cationsorpatents arecited, thei. ; ationality orcountry, numbers
and dates, and the namics of the pateniees must be stated, and
such other data must be furnished as may be necessary to enable
the applicant, or in the case of a reexamination proceeding, the
patent owner, to identify the published applications or patents
cited. In citing foreign published applications or patents, in case
only apartof :he locument is involved, the particular pages and
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e dmels comammg the pans mhed upon must be: ﬂmﬂﬁeﬂ. I
o rprmmd pubhcanons 8¢ citod) the ‘auth
. pagesof plates, and place of licatio "'m'plm  where
" mnbefound shall be givesi ’
(b)When & rejecnm in'an"application-is' based ‘on facts
mmllbeasspeclﬁc%posmbie ‘and the refereice must be
supported, whencalledforbymeappbcant,byﬂleafﬁdawtof
Memployee.mdsmhaﬁidamshanbembjecthMMC-
tion or explandtion by the aﬁidavrts of the applicant and other

f46 FR 29182 May 29 1981]

¢ 1.108 Abandoned apphcations not cited.
Abandoned applications as such will not be cited as refer-
encesexcept those which have been opened to inspection by the
public following a defensive publication. = -
{50 FR 9381, Mar. 7, 1985, effective May 8, 1985}

§ 1.109 Reasons for allowance.

If the examiner believes that the record of the prosecution as
a whole does not make clear his or her reasons for allowing a
claim or claims, the examiner may set forth suchreasoning. The
reasons shall be incorporated into an Office action rejecting
other claims of the application or patent under reexamination or
be the subject of a separate communication to the applicant or
patent owner. The applicant or patent owner may file a state-
ment commenting on the reasons for allowance within such time
as may be gpecified by the examiner. Failure (o file such a
statement shall not giverise toany implication that the applicant
or patent owner agrees with or acquiesces in the reasoning of the
exgminer.

[46 FR 29182, May 29, 1981]

§ 1.110 lInventorship and date of invention of the
subject matter of individual claims.

When more than one inventor is named in an application or
patent, the Patent and Trademark Office, when necessary for
purposes of an Office proceeding, may require an applicant,
patentee, or owner to identify the inventive entity of the subject
matter of each claim in the application or patent. Where appro-
priate, the invention dates of the subject matter of each claim and
the ownership of the subject matter on the date of invention may
be required of the applicant, patentee or owner. See also §§
1.78(c) and (d).

[OMB Control Mo, 6651-0018]

{50 FR 9381, Mar, 7, 19885, effective date May 8, 1985]

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

§ 1.111. Reply by applicant or patent owner.

(a2) After the Office action, if adverse in any respect, the
applicant or patent owner, if he or she persists in his or her
application for apatentor recxamination proceeding, mustreply
thereto and may request reconsideration or furtherexamination,
with or without amendment.
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or (if any), title, date, g

(b)Inorde ;tobeenutledto
ammauon. the appllcant or patznt

wledgeof an employesof the Office; the . jectic

or requuemems as to form not neceséary 6 further considera-
tion‘of the claimis be held in ‘abeyance until allowable subject
matter is indicated. Theapphcant sorpatentowner *sreply must
appear throughout to be a bona fide attempt to advance the case
to final action. A general allegation that the claims define a
patentable invention without specifically pointing out how the
language of the claims patcntably dnsungmshes them from the
references does not comply wuh the reqmrements of this sec-
tion.

(c) In amending in response to a rejection of claims in an
application or patent undergoing reexamination, the applicant
or patent owner must clearly point out the patentable novelty
which he or she thinks the claims present in view of the state of
the art disclosed by the references cited or the objections made.
He or she must also show how the amendments avoid such
references oa'objecnons (See §§ 1,135 and 1.136 for time for
reply.)

[46 FR 29182, May 29, 1981}

§ 1.112 Reconsideration.

After response by applicant or patent owner (§ 1.111), the
application or patent under reexamination will be reconsidered
and again examined. The applicant or patent owner will be
notified if claims are rejected, or objections or requirements
made, in the same manner as after the first examination. Appli-
cant or patent owner may respond to such Office action in the
same manner provided in § 1.111, with or without amendment.
Any amendments after the second Office action must ordinarily
be restricted to the rejection or to the objections or requirements
made. The application or patent under reexamination will be
again considered, and so on repeatedly, unless the examiner has
indicated that the action is final.

f46 FR 29182, May 29, 1981]

§ 1.113 Final rejection or action.

(a) On the second orany subsequent examination or consid-
eration the rejection or other action may be made final, where-
upon applicant’s or patent owner’s response is limited to appeal
in the case of rejection of any claim (§ 1.191), or to amendment
as specified in § 1.116. Petition may be taken to the Commis-
sioner in the case of objections or requirements not involved in
therejectionof any claim (§ 1.181). Response to afinal rejection
or action must include cancellation of, or appeal from the
rejection of, each rejected claim. If any claim stands allowed,
the response to a final rejection or action must comply with any
requirements or objections to form.

(b) Inmaking such final rejection, the examiner shall repeat
orstateall grounds of rejection then considered applicable to the
claims in the case, clearly stating the reasons therefor.

[24 FR 10332, Dec. 22, 1959; 46 FR 29182, May 29, 1981)
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§ 1.116 Amendmen after final actwn

(a) Afte: f’malrejecnonoracuon (§ 1.113)amendments may
bc made cancelhng claims or complying v with any requirement
of form which has been made. Amendments presenting rejected
claims. in better form for consideration on appeal may be
admitted. Thcadmxssmnof orrefusalwadmg,anyamendmem
after final rejection, and any proceedings relative thereto, shall
notoperate torelieve the application or patent under reexamina-
tion from its condition as subject to appeal or 10 save the
application from abandonment under §.1.135.. :

(BIf amendmems touching the merits of me applwanon or
patemundeueexammauonareprcsemeda&erﬁnalrejecuon or
after appeal has been taken, or when such amendment might not
otherwise be proper, they may be admitied upon a showing of
good and sufficientreasons why they are necessa:y and werenot
carlier presented.

(c) No amendment can be made as a mauer of nght in
appealed cases. After decision on appeal, amendments can only
be made as provided in § 1.198, or to carry into effect a
recommendation under § 1.196.

{24 FR 10332, Dec. 22, 1939; 46 FR 29183, May 29, 1981]

§ 1.117 Amendment and revision required.

The specification, claims and drawings must be amended
and revised when required, to correct inaccuracies of descrip-
tion and definition or unnecessary prolixity, and to secura cor-
respondence between the claims, the specification and the draw-

ing.

8 1.118 amendment of disclosure.

(ay No amendment shall introduce new matter into the dis-
closure of an application after the filing date of the application
(8 1.53(b)). All amendments to the specification, including the
claims, and the drawings filed after the filing date of the
application must conform to at least one of them as it was at the
time of the filing of the application, Matter not found in cither,
involving a departure from or an addition to the original disclo-
sure, cannot be added 1o the application after its filing date even
though supported by an cath or declaration in accordance with
8 1.63 or § 1.67 filed after the filing date of the application.

(b) If itisdetermined that an amendment filed after the filing
date of the application introduces new matter, claims containing
niew matter will be rejected and deletion of the new matter in the
specification and drawings will be required even if the amend-
ment is accompanied by an oath or declaration in accordance
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g ( ts in support:of: new; clalms and amendmems
{32 FR 13583 Sept. 28, 1967]

§ 1.121 Manner of makmg amendments.

{a) Erasures, additions, .insertions,or: alterations: of the
Office file of papers and records must not be physically entered
by the applicant; Amendments to the application (excluding the
claims) are made by filing a paper (which should conform to §
1.52}, directing or requesting that specified: amendments be
made. The exact word or words to be stricken out or inserted by
said amendment must be specified and the precise’ pomt mdx-
cated where the deletion or insertion is to be made.

- (b) Except as otherwise provided herein; a pamcular claim
may be amended only. by directions 'to cancel or by rewriting
suchclaimwithunderlining below the word or words added and
brackets around the word or words deleted; The rewriting of a
claim in this form will be construed as directing the cancellation
of the original claim; however