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Appendlx R - Patent Rules

Tltle 37 - ode of FederalRegulatmns
Patents, Trademarks, and Copyrights

CHAPTER 1 - PATENT AND TRADEMARK
OFFICE, DEPARTMENT OF COMMERCE

SUBCHAPTER A - GENERAL

PATENTS

Part
1 Rules of practice in patent cases
5 Secrecy of ceriain inventions and licenses to export and file
applications in foreign countries
7 Register of Government interests in patents
Index I - Rules relating to patent

PRACTICE BEFORE THE PATENT AND
TRADEMARK OFFICE

10 Representation of others before the Patent and Trademark
Office
Index III - Rules relating to practice before the Patent and
Trademark Office

PART 1 - RULES OF PRACTICE IN
PATENT CASES

Subpart A - General Provisions

GENERAL INFORMATION AND CORRESPONDENCE
Sec
1.1 All communications to be addressed to the Commissioner of
Patents and Trademarks.

. 1.2 Business to be transacted in writing.

1.3 Business to be conducted with decorum and courtesy.

1.4 Nature of correspondence.

1.5 Identification of application, patent or registration.

1.6 Receipt of letters and papers.

1.7 Times fortaking action; expiration on Saturday, Sunday, or Federal
holiday.

1.8 Ceriificate of mailing,

1.9 Definitions.

1.10 Filing of papers and fees by “Express Mail” with certificate.

RECORDS AND FILES OF THE PATENT AND TRADEMARK
OFFICE
1.11 Files open to the public.
1.12 Assignment records open to public inspection,
1.13 Copies and certified copies.
1.14 Patent applications preserved in secrecy.
1.15 Requests for identifiable records.

FEES AND PAYMENT OF MONEY
1.16 National application filing fees.
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1.17 Patent application processing fees.

1.18 Patent issue fees.

1.19 Document supply fees.

1.20 Post-issuance fees.

1.21 Miscellaneous fees and charges.

1.22 Fees payable in advance.

1.23 Method of payment.

1.24 Coupons.

1.25 Deposit accounts.

1.26 Refunds.

1.27 Statement of status as small entity.

1.28 Effect on fees of failure to establish status, or change status, as a
small entity.

Subpart B - National Processing
Provisions

PROSECUTION OF APPLICATION AND APPOINTMENT OF
ATTORNEY OR AGENT

1.31 Applicants may be represented by a registered attomey or agent.

1.32 Prosecution by assignee.

1.33 Cormrespondence respecting patent applications, reexamination
proceedings, and other proceedings.

1.34 Recognition for representation,

1.36 Revocation of power of attorney or authorization; withdrawal of
attorney or agent,

WHO MAY APPLY FOR A PATENT
141 Applicant for patent.
142 When the inventor is dead.
1.43 When the inventor is insane or legally incapacitated.
1.44 Proof of authority.
1.45 Joint inventors.
1.46 Assigned inventions and patents.
1.47 Filing when an inventor refuses to sign or cannot be reached.
1.48 Correction of inventorship. '

THE APPLICATION
1.51 General requisites of an application.
1.52 Language, paper, writing, margins.
1.53 Serial number, filing date, and completion of application.
1.54 Parts of application to be filed together; filing receipt.
1.55 Claim for foreign priority.
1.56 Duty of disclosure; fraud; striking or rejection of applications.
1.57 [Reserved]
1.58 Chemical and mathematical formulas and tables.
1.59 Papers of application with filing date not to be returned.
1.60 Continuatior. or divisional application for invention disclosed in
a prior application.
1.61 [Reserved]
1.62 File wrapper continuing procedure,

OATH OR DECLARATION
1.63 Qath or declaration.
1.64 Person making oath or declaration.
1.66 Officers authorized to administer oaths.

Rev. 7, Dec., 1987



MANUAL OF PATENT EXAMINING PROCEDURE

1.67 Supplemental cath or declaration.

1.68 Declaration in lieu of oath.

1.69 Foreign language oaths and declaration.
1.70 [Reserved]

SPECIFICATION
1.71 Detailed description and specification of the invention,
1.72 Title and abstract.
1.73 Summary of the invention.
1.74 Reference to drawings.
1.75 Claim(s).
1.77 Arrangement of application elements.
1.78 Claiming benefit of earlier filing date and cross-references to
other applications.
1.79 Reservation clauses not permitted.

THE DRAWINGS
1.81 Drawing required.
1.83 Content of drawing.
1.84 Standards for drawing.
1.85 Informal drawings.
1.88 Use of old drawings.

MODELS, EXHIBITS, SPECIMENS
1.91 Models not generally required as part of application or patent.
1.92 Model or exhibit may be required.
1.93 Specimens.
1.94 Return of models, exhibits or specxmens
1.95 Copies of exhibits.

106 Submiccinn nanm? 1ter program list "gS.
INFORMATION DISCLOSURE STATEMENT

197 Filing of information disclosure statement.

1.98 Content of information disclosure statement.

1.99 Updating of information disclosure statement.

EXAMINATION OF APPLICATIONS
1.101 Order of examination.
1.102 Advancement of examination.
1.103 Suspension of action,
1.104 Nature of examination; examiner’s action.
1.105 Completeness of examiner's action.
1.106 Rejection of claims.
1.107 Citation of references.
1.108 Abandoned applications not cited.
1.109 Reasons for allowance.
1.110 Inventorship and date of invention of the subject matter of
individual claims.

ACTION BY APPLICANT AND FURTHER CONSIDERATION
1.111 Reply by applicant or patent owner.
1.112 Reconsideration,
1.113 Final rejection or action,

AMENDMENTS
1.115 Amendment.
1.116 Amendments after final action,
1.117 Amendment and revision required.
1.118 Amendment of disclosure,
1.119 Amendment of claims.
1.121 Manner of making amendments,
1.122 Entry and consideration of amendments.
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1.123 /
1.124 4 mendmes
1.128 Subsmme qmmf cauon

1.126 Numbering of claims.

1.127 Petition from refusal to sdmit amendment.
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AFFIDAVITS OVERCOMING REJECTIONS
1.131 Affidavit or declaration of prior invention to overcome cited
patent or publication.
1.132 Affidavits or declarations traversing grounds of rejection.

INTERVIEWS
1.133 Interviews.

TIME FOR RESPONSE BY APPLICANT; ABANDONMENKRT OF
APPLICATION

1.134 Time period for response to an Office action.

1.135 Abandonment for failure to respond within time period.

1.136 Filing of timely responses with petition and fee for extension of
time and extensions of time for cause.

1.137 Revival of abandoned application.

1.138 Express abandonment.

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION
1.141 Different inventions in one national application.
1,142 Requirement for restriction.
1.143 Reconsideration of requirement.
1.144 Petition from requirement for restriction,
1,145 Subgeausnt neasantation of claims for different invention

1.146 Election of species.

DESIGN PATENTS
1.151 Fules applicable.
1.152 Drawing.
1.153 Title, description and claim, oath or declaration.
1.154 Arrangement of specification.
1.155 Issue and term of design patents.

PLANT PATENTS
1.161 Rules applicable.
1.162 Applicant, oath or declaration.
1.163 Specification,
1.164 Claim.
1.165 Drawings.
1.166 Specimens.
1.167 Examination.

REISSUES
1.171 Application for reissue.
1.172 Applicants, assignees,
1.173 Specification,
1.174 Drawings.
1.175 Reissue oath or declaration.
1.176 Examination of reissue,
1.177 Reissue in divisions.
1.178 Original patent.
1.179 Notice of reissue application.

PETITIONS AND ACTION BY THE COMMISSIONER
1.181 Petition to the Commissioner,
1.182 Questions not specifically provided for,
1.183 Suspension of rules,
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1.184 Reconsideration of cases decided by former Commissioners.

APPEAL TO THE BOARD OF PATENT APPEALS AND
INTERFERENCES
1.191 Appeal 1o Board of Patent Appeals and Interferences.
1.192 Appellant’s brief.
1.193 Examiner's answer.
1.194 Oral hearing.
1.195 Affidavits or declarations after appeal.
1.196 Decision by the Board of Patent Appeals and Interferences,
1.197 Action following decision.
1.198 Reopening after decision.

MISCELILANEOUS PROVISIONS
1.248 Service of papers; manner of service; proof of service in cases
other than interferences.

PROTESTS AND PUBLIC USE PROCEEDINGS

1.291 Protests by the public against pending applications.

1.292 Public use proceedings.

1.293 Statutory invention registration.

1.294 Examination of request for publication of a statuiory invention

registration and patent application to which the request is directed,

1.295 Review of decision finally refusing to publish a statutory
invention registration,

1.296 Withdrawal of request for publication of statutory invention
registration,

1.297 Publication of statutory invention registration.

REVIEW OF PATENT AND TRADEMARK OFFICE
DECISIONS BY COURT
1.301 Appeal to U.S, Court of Appeals for the Federal Circuit,
1.302 Notice of appeal.
1.303 Civil action under 35 U.S.C. 145, 146, 306.
1.304 Time for appeal or civil action.

ALLOWANCE AND ISSUE OF PATENT
1.311 Notice of Allowance
1.312 Amendments after allowance.
1.313 Withdrawal from issue.
1.314 Issuance of patent.
1.315 Delivery of patent.
1.316 Application abandoned for failure to pay issue fee.
1.317 Lapsed patents; delayed payment of balance of issue fee,
1.318 Notification of national publication of a patent based on an
international application,

DISCLAIMER
1.321 Statutory disclaimer.

CORRECTION OF ERRORS IN PATENT
1.322 Certificate of correction of Office mistake,
1.323 Certificate of correction of applicant’s mistake.
1.324 Correction of inventorship in patent,
1.325 Other mistakes not corrected,

ASSIGNMENTS AND RECORDING
1.331 Recording of assignments,
1,332 Receipt and recording.
1.333 Conditional assignments.
1.334 Issue of patent to assignee.
1.335 Filing of niotice of arbitration awards.
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AMENDMENT OF RULES
1.351 Amendments to rules will be published.
1352 Pubhcmau of notice of proposed amendments,

MAINTENANCE FEES

1.362 Time for payment of maintenance fees.

1.363 Fee address for maintenance fee purposes.

1.366 Submission of maintenance fees.

1.377 Review of decision refusing to sccept and record payment of a
maintenance fee filed prior to expiration of patent.

1.378 Acceptance of delayed payment of maintenance fee in expired
patent 1o reinstate patent,

Subpart C - International Processing
Provisions

GENERAL INFORMATION
1.401 Definitions of terms under the Patent Cooperation Treaty.
1412 The United States Receiving Office.
1413 The United States International Searching Authority.
1.414 The United States Patent and Trademark Office as a Designated
Office or Elected Office.
1.415 The International Bureau,
1.416 The United States International Preliminary Examining
Authority,

WHO MAY FILE AN INTERNATIONAL APPLICATION
1421 Applicant for international application.
1.42Z When ihe inventor is dead.
1.423 When the inventor is insane or legally incapacitated.
1.424 Joint inventors.

1.425 Filing by other than inventor.

THE INTERNATIONAL APPLICATION
1.431 International application requirements,
1.432 Designation of States and payment of designation fees.
1.433 Physical requirements of international application.
1.434 The request.
1.435 The description.
1.436 The claims.
1.437 The drawings.
1.438 The abstract.

FEES
1.445 International application filing, processing and search fees.
1.446 Refund of international application filing and processing fees.

PRIORITY
1.451 The priority claim and priority document in an international
application.
REPRESENTATION

1,455 Representation in international applications,

TRANSMITTAL OF RECORD COPY
1.461 Procedures for transmittal of record copy to the International
Bureau,

TIMING

1.465 Timing of application processing based on the priority date,
1.468 Delays in meeting time limits.
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AMENDMENTS
1.471 Corrections and amendments during international processing.
1.472 Changes in person, name, or address of spplicants and inventors.

UNITY OF INVENTION
1.475 Unity of invention before the International Searching Authority.
1.476 Determination of unity of invention before the International
Searching Authority.
1.477 Protest to lack of unity of invention before the International
Searching Authority.

INTERNATIONAL PRELIMINARY EXAMINATION

1.480 Demand for intemnational preliminary examination.

1.482 International preliminary examination fees.

1.484 Conduct of international preliminary examination.

1.485 Amendments by applicant during international preliminary
examination.

1.487 Unity of Invention before the International Preliminary
Examining Authority.

1.488 Determination of unity of invention before the International
Preliminary Examining Authority.

1.489 Protest to lack of unity of invention before the International
Preliminary Examining Authority.

NATIONAL STAGE
1.491 Entry into the national stage.
+.~32 National stage fees,
1.494 Entering the national stage in the United States of Americaas a
Designated Office.

1.495 Entering the national stage in the United States of Americaasan
Elected Office.

1.496 Examination of international applications in the national stage,

1.497 Oath or declaration under 35 U.S.C. 371(c)(4).

1.499 Unity of invention during the national stage.

Subpart D - Reexamination of Patents

CITATION OF PRIOR ART
1.501 Citation of prior art in patent files.

REGUEST FOR REEXAMINATION
1.510 Request for reexamination.
1.515 Determination of the request for reexamination,
1,520 Reexamination at the initiative of the Commissioner.

REEXAMINATION
1.525 Order to reexamine.
1.530 Statement and amendment by patent owner.
1.535 Reply by requester.
1.540 Consideration of responses.
1.550 Conduct of reexamination procezdings.
1.552 Scope of reexamination in reexamination proceedings.
1.555 Duty of disclosure in recxamination proceedings.
1.560 Interviews in reexamination proceedings.
1.565 Concurrent office proceedings.

CERTIFICATE
1.570 Issuance of reexamination certificate after reexamination
proceedings.
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Subpart E - Interferences

1.601 Scope of rules, definitions.
1.602 Interest in applications and patents involved in an interference.
1.603 Interference between applications; subject matter of the inter
ference.
1.604 Request for interference between applications by an applicant.
1.605 Suggestion of claim to applicant by examiner.
1.606 Interference between en application and a patent; subject matter
of the interference.
1.607 Request by applicant for interference with patent.
1.608 Interference between an application and a patent; prima facie
showing by applicant.
1.609 Preparation of interference papers by examiner.
1.610 Assignment of interference to examiner-in-chief, time period
for completing interference.
1.611 Declaration of interference.
1.612 Access to applications.
1.613 Lead attorney, same attomey representing different parties inan
interference, withdrawal of attorney or agent.
1.614 Jurisdiction over interference.
1.615 Suspension of ex parte prosecution.
1.616 Sanctions for failure to comply with rules or order.
1.617 Summary judgment against applicant.
1.618 Return of unauthorized papers.
1.621 Preliminary statement, time for filing, notice of filing.
1.622 Preliminary statement, who made invention, where invention
made.
1.623 Preliminary statement; invention made in United States. Py
1.624. Preliminary statement; invention made abroad.
1.625 Preliminary statement; derivation by an opponent.
1.626 Preliminary statement; earlier application.
1.627 Preliminary statement; sealing before filing, opening of
statement,
1.628 Preliminary statement; correction of error.
1.629 Effect of preliminary statement.
1.630 Reliance on earlier application.
1.631 Access to preliminary statement, service of preliminary
statement,
1.632 Notice of intent to argue abandonment, suppression, or
concealment by opponent.
1.633 Preliminary motions,
1.634 Motion to correct inventorship.
1.635 Miscellaneous motions.
1.636 Motions, time for filing.
1.637 Content of motions.
1.638 Opposition and reply, time for filing opposition and reply.
1.639 Evidence in support of motion, opposition, or reply.
1.640 Motions, hearing and decision, redeclaration of interference,
order to show cause,
1.641 Unpatentability discovered by examiner-in-chief.
1.642 Addition of application or patent to interference.
1,643 Prosecution of interference by assignee.
1.644 Petitions in interferences.
1.645 Extension of time, late papers, stay of proceedings.
1.646 Service of papers, proof of service.
1.647 Translation of document in foreign language.
1.651 Setting times for discovery and taking testimony, parties entitled
to take testimony.
1.652 Judgment for failure to take testimony or file record,
1.653 Record and exhibits.
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1.654 Final hearing.
1.655 Matters considered in rendering a final decision.
..656 Briefs for final hearing,
.657 Burden of proof as to date of invention.
1.658 Final decision,
1.659 Recommendation.
1.660 Notice of reexamination, reissue, protest, or litigation.
1.661 Termination of interference after judgment.

1.662 Request forentry of adverse judgment; reissue filed by patentee.

1.663 Status of claim of defeated applicant after interference.

1.664 Action after interference.

1.665 Second interference.

1.666 Filing of interference settlement agreements.

1.671 Evidence must comply with rules.

1.672 Manner of taking testimony.

1.673 Notice of examination of witness.

1.674 Persons before whom depositions may be taken.

1.675 Examination of witness, reading and signing transcript of
deposition.

1.676 Certification and filing by officer, marking exhibits.

1.677. Form of a transcript of deposition.

1.678 Transcript of deposition must be filed.

1.679 Inspection of transcript.

1.682 Official records and printed publications.

1.683 Testimony in another interference, proceeding, or action.

1.684 Testimony in a foreign country.

1.685 Errors and irregularities in depositions.

1.687 Additional discovery.

1.688 Use of discovery.

i, 1.690 Arbitration of interferences,

Subpart F - Extension of Patent Term

1.710 Patents subject to extension of the paient term.

1.720 Conditions for extension of patent term.

1.730 Applicant for extension of patent term.

1.740 Application for extension of patent term.

1.741 Filing date of application.

1.750 Determination of eligibility for extension of patent term.

1.760 Interim extension of patent term.

1.765 Duty of disclosure in patent term extension proceedings.

1.770 Express withdrawal of application for extension of patent term.

1.775 - Calculation of patent term extension for a human drug product.

1.776 Calculation of patent term extension for a food additive or color

additive.

1.777 Calculation of patent term extension for a medical device.

1.780 Certificate of extension of patent term.

1.785 Multiple applications for extension of term of the same patent
or of different patents for the same regulatory review period for
a product.

Subpart A - General Provisions
GENERAL INFORMATION AND CORRESPONDENCE

§ 1.1 All communications to be addressed to the
Commissioner of Patents and Trademarks.
(a) All letters and other communications intended for the
Patent and Trademark Office must be addressed to “Commis-
sioner of Patents and Trademarks,” Washington, D.C. 20231.
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When appropriate, a letter should also be marked for the
attention of a particular officer or individual.

(b) Letters and other communications relating to interna-
tional applications during the international stage and prior to the
assignment of a national serial number should be additionally
marked “Box PCT.”

(c) Requests for reexamination should be additionally
marked “Box Reexam.”

(d) Payments of maintenance fees in patents and other com-
munications relating thereto should be additionally marked
“Box M. Fee.”

() Communications relating io interferences and applica-
tions or patents involved in an interference should be addition-
ally marked “BOX INTERFERENCE,”

(f) All applications for extension of patent term and any
communications relating thereto intended for the Patent and
Trademark Office should be additionally marked “Box Patent
Ext.” When appropriate, the communication should also be
marked to the attention of a particular individual, as where a
decision has been rendered.

NOTE. —Sections 1.1 to 1.26 are applicable to trademark cases as
well as to national and international patent cases except for provisions
specifically directed to patent cases. See § 1.9 for definitions of
“national application” and “international application.”

(46 FR 29181, May 29, 1981; para.(d) added, 49 FR 34724, Aug.
31, 1984, effective Nov. 1, 1984; para(e), 49 FR 48416, Dec.12, 1984,
effective Feb. 11, 1985, para. (f) added, 52 FR 9394, Mar. 24, 1987]

§ 1.2 Business to be transacted in writing.

Allbusiness with the Patentand Trademark Office should be
transacted in writing. The personal attendance of applicants or
their attorneys or agents at the Patent and Trademark Office is
unnecessary. The actionof the Patentand Trademark Office will
be based exclusively on the wriitess record in the Office. No
attention will be paid to any alleged oral promise, stipulation, or
understanding in relation to which there is disagreement or
doubt.

§ 1.3 Business to be conducted with decorum and
courtesy.

Applicants and their attorneys or agents are required to con-
duct their business with the Patent and Trademark Office with
decorum and courtesy. Papers presented in violation of this
requirement will be submitted to the Commissioner and will be
returned by his direct order. Complaints against examiners and
other employees must be made in communications separate
from other papers.

§ 1.4 Nature of correspondence,
(a) Correspondence with the Patent and Trademark Office
comprises:;

(1) Correspondence relating to services and facilities of the
Office, such as general inquiries, requests for publications
supplied by the Office, orders for printed copies of patents or
trademark registrations, orders for copies of records, transmis-
sion of assignments for recording, and the like, and

(2) Correspondence in and relating to a particular applica-
tion or other proceeding in the Office. See particularly the rules
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relating to the filing, processing, or other proceedings of na-
tional applications in Subpart B, §§ 1.31 o 1.352; of interna-
tional applications in Subpart C, §§ 1.401 to 1.482; of reexami-
nation of patents in Subpart D, §§ 1.501 to 1.570; of interfer-
cnces in Subpart E, §§ 1.601 to 1.688; and of trademark
applications §§ 2.11 t0 2.189.

(b) Since each application file should be complete in itself,
a separate copy of every paper to be filed in an application
should be furnished for each application to which the paper
pertains, even though the contents of the papers filed in two or
more applications may be identical,

() Since different matters may be considered by different
branches or sections of the Patent and Trademark Office, each
distinct subject, inquiry or order should be contained in a
separate letter to avoid confusion and delay in answering letters
dcaling with different subjects.

[24 FR 10332, Dec. 22, 1959;43 FR 20461, May 11, 1978; para.(a),
48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; para. (a), 49 FR
48416, Dec. 12, 1984, effective Feb, 11, 1985]

§ 1.5 Identification of application, patent or
registration.

(a) Whenaletterconcernsan application for patent, it should
state the name of the applicant, the title of the invention, the
serial number or interational application number of the appli-
cation, the date of filing the same, and, if known, the group art
unit or other unit within the Patent and Trademark Office
responsible for considering the letier and the name of the
examiner or other person to which it has been assigned.

(b) When the letter concerns a patent, it should state the
number and date of issue of the patent, the name of the patentee,
and the title of the invention.

(¢) A letter relating 1o a trademark application should
identify itas such and by the name of the applicant and the serial
number and filing date of the application. A letter relating toa
registered trademark should identify it by the name of the
registrant and by the number and date of the certificate.

(d) A letter relating to a reexamination proceeding should
identify it as such by the number of the patent undergoing
reexamination, the reexamination requesi control number as-
signed to such proceeding and, if known, the group art unit and
name of the examiner to which it been assigned.

(c) When a paper concerns an interference, it should state
the names of the parties and the number of the interference, The
name of the examiner-in-chief assigned to the interference (§
1.610) and the name of the party filing the paper should appear
conspicuously on the first page of the paper,

[24 FR 10332, Dec 22,1959; 46 FR 29181, May 29, 1981; para. (a)
49 FR 552, Jan. 4, 1984, effective Apr. 1, 1984; para. (a), 49 FR 48416,
Dec. 12, 1984, effective Feb, 11, 1985]

§ 1.6 Receipt of letters and papers.

(a) Lettersand other papers received in the Patent and Trade-
mark Office are stamped with the date of receipt, except where
such letters and papers are filed in accordance with § 1.10, Any
such letters and papers filed in accordance with § 1,10 will be
stamped with the date of deposit as “Express Mail” with the
United States Postal Service unless the date of deposit is a
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Sawerday, Sunday, or Federal holiday within the District of
Columbia in which case the date stamped will be the ne:’

succeeding day which is not a Sawrday, Sunday, or Feder:
holiday within the District of Columbia. No papers are receiv
in the Patent and Trademark Office on Saturdays, Sundays o
Federal holidays within the District of Columbia.

(b) Mail placed in the Patent and Trademark Office pouch up
to midnight on weekdays, excepting Saturdays and federal
holidays, by the post office at Washington, D.C., serving the
Patent and Trademark Office, is considered as having been
received in the Patent and Trademark Office on the day it was
so placed in the pouch.

(¢) In addition to being mailed or delivered by hand during
office hours, letters and other papers may be deposited up to
midnight in a box provided at the guard’s desk at the lobby of
building 3 of the Patent and Trademark Office at Crystal Plaza,
Arlington, Virginia and at the main entrance (14th Street) of the
Department of Commerce Building, Washington, D.C., on
weekdays except Saturdays and Federal holidays, and all papers
Trademark Office on the day of deposit.

(d) If interruptions or emergencies in the United States
Postal Service which have been so designated by the Commis-
sioner occur, the Patent and Trademark Office will consider as
filed on a particular date in the Office any paper or fee which is:
(1) Promptly filed after the ending of the designated interruption
or emergency; and (2) Accompanied by a statement indicating
that such paper or fee would have been {iled on that particul
date if it were not for the designated interruption or emergenc
in the United States Postal Service. Such statement must be a
verified statement if made by a person not registered to practice
before the Patent anc Trademark Office.

(48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; 48 FR 4285,
Jan, 31, 1983; para. (a), 49 FR 552, Jan. 4, 1984, effective Apr. 1,1984]

§ 1.7 Times for taking action; Expiration on
Saturday, Sunday, or Federal holiday.

Whenever periods of time are specified in this part in days,
calendar days are intende:i. When the day, or the last day fixed
by statute or by or under this part for taking any action or paying
any fee in the Patent and Trademark Office falls on Saturday,
Sunday, oronaFederal holiday within the Districtof Columbia,
the action may be taken, or the fee paid, on the next succeeding
day which is not a Saturday, Sunday, or a Federal holiday. See
§ 1.304 for time for appeal or for commencing civil action.

[48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; corrected 48
FR 4285, Jan, 31, 1983]

§ 1.8 Certificate of mailing.

(a) Except in the cases enumerated below, papers and fees
required to be filed in the Patent and Trademark Office within
a set period of time will be considered as being timely filed if:

(1) They are addressed to the Commissioner of Patents and
Trademarks, Washington, D.C, 20231, and deposited with the,
U.S. Postal Service with sufficient postage as first class mai
prior to expiration of the set period; and

(2) They also include a certificate for each paper or fee
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stating the date of deposit. The person signing the certificate
should have reasonable basis 1o expect that ihe correspondence
.vould be mailed on or before the date indicated. The actual date
of receipt of the paper or fee will be used for all other purposes.
This procedure does not apply to the following:

(i) The filing of a national patent application specification
and drawing or other papers for the purpose of obtaining an ap-
plication filing date;

(ii) The filing of rademark applications;

(iii) The filing of agreements between parties to an inter-
ference under 35 U.S.C. 135(c);

(iv) The filing of an affidavit showing that a mark is still
in use or containing an excuse for nonuse under section 8 (a) or
(b) or section 12(c) of the Trademark Act, 15 U.S.C. 1058(a),
1058(b), 1062(c);

(v) The filing of an application for renewal of a mark reg-
istration under section 9 of the Trademark Act, 15 U.S.C. 1059;

(vi) The filing of a petition to cancel a registration of a
mark under section 14 (a) or (b) of the Trademark Act, 15U.S.C.
1064(a), 1064(b);

(vii) The filing of an affidavit under section 15, subsection
(3) of the Trademark Act, 15 U.S.C. 1065;

(viii) The filing of a notice of election to proceed by civil
action in an intcr partes proceeding under 35 U.S.C, 141 or
section21(a)(1) of the Trademark Act, 15 U.S.C. 1071(a)(i), in
response to another party’s appeal to the Court of Appeals for
the Federal Circuit;

(ix) The filing of a notice and reasons of appeal under 35
eJ.S.C. 142 or a notice of appeal under section 21(a)(2) of the

Trademark Act, 15 U.S.C. 1071(a)(2);

(x) The filing of a statement under 42 U.S.C. 2182 or 42
U.S.C. 2457(c); and

(xi) The filing of intcrnational applications for patent and
all papers and fees relating thereto;

(xii) The filing of a paper in an interference which an
examiner-in-chief orders to be filed by hand or “Express Mail”,
and

(xiii) Papers filed in connection with a disciplinary pro-
cecding under Part 10 of this subchapter.,

(b) In the event that correspondence or fees are timely filed
inaccordance with paragraph (a) of this section, but not received
in the Patent and Trademark Office, and the application is held
to be abandoned or the proceeding dismissed, terminated, or
decided with prejudice, the correspondence or fee will be
considered timely if the party who forwarded such correspon-
dence or fee (1) informs the Office of the previous mailing of the
correspondence or fce promptly after becoming aware of the
Office action, (2) supplics an additicnal copy of the previously
mailed correspondence or fee and certificate, and (3) includesa
declaration under § 1.68 or § 2.20 which attests on a personal
knowledge basis or to the satisfaction of the Commissioner o
the previous timely mailing.

[41 FR43721,0ct. 4, 1976, 43 FR 20461, May 11, 1978; para. (a).
‘7 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982; para. (),48 FR

708, Jan. 20, 1983; para. (8) 49 FR 48416, Dec. 12, 1984, effective
Feb. 11, 1985; para. (a), 49 FR 5171, Feb. 6, 1985, effective Mar. 8,
1985; 52 FR 20046, May 28, 1987}
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§ 1.9 Definitions.

(a) A national application as used in this chapter means a
U.S. national application for patent which was either filed in the
Office under 35 U.S.C. 111 or which resulted from an intema-
tional application after compliance with 37 CFR 371.

(b) An international application as used in this chapter
means an international application for patent filed under the
Patent Cooperation Treaty prior to entering national processing
at the Designated Office stage.

(c) An independent inventor as used in this chapter means
any inventor who (1) has not assigned, granted, conveyed, or li-
censed, and (2) is under no obligation under contract or law to
assign, grant, convey, or license, any rights in the invention to
any person who could not likewise be classificd as an independ-
ent inventor if that person had made the invention, or to any
concern which would not qualify as a small business concern or
a nonprofit organization under this section.

(d) A small business ccncern as used in this chapter means
any business concern as defined by the Small Business Admini-
stration in 13 CFR 121.12, For ihe convenience of the users of
these regulations, that definition states:

§ 121.12 Small business for paying reduced patent fees.

(a) Pursuant to Pub. L. 97-247, a small business concern for
purposes of paying reduced fees under 35 U.S. Code 41 (a) and (b)
to the Patent and Trademark Office means any business concern (1)
whose number of employees, including those of its affiliates, does
not exceed 500 persons and (2) which has not assigned, granted,
conveyed, or licensed, and is under no obligation under contract or
law to assign, grant, convey or license, any rights in the invention
to any person who could not be classified as an independent
inventor if that person had made the invention, or to any concern
which would not qualify as a small business concern or a nonprofit
orgenization under this section. For the purpose of this section
concerns are affiliates of cach other when either, directly or
indirectly, one concern controls or has the power to control the
other, or a third party or partics controls or has the power to conirol
both. The number of employees of the business concern is the
average over the fiscal year of the persons employed during cach
of the pay periods of the fiscal year. Employees are those persons
employed on a full-time, part-time or temporary basis during the
previous fiscal year of the concern.

(b) If the Patent and Trademark Office determines that a
concern is not eligible as a small business concemn within this
section, the concern shall have aright to appeal that determination
1o the Small Business Administration. The Patent and Trademark
Office shall transmit its written decision and the pertinent size
determination file to the SB A inthe event of such adverse determi-
nation and size appeal, Such appeals by concerns should be
submitted to the SBA at 1441 L Street, NW., Washington, D.C,
20416 (Attention: SBA Office of General Counsel). The appeal
should state the basis upon which it is claimed that the Patent and
Trademark Office initial size determination on the concern was in
error; and the facts and arguments supporting the concern's
claimed status as a small business concern under this section.

(e) A nonprofit organization as used in this chapter means
(1) a university or other institution of higher education located
in any country; (2) an organization of the type described in
section 501(c)(3) of the Internal Revenue Code of 1954 (26
U.S.C. 501(c)(3)) and exempt from taxation under section
501(a) of the Internal Revenue Code (26 U.S.C. 501(a)); (3) any
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nonprofit scientific or educational organization qualified under
a nonprofit organization statute of a state of this country (35
U.S.C. 201(i); or (4) any nonprofit organization located in a
foreign country which would qualify as anonprofit organization
under paragraphs (e) (2) or (3) of this section if it were located
in this country,

(f) A small entity as used in this chapter means an independ-
ent inventor, a small business concern or a nonprofit organiza-
tion.

(g) For definitions in interferences see § 1.601.

[43 FR 20461, May 11, 1978; 47 FR 40139, Sept. 10, 1982,
effective Oct. 1, 1982; 47 FR 43275, Sept. 30, 1982, effective Oct. 1,
1982; para. (d), 49 FR 34724, Aug. 31, 1984, effective Nov. 1, 1984;
pera. (g), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

§ 1.10 Filing of papers and fees by “Express Mail”
with certificate.

(a) Any paper or fee to be filed in the Patent and Trademark
Office can be filed utilizing the “Express Mail Post Office to
Addressee” service of the United States Postal Service and be
considered as having been filed in the Office on the date the
paper or fee is shown to have been deposited as “Express Mail”
with the United States Postal Service unless the date of deposit
is a Saturday, Sunday, or Federal hoiiday within the District of
Columbia. See § 1.6(a).

(b) Any paper or fee filed by “Express Mail” must have the
number of the “Express Mail” mailing 1abel placed thereon prior
to mailing, be addressed to the Commissioner of Patents and
Trademarks, Washington, D.C. 20231, and any such paper or
fee must also include a certificate of mailing by “Express Mail”
which states the date of mailing by “Express Mail” and is signed
by the person mailing the paper or fee.

(c) The Patent and Trademark Office will accept the certifi-
cate of mailing by “Express Mail” and accord the paper or fee
the certificate date under 35 U.S.C. 21(a) (unless the cerificate
dateisa Saturday, Sunday, or Federal holiday within the District
of Columbia - see § 1.6(a)) without further proof of the date on
which the mailing by “Express Mail” occurred unless aquestion
is present regarding the date of mailing. If more than a reason-
able time has elapsed between the certificate date and the Patent
and Trademark Office receipt date or if other questions regard-
ing the date of mailing are present, the person mailing the paper
or fee may be required to file a copy of the “Express Mail”
receipt showing the actual date of mailing and a statement from
the person who mailed the paper or fee averring to the fact that
the mailing occurred on the date certified. Such statement must
be a verified statement if made by a person not registered to
practice before the Patent and Trademark Office.

[48 FR 2708, Jan, 20, 1983, added effective Feb. 27, 1983; 48 FR
4285, Jan. 31, 1983, paras. (a) & (c), 49 FR 552, Jan. 4, 1984, effective
Apr. 1, 1984)

RECORDS AND FILES OF THE PATENT AND
TRADEMARK OFFICE

§ 1.11 Files open to the public.
(a) After a patent has been issued or a statutory invention
registration has been published, the specification, drawings, and
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all papers relating to the case in the file of the patent or statutory
invention registration are open to inspection by the public, and
copies may be obtained upon paying the fee therefor. See §2.27
for trademark files.

(b) All reissue applications, all applications in which the
Office has accepted a request to open the complete application
to inspection by the public, and related papers in the application
file, are open to inspection by the public, and copies may be
furnished upon paying the fee therefor. The filing of reissue
applications will be announced in the Official Gazette. The
announcement shall include at least the filing date, reissue
application and original patent numbers, title, class and sub-
class, name of the inventor, name of the owner of record, name
of the attorney oragent of record, and examining group o which
the reissue application is assigned.

(c) All requests for reexamination for which the fee under §
1.20(c) has been paid, will be announced in the Official Gazette.
Any reexaminations at the initiative of the Commissioner pur-
suant to § 1,520 will also be announced in the Official Gazette.
The announcement shall include at jeast the date of the request,
if any, the reexamination request control number or the
Commissioner initiated order control number, patent number,
title, class and subclass, name of the inventor, name of the patent
ownerofrecord, and the examining group to which the reexami-
nation is assigned.

(d) All papers or copies thereof relating to a reexamination
proceeding which have been entered of record in the patent or
reexamination fiie are open 1o inspection by the generai pubiic,
and copies may be furnished upon paying the fee therefor.

(e) Thefile of any interference involving a patent, a statutory
invention registration, or an application on which a patent has
beenissued or which has been published as a statutory invention
registration, is open to inspection by the public, and copies may
be obtained upon paying the fee therefore, if: (1) the interference
has terminated, or (2) an award of priority or judgment has been
entered as to all parties and all counts.

[OMB Control Nos. 0651-0010 & 0651-0014]

{42 FR 5593, Jan. 28, 1977; 43 FR 28477, June 30, 1978; 46 FR
29181, May 29, 1981, Para. (c), 47 FR 41272, Sept. 17, 1982, effective
Oct. 1, 1982; para. (a), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
198S; paras. (a), (b) & (e), 50 FR 9378, Mar. 7, 1985, effective May
8, 1985]

§1.12 Assignmentrecords open to publicinspection.

(a) The assignment records, relating to original or reissue
patents, including digests and indexes, and assignment records
relating to pending or abandoned trademark applications and to
trademark registrations are open to public inspection and copies
of any instrument recorded may be obtained upon requests and
payment of the fee set forth in § 1.19(a)(5).

(b) Assignmentrecords, digests, and indexes, relating toany
pending or abandoned patent application are not available to the
public. Copies of any such assignment records and information
with respect thereto shall be obtainable only upon written
authority of the applicant or applicant’s assignee or attorney or
agent or upon a showing that the person seeking such informa-
tion is a bona fide prospective or actual purchaser, mortgagee,
or licensee of such application, unless it shall be necessary to the
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proper conduct of business before the Office or as provided by
these rules.

(c) Any request by amember of the public seeking copies of
any assignment records of any pending or abandoned patent
application preserved in secrecy under § 1.14, or any informa-
tion with respect thereto, must (1) be in the form of a petition
accompanied by the petition fee set forth in § 1.17(i) or (2)
include written authority granting access to the member of the
public to the particular assignment records from the applicant or
applicant’s assignee for attorney or agent of record.

(d) An order for a copy of an assignment should give the
identification of the record. If identified only by the name of the
patentee and number of the patent, or in the case of a trademark
registration by the name of the registrant and number of the
registration, or by name of the applicant and serial number or
international application number of the application, an extra
charge as set forth in § 1.21(f) will be made for the time
consumed in making a search for such assignment.

[47 FR 41272, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.13 Copies and certified copies.

(a) Copies of patents and trademark registrations and of any
records, books, papers, or drawings belonging to the Patent and
Trademark Office and open to the public will be furnished by the
Patent and Trademark Office to any person, and copies of other
records or papers will be furnished to persons entitled thereto,

upon payment of the fee therefor.

(b) Suchcopies will be authenticated by the seal of the Patent
and Trademark Office and certified by the Commissioner, or in
his name attested by an officer of the Patent and Trademark
Office authorized by the Commissioner, upon payment of the
fee for the authentication certificate in addition to the fee for the
copies.

[OMB Control Nos. 0651-0009, 0651-0010 & 0651-0014]

§ 1.14 Patent applications preserved in secrecy.

(a) Except as provided in § 1,11(b) pending patent applica-
tions are preserved in secrecy. No information will be given by
the Office respecting the filing by any particular person of an
application for a patent, the pendency of any particular case
before it, or the subject matter of any particular application, nor
will access be given to or copies fumished of any pending
application or papers relating thereto, without written authority
in that particular application from the applicant or his assignec
or attorney or agent of record, unless the application has been
identified by serial number in a published patent document or
the United States of America has been indicated as a Designated
State in a published international application, in which case
status information such as whether it is pending , abandoned or
patented may be supplicd, or unless it shall be necessary to the
proper conduct of business before the Office or as provided by
this part. Where an application has been patented, the patent
number and issue date may also be supplied.

{b) Exceptas provided in § 1.11(b) abandoned applications
are likewise not open to public inspection, except that if an
application referred to in a U.S. patent, or in an application in
which the applicants has filed an authorization 10 open the
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complete application to the public, is abandened and is avail-
able, it may be inspected or copics obtained by any person on
written request, without notice to the applicant.

(c) Applications for patents which disclose or which appear
to disclose, or which purport to disclose, inventions or discov-
eriesrelating to atomic encrgy are reported to the Department of
Energy, which Department will be given access to such appli-
cations, but such reporting does not constitute a determination
that the subject matier of each application so reported is in fact
useful or an invention or discovery or that such application in
fact discloses subject matter in categories specified by sections
151(c) and 151(d) of the Atomic Energy Act of 1954, 68 Stat.
919; 42 U.S. C. 2181 (c) and (d).

(d) Any decision of the Board of Patent Appeals and Inter-
ferences, or any decision of the Commissioner on petition, not
otherwise open to public inspection shal! be published or made
available for public inspection if: (1) The Commissioner be-
lieves the decision involves an interpretation of patent laws or
regulations that would be of imporiant precedent value; and (2)
the applicant, or any party invoived in the interference, does not
within two months after being notified of the intention to make
the decision public, object in writing on the ground that the
decision discloses a trade secret or other confidential informa-
tion, if a decision discloses such information, the applicant or
party shall identify the deletions in the text of the decision
considered necessary to protect the information. If it is consid-
ered the entire decision must be withheld from the public to
protect such information the applicani or parly musi expialit
why. Applicants or parties will be given time, not less than
twenty days, to request reconsideration and seck court review
before any portions of decisions are made public over their
objection. See § 2.27 for rademark applications,

(e) Any request by amember of the public secking access to,
orcopies of, any pending or abandoned application preserved in
sccrecy pursuant to paragraphs (a) and (b) of this section, or of
any papers relating thereto, must (1) be in the form of a petition
and be accompanied by the petition fee set forth in § 1.17(i) or
(2) include written authority granting access tc the member of
the public in that particular application from the applicant or the
applicant’s assignee or attorney or agent of record.

[OMB Control Nos. 0651-0010 & 0651-0011]

{42 FR 5593, Jan. 28, 1977; 43 FR 20462, May 11, 1978; para. (¢)
added, 47 FR 41273, Scpt. 17, 1982, effective Oct. 1, 1982; para. (b),
49 FR 552, Jan. 4, 1984, cffcctive Apr. 1, 1984; para. (d), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; para. (b), S0 FR 9378, Mar. 7,
1985, effective May 8, 1985]

¢ 1.15 Requests for identifiable records.

(a) Requests for records not disclosed to the public as part of
the regular informational activity of the Patent and Trademark
Office and which are not otherwise dealt with in the rules in this
partmay be made by completing Form CD-244, “Application to
Inspect Department Records,” and submitting this form, in
person or by mail, to the Commissioner of Patents and Trade-
marks, Washington, D.C. 20231. A nonrcfundable application
fee of $2 must accompany each application. Copics of Form
CD-244 are available in the Central Reference and Records
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Inspection Facility, Room 2122, Department of Commerce
Building, Washington, D.C. 20230, the search room of the
Patent Reference Branch of the Patent and Trademark Office,
the search room of the Trademark Examining Operation, and in
many public information offices and field offices of the Depart-
ment of Commerce. If the requested record is identifiable, the
request will be reviewed by the appropriate official authorized
tomake an initial determination of the availability of the record.
If it is determined that the material is not to be made available
to the requesting person, said person shall be notified in writing
of that fact and the reasons why the record will notbe disclosed.
Iftherecord is tobe made available, inspection will be permitted
in the appropriate Patent and Trademark Office search room.
Fecs for copies of records and for searches and refated services
are payable in accordance with the schedule of fees and charges
established in § 4.8 of Title 15, Code of Federal Regulations.

(b) Any person whose application to inspect a record has
been refused may request a reconsideration of the initial denial
by completing and submitting the appropriate section of the
Forim CD-244, The request for reconsideration should be made
within 30 days of the date of the original denial. In submitting
such request the party should include any written argument he
desires to support his belief that the record requested should be
made available. No personal appearance, oral argument, or
hearing shall be permitted. The decision upon such request shall
be made by the Commissioner of Patents and Trademarks and
shall be based upon the original request, the denial, and any
written argument submitied by the person seeking access (o the
record. The decision upon review shall be promptly made in
writing and communicated to the person seeking access. If the
decisionis wholly or partly in favor of availability, therequested
record to such extent shall be made avaiiable for inspection as
described in paragraph (a) of this section, To the extent that the
decision is adverse to the request, the reasons for the denial shall
be stated. A decision upon review completed as provided herein
shall constitute the final decision and action of the Patent and
Trademark Office as to the availability of a requested record,
except as may be required by court proceedings initiated pursu-
ant to 5 U.S.C. 552(a)(3). Reconsiderations resulting in final
decisions as prescribed hercin shall be indexed and made
available in the scarch room of the Patent Reference Branch.

(c) Procedures applicable in the event of a subpoena, order,
or other compulsory process or demand of a court or other au-
thority shall be those set forth in Section 7 of Department Order
64 (32 F.R. 9734, July 4, 1967).

{32 FR 13812, Oct. 4, 1967; 34 FR 18857, Nov. 26, 1969]

FEES AND PAYMENT OF MONEY

§ 1.16 ™ational application filing fees.

(a) Basic fee for filing cach application for an original
patent, except design or plant cases:

By a small entity (§ 1.9() veocvssnensnnnsnsnssssssiossns $170.00

By other than a sSmall entity ....c.eevsisnrsnsssssssinsssnens 340.00
(b) In addition to the basic filing fec in an original application,
for filing or later presentation of each independent claim in
excess of 3:
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By a small entity (§ 1.9(1)) ..vocverensmoncarsnsnsessssessosssnes 17.00

By other than a small enliLY ....ccveeeeessmsnsnssesesnsrsssons 34.00

{c) In addition to the basic filing fee in an original applica-
tion, for filing or later presentation of each claim (whether inde-
pendent or dependent) in excess of 20 (Note that § 1.75(c)
indicates how multiple dependent claims are considered for fee

calculation purposes.):
By a small entity (§ 1.9(£)) c.cveeereernrerenresecnscarsnsonsonsnes 6.00
By other than a small entity .....ceeomececeesorsssseccsossres 12.00

(d) Inaddition to the basic filing fee in an original application,
if the application contains, or is amended to contain, a multiple
dependent claim(s), per application:
By a smali entity (§ 1.9()) veererreressrannennnessesssssseenss
By other than a small entity .....c..cemssicnenssesssssasnsens 110.00
(If the additional fees required by paragraphs (b), (¢) and (d)
are not paid on filing or on later presentation of the claims for
which the additional fees are due, they must be paid or the claims
cancelled by amendment, prior to the expiration of the time
neriod set for response by the Office in any notice of fee
(e) Surcharge for filing the basic filing fee or oath or
declaration on a date later than the filing date of the application:

By a small entity (§ 1.9(£)) cocvvvrveernrurrersecereensunncenes 55.00
By other than a small entity ........ccvcrerernnvererenrerenos 110.00
(f) For filing each design application:
By a small entity (§ 1.9(6)) .c.coervrereresverenereerenersneene 70.00
By other than a small entity ................................... 140.00
{g) Basic fee for fums each yu’i application;
By a small entity (§ 1.9(F)) .....ccvrverrcecenserernerencs 110.00
By other than a small entity .......cccocveersrieresnrions 220.00
h) Basic fee for filing each reissue application:
By a small entity (§ 1.9(E)) ..c.vecererrrerencrrvesnsrernne 170.00
By other than a small entity ........oevmiereresnsssssnns 340.00

(i) Inaddition to the basic filing fee in areissue application,
for filing or later presentation of cach independent claim which
is in excess of the number of independent claims in the original
paient:

By a small entity (§ 1.9(F)) co.ccocrnnrsmecnvussrnsnnansonns 17.00
By other than a small entity ........cecccecceicnseons 34.00

(i) In addition to the basic filing fee in a reissue application,
for filing or later presentation of each claim (whether independ-
ent or dependent) in excess of 20 and also in excess of the
number of claims in the original patent, (Note that § 1.75(c)
indicates how multiple dependent claims are considered for fee

purposes.):

By a small entity (§ 1.9(5)) oovrnrninnnrnrnsseccsceenens 6.00
By other than a small entity ......covennssnsnsnsisnens 12.00
(Note, sece § 1.445 for international application filing and
processing fees.).

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
50 FR 31824, Aug. 6, 1985, cffective date Oct. 5, 1985]

§ 1.17 Patent application processing fees,

(a) Extension fec for response within first month pursuant
to § 1.136(a):

By a small entity (§ 1.9(5) wvevvrrnercrsrnsrorsssessassises $28.00
By other than a small €ntity .......eceennienmsmrirorcssnsssessnnnene 56.00
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(b) Extension fee for response within second month pursu-
antto § 1.136(a):

By a small entity (§ 1.9(£)) .coveverrererensnrns -

By other than a small entity .....ccuenmmmvcenieneens e 170.00
(c) Extension fee for response within third month pursuant to §
1.136(a):

By a small entity (§ 1.9(f)) .....cccvrerevrereravaerensnsanraces 195.00

By other than a small entity.........cccceurenenenssssanaosees 390.00
(d) Extension fee for response within fourth month pursuant to
§ 1.136(a):

By a small entity (§ 1.9(f)) .....cocvrernveereresaversrsecsuranse 305.00

By other than a small entity........ccceseeenenensssrensasnnes 610.00

(e) For filing a notice of appeal from the examiner to the
Board of Patent Appeals and Interferences:

By a small entity (§ 1.9(f)) ..c.coovrvissesasisisssnaenssnees 65.00
By other than a small entity........ccccceuersencsescnseensones 130.00
(f) In addition to the fee for filing notice of appeal, for filing
brief in support of an appeal:
By a small entity (§ 1.9(F)) ...ceoveererrnucrerareeacresaesasae 65.00
" By other than a small entity .........ceveumrererssssnnsennes 130.00

(g) For filing a request for an oral hearing before the Board
of Patent Appeals and Interferences:
By a small entity (§ 1.9(E)) cccerrerrensrnnsesesscnsasasasseses
By other than a small entity ........ccecersrsesrseensasacaaseses 110.00
(h) For filing a petition to the Commissioner under a section
of this part listed below which refers to this
paragraph .......ccoeens

§ 1.47 — for filing by other than all the inventors or a

person not the inventor

§ 1.48 — for correction of inventorship

§ 1.182 — for decision on questions not specifically

provided for

§ 1.183 — to suspend the rules

§ 1.295 — for review of refusal to publish a statutory

invention registration

§ 1.377 — for review of decision refusing to accept and

record payment of a maintenance fee filed prior
to expiration of patent.

§ 1.378(e) — for reconsideration of decision on petition
refusing to accept delayed payment of
maintenance fee in expired patent

§ 1.644(a) — for petition in an interference

§ 1.644(f) — for request for reconsideration of a decision
on petition in an interference

§ 1.666(c) — for late filing of interference settlement
agreement

§8 5.12,5.13 & 5.14 —forexpedited handling of a foreign

filing license

§ 5.15 — for changing the scope of a license.

§ 5.25 — for retroactive license.

(i) For filing a petition to the Commissioner under a section
of this part listed below which refers to this paragraph....72.00

§ 1.12 — for access to an assignment rccord

§ 1.14 —for access to an application

§ 1.55 — for entry of late priority papers

§ 1.102 — to make application special

§ 1.103 — to suspend action in application
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§ 1.177 — for divisional reissues to issue separaiely

§ 1.312 — for amendment after payment of issue fee

§ 1.313 — to withdraw an application from issue

§ 1.314 — to defer issuance of a patent

§ 1.334 — for patent to issue to assignee, assignment
recorded late

§ 1.666(b) — for access to interference seitlement

agreement

() for filing a petition to institute a public use proceeding
Under § 1,202 ....ccoevemvnceniennseenensesasesssssesasasasssssssanssnecss 860.00

(k) For processing an application filed =ith a specification
in a non-English language (§ 1.52(d)) ....cccovrvrerasecuseseres 26.00

(1) For filing a petition (1) for the revival of an abandoned
application under 35 U.S.C. 133 or 371, or (2) for delayed
payment of the issue fee under 35 U.S.C. 151:

By a small entity (§ 1.9()) co..vveeerererserrcesessensaeensssnses 28.00
By other than a small entity ..........ceeeerseseersscsnsasasesesnse 56.00

(m) For filing a petition (1) for revival of an unintentionally
abandoned application or (2) for the unintentionally delayed
payment of the fee for issuing a patent:

By a smail entity (§ 1.9(f)) ccccocevrervnrcnnsennisnscsurasenscans 280.00
By other than a small entity .......ccieeereceeenrenneeereraes 560.00

(n) For requesting publication of a statutory invention reg-
istration prior to the mailing of the first examiner’s action
pursuant to § 1.104 - $400.00 reduced by the amount of the
application basic filing fee paid.

(o) For requesting publication of a statutory invention reg-
istration after the mailing of the first cxaminer’s action puisuani
t0 § 1.104 - $800.00 reduced by the amount of the application
basic filing fee paid.

[Added 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982;para.
(h),48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983; para. (h), 49 FR
13461, Apr. 4, 1984, effective June 4, 1984; para. (h), 49 FR 34724,
Aug. 31, 1984, effective Nov. 1, 1984, paras. (e), (g), (h) & (i), 49 FR
48416, Dec. 12, 1984, effectivz Feb. 11, 1985; paras. (h), (n) & (¢), 50
FR 9379, Mar. 7, 1985, effective May 8, 1985; 50 FR 31824, Aug. 6,
1985, effective Oct. 5, 1985]

§ 1.18 Patent issue fees.
(a) Issue fee for issuing each original or reissue patent,
except a design or plant patent:

By a small entity (§ 1.9(E)) ...vuvererrrereernaerernsnerens $280.00
By other than a small entity .......ccceceeieencnercaencaense 560.00
(b) Issue fee for issuing a design patent:

By a small entity (§ 1.9(£)) v.ocererrecererrrennrareseseersrees 100.00
By other than a small entity .......c.e.eeverersrseiacnsenases 200.00
(c) Issue fee for issuing a plant patent:

By a small entity (§ 1.9(£)) ....ccovererrrerenenerensaenerenens 140.00
By other than a small entity .........cceesvevsnnsireerenneee 280.00

[Added 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982; S0 FR
31824, Aug. 6, 1985, effective Oct. 5, 1985]

§ 1.19 Document supply fees.
The Patent and Trademark Office will supply copies of the
following documents upon payment of the fees indicated:
(a) Uncertified copics of Office documents:
(1) Printed copy of a patent, including a design patent,
statutory invention registration, or defensive publication docu-

Rev. 7, Dec. 1987



§1.20

ment, except color plant patent or color statutory invention reg-

ISIALON avevnsesnsmsmerssnsssnsmsssssnssersmsssssssasssasssssssssssessssses $1.50
(2) Printed copy of a plant patent or statutory invention reg-

ISrAtON iN COLOF wuvvvrnricrcrenssnesnsrsssesssrsessuseosssssnrssnsssarsrsssas 6.00
(3) Copy of patent application as filed ........orcrnreens 9.00
(4) Copy of patent file wrapper and contents, each 200

pages or fraction thereof .........ovvreveeemsenenesisnsassssacssens 75.00
(5) Copy of Office records, except as provided in this

SECLION, PEL PALE .ovvereeresrentisrernssrsarsrcinstessosasstssesassssnes asos 0.50
(6) Microfiche copy of microfiche, per microfiche.. 0.50
(7) Copy of patent assignment record ........coeervenreeres 1.50

(b) Certified copies of Office documents:

(1) For certifying Office records, per certificate.. .... 3.00

(2) For a search of assignment records, abstract of title and
certification, Per PALENL........ccceeeveererereerseresesessersssrensasnns 12.00

(c) Subscription services:

(1) Subscription orders for printed copies of patents as
issued, annual service charge for entry of order and ten sub-
ClASSES veveeeereerrnerseereensnerasansnsessnsnsssnesessenssassestsnentotennistanes 7.00

(2) For annual subscription to each additional subclass in
addition to the ten covered by the fee under paragraph (c)(1) of
this section, per SUBCIASS .....ccovereririersnrvsrsssesssiressanienes 0.70

(d) Library service (35 U.S.C. 13): For providing to librar-
ies copies of all patents issued annually, per annum ..... 50.00

(e) Lists of patents in subclass:

(1) For list of all United States patents and statutory inven-
tion registrations in a subclass, per 100 numbers or fraction
TNCEEO «.ooreerererreceeesseereneesetvenesssnssesessssessnssrasesessasanaransonen 1.00

(2) For list of United States patents and statutory invention
registrations in a subclass limited by date or number, per 50
numbers or fraction thereof .........cevvecvirismnininsinsssnions 1.00

(f) Microfiche copy of patent file record................. 6.00

(g) Uncertified statement as to status of the payment of
maintenance fees due on a patent or expiration of a

PALENL. coivveerriiiereenstessesteriosasnsssomsentssssessarsveessassnsstissesassesans 3.00
(h) Uncertified copy of a non-United States patent docu-
ment, per dOCUMENE ....ccvvirvnsesrsrsiesssssssnrsrsssasarsssasssssses 10.00

(i) To compare and certify copies made from Patent and
Trademark Office records but not prepared by the Patent and

Trademark Office, per page of document .........coouevereee 5.00
(j) Additional filing receipts
(1) Duplicate....ccoeveerinsenriminnsssnssssesisssisssnssnsissonies 14.00
(2) Corrected due to applicant CITOr .....ccuvnvevereseans 14.00

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct, 1, 1982;
para,. (b), 49 FR 552, Jan. 4, 1984, effective date Apr. 1, 1984; paras.
(f) & (g) added, 49 FR 34724, Aug. 31, 1984, effective date Nov. 1,
1984; paras. (a) & (c), 50 FR 9379, Mar. 7, 1985, effective date May
8. 1985; 50 FR 31825, Aug. 6, 1985, effective date OCct. 5, 1985]

§ 1.20 Post-issuance fees.
(a) For providing a certificate of correction of applicant’s

MISLAKE (§ 1.323) cuvvvvreerrererrrrnnenvserenerseresesesesernnmrssssssenr $29.00
(b) Petition for correction of inventorship in
Patent (§ 1.324) .cvvvvninnicninnnsnsrnscsssnsnsssneninnns 140.00

(c) For filing a request for

reexamination (§ 1.510(2)) ...c.ccoeeeververreerercaeens 1,770.00
(d) For filing cach statutory disclaimer (§ 1.321):

By a small entity (§ 1.9(f}) ..ococvernnrninsmnmnsrssnnsienne 28.00
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By other than a small eatity ......coenrmcrnnsrorosener 56.00
(e) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
December 12, 1980 and before August 27, 1982, in force
beyond4 years; the fee is due by three years and six months after
the original Brant .........ccvveecaiveermsrvessssesossvessssresassasss 22500
(f) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
December 12, 1980 and before August 27, 1982, in force
beyond 8 years; the fee is due by seven years and six months
after the original Brant ...........ceeieennnieniiesneeeens 445.00
(g) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
December 12, 1980 and before August 27, 1982, in force
beyond 12 years; the fee is duc by eleven years and six months
after the original grant ...........ccceivvvrinseceseensesnssosssssnns 670.00
(h) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
August27, 1982, in force beyond 4 ycars; the fee is due by three
years and six months after the original grant:
By a small entity (§ 1.9(f)) .c.cooeevvrrvinerccrisencnseenns 225.00
By other than a small entity .......coveesernenssiancaserans 450.00
(i) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
August27,1982,in force beyond 8 years; the fee is due by seven
years and six months after the original grant:
By a small entity (§ 1.9(E)) .covvvvvrvvnsvnrmrncievucsmennnns 445.00
By other than a small entity .......... 1eeee: 890,00
(j) For maintaining an ongmal or reissue patent, except a
design or plant patent, based on an application filed on or af'er
August 27, 1982, in force beyond 12 years; the fee is due by
eleven years and six months after the original grant;
By a small entity (§ 1.9(E)) oovererererernriensnnsensnes 670.00
By other than a small entity .......cooveeveneeeenns 1,340.00
(k) Surcharge for paying a maintenance fee during the 6-
month grace period following the expiration of three years and
six months, seven years and six months, and eleven years and six
months after the date of the original grant of a patent based on
an application filed on or after December 12, 1980 and hefore
August 27, 1982 ....cccrrnvviriinensisnnnessesnsssennsnensesmninnes 110.00
(1) Surcharge for paying a maintenance fec during the 6-
month grace period following the expiration of three years and
six months, seven years and six months, and eleven years and six
months afier the date of the original grant of a patent based on
an application filed on or after August 27, 1982:
By a small entity (§ 1.9()) .cooverrvrnnrnernsreresernne
By other than a small entity ........ceonrsecsenesnonnes 110.00
(m) Surcharge for accepting a maintenance fee after expi-
ration of a patent for non-timely payment of a maintenance fee
where the delay in payment is shown to the satisfaction of the

i3333seizsisaca

Commissioner 10 have been unavoidable ........cccenvvnnie. 500.00
(n) For filing an application for cxtcnsion of the term of a
patent (§ 1.740) covvviviinicnniennninercrenmeneneessssresssssrens 550.00

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
paras. (k), (1) & (m) added, 49 FR 34724, Aug. 31, 1984, effective date
Nov. 1, 1984; paras. (c), (f), (g} & (m), 50 FR 9379, Mar. 7, 1985,
effective date May 8, 1985; SOFR 31825, Aug. 6, 1985, effective date
Oct. 5, 1985; 51 FR 28057, Aug. 4, 1986]
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§ 1.21 Miscellaneous fees and charges.
The Patent and Trademark Office has established the fol-
lowing fees for the services indicated:
(@) Registration of attorneys and agents:
(1) For admission to examination for registration to

practice, fce payable upon application ............... $250.00
(2) On registration (o PractiCe ....umeerssiseneessiens 81.00
(3) For reinstatement (0 Practice ...ovevereressesnessssnses 9.00
(4) For certificate of good standing as an attorney
OF AZCIL 11evsesuisesnsnsnsseresssssssssssssorsssssssossossssaereasrnns 10.00
Suitable for framing .........vvenmmremmsicain. 88.00
(5)Forreview of decision of the Director of Enrollment and
Discipline under § 10.2(C) ..ccvrmreirernsnsnenssnsssssssasansnens 92.00
(6) For requesting regrading of an examination under §
JOUT(C) vovverenrnnenrerenessmrnseneessssssnssssusssssaseasssssssssssanasssanss 92.00

(b) Deposit accounts:
(1) For cstablishing or reinstating a deposit

ACCOUNL .vevecersrenrernreersersneresssasessrsresssserassesassaessesseses 8.00
(2) Service charge for each month when the balance at the
end of the month is below $1,000 ...cvvivceicicinivirneenne 20.00

(3) Service charge for cach month when the balance at the
end of the month is below $300 for restricted subscription
deposit accounts used exclusively for subscription order of
palent COPICS @S ISSUCH .vvevieverereriircsssasssnrssnennisesisaerenres 20.00

(¢) Disclosure document; For filing a disclosure

AOCUMCIL s serorsscrsssansesrssisnsssensssesyons 6.00
(d) Delivery box: Local delivery box rontal,
PCLANNUM eovirrcersenrnsncnsasncnsssnsesssasssssrsmsssesssssessassasnss 43.00

(¢) Intcrnational-type search reports: For preparing an interna-
tional-type search report of an international type search made at
the time of the first action on the merits in a national patent
APPCAUON..... rvresrrirreinseiiecnsisirmssssserissserssssssessssiasasises 28.00
() Search of Office records: For searching Patent and Trade-
mark Office records for purposes not otherwise specified, per
one-half hour or fraction thereof ..........oecinnineicncsnnne 14.00
() CopiShare card: COSt PCT COPY wevversserirsassssssssusaararins
(h) Recording of documents:
(1) For recording cach assignment, agreement or other paper
relating to the property in a patent or application .......... 7.00
(2) Where a document io be recorded under paragraph (h)(1) of
this section refers to more than one patent or application, for
cach additional patent or application ........ceeeircrrererens 2.00
(i) Publication in Official Gazette: For publication in the Of-

ficial Gazette of a notice of the availability of an application or

a patent for licensing or sale, each application

OF PALCNL 1ovcvirerinrisnssissoressiasrassmnsssssstssrmsasssassssssssesssssssssssans 7.00
(i) For a duplicate or replacement of a permanent Office user
pass (There is no charge for the first permanent

USCE PASS) teerereetsrrsssestssnsassarirsrssssssssssrssssosssssossnsssessesssnes 5.00
(k) For items and services, that the Commissioner finds may be
supplied, for which fees are not specified by stawte or by this
section, such charges as may be determined by the Commis-
sioner with respect to cach such item or service...... Actual cost

() For processing and retaining any application abandoned

pursuantto § 1.53(d) unless the required basic filing fee hasbeen
PAI v s R 100.00
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(m) For processing cach check returned “unpaid” by

B BANK ..ccoveiveireereresneertenrersnseeseinerssssesssssssessssnsnssannes 20.00

[Added 47 FR 41274, Sept. 17, 1982, effective date Oct. 1, 1982;
paras. (b & (1), 49 FR 553, Jan. 4, 1984, effective date Apr. 1, 1984;
paras. (8)(5) & (6) added, SO FR 5171, Feb. 6, 1985, effective date Apr.
8, 1985; SO FR 31825, Aug. 6, 1985, effective date Oct. 5, 1985]

§ 1.22 Fees payable in advance.

(a) Patent and trademark fees and charges payable to the
Patent and Trademark Office are required to be paid in advance,
that is, at the time of requesting any action by the Office for
which a fee or charge is payable with the exception that under
§ 1.53 applications for patent may be assigned a filing date
without payment of the basic filing fee.

(b) All patent and trademark fees paid to the Patent and
Trademark Office should be itemized in each individual appli-
cation, patent or other proceeding in such amannerthat it is clear
for which purpose the fees are paid.

[48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.23 Method of paymeni.

All payments of money required for Patent and Trademark
Office fees, including fees for the processing of international
applications (§ 1.445), should be made in U.S. specie, Treasury
notes, national bank notes, post office money orders, or by
certified check. If sent in any other form, the Office may delay
or cancel the credit until collection is made. Money orders and
checks must be made payable to the Commigsionar of Patents
and Trademarks. Remittances from foreign countries must be
payable and immediately negotiable in the United States for the
full amount of the fec required. Money sent by mail to the Patent
and Trademark Office will be at the risk of the sender; letters

containing money should be registered.
[43 FR 20462, May 11, 1978]

§ 1.24 Coupons.

Coupons in denominations of one dollar and fifty cents for
the purchase of patents, designs, defensive publications, statu-
tory invention registrations, and trademark registrations are
sold by the Patent and Trademark Office for the convenience of
the general public; these coupons may not be used for any other
purpose. Theone dollarand fifty cent coupons are sold individu-
ally and in books of 50 with stubs for record for $75.00. These
coupons are good until used; they may be transferred but cannot
be redeemed.

[OMB Control Nos. 0651-0010 & 0651-0014)

{47 FR 41274, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR 2708,
Jan. 20, 1983, cffective date Feb. 27, 1983; S0 FR 318285, Aug. 6, 1985,
effective Oct. 5, 1985; 51 FR 28057, Aug. 4, 1986]

§ 1.25 Deposit accounts,

(a) For the convenience of attorneys, and the general public
in paying any fees due, in ordering services offered by the
Office, copies of records, etc. deposit accounts may be estab-
lished in the Patent and Trademark Office upon payment of the
fee for cstablishing a deposit account (§ 1.21(b)(1)). A mini-
mum deposit of $1,000 is required for paying any fee due orin
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ordering any services offered by the Office. However, a mini-
mum deposit of $300 may be paid to establish a restricied
subscription deposit account used exclusively for subscription
order of patent copies as issued. At the end of each month, a
depnsit account statement will be rendered. A remittance must
be made promptly upon receipt of the statement to cover the
valueofitems or servicescharged to the accountand thus restore
the account to its established normal deposit value. An amount
sufficient to cover all fees, services, copies, elc., requested must
always be on deposit. Charges to accounts with insufficient
funds will not be accepted. A service charge (§ 1.21(b)(2)) will
be assessed for each month that the balance at the end of the
month is below $1,000. For restricted subscription deposit
accounts, a service charge (§ 1.21(b)(3)) will be assessed for
each month that the balance at the end of the month is below
$300.

(b) Filing, issue, appeal, international-type search report,
international application processing, petition, and post-issu-
ance fees may be charged against these accounts if sufficient
funds are on deposit to cover such fees. A general authorization
tocharge all fees, or only certain fees, set forthin §§ 1.16101.18
to a deposit account containing sufficient funds may be filed in
an individual application, either for the entire pendency of the
application or with respect to a particular paper filed. An
authorization to charge to a deposit account the fee for arequest
for reexamination pursuant to § 1.510 and any other fees
required in a reexamination proceeding in a patent may also be
filed with the reguest for reexamination. An authorization to
chargea fee toa depositaccount will not be considered payment
of the fee on the date the authorization to charge the fce is
effective as to the particular fee to be charged unless sufficient
funds are present in the account to cover the fee.

{OMB Control Nos. 0651-0010 & 0651-0014)

{49FR 553, Jan.4,1984, effective Apr. 1, 1984;47 FR 41274, Sept.
17, 1982, effective Oct. 1,1982; 50 FR 31826, Aug. 6, 1985, effective

Oct. 5, 1985]

§ 1.26 Refunds.

(a) Money paid by actual mistake or in excess, such as a
payment not required by law, will be refunded, but a mere
change of purpose after the payment of money, as when a party
desires to withdraw an application, an appeal, or a request for
oral hearing, will not entitie a party to demand such a return,
Amounis of one dollar or less will not be returned unless
specifically demanded within a reasonable time, nor will the
payer be notified of such amount; amounts over one dollar may
be returned by check or, if requested, by credit to a deposit
account,

(b) [Reserved]

(c) If the Commissioner decides not to institute a reexami-
nation proceeding, a refund of $1,300 will be made to the
requester of the proceeding. Reexamination requesters should
indicate whether any refund should be made by check or by
credit to a deposit account.

{47 FR 41274, Sept. 17, 1982, effective Oct. 1, 1982; SO FR 31826
Aug. 6, 1985, effective Oct. §, 1985]
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§ 1.27 Statement of status as small entity.

(a) Any person secking to establish status as a small entity
(§ 1.9(f) of this part) for purposes of paying fees in an applica-
tion or a patent must file a verified statement in the application
or patent prior to or with the first fee paid as a small entity. Such
a verified statement need only be filed once in an application or
patent and remains in effect until changed.

(b) Any verified statement filed pursuant to paragraph (a) of
this section on beha!f of an independent inventor must be signed
by the independent inventor exceptasprovidedin § 1.42,§1.43,
or § 1.47 of this part, and must aver that the inventor qualifies
as an independent inventor in accordance with § 1.9(c) of this
part. Where there are joint inventors in an application, each
inventor must file a verified statement establishing status as an
independent inventor in order to qualify as a smai! entity. Where
any rights have been assigned, granted, conveyed, or licensed,
or there is an obligation to assign, grant, convey, or license, any
rights to a small business concern, a nonprofit organization, or
any other individual, a verified statement must be filed by the
individual, the owner of the small business concern, or an
official of the small business concern or nonprofit organization
empowered to act on behalf of the small business concern or
nonprofit organization averring to their status. For purposes of
a verified statement under this paragraph, a license to a Federal
agency resulting from a funding agreement with that agency
pursuant to 35 U.S.C. 202(c)(4) does not constitute a license as
set forth in § 1.9 of this part.

(c) Any verified statement filed pursuant to paragraph (a) of
this section on behalf of a small business concern must (1) be
signed by the owner or an official of the small business concern
empowered to act on behalf of the concern; (2) aver that the
concern qualifies as a small business concern as defined in §
1.9(d); and (3) aver that exclusive rights to the invention have
been conveyed to and remain with the small business concern,
or if the rights are not exclusive, that all other rights belong to
small entities as defined in § 1.9. Where the rights of the small
business concern as a small entity are not exclusive, a verified
statement must also be filed by the other small entities having
rights averring to their status as such. For purposes of a verified
statement under this paragraph, a license to a Federal agency
resulting from a funding agreement with that agency pursuant to
35 U.S.C. 202(c)(4) does not constiiute a license as set forth in
§ 1.9 of this part.

(d) Any verified statement filed pursuant to paragraph (a) of
this section on behalf of a nonprofit organization must (1) be
signed by an official of the nonprofit organization empowered
toactonbehalf of the organization; (2) aver that the organization
qualifics as anonprofit organization as defined in § 1.9(c) of this
part specifying under which one of § 1.9(e)(1), (2), (3), or (4) of
this part the organization qualifies; and (3) aver that exclusive
rights to the invention have been conveyed to and remain with
the organization or if the rights are not exclusive, that all other
rights belong to small entities as defined in § 1.9 of this part.
Where the rights of the nonprofit organization as a small entity
are not cxclusive, a verified statement must also be filed by the
other smallentities having rights averring to their status as such.,
For purposes of a verificd statement under this paragraph, a
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license to a Federal agency resulting from a funding agreement
with that agency pursuant to 35 U.S.C. 202(c)(4) does not
constitute a conveyance of rights as set forth in this paragraph.
[OMB Control No. 0651-0011}
47FR 40139, Sept. 10. 1982, added effective Oct. 1, 1982; para. (¢)
added, 47 FR 43276, Szpt. 30, 1982; paras. (b), (c), & (d), 49 FR 553,
Jan. 4, 1984, effective Apr. 1, 1094]

§1.28 Effect on fees of failure to establish status, or
change status, as a small entity.

(a) The failure to establish status as a small entity (§§ 1.9(f)
and 1.27 of this part) in any application or patent prior to paying,
or at the time of paying, any fee precludes payment of the fee in
the amount established for small entities. A refund pursuant to
§ 1.26 of this part based on establishment of small entity siatus,
of aportion of fees timely paid in full prior to establishing status
as a small entity may only be obtained if a verified statement
under § 1.27 and a request for a refund of the excess amount are
filed within two months of the date of the timely payment of the
full fee. The two month time period is not extendable under §
1.136. Status asa small entity is waived for any fee by the failure
to establish the status prior to paying, at the time of paying, or
within two months of the date of payment of, the fee. Status as
a small entity must be specifically established by a verified
statement filed in each application or patent in which the status
is available and desired, except those applications filed under §
1.60 or § 1.62 of this part where the status as a small entity has
been established ina parent application and is still proper. Once
status as a small entity has been established in an application or
patent, the status remains in that application or patent without
the filing of a further verified statement pursuant to § 1.27 of this
part unless the Office is notified of a change in status. Status as
a small entity in on¢ application or patent does not affect any
other application or patent, including applications or patents
which are directly or indirectly dependent upon the application
or patent in which the status has been established, except those
filed under § 1.60 or § 1.62 of this part. Applications filed under
§ 1.60 or § 1.62 of this part must include areference to a verified
statement in a parent application if status as a small entity is still
proper and desired.

(b) Once status as a small entity has been established in an
application or patent, fees as a small entity may thereafter be
paid in that application or patent without regard to a change in
status until the issue fee is duc or any maintenance fee is due.
Notification of any change in status resulting in loss of entitle-
ment to small entity status must be filed in the application or
patent prior to paying, or at the time of paying, the earliest of the
issuc fee or any maintenance fee due after the date on which
status as a small entity is no longer appropriate pursuant to § 1.9
of this part. The notification of change in status may be signed
by the applicant, any person authorized to sign on behalf of the
assignee, or an attorney or agent of record or acting in a
representative capacity pursuant to § 1.34(a) of this part.

(¢) If staius as a small entity is established in good faith, and
fees as a small entity are paid in good faith, in any application
or patent, and it is later discovered that such status as a small

- entity was established in error or that through error the Office
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was not notificd of a change in status as required by paragraph
(b) of this section, the error will be excused (1) if any deficiency
between the amount paid and the amount duc is paid within three
months after the date the error occurred or (2) if any deficiency
between the amount paid and the amount due is paid more than
threc months aficr the date the error occurred and the payment
is accompanied by a verified statement explaining how the error
in good faith occurred and how and when it was discovered.
{d)(1) Any astempt to fraudulently (i) establish status as a
small entity or (ii) pay fees as a small entity shall be considered
as a fraud practiced or attempted on the Office.
(2) Improperly and through gross negligence (i) esiablish-
ing status as a small entity or (ii) paying fees as a small entity
shall be considered as a fraud practiced or atiempted on the

Office. See §§ 1.56(d) and 1.555 of this part.
[47 FR 40140, Sept. 10, 1982, added effective Oct. 1, 1982; para.
(a), 49 FR 553, Jan. 4, 1984, effective Apr. 1, 1984]

Subpart B - National Processing Provisions

PROSECUTION OF APPLICATION AND
APPOINTMENT OF ATTORNEY OR AGENT

§ 1.31 Applicants may be represented by aregistered
attorney or agent.

An applicant for patent may file and prosecute his or her
own case, or he or she may be represented by a registercd
attorney, registered agent, or other individual authorized (o
practice before the Patent and Trademark Office in patent cascs.
See §§ 10.6 and 10.9 of this subchapter. The Patent and Trade-
mark Office cannot aid in the selcction of a registered attorney
or agent.

(OMB Control No. 0651-0011]
[SO FR 5171, Feb. 6,1985, effective Mar. 8, 1985]

§ 1.32 Prosecution by assignee,

The assignee of record of the entire interest in an application
for patent is entitled to conduct the prosecution of the applica-
tion to the exclusion of the invenior.

§ 1.33 Correspondence respecting patent
applications, reexamination proceedings,
and other proceedings.

(a) The residence and post office address of the applicant
must appear in the oath or declaration if not stated elsewhere in
the application. The applicant may also specify and an attorncy
or agent of record may specify a correspondence address to
which communications about the application are to be directed.
All notices, official letters, and other communications in the
case will be directed to the correspondence address or, if no such
correspondence address is specificd, to an attorney or agent of
record (see § 1.34(b)), or, if no attorney or agent is of record, to
the applicant, or to any assignee of record of the entire interest
if the applicant or such assignee so requests, or to an assignec of
an undivided part if the applicant so requests, at the post office
address of which the Office has been notified in the case.
Amendments and other papers filed in the application must be
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signed: (1) By the applicant, or (2) if there is an assignee of
record of an undivided part interest, by the applicant and such
assignee, or (3) if there is an assignee of record of the entire
interest, by such assignee, or (4) by an attorney or agent of
record, or (5) by aregistered attorney or agent not of record who
acts in a representative capacity under the provisions of §
1.34(a). Double correspondence with an applicant and his
attorney or agent, or with more than one attorney or agent, will
not be undertaken. If more than one attorney or agent be made
of record and a correspondence address has not been specified,
correspondence will be held with the one last made of record.

(b) An applicant who has not made of record a registered
attorney or agent may be required to state whether he received
assistance in the preparation or prosecution of his application,
for which any compensation or consideration was given or
charged, and if so, to disclose the name or names of the person
or persons providing such assistance. This includes the prepara-
tion for the applicant of the specification and amendments or
other papers to be filed in the Patent and Trademark Office, as
well as other assistance in such matters, but does not include
merely making drawings by draftsmen or stenographic services
in typing papers.

(c) All notices, official letters, and other communications
for the patent owner or owners in a reexamination proceeding
will be directed to the attorney or agent of record (see § 1.34(b))
in the patent file at the address listed on the register of patent
attorneys and agents maintained pursuant to §§ 10.5 and 10.11
or, if no aitomey of ageni is of record, o the pateni owner of
owners at the address or addresses of record. Amendments and
other papers filed inareexamination proceeding on behalf of the
patent owner must be signed by the patent owner, or if there is
more than one owner by all the owners, or by an attorney or
agent of record in the patent file, or by a registered attorney or
agent not of record who acts in a representative capacity under
the provisions of § 1.34(a). Double correspondence with the
patent owner or owners and the patent owner’s attomey or
agent, or with more than one attorney or agent, will not be
undertaken. If more than one attorney or agent is of record and
a correspondence address has not been specified, correspon-
dence will be held with the last atiorney or agent made of record.

(d) A “correspondence address” or change thereto may be
filed with the Patent and Trademark Office during the enforce-
able life of the patent, The “correspondence address” will be
used in any correspondence relating to maintenance fees unless
ascparate “fee address” has been specified. See § 1.363 for “fec
address” used solely for maintenance fee purposes.

{OMB Control Ns. 0651-0010 & 0551-0013]

[36 FR 12617, July 2, 1971; 46 FR 29181, May 29, 1981; para. (d)
added, 49 FR 34724, Aug. 31, 1984, effective Nov, 1, 1984; para. (c),
50 FR 5171, Feb. 6, 1985, effective Mar. 8, 1985]

§ 1.34 Recognition for representation,

(a) When a registered attorney or agent acting in a represen-
tative capacity appears in person or signs a paper in practice
before the Patent and Trademark Office in a patent case, his or
her personal appearance or signature shall constitute arepresen-
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tation (o the Patent and Trademark Office that under the provi-
sions of this Subchapter and the law, he or she is authorized to
represent the particular party in whose behalf he or she acts. In
filing such a paper, the registered atiomey or agent should
specify his or her registration number with his or her signature.
Further proof of authority to act in arepresentative capacity may
be required.

(b) When an atiomey or agent shall have filed his or her
power of attorney, or authorization, duly executed by the person
or persons entitled to prosecute an application or a patent
involved in a reexamination proceeding, he or she is a principal
attorney of record in the case. A principal attorney or agent, so
appointed, may appoint an associate atiorney or agent who shall
also then be of record.

fOMB Control No. 0651-0011}

[46 FR 29181, May 29, 1981; para. (a), SOFR 5171, Feb. 6, 1985,
effective Mar. 6, 1985]

§ 1.36 Revocation of power of attorney or guthoriza
tion; withdrawal of attorney or agent,

A power of attorney or authorization of agent may be
revoked atany stage in the proceedings of acase,and an attorney
or agent may withdraw, upon application to and approval by the
Commissioner. An atiomey or agent, except an associate attor-
ney or agent whose address is the same as that of the principal
attorney or agent, will be notified of the revocation of the power
of attorney or authorization, and the applicant or patent owner
assignment will not itself operate as a revacation of a power or
authorization previously given, but the assignec of the entire
interest may revoke previous powers and be represented by an
attorney or agent of assignee's own selection, See § 1.613(d) for
withdrawal of an attorney or agent of record in an interference.

[OMB Control No. 0651-0011]

[49 FR 48416, Dec. 12, 1984, effective Feb, 11, 1985]

WHO MAY APPLY FOR A PATENT

§ 1.41 Applicant for patent,

(a) A patent must be appliced for in the name of the actual
inventor or inventors. Full names must be stated, including the
family name and at least one given name without abbreviation
together with any other given name or initial,

(b) Unless the contrary is indicated the word “applicant”
when used in these sections refers to the inventor or joint
inventors who are applying for a patent, or to the person
mentioned in §§ 1.42, 1.43 or 1.47 who is applying for a patent
in place of the inventor.

(c) Any person authorized by the applicant may file an
application for patent on behalf of the inventor or inventors, but
an oath or declaration for the application (§ 1.63) can only be
made in accordance with § 1.64,

(d) A showing may be required from the person filing the
application that the filing was authorized where such authoriza-
tion comes into guestion,

{48 FR 2708, Jan. 20, 1983; 48 FR 4288, Jan. 31, 1983]
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§1.42 When the inventor is dead.

In cus2 of the death of the inventor, the legal representative
(executor, administrator, eic.) of the deceased inventor may
make the necessary oath or declaration, and apply for and obtain
the patent. Where the inventor dies during the time intervening
between the filing of the application and the granting of a patent
thereon, the letiers patent may be issued to the legal representa-
Live upon proper intervention.

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.43 When the inventor is insane or legally
incapacitated.

In case an inventor is insane or otherwise legally incapaci-
tated, the legal representative (guardian, conservator, etc.) of
such inventor may make the necessary oath or declaration, and
apply for and obtain the patent.

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.44 Proof of authority,

In the cases mentioned in §§ 1.42 and 1.43, proof of the
power or authority of the legal representative must be recorded
in the Patent and Trademark Office or filed in the application
before the grant of a patent.

§ 1.45 Joint inventors.

(a) Joint inventors must apply for a patent jointly and each
must make the required oath or declaration; ncither of them
alone, nor less than the entire number, can apply for a patent for
an invention invented by them jointly, except as provided in §
147.

(b) Inventors may apply for a patent jointly cven though

(1) They did not physically work together or at the same
time,

(2) Each inventor did not make the same amount of contri-
bution, or

(3) Each inventor did not make a contribution to the subject
matter of ¢very claim of the application.

(¢) If multiple inventors are named in an application, each
named inventor must have made a contribution, individually or
jointly, to the subject matter of at least one claim of the
application and the application will be considered to be a joint
application under 35 U.S.C. 116.

[Paras. (b) & (c), 47 FR 41274, Sept. 17, 1982, effective Oct. 1,
1982; 48 FR 2709, Jan. 20, 1983, effective Feb, 27, 1983; 50 FR 9379,
Mar. 7, 1985, effective May 8, 1985]

§ 1.46 Assigned inventions and patents.

In casc the whole or a part interest in the invention or in the
patentto be issued is assigned, the application must still be made
or authorized to be made, and an oath or declaration signed, by
the inventor or one of the persons mentioned in §§ 1.42, 1.43, or
1.47. However, the patent may be issued to the assignee or
jointly to the inventor and the assignee as provided in § 1.334.

[48 FR 2709, Jan. 20, 1983, cffective Feb, 27, 1983]

§ 1.47 Filing when an inventor refuses to sign or
cannot be reached.
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(a) If a joint inventor refuses (0 join in an application for
patent or cannot be found or reached afier diligent effort, the ap-
plication may be made by the other inventor on behalf of himsell
or herself and the omitted inventor. The oath or declaration in
such an application musi be accompanied by a petition includ-
ing proof of the pertinent facts and by therequired fec (§ 1.17(h))
and must state the last known address of the omitted inventor.
The Patent and Trademark Office shall forward notice of the
filing of the application to the omitted inventor at szd address.
Should such notice be returned to the Office undelivered, or
should the address of the omitted inventor be unknown, notice
of the filing of the application shall be published in the Official
Gazette. The omitted inventor may subsequently join in the
application on filing an oath or declaration of the character
required by § 1.63. A patent may be granted to the inventor
making the application, upon a showing satisfactory to the
Commissioner, subject to the same rights which the omitted
inventor would have had if he or she had been joined.

(b) Whencver an inventor refuses to execute an application
for patent, or cannot be found or reached after diligent effort, a
person to whom the inventor has assigned or agreed in writing
to assign the invention or who otherwise shows sufficient
proprietary interest in the matter justifying such action may
make application for patent on behalf of and as agent for the
invei.. r, The oath or declaration in such an application must be
accompanied by a petition including proof of the pertinent facts
andashowing thatsuchactionis necessary to prescrve the rights
of the parties or o prevent irreparable damage, and by the
required fee (§ 1.17(h)) and must siate the last known address of
the inventor. The assignment, written agreement to assign or
otherevidence of proprietary interest, or a verified copy thercof,
must be filed in the Patent and Trademark Office. The Office
shall forward notice of the filing of the application to the
inventor at the address stated in the application. Should such
notice be returned to the Office undelivered, or should the
address of the inventor be unknown, notice of the filing of the
application shall be published in the Official Gazette. The
inventor may subsequently join in the application on filing an
oath or declaration of the character required by § 1.63. A patent
may be granted to the inventor upon a showing satisfactory to
the Commissioner.

[47 FR 41275, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR 2709,
Jan, 20, 1983, effective Feb. 27, 1983]

§ 1.48 Correction of inventorship.

(a) If the correct inventor or inventors are not named in an
application for patent through crror without any dcceptive
intention on the part of the actual inventor or inventors, the
application may be amended to name only the actual inventor or
inventors, Such amendment must be diligently made and must
be accompanied by (a) a petition including a statement of facts
verified by the original named inventor or inventors establish-
ing when the error without deceptive intention was discovered
and how it occurred; (b) an oath or declaration by cach actual
inventor or inventors as required by § 1.63; (c) the fee set forth
in § 1.17(h); and (d) the written consent of any assignce. When
the application is involved in an interference, the petition shall
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comply with the requirements of this section and shall be
accompanicd by a motion under § 1.634,

(b) If the correct inventors arc named in the application when
filed and the prosecution of the application results in the
amendment or canceliation of claims so that less than all of the
originally named inventors are the actual inventors of the
invention being claimed in the application, an amendment shall
be filed deleting the names of the person oz persons who are not
inventors of the invention being claimed. The amendment must
be diligently made and shall be accompanied by:

(1) A petition including a statement identifying each named
inventor who is being deleted and acknowledging that the
inventor’s invention is no longer being claimed in the applica-
tion, and

(2) The fee set forth in § 1.17(h).

(c) If an application discloses unclaimed subject matter by
aninventor or inventors not named in the application, the appli-
cation may be amended pursuant to paragraph (a) of this section
to add claims to the subject matter and name the correct
inventors for the application.

{OMB Control No. 0651-0018]

[48 FR 270-9, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; 50 FR 9379, Mar. 7, 1985,
cffective May 8, 1985]

THE APPLICATION

§ 1.51 General requisites of an application.

(a) Applications for patents must he made to the Commis-
sioner of Patents and Trademarks. A complete application
comprises:

(1) A specification, including aclaim or claims, see §§ 1.71
to 1.77.

(2) A oath or declaration, see §§ 1.63 and 1.68

(3) Drawings, when necessary, see §§ 1.81 to 1.88.

(4) The prescribed filing fee, see § 1.16,

(b) Applicants are encouraged to file an information disclo-
sure statement, Sce §§ 1.97 through 1.99.

(c) Applicants may desire and are permitted to file with, or
in, the application an authorization to charge, at any time during
the pendency of the application, any fees required under any of
§§ 1.16to 1.18 to a deposit account established and maintained
in accordance with § 1.25.

[42 FR 5593, Jan. 28, 1977; paras. (a) & (c),47 FR 41275, Sept. 17,
1982, effective Oct. 1, 1982; paras (a) & (b),48 FR 2709, Jan. 20, 1983,
effective Feb. 27, 1983]

§ 1.52 Language, paper, writing, margins,

(a) The application, any amendments or corrections thereto,
and the oath or declaration must be in the English language
exceptasprovidedforin § 1.69 and paragraph (d) of this section,
or be accompanied by a verificd translation of the application
and a translaiion of any corrcctions or amendments into the
English language. All papers which are to become apart of the
permanent records of the Patent and Trademark Office must be
legibly written, typed, or printed in permanent ink or its equiva-
lent in quality. All of the application papers must be presented
in a form having sufficient clarity and contrast between the
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paper and the writing, typing, or printing thereon to permit the
direct reproduction of readily legible copies in any number by
use of photographic, electrostatic, photo-offset, and microfilm-
ing processes. If the papers are not of the requircd quality,
substitute typewritien or printed papers of suitable quality may
be required.

(b) The application papers (specification, including claims,
abstract, oath or declaration, and papers as provided for in §§
1.42, 1.43, 1.47, etc.) and also papers subsequently filcd, must
be plainly written on but one side of the paper. The size of all
sheets of paper should be 8 t0 8 1/2 by 10 1/2 to 13 inches (20.3
to 21,6 cm, by 26.6 to 33.0 cm.). A margin of at least approxi-
mately one inch (2.5 cm.) must be reserved on the left-hand of
each page. The top of each page of the application, including
claims must have a margin of at least approximately 3/4 inch
(2 cm.). The lines must not be crowded too closely together;
typewritten lines should be 1 1/2 or double spaced. The pages
of the application including claims and abstract should be
numbered consecutively, starting with 1, the numbers being
centrally located above or preferably, below, the text.

(c) Any interlineation, erasure, or cancellation or other al-
teration of the application papers filed must be made before the
signing of any accompanying oath or declaration pursuant to §
1.63 referring to those application papers and should be dated
and initialed or signed by the applicant on the same sheet of
paper. No such alterations in the application papers are permis-
sible after the signing of an oath or declaration referring to those
application papers (§ 1.56(c)). After the signing of the oath or
declaration referring to the application papers, amendments
may only be made in the manner provided by §§ 1.121and 1.123
through 1,125,

(d) An application may be filed in a language other than
English. A verificd English translation of the non-English-
language application and the fee set forth in § 1.17(k) are
required to be filed with the application or within such time as
may be set by the Office.

{OMB Control No, 0651-0011]

43 FR 20462, May 11, 1978; paras. (a) & (d), 47 FR 41275, Sept.
17, 1982, effective Oct. 1, 1982; para. (c), 48 FR 2709, Jan. 20, 1983,
effective Feb. 27, 1983; par. (d), 49 FR 554, Jan. 4, 1984, effective Apr.
1, 1984]

§ 1.53 Serial number, filing date, and completion of
application.

(a) Any application for a patent received in the Patent and
Trademark Office will be assigned a serial number for identifi-
cation purposes.

(b) The filing date of an application for patent is the date on
which: (1) a specification containing a description pursuant to
§ 1.71 and at least one claim pursuant io § 1.75; and (2) any
drawing required by § 1.81(a), are filed in the Patent and
Trademark Office inthe name of the actual inventor orinventors
asrequired by § 1.41. No new matter may be introduced into an
application after its filing date (§ 1.118).

(c) If any application is filed without the specification or
drawing required by paragraph (b) of this section, applicant will
be sonotified and givenatime period within which to submit the
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omitted specification or drawing in order to obtain a filing date
as of the date of filing of such submission. If the omission is not
corrected within the time period set, the application will be
returned or otherwise disposed of; the fee, if submitted, will be
refunded less a $15.00 handling fee.

(d) If an application which has been accorded a filing date
pursuant to paragraph (b) of this section does not include the
appropriate filing fee or an oath or declaration by the applicant,
applicant will be so notified, if a correspondence address has
been provided and given a period of time within which to file the
fee, oath, or declaration and to pay the surcharge as set forth in
§ 1.16(e) in order to prevent abandonment of the application. If
the required filing fee is not timely paid, or if the processing and
retention fee set forth in § 1.21(1) is not paid within one year of
the date of mailing of the notification required by this paragraph,
the application will be disposed of. No copies will be provided
or certified by the Office of an application which has been
disposed of or in which neither the required basic filing fee nor
the processing and retention fee has been paid. The notification
pursuant to this paragraph may be made simultaneously with
any notification pursuant to paragraph (c) of this section, If no
correspondence address is included in the application, applicant
has two months from the filing date to file the fee, oath or
declaration and to pay the surcharge as set forth in § 1.16(e) in
order to prevent abandonment of the application or one year
from the filing date to pay the processing and retention fee set
forth in § 1.21(l) to prevent disposal of the application.

(e) An application for a patent will not be placed upon the
files for examination until all its required parts, complying with
therulesrelating thereto, are received, except that certain minor
informalities may be waived subject to subsequent correction
whenever required.

() The filing date of an international application designating
the United States of America shall be treated as the filing date
in the United States of Americaunder PCT Article 11(3), except
as provided in 35 U.S.C. 102(e).

{48 FR 2709, Jan. 20, 1983, effective Feb, 27, 1983; paras. (b) &
(d), 49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984; para. (c), 50 FR
31826, Aug. 6, 1985, effective Oct. 5, 1985]

§ 1.54 Parts of application to be filed together; filing
receipt.

(@) Itis desirable that all parts of the complete application be
deposited in the Office together; otherwise a letter must accom-
pany each part, accurately and clearly connecting it with the
other parts of the application. Sce § 1.53 with regard to comple-
tion of an application.

(b) Applicant will be informed of the application serial num-
ber and filing date by a filing receipt.

{48 FR 2710, Jan. 20, 1983, cffective Feb. 27, 1983]

§ 1.55 Claim for foreign priority.

(a) An applicant may claim the benefit of the filing date of
a prior foreign application under the conditions specified in 35
U.S.C. 119 and 172. The claim to priority need be in no special
form and may be made by the attorney or agent if the forcign
applicationisreferred toin the oath or declaration as required by
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§ 1.63. The claim for priority and the certified copy of the
foreign application specified in the second paragraph of 35
U.S.C. 119 must be filed in the case of interference (§ 1.630);
when necessary to overcome the date of a reference relied upon
by the examiner; or when specifically required by the examiner;
and inall other cases they must be filed not fater than the date the
issue fee is paid. If the papers filed are not in the English
Ianguage, a translation need not be filed except in the three
particular instances specified in the preceding sentence, in
which event a sworn translation or a translation certified as
accurate by a sworn or official translator must be filed. If the
priority papers are submitted after the date the issue fee is paid,
they must be accompanied by a petition requesting their entry
and the fee set forth in § 1.173).

(b) An applicant may under certain circumstances claim
priority on the basis of an application for an inventor’s certifi-
cate in a country granting both inventor’s certificates and
patents. When an applicant wishes to claim the right of priority
as to a claim or claims of the application on the basis of an
application for an inventor’s certificate in such a country under
35U.5.C. 119, last paragraph (as amended July 28, 1972), the
applicant or his attorney or agent, when submitting a claim for
such right as specified in paragraph (a) of this section, shall
include an affidavitor declaration including a specific statement
that, upon an investigation, he or she has satisfied himself or
herself that to the best of his or her knowledge the applicant,
when filing his or her application for the inventor’s certificate,
had the option to file an application either for a patent or an
inventor’s certificate as to the subject matter of the identified
claim or claims forming the basis for the claim of priority.

{Para. (b), 48 FR 41275, Sept. 17, 1982, effective Oct. 1 1982; 48
FR 2710, Jan. 20, 1983, effective Feb. 27, 1983; par. (b), 49 FR 554,
Jan. 4, 1984, effective Apr. 1, 1984; para. (a), 49 FR 48416, Dec. 12,
1984, effctive Feb. 11, 1985]

$1.56 Duty of disclosure; fraud; striking or rejection
of applications.

(a) A duty of candor and good faith toward the Patent and
Trademark Office rests on the inventor, on each attorney or
agent who prepares or prosecutes the application and on every
other individual who is substantively involved in the prepara-
tion or prosecution of the application and who is associated with
the inventor, with the assignee or with anyone to whom there is
an obligation to assign the application. All such individuals
have a duty to disclose to the Office information they are aware
of which is material 10 the examination of the application. Such
information is material where there is a substantial likelihood
that a reasonable examiner would consider it important in
deciding whether to allow the application to issuc as a patent.
The duty is commensurate with the degree of involvementin the
preparation or prosecution of the application.

(b) Disclosures pursuant to this section must be accompa-
nied by acopy of each foreign patent document, non-patent pub-
lication, or other non-patent item of information in written form
which is being disclosed or by a statement that the copy is not
in the possession of the person making the disclosure and may
be made to the Office through an attorney or agent having re-

Rev. 7, Dec. 1987



§ 1.58

sponsibility for the preparation or prosecution of the application
or through an inventor who is acting in his or her own behalf.
Disclosure to such an attorney, agent, or inventor shall satisfy
the duty, with respect to the information disclosed, of any other
individiai. Such an attormey, agent or inventor has no duty to
transmit information which isnot material to the examinationos
the application.

(c) Any application may be stricken from the files if:

(1) An oath or declaration pursuant to § 1.63 is signed in
blank;

(2) An oath or declaration pursuant to § 1.63 is signed
without review thereof by the person making the oath or
declaration;

(3) An oath or declaration pursuant to § 1.63 is signed
without review of the specification, including the claims, as
required by § 1.63(b); or

(4) The application papers filed in the Office are altered
after the signing of an oath or declaration pursuant to § 1.63
referring to those application papers.

(dyNo patent will be granted on an application in connection
with which fraud on the Office was practiced orattempted or the
duty of disclosure was violated through bad faith or gross
negligence. The claims in an application shall be rejected if
upon examination pursuant to 35 U.S.C. 131 and 132, it is
established by clear and convincing evidence (1) that any fraud
was practiced or attempted on the Office in connection with the
application, or in connection with any previous application
upon which the application relies, or (2) that there was any
violation of the duty of disclosure through bad faith or gross
negligence in connection with the application, or in connection
with any previous application upon which the applicationrelies.

(e) The examination of an application for compliance with
paragraph (d) of this section will normally be delayed until such
time as (1) all other matters are resolved, or (2) appellant’s reply
brief pursuant to § 1.193(b) has been received and the applica-
tion is otherwise prepared for consideration by the Board of
Appeals, at which time the appeal will be suspended for exami-
nation pursuantto paragraph (d) of this section. The prosecution
of the application will be rcopened to the extent necessary to
conduct the examination pursuant to paragraph (d) of this
section including any appeal pursvant to § 1.191, If an appeal
has alrcady been filed based on arcjection on other grounds, any
further rejection under this section shall be treated in accordance
with § 1.193(c).

(f) Any member of the public may seek to have an applica-
tion stricken from the files pursuant to paragraph (c) of this
section by filing a timely petition to strike the application from
the files. Any such timely petition and any accompanying
papers will be entered in the application file if the petition and
accompanying papers (1) specifically identify the apnlication to
which the petition is dirccted, and (2) are cither served upon the
applicant in accordance with § 1.248, or filed with the Office in
duplicate in the event service is not possible. Any such petition
filed by anattorney or agent must be incompliance with § 10.18,

(g) A petition to strike an application from the files submit-
ted in accordance with the second sentence of paragraph () of
this section will be considered by the Office. An acknowledg-
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ment of the entry of such a petition in a reissue application file
will be sent to the member of the public filing the petition. A
member of the public filing such a petition in an application for
an original patent will notreceive any communications from the
Office relating to the petition, other than the return of a self-
addressed postcard which the member of the public may include
with the petition in order to receive an acknowledgement by the
Office that the petition has been received. The Office will
communicate with the applicant regarding any such petition
entered in the application file and may require the applicant to
respond to the Office or matters raised by the petition. The
active participation of the member of the public filing a petition
pursuant to paragraph (f) of this section ends with the filing of
the petition and no further submission on behalf of the petitioner
will be acknowledged or considered unless such submission
raises new issues which could not have been earlier presented,
and thereby constitutes a new petition.

(h) Any member of the public may seek to have the claims
in an application rejected pursuant to paragraph (d) of this
section by filing a timely protest in accordance with § 1.291.
Any such protest filed by an attorney or agent must be in
compliance with § 10.18.

(i) The Office may require applicant to supply information
pursuant to paragraph (a) of this section in order for the Office
to decide any issues relating to paragraphs (c) and (d) of this
section which are raised by a petition or a protest, or are
otherwise discovered by the Office.

(j) If any disclosure pursuant to this section does not include
acopy of each foreign patent document, non-patent publication,
or other non-patent item of informaticn in written form which is
being disclosed or a statement that a copy thercof is not in the
possession of the person making the disclosure, applicant will
be sonotified and givena period of time within which to file the
copy or a statement that a copy is not in the possession of the
person making the disclosure. The time period set may be
extended under § 1.136.

[OMB Control No. 0651-0011]

[42FR 5593, Jan. 28, 1977; paras. (d) & (¢) - (i),47 FR 21751, May
19, 1982, effective July 1, 1982; para. (c), 48 FR 2710, Jan. 20, 1983,
effective Feb. 27, 1983; paras. (b) & (j), 49 FR 554, Jan. 4, 1984,
effective Apr. 1, 1984; paras. (d) & (h), 50 FR 5171, Feb. 6, 1985,
effective Mar. 8, 1985}

§ 1.57 [Reserved)
[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.58 Chemical and mathematical formulas and
tables.

(a) The specification, including the claims, may contain
chemical and mathematical formulas, but shall not contain
drawings or flow diagrams. The description portion of the
specification may contain tables; claims may contain tables
either if necessary to conform to 35 U.S.C. 112 or if otherwise
found to be desirable.

(b) All tables and chemical and mathematical formulas in
the specification, including claims, and amendments thereto,
must be on paper which is flexible, strong, white, smooth,
nonshiny, and durable in order to permit usc as camera copy
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when printing any patent which may issue. A good grade of
tond paper is acceptable; watermarks should not be prominent.
India ink or its equivalent, or solid black typewriter, should be
used 1o secure perfectly black solid lines,

(c) To facilitate camera copying when printing, the width of
formulas and tables as presented should be limited normally to
5 inches (12.7 cm.) so that it may appear as a single column in
the printed patent. If it is not possible to limit the width of a
formula or table to 5 inches (12.7 cm.), it is permissible to
present the formula or table with a maximum width of 10 3/4
inches (27.23 cm.) and to place it sideways on the sheet. Type-
written characters used in such formulas and tables must be from
a block (nonscript) type font or lettering style having capital

letters which are at least 0.08 inch (2.1 mm.) high (e.g. elite .

type). Hand lettering miust be neat, ciean, and have a minimum
character heightof 0.08 inch (2.1 mm.). A spaccatleast 1/4 iich
(6.4 mm.) high should be provided between compiex formulas
and tables and the text. Tables should have the lines and columns
of data closely spaced to conserve space, consistent with high
degree of legibility.

[43 FR 20463, May 11, 1978)

§ 1.59 Papers of application with filing date not to
be returned.

Papers in an application which has received a filing date
pursuant to § 1.53 will notbe returned for any purpose whatever.
If applicants have not preserved copies of the papers, the Office
will furnish copies at the usual cost of any application in which
cither the required basic filing (ee (§ 1.16) or the processing and
retention fec (§ 1.21(1)) has been paid. See § 1.618 for return of
unauthorized and improper papers in interferences.

[48 FR2710,Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 554, Jan.
4, 1984, effective Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984,; 50 FR
23123, May 31, 1985, effective Feb. 11, 1985)

§ 1.60 Continuation or divisional application for
invention disclosed in a prior application.
(a) A continuation or divisional application (filed under the
conditions specified in 35 U.S.C. 120 or 121 and § 1.78(a)),
naming as inventors the same or less than all the inventors
named in a prior application and which discloses and claims
only subject matter disclosed in the prior application may be
filed as a scparate application before the patenting or abandon-
ment of or termination of proceedings on the prior application.
(b) An applicant may omitsigning of the oath or declaration
in a continuation or divisional application if (1) the prior appli-
cation was 2 complete application as set forth in § 1.51(a), (2)
applicant files a true copy of the prior complete application as
filed including the specification (including claims), drawings,
oath or declaration showing the signature or an indication it was
signed, and any amendments referred to in the oath or declara-
tion filed to complete the prior application, and (3) the inventors
named in the continuation or divisional application arc the same
or less than all the inventors named in the prior application, The
copy of the prior application must be accompanied by a state-
ment that the application papers filed are a true copy of the prior
application and that no amendments referred to in the oath or
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declaration filed to complete the prior application introduced
new matter therein, Such statement must be by the applicant or
applicant’s attorney or agent and must be a verified statement if
made by a person not registered to practice before the Patent and
Trademark Office. Only amendments reducing the number of
claims or adding a reference to the prior application (§ 1.78(a))
will be entered before calculating the filing fee and granting the
filing date. If the continuation or divisiona!l application is filed
by less than all the inventors named in the prior application a
statcment must accompany the application when filed request-
ing deletion of the names of the person or persons who are not
inventors of the invention being claimed in the continuation or
divisional application.

[OMB Control No. 0651-0011)

[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 554, Jan.
4, 1984, effective Apr. 1, 1984; 50 FR 9397, Mar. 7, 1985, effective
May 8, 1985]

§ 1.61 [Reserved]
(Editor’s note: Substance moved to § 1.494)
[52 FR 20046, May 28, 1987, effective July 1, 1987]

§ 1.62 File wrapper continuing procedure

(a) A continuation, continuation-in-part, or divisional appli-
cation, which uses the specification, drawings and oath or dec-
laration from a prior complete application (§ 1.51(a)) which is
to be abandoned, may be filed before the payment of the issuc
fee, abandonment of, or termination of proceedings on the prior
application, The filing date of an application filed under this
section is the date on which a request is filed for an application
under this section including identification of the Serial Number,
filing date, and applicant’s name of the prior complete applica-
tion. If the continuation, continuation-in-part, or divisional
application is filed by less than all the inventors named in the
prior application a statement must accompany the application
when filed requesting deletion of the names of the person or
persons who are not inventors of the invention being claimed in
the continuation, continuation-in-part, or divisional applica-
tion.

(b) The filing fec for a continuation, continuation-in-part, or
divisional application under this section is based on the number
of claimsremaining in the application after entry of any prelimi-
nary amendment and eniry of any amendments under § 1.116
unentered in the prior application which applicanthas requested
to be entered in the continuing application.

(¢) In the case of a continuation-in-part application which
addsand claims additional disclosure by amendment, an oath or
declaration as required by § 1.63 must also be filed. In those
situations where a new oath or declaration is required duc to
additional subject matter being claimed, additional inventors
may be named in the continuing application. In a continuation
or divisional application which discloses and claims only sub-
ject matter disclosed in a prior application, no additional oath or
declaration is required and the application must name as inven-
tors the same or less than all the inventors named in the prior
application,

(d) If an application which has been accorded a filing date
pursuant to paragraph (a) of this section does not include the
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appropriate basic filing fee pursuant to paragraph (b) of this
section, or an oath or declaration by the applicant in the case of
a continuation-in-part application pursuant to paragraph (c) of
this section, applicant will be so notified and given a period of
time within which to file the fee, oath, or declaration and to pay
the surcharge as set forth in § 1.16(e) in order to prevent
abandonment of the application. The notification pursuant to
this paragraph may be made simultaneously with any notifica-
tion of a defect pursuant to paragraph (a) of this section.

(e) Anapplication filed under this section will utilize the file
wrapper and contents of the prior application to constitute the
new continuation, continuation-in-part, or divisional applica-
tion but will be assigned a new application serial number.

(f) The filing of an application under this section will be
construed to include a waiver of secrecy by the applicant under
35 U.S.C. 122 to the extent that any member of the public who
is entitled under the provisions of 37 CFR 1.14 to access to, or
information concerning either the prior application or any
continuing application filed under the provisions of this section
may be given similar access to, or similar information concern-
ing, the other application(s) in the file wrapper.

(g) The filing of arequest for a continuing application under
this section will be considered to be a request to expressly
abandon the prior application as of the filing date granted the
continuing application.

(h) The applicant is urged to furnish the following informa-
tion relating to the prior and continuing applications to the best
of his or her ability:

(1) Title as originaily filed and as last amended;

(2) Name of applicant as originally filed and as last
amended;

(3) Current correspondence address of applicant;

(4) Identification of prior foreign application and any pri-
ority claim under 35 U.S.C. 119.

(5) The title of the invention and names of applicants to be
named in the continuing application,

(i) Envelopes containing only application papers and fees
for filing under this section should be marked “Box FWC”,

[OMB Control No. 0651-0011]

{47 FR 47244, Oct. 25, 1982, added effective Feb. 27, 1983; 48 FR
2710, Jan. 20, 1983, effective date Feb, 27, 1983; paras. (a) & (d), 49
FR 555, Jan. 4, 1984, effective Apr. 1, 1984; paras. (a), (¢) & (h), SOFR
9380, Mar. 7, 1985, cffective May 8, 1985]

OATH OR DECLARATION

§ 1.63 Oath or declaration. ‘

(a) An oath or declaration filed under § 1.51(a)(2) as a part
of an application must:

(1) Be executed in accordance with either § 1.66 or § 1.68;

(2) Identify the specification to which it is directed;

(3) Identify cach inventor and the residence and country of
citizenship of cach inventor; and

(4) State whether the inventor is a sole or joint inventor of
the invention claimed.

(b) In addition to mecting the requircments of paragraph (a),
the oathor declaration must state that the person making the oath
or declaration:
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(1) Has reviewed and understands the contents of the speci-
fication, including the claims, as amended by any amendment
specifically referred to in the oath or declaration;

(2) Believes the named inventor or inventors (o be the
original and first inventor or inveniors of the subject matter
which is claimed and for which a patent is sought; and

(3) Acknowledges the duty to disclose information which
is material to the examination of the application in accordance
with § 1.56(a).

(c) Inaddition to meeting the requirements of paragraphs (a)
and (b) of this section, the oath or declaration in any application
in which a claim for foreign priority is made pursuantto § 1.55
must identify the foreign application for patent or inventor’s
certificate on which priority is claimed, and any foreign appli-
cation having a filing date before that of the application on
which priority is claimed, by specifying the application number,
couniry, day, month and year of its filing.

(d) In any continuation-in-part application filed under the
conditions specified in 35 U.S.C. 120 which discloses and
claims subject matter in addition to that disclosed in the prior
copending application, the oath or declaration must also state
that the person making the oath or declaration acknowledges the
duty to disclose material information as defined in § 1.56(a)
which occurred between the filing date of the prior application
and the national or PCT international filing date of the continu-
ation-in-part application.

[OMB Control No. 0651-0011]

[48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983; 48 FR
4285, Jan. 31, 1983]

§ 1.64 Person making oath or declaration.

(a) The oath or declaration must be made by all of the actual
inventors except as provided for in §§ 1.42, 1.43, or 1.47.

(b) If the person making the oath or declaration is not the
inventor (§§ 1.42, 1.43, or 1.47), the oath or declaration shall
state the relationship of the person to the inventor and, upon
information and belief, the facts which the inventor is required
to state.,

[OMB Control No. 0651-0011]

[48 FR 2711, Jan. 20, 1983, added effective Feb, 27, 1983]

§ 1.66 Officers authorized to administer oaths.

(a) The oath or affirmation may be made before any person
within the United States authorized by law to administer oaths.
An oath made in a foreign country may be made before any
diplomatic or consular officer of the United States authorized to
administer oaths, or before any officer having an official seal
and authorized to administer oaths in the foreign country in
which the applicant may be, whose authority shall be proved by
a certificate of a diplomatic or consular officer of the United
States, or by an apostille of an official designated by a foreign
country which, by treaty or convention, accords like effect to
apostilles of designated officials in the United States. The oath
shall be attested in all cases in this and other countries, by the
proper official seal of the officer before whom the oath or
affirmation is made. Such oath or affirmation shall be valid as
to execution if it complies with the laws of the State or country
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where made. When the person before whom the oath or affirma-
tion is made in this country is not provided with a seal, his
official character shall be established by competent evidence, as
by a certificate from a clerk of a court of record or other proper
officer having a seal.

(b) When the oath is taken before an officer in a country
foreign to the United States, any accompanying application
papers, except the drawings, must be attached together with the
oath and aribbon passed oneor more times through all the sheets
of the application, except the drawings, and the ends of said
ribbon brought together under the seal before the latter is affixed
and impressed, oreach sheet must be impressed with the official
seal of the officer before whom the oath is taken. If the papers
as filed are not properly ribboned or each sheet impressed with
the seal, the case will be accepted for examination, but before it
is allowed, duplicate papers, prepared in compliance with the
foregoing sentence, must be filed.

[OMB Control No. 0651-0011]

[47 FR 41275, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.67 Supplemental oath or declaration.

(a) A supplemental oath or declaration meeting the require-
ments of § 1.63 may be required to be filed to correct any
deficiencies or inaccuracies present in an earlier filed oath or
declaration.

(b) A supplemental oath or declaration meeting the require-
ments of § 1.63 must be filed: (1) When aclaim is presented for
matter originally shown or described but not substantially
embraced in the statement or invention or claims originally
presented; and (2) When an oath or declaration submitted in
accordance with § 1.53(d) after the filing of the specification
and any required drawings specifically and improperly refers to
an amendment which includes new matter. No new matter may
be introduced into an application after its filing date even if a
supplemental oath or declaration is filed (§ 1.53(b); § 1.118).In
proper cases the oath or declaration here required may be made
on information and belief by an applicant other than inventor.,

[OMB Control No. 0651-0011}

[48 FR 2711, Jan. 20, 1983, cffective Feb, 27, 1983]

§ 1.68 Declaration in lieu of oath.

Any document to be filed in the Patent and Trademark
Office and which is required by any law, rule, orotherregulation
to be under oath may be subscribed to by a written declaration.
Such declaration may be used in licu of the oath otherwise
required, if, and only if, the declarant is on the same document,
warned that willful false statements and the like are punishable
by fine or imprisonment, or both (18 U.S.C. 1001) and may
jeopardize the validity of the application or any patent issuing
thereon, The declarant must set forth in the body of the declara-
tion that all statements made of the declarant’s own knowledge
are true and that all statements made on information and belief
are believed to be true.

[OMB Control No. 0651-0011]

[49 FR 48416, Dec. 12, 1984, effective Feb, 11, 1985]

§ 1.69 Foreign ianguage oaths and declarations.
(a) Whenever an individual making an oath or declaration
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cannot understand English, the oath or declaration mustbeina
language that such individual can understand and shall state that
such individual understands the content of any documents to
which the oath or declaration relates.

(b) Unless the text of any oath or declaration in a language
other than English is a form provided or approved by the Patent
and Trademark Office, it must be accompanied by a verified
English translation, except that in the case of an oath or decla-
ration filed under § 1.63 the translation may be filed in the Office
no later than two months from the date applicant is notified to
file the translation.

[OMB Control No. 0651-0011]

{42 FR 5594, Jan. 28, 1977; para. (b), 48 FR 2711, Jan. 20, 1983,
effective Feb, 27, 1983)

§ 1.70 {Reserved]
(Editor’s note: Substance moved to § 1.497)
{52 ER 20046, May 28, 1987, effective July 1, 1987]

SPECIFICATION

§ 1.71 Detailed description and specification of the
invention.

(a) The specification must include a written description of
the invention or discovery and of the manner and process of
making and using the same, and is required to be in such full,
clear, concise, and exact terms as to enable any person skilled in
the art or science to which the invention or discovery appertains,
or with which it is most nearly connected, to make and use the
same.

(b) The specification must set forth the precise invention for
which a patent is solicited, in such manner as to distinguish it
from other inventions and from what is old. It must describe
completely a specific embodiment of the process, machine,
manufacture, composition of matter or improvement invented,
and must explain the mode of operation or principle whenever
applicable. The best mode contemplated by the inventor of
carrying out his invention must be set forth,

(c) In the case of an improvement, the specification must
particularly point out the pait or parts of the process, machine,
manufacture, or composition of matter to which the improve-
ment relates, and the description should be confined to the
specific improvement and to such parts as necessarily cooperate
with it or as may be necessary to a complete understanding or
description of it.

§ 1.72 Title and abstract.

(a) The title of the invention, which should be as short and
specific as possible, should appear as a heading on the first page
of the specification, if it does not otherwise appear at the
beginning of the application.

(b) A brief abstract of the technical disclosure in the speci-
fication must be set forth on a separate sheet, preferably follow-
ing the claims under the heading “Abstract of the Disclosure”,
The purpose of the abstract is to enable the Patent and Trade-
mark Office and the public generally to determine quickly from
a cursory inspection the nature and gist of the technical disclo-
sure, The abstract shall not be used for interpreting the scope of
the claims,
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§ 1.73
(31 FR 12922, Oct. 4, 1966; 43 FR 20464, May 11, 1978}

§ 1.73 Summary of the invention,

A brief summary of the invention indicating its nature and
substance, which may include a siatement of the object of the
invention, should precede the detailed description. Such sum-
mary should, when set forth, be commensurate with the inven-
tion as claimed and any object recited should be that of the
invention as claimed.

§ 1.74 Reference to drawings.

When there are drawings, there shall be a brief description
of the several views of the drawings and the detailed description
of the invention shall refer to the different views by specifying
the numbers of the figures, and to the different parts by use of
reference letters or numerals (preferably the latter).

§ 1.75 Claim(s).

(a) The specification must conclude with a claim particu-
larly pointing out and distinctly claiming the subject matter
which the applicant regards as his invention or discovery.

(b) More than one claim may be presented provided they
differ substantially from each other and are not unduly multi-
plied.

(c) One or more claims may be presented in dependent form,
referring back to and further limiting another claim or claims in
the same application. Any dependent claim which refers to more
than one other claim (“multiple dependent claim”) shall refer to
such other claims in the alternative only. A multiple dependent
claim shall not serve as a basis for any other multiple dependent
claim, For fee calculation purposes under § 1.16, a multiple
dependent claim will be considered to be that number of claims
to which direct reference is made therein. For fee calculation
purposes, also, any claim depending from a multiple dependent
claim will be constdered to be that number of claims to which
direct reference is made in that multiple dependent claim. In
addition to the other filing fees, any original application which
is filed with, or is amended to include, multiple dependent
claims must have paid therein the fee set forth in § 1.16(d).
Claims in dependent form shall be construed to include all the
limitations of the claim incorporated by reference into the
dependent claim. A multip!~ #2pendent claim shall beconstrued
to incorporate by reference all the limitations of each of the
particular claims in relation to which it is being considered.

(d)(1) The claim or claims must conform to the invention as
set forth in the remainder of the specification and the terms and
phrases used in the claims must find clear support or antecedent
basis in the description so that the meaning of the terms in the
claims may be ascertainable by reference to the description.
(See § 1.58(a).)

(2)Sce §§ 1.141to0 1,146 astoclaiming differentinventions
in one application.

(e) Where the nature of the case admits, as in the case of an
improvement, any independent claim should contain in the
following order, (1) a preamble comprising a general descrip-
tion of all the elements or steps of the claimed combination
which are conventional or known, (2) a phrase such as “wherein
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the improvement comprises,” and (3) those elements, steps and/
or relationships which constitute that portion of the claimed
combination which the applicant considers as the new or im-
praved portion.

() If there are several claims, they shall be numbered con-
secutively in Arabic numerals.

(g) All dependent claims should be grouped together with
the claim or claims to which they refer to the extent possible.

{31 FR 12922, Oct. 4, 1966; 36 FR 12690, July 3, 1971; 37 FR
21995, Oct, 18, 1972; 43 FR 40185, Jan. 31, 1978; para. (c), 47 FR
41276, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.77 Arrangement of application elements.

The elements of the application should appear in the follow-
ing order:

(a) Title of the invention; or an introductory portion stating
the name, citizenship, and residence of the applicant, and the
title of the invention may be used.

(b) (Reserved).

(c) (1) Cross-reference to related applications, if any.

(2) Reference to a “microfiche appendix” if any. (See §
1.96(b)). The total number of microfiche and total number of
frames should be specified.

(d) Brief summary of the inveiition.

(e) Brief description of the several views of the drawing, if
there are drawings.

(f) Detailed description.

(g) Claim or claims.

(h) Abstract of the disclosure.

(i) Signed oath or declaration,

(j) Drawings.

[43 FR 20464, May 11, 1978; 46 FR 2612, Jan. 12, 1981; paras. (h)
& (i), 48 FR 2712, Jan. 20, 19883, effective Feb. 27, 1983]

§ 1.78 Claiming benefit of earlier filing date and
cross-references to other applications.

(a) An application may claim an invention disclosed in a
prior filed copending national application or international appli-
cation designating the United States of America. In order for an
application to claim the benefit of a prior copending national
application, the prior application must name as an inventor at
least one inventor named in the later filed application and
disclose the named inventor’s invention claimed in at least one
claim of the later filed application in the manner provided by the
first paragraph of 35 U.S.C. 112. In addition, the prior applica-
tion must be (1) complete as set forth in § 1.51, or (2) entitled to
afiling date as set forth in § 1,53(b) and include the basic filing
fee setforth in § 1.16; or (3) entitled to a filing date as set forth
in § 1.53(b) and have paid therein the processing and retention
fee set forth in § 1.21(1) within the time period set forth in §
1.53(d). Any application claiming the benefit of a prior filed
copending national or international application must contain or
be amended to contain in the first sentence of the specification
following the title a reference to such prior application, identi-
fying it by serial number and filing date or international appli-
cation number and international filing date and indicating the
relationship of the applications., Cross-references to other
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rclated applications may be made when appropriate. (See §
1.14(b).)

(b) Where two or more applications filed by the same appli-
cant contain conflicting claims, elimination of such claims from
all but one application may be required in the absence of good
and sufficient reason for their retention during pendency in
more than one application.

(c) Where two or more applications, or an application and a
patent naming different inventors and owned by the same party
contain conflicting claims, and there is no statement of record
indicating that the claimed inventions were commonly owned
or subject to an obligation of assignment to the same person at
the time the later invention was made, the assignee may be
called upon to state whether the claimed inventions were comi-
monly owned or subject to an obligation of assignment to the
same person at the time the later invention was made, and if not,
indicate which named inventor is the prior inventor. In addition
to making said statement, the assignee may also explain why an
interference should or should not be declared.

(d) Where an application claims an invention which is not
patentably distinct from an invention claimed in a commonly
owned patent with the same or a different inventive entity, a
double patenting rejection will be made in the application, An
obviousness-type double patenting rejection may be obviated
by filing a terminal disclaimer in accordance with § 1.321(b).

{36 FR 7312, Apr.17,1971;49 FR 555, Jan. 4, 1984; paras. (a), (c)
& (d), SO FR 9380, Mar. 7, 1985, effective May 8, 1985; S0 FR 11366,
Mar. 21, 1985}

§ 1.79 Reservation clauses not permitted.

A rescrvation for a future application of subject matter
disclosed but not claimed in a pending application will not be
permitted in the pending application, but an application disclos-
ing unclaimed subject matter may contain a reference to a later
filed application of the same applicant or owned by a common
assignee disclosing and claiming that subject matter,

THE DRAWING

§ 1.81 Drawings required.

(a) The applicant for a patentis required to furnish a drawing
of his invention where necessary for the understanding of the
subject matter sought to be patented; this drawing must be filed
with the application.

(b) Drawings may include illustrations which facilitate an
understanding of the invention (for example, flow sheets in
cases of processes, and diagrammatic views).

(c) Whenever the nature of the subject matter sought to be
patenied admits of illustration by a drawing without its being
necessary for the understanding of the subject matter and the
applicant has not furnished such a drawing, the examiner will
require its submission within a time period of not less than two
months from the date of the sending of a notice thereof.

(d) Drawings submitted after the filing date of the applica-
tion may not be used toovercome any insufficiency of the speci-
fication duc to lack of an enabling disclosure or otherwisc inade-
quate disclosure therein, or to supplement the original disclo-
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sure thereof for the purpose of interpretation of the scope of any
claim.
[43 FR 40185, jan. 31, 1978}

§ 1.83 Content of drawing.

(a) The drawing must show every feature of the invention
specified in the claims. However, conventional features dis-
closed in the description and claims, where their detailed illus-
tration is not cssential for a proper understanding of the inven-
tion, should be illustrated in the drawing in the form of a
graphical drawing symbol or a labeled representation (e.g. a
lzbelcd rectangular box).

(b) Whenthe invention consists of animprovementon anold
machine the drawing must when possible exhibit, in one ormore
views, the improved portion itself, disconnected from the old
structure, and alsc in another view, so much only of the old
structure as will suffice to show the connection of the invention
therewith.

(c) Where the drawings do not comply with therequirements
of paragraphs (a) and (b) of this section, the examiner shall
require such additional illustration within a time period of not
less than two months from the date of the sending of a notice
thereof. Such corrections are subject to the requirements of §
1.81(d).

[31 FR 12923, Oct. 4, 1966; 43 FR 4015, Jan. 31, 1978]

§ 1.84 Standards for drawings.

(a) Paper and ink. Drawings must be made upon paper which
is flexible, strong, white, smooth, nonshiny and durable. Two-
ply or threc-ply bristol board is preferred. The surface of the
paper should be calendered and of a quality which will permit
erasureand correction with India ink. Indiaink, oritsequivalent
inquality, is preferred for pen drawings to secure perfectly black
solid lines. The use of white pigment to cover lines is not
normally acceptable.

(b) Size of sheet and margins. The size of the sheets on which
drawings arc made may cither be exactly 8 1/2 by 14 inches
(21.6 by 35.6 cm.) or cxactly 21.0 by 29.7 cm. (DIN size A4).
All drawing shects in a particular application must be the same
size. One of the shorter sides of the sheet is regarded as its top.

(1)On 8 1/2 by 14 inch drawing sheets, the drawing must
include a top margin of 2 inches (5.1 cm.) and bottom and side
margins of 1/4 inch (6.4 mm.) from the edges, thereby leaving
a“‘sight” preciscly 8 by 11 3/4 inches (20.3 by 29.8 cm.). Margin
border lines are not permitted. All work must be included within
the “sight”. The shects may be provided with two 1/4 inch (6.4
mm.)diameter holes having their centerlines spaced 11/16 inch
(17.5mm.) below the top edge and 2 3/4 inches (7.0 cm.) apart,
said holes being cqually spaced from the respective side edges.

(2) On 21.0 by 29.7 cm. drawing sheets, the drawing must
include a top margin of at lcast 2.5 cm., a left side margin of 2.5
cm., a right side margin of 1.5 cm., and a bottom margin of 1.0
cm. Margin border lines arc not permitted. All work must be
contained within a sight size not to exceed 17 by 26.2 cm,

(c) Character of lines. All drawings must be made with
drafting instruments or by a process which will give them
satisfactory reproduction characteristics. Every line and letter
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must be durable, black, sufficiently dense ang dark, uniformly
thick and well defined; the weight of all lines and letters must be
heavy enough to permit adequate reproduction. This direction
applies to all lines however fine, to shading, and to lines
representing cut surfaces in sectional views. All lines must be
clean, sharp, and solid. Fine or crowded lines should be avoided.
Solid black should not be used for sectional or surface shading,
Frechand work should be avoided wherever it is possible to do
SO.

(d) Hatching and shading. (1) Hatching should be made by
oblique parallel lines spaced sufficiently apart to enable the
lines to be distingeished without difficulty,

(2) Heavy lines on the shade side of objects should prefera-
bly be used except where they tend to thicken the work and
obscure reference characters. The light should come from the
upper left-hand corner at an angle of 45°. Surface delineations
should preferably be shown by proper shading, which should be
open.

(e) Scale. The scale to which a drawing is made ought to be
large enough to show the mechanism without crowding when
the drawing is reduced in size to two-thirds in reproduction, and
views of portions of the mechanism on a larger scale should be
used when necessary to show details clearly; two or more sheets
should be used if one does not give sufficient room to accom-
plish this end, but the number of sheets should not be more than
is necessary.

(D) Reference characters. The different views should be con-
secutively numbered figures. Reference numerals (and letters,
but numerals are preferred) must be plain, legible and carefully
formed, and not be encircled. They should. If possible, measure
at least one-eighth of an inch (3.2 mm.) in height so that they
may bear reduction to one twenty-fourth of an inch (1.1 mm.);
and they may be slightly larger when there is sufficient room,
They should not be so placed in the close end complex parts of
the drawing as to interfere with a thorough comprehension of the
sameg, and thercfore should rarely cross or mingle with the lines.
When necessarily grouped around 2 certain part, they should be
placed at a little distance, at the closest point where there is
available space, and connected by lines with the parts to which
they refer. They should not be placed upon hatched or shaded
surfaces but when necessary, a blank space may be left in the
hatching or shading where the character occurs so that it shail
appear perfectly distinct and scparate from the work, The same
part of an invention appearing in more than one view of the
drawing must always be designated by the same character, and
the same character must never be used to designate different
parts, Reference signs not mentioned in the description shall not
appear in the drawing and vice versa.

(g) Symbols, legends. Graphical drawing symbols and other
labeled representations may be used for conventional elements
when appropriate, subject to approval by the Office. The
clements for which such symbols and labeled representations
arc used must be adequately identified in the specification,
While descriptive matter on drawings is not permitted, suitable
legends may be used, or may be required, in proper cases, as in
diagrammatic views and flowshcets or to show materials or
where labeled representations are employed to illustrate con-
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ventional elements. Arrows may be required, in proper cases, (0
show disection of movement. The lettering should be as large as,
or larger than, the rcference characters.

(h) [Reserved]

(i) Views. The drawing must contain as many figuresas may
be necessary to show the invention; the figures should be con-
secutively numbered if possible in the order in which they
appear. The figures may be plain, clevation, section, or prespec-
tive views, and detail views of portions or ¢lements, on a larger
scale if necessary, may also be used. Exploded views, with the
separated parts of the same figure embraced by a bracket, to
show the relationship or order of assembly of various parts are
permissible. When necessary, a view of a large machine or
device in its entirety may be broken and extended over several
sheets if there is no loss in facility of understanding the view.
Where figures on two or more sheets form in effect a single
complete figure, the figures on the several sheets should be so
arranged that the complete figure can be understood by laying
the drawing sheets adjacent to one another. The arrangement
should be such that no part of any of the figures appearing on the
various sheets are concealed and that the complete figure can be
understood eventhough spaces will occurin the complete figure
because of the margins on the drawing sheets. The plane upon
which a sectional view is taken should be indicated on the
general view by a broken line, the ends of which should be
designated by numerals corresponding to the figure number of
the sectional view and have arrows applied to indicate the
direction in which the view is taken. A moved position may be
shown by a broken line superimposed upon a suitable figure if
this can be done without crowding, otherwisc a separate figure
must be used for this purpose. Modified forms of construction
can only be shown in separate figures. Views should not be
connected by projection lines nor should center lines be used.

(j) Arrangement of views. All views on the same sheet
should stand in the same direction and, if possible, stand so that
they can be read with the sheet held in an upright position. If
views longer than the width of the sheet are necessary for the
clearest illustration of the invention, the sheet may be turned on
its side so that the top of the sheet with the appropriate top
margin is on the right-hand side. One figure must not be placed
upon another or within the outline of another.

(k) Figure for Official Gazette. The drawing should, as faras
possible, be so planned that one of the views will be suitable for
publication in the Official Gazette as the illustration of the
invention,

(1) Extraneous matter. Identifying indicia (such as the
attorney’s docket number, inventor’s name, number of sheets,
etc.) not to exceed 2 3/4 inches (7.0 cm.) in width may be placed
in a centered location between the side edges within three-
fourths inch (19.1 mm.) of the top edge. Authorized security
markings may be placed on the drawings provided they are
outside the illustrations and are removed when the material is
declassified. Other extrancous matter will not be permitted upon
the face of a drawing.

(m) Transmission of drawings. Drawings transmitted to the
Office should be sent flat, protected by asheet of heavy binder's
board, or may be rolled for transmission in a suitable mailing
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tube; but must never be folded. If received creased or miutilated,
new drawings will be required.

(See § 1,152 for design drawings, § 1.165 forplantdrawings,
and § 1.174 for reissue drawings.)

{24 FR 10332, Dec. 22, 1959; 31 FR 12923, Oct. 4, 1966; 36 FR
9775, May 28, 1971; 43 FR 20464, May 11, 1978;45 FR 73657, Nov.
6,1980]

§ 1.85 Informal drawings.

The requirement of § 1.84 relating to drawings will be
strictly enforced. A drawing notexecuted in conformity thereto,
if suitable forreproduction, may be admitted but in such case the
drawing must be corrected or a new one furnished, as required.

[47 FR 41276, Sept. 17, 1982, effective Oci. 1, 1982]

§ 1.88 Use of old drawings.

If the drawings of a new application are to be identical with
the drawings of a previous application of the applicant on file in
the Office, or with part of suchdrawings, the old drawings or any
sheets thereof may be used if the prior application is, or is about
to be, abandoned, or if the sheets to be used are cancelled in the
prior application. The new application must be accompanied by
aletter requesting the transfer of the drawings, which should be
completely identified.

MODELS, EXHIBITS, SPECIMENS

§ 1.91 Models not generally required as part of
application or patent.

Models were once required in all cases admitting a model,
as a part of the application, and these models became a part of
the record of the patent. Such models are no longer generally
required (the description of the invention in the specification,
and the drawings, must be sufficiently full and complete, and
capable of being understood, to disclose the invention without
the aid of a model), and will not be admitted unless specifically
called for.

§ 1.92 Model or exhibit may be required.

A model, working model, or other physical exhibit, may be
required if deemed necessary forany purpose on examination of
the application.

§ 1.93 Specimens.

When the invention relates to a composition of matter, the
applicant may be required to furnish specimens of the compo-
sition, or of its ingredients or intermediates, for the purpose of
inspection or experiment,

§ 1.94 Return of models, exhibits or specimens.
Models, exhibits, or specimens in applications which have
become abandoned,and alsoin other applicationson conclusion
of the prosecution, may be retumed to the applicant upon
demand and at his expense, unless it is deemed necessary that
they be preserved in the Office. Such physical exhibits in
contested cases may be returned to the parties at their expense.
If not claimed within a rcasonable time, they may be disposed
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of at the discretion of the Commissioner.

§ 1.95 Copies of exhibits.

Copies of models or other physical exhibits will not ordinar-
ily be furnished by the Office, and any model or exhibit in an
application or patent shall not be taken from the Office except
in the custody of an employee of the Office speciaily authorized
by the Commissioner.

§ 1.96 Submission of computer program listings.

Descriptions of the operation and general content of com-
puter program listings should appear in the description portion
of the specification. A computer program listing for the purpose
of these rules is defined as a print-out that lists in appropriate
sequence the instructions, routines, and other contents of a
program for a computer. The program listing may be either in
machine or machine-independent (object or source) language
which will cause a computer to perform a desired procedure or
task such as solve a problem, regulate the flow of work in a
computer, or conirol or monitor events. Computer program
listings may be submitted in patent applications in the following
forms:

(a) Material which will be printed in the patent. If the
computer program listing is contained on 10 printout pages or
less, it must be submitted either as drawings or as part of the
specification.

(1) Drawings. The listing may be submitted in the manner
and complying with the requirements for drawings as provided
in § 1,84, At least one figure numeral is required on each shect
of drawing,

(2) Specification. (i) The listing may be submitted as part
of the specification in accordance with the provisions of § 1.52,
at the end of the description but before the claims,

(ii) The listing may be submitted as part of the specifica-
tion in the form of computer printout sheets (commonly 14 by
11 inches in size) for use as “camera ready copy” when a patent
is subsequently printed. Such computer printout sheets must be
original copies from the computer with dark solid black letters
not less than 0.21 c¢m high, on white, unshaded and unlined
paper, the printing on each sheet must be limited to an arca 9
inches high by 13 inches wide, and the sheets should be
submitted in a protective cover. When printed in patents, such
computer printout shects will appearat the end of the description
but before the claims and will usually be reduced about 1/2 in
size with two printout sheets being printed as one patent speci-
fication page. Any amendments must be made by way of
submission of a substitute sheet if the copy is to be used for
camera ready copy.

(b) As an appendixwhich will not be printed. If acomputer
program listing printout is 11 or more pages long, applicants
may submit such listing in the form of microfiche, referred to in
the specification (see § 1.77(c)(2)). Such microfiche filed with
a patent application is to be referred to as a “microfiche appen-
dix.” The “microfiche appendix” will not be part of the printed
patent. Reference in the application to the “microfiche appen-
dix” should be made at the beginning of the specification at the
location indicated in § 1.77(c)(2). Any amendments thereto
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must be made by way of revised microfiche. All computer
program listings submitted on paper will be printed as part of the
patent.

(1} Availability of appendix. Such computer program
listings on microfiche will be available to the public for inspec-
tion, and paper or microfiche copies thereof will be separately
available for purchase, after a patent based on such an applica-
tion is granted or the application is otherwise made publicly
available.

(2) Submission requirements. Computer-generated infor-
mation submitted as an appendix to an application for patent
shall be in the form of microfiche in accordance with the
standards set forth in the following American National (ANSI)
or National Micrographics Association (NMA) Standards
(Note: As new editions of these standards are published, the
latest shall apply):

ANSI PH 1.28-1976-Specifications for Photographic Film

for Archivalrecords, Silver-Gelatin Type, onCellulose Ester

Base.

ANSI PH 1.41-1976 Specifications for Photographic Film

for Archival Records, Silver-Gelatin Type, on Polyester

Base.

NMA-MSI (1971) Quality Standards for Computer Output

Microfilm.

ANS1/NMA MS2 (1978) Format and Coding Standards for

Computer Output Microfilm.

NMA MS5 (ANSIPH 5.9-1975) Microfiche of Documents.

ANSI PH 2.19 (1959)-Diffuse Transmission Density.
except as modified or clarified below:

(i) Either Computer-Output-Microfilm (COM) output or
copies of photographed paper copy may be submitted. In the
former case, NMA standards MS1 and MS2 apply; in the latter
case, standard MSS5 applies.

(i) Film submitted shall be first generation (camera film)
negative appearing microfiche (with emulsion on the back side
of the film when viewed with the images right reading).

(iii) Reduction ratio of microfiche submitted should be
24:1 orasimilar ratio where variation from said ratio is required
in order to fit the documents into the image area of the micro-
fiche format used.

(iv) Film submitied shall have a ihickness of at least .005
inches (0.13 mm) and not more than .009 inches (0.23 mm) for
cither cellulosc acetate base or polyester base type.

(v) Both microfiche formats A1 (98 frames, 14 columns x
7 rows) and A3 (63 frames, 9 <olumns x 7 rows) which are
described in NMA standard Mis2 (Al is also described in MSS5)
are acceptable for use in preparation of microfiche submitted,

(vi) At least the left-most 1/3 (50 mm x 12 mm) of the
header or title area of cach microfiche submitted shall be clcar
or positive appearing so that the Patent and Trademark Office
can apply serial number and filing date thercto in an cye-
readable form. The middle portion of the header shallbe used by
applicant to apply an eye-readable application identification
such as the title and/or the first inventor’s name, The attorney’s
docket number may be included. The final right-hand portion of
the microfiche shall contain sequence information for the mi-
crofiche, such as 1 of 4, 2 of 4, ctc.
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(vii) Additional requirements which apply specifically to
microfiche of filmed paper copy:

(A) The first frame of cach microfiche submitied shall
contain a standard test target which contains five NBS Micro-
copy Resolution Test Charts (No. 1010A), one in the center and
one in each comner, Seg illustration on page 2 of NMA Recom-
mended Practice MS104, Inspection and Quality Control of
First Generation Silver Halide Microfilm, See also paragraph 7
of NMA-MSS5.

(B) The second frame of each microfiche submitted must
contain a fully descriptive title and the inventor’s name as filed.

(C) The pages or lines appearing on the microfiche
frames should be consecutively numbered.

(D) Pagination of the microfiche frames shall be from left
to right and from top to bottom.

(E) At a reduction of 24:1 resolution of the original
microfiim shall be at least 120 lines per mm (5.0 target) so that
reproduction copies may be expected tocomply with provisions
of paragraph 7.1.4 of NMA Standard MSS5.

(F) Background density of negative appearing camera
master microfiche of filmed paper documents shall be within the
range of 0.9 to 1.2 and line density should be no greater than
0.08. The density shall be visual diffuse density as measured
using the method described in ANSI Standard PH 2.19.

(G) An index, when included, should appear in the last
frame (lower right hand corner when data is right-reading) of
each microfiche. See NMA-MSS5, paragraph 6.6.

(viii) Microfiche generated by Computer Output Micro-
film (COM).

(A) Background density of negative-appearing COM-
generated camera master microfiche shall be within the range of
1.5 to 2.0 and line density should be no greater than 0.2. The
density shall be visual diffuse density as described in ANSI
PH2.19.

(B) The first frame of each microfiche submitted should
contain a resolution test frame in conformance with NMA
standard MS1.

(C) The second frame of each microfiche submitted must
contain a fully descriptive title and the inventor’s name as filed.

(D) The pages or lines appearing ou the microfiche
frames should be consecutively numbered.

(E) It is preferred that pagination of the microfiche
frames be from left to right and top to bottom but the alternative,
i.e., from top to bottom and from left to right, is also acceptable.

(F) An index, when included, should appear on the last
frame (lower right hand corner when data is right reading) of
cach microfiche.

(G) Amendment of microfiche must be made by way of
replacement microfiche,

{46 FR 2612, Jan. 12, 1981]

INFORMATION DISCLOSURE STATEMENT

§ 1.97 Filing of information disclosure statement,
(a) Asameans of complying with the duty of disclosure set

forth in § 1.56, applicants are encouraged to file an information

disclosure statement at the time of filing the application or
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within the later of three months after the filing date of the
application or two months after applicant receives the filing
receipt. If filed separately, the disclosure statement should, in
addition to the identification of the application, include the
Group Art Unit to which the application is assigned as indicated
on the filing receipt. The disclosure statement may either be
separate from the specification or may be incorporated therein.

(b) A disclosure statement filed in accordance with para-
graph (a) of this section shall not be construed as a representa-
tion that a search has been made or that no other material
information as defined in § 1.56(a) exists.

[OMB Control No. 0651-0011

[48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983]

§ 1.98 Content of information disclosure statement.

(a) Any disclosure statement filed under § 1.97 or § 1.99
shall include: (1) A listing of patents, publications or other in-
formation; and (2) A concise explanation of the relevance of
eachlisteditem. Thedisclosure statement shall be accompanied
by a copy of each listed patent or publication or other item of
information in written form or of at least the portions thereof
considered by the person filing the disclosure statement to be
pertinent. All United States patents listed should be identified
by their patent numbers, patent dates and names of the patentees.
Each foreign published application or patent should be cited by
identifying the country or office which issued it, the document
number and publication date indicated on the document. Each
printed publication should be identified by author (if any), title
of the publication, pages, date and place of publication.

(b) When two or more patents or publications considered
material are substantially identical, a copy of a representative
onc may be included in the statement and others merely listed.
A translation of the pertinent portions of foreign language pat-
ents or publications considercd material should be transmitted
if an existing translation is readily available to the applicant.

[OMB Control No. 0651-0011]}

[42 FR 5594, Jan. 28, 1977; para. (a) 48 FR 2712, Jan. 20, 1983,
effective date Feb, 27, 1983]

§1.99 Updating of information disclosure statement.

'If prior to issuance of a patent an applicant, pursuant to his
or her duty of disclosure under § 1.56, wishes to bring to the
attention of the Office additional patents, publications or other
information not previously submitted, the additional informa-
tion should be submitted to the Office with reasonable prompt-
ness. It may be included in a supplemental information disclo-
sure statement or may be incorporated into other communica-
tions to be considered by the ecxaminer, Any transmittal of
additional information shall be accompanicd by explanations of
relevance and by copies in accordance with the requirements of
§ 1.98.

[OMB Control No. 0651-0011]

[48 FR 2712, Jan. 20, 1983; cffective date Feb. 27, 1983]

EXAMINATION OF APPLICATIONS

§ 1,101 Order of examination.
(a) Applications filed in the Patent and Trademark Office and
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accepted as complete applications are assigned for examination
to the respective examining groups having the classes of inven-
tions to which the applications selate. Applications shall be
taken up for examination by the cxaminer to whom they have
been assigned in the order in which they have been filed except
for those applications in which examination has been advanced
pursuant to § 1.102 . See § 1.496 for order of examination of
Intemational applications in the national stage.

(b) Applications which have been acted upon by the exam-
iner, and which have been placed by the applicant in condition
for further action by the cxaminer (amended applications) shall
be taken up for action in such orderas shall be determined by the
Commissioner.

[29 FR 13470, Sept. 30, 1964; para. (a), 48 FR 2712, Jan. 20, 1983,
effective Feb. 27, 1983; para. (a), SO FR 9381, Mar. 7, 1985, effective
May 8, 1985; 52 FR 20046, May 28, 1987, effective July 1, 1987]

§ 1.102 Advancement of examination.

(a) Applications will not be advanced out of turn for exami-
nation or for further action except as provided by this part, or
upon order of the Commissioner to expedite the business of the
Office, or upon filing of a request under paragraph (b) of this
section or upon filing a petition under paragraphs (c) or (d) of
this section with a verified showing which, in the opinion of the
Commissioner, will justify so advancing it.

(b) Applications wherein the inventions are deemed of pe-
culiar importance to some branch of the public service and the
head of some department of the Government requests immedi-
ate action for that reason, may be advanced for examination.

(c) A petition to make an application special may be filed
without a fee if the basis for the petition is the applicant’s age or
health or that the invention will materially enhance the quality
of the environment or materially contribute to the development
or conservation of energy resources.

(d) A petition to make un application special on grounds
other than those referred to in paragraph (c) of this section must
be accompanied by the petition fee set forth in § 1.17(i).

[24 FR 10332, Dec. 22, 1959; paras. (a), (c) & (d). 47 FR 41276,
Sept. 17, 1982, effective Oct, 1, 1982}

§ 1.103 Suspension of action.

(a) Suspension of action by the Office will be granted for
good and sufficient cause and for a reasonable time specified
upon petition by the applicant and, if such cause is not the fault
of the Office, the payment of the fee set forth in § 1.17(i). Action
will not be suspended when a response by the applicant to an
Office action is required.

(b) If action by the Office on an application is suspended
when not requested by the applicant, the applicant shall be
notificd of the reasons therefor,

(c) Action by the examiner may be suspended by order of the
Commissioner in the case of applications owned by the United
States whenever publication of the invention by the granting of
a patent thercon might be detrimental to the public safety or
defense, at the request of the appropriate department or agency.

(d) Action on applications in which the Office has accepted
a request to publish a defensive publication will be suspended
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forthe entire pendency of these applications except for purposes
relating to patent interference proceedings under Subpart E.

[24 FR 10332, Dec. 22, 11959; 33 FR 5624, Apr. 11, 1968; paras.
(2) & (b), 47FR 41276, Sept. 17, 1982, effective Oct. 1, 1982; para. (d),
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; para. (d), S0 FR
9381, Mar, 7, 1985, effective May 8§, 1985]

§ 1.104 Nature of examination; examiner’s action.

(a) On taking up an application for examination or a patent in
a recxamination proceeding, the examiner shall make a thor-
ough study thercof and shall make a thorough investigation of
the available prior art relating to the subject matter of the
claimed invention. The examination shall be complete with
respect both to compliance of the application or patent under
reexamination with the applicable statutes and rules and io the
patentability of the invention as claimed, as well as with respect
to matters of form, unless otherwise indicated.

(b) The applicant, or in the case of areexamination proceed-
ing, both the patent owner and the requester, will be notified of
the examiner’s action. The reasons for any adverse action or any
objection or requirement will be stated and such information or
references will be given as may be usefulin aiding the applicant,
or in the case of a reexamination proceeding the patent owner,
to judge the propriety of continuing the prosecution.

(c) An international-type search will be made in all national
applications filed on and after June 1, 1978.

(d) Any national application may also have an international-
type scarch report prepared thereon at the time of the national
cxamination on the merits, upon specific written request there-
for and payment of the international-type search report fee. See
§ 1.21(c) for amount of fee for preparation of international-type
scarch report.

NOTE. — The Patent and Trademark Office does not require that
a formal report of an international-type search be prepared in order to
obtain a search fee refund in a later filed international application,

(e) Co-pending applications will be considered by the exam-
iner to be owned by, or subject to an obligation of assignment to,
the same person if (1) the application files refer to assignments
rccorded in the Patent and Trademark Office in accordance with
§ 1.331 which convey the entire rights in the applications to the
same person or organization: or (2) copies of unrecorded assign-
ments which convey the entire rights in the applications to the
same person or organization are filed in each of the applications;
or (3) an affidavit or declaration by the common owner is filed
which states that there is common ownership and siates facts
which explain why the affiant or declarant believes there is
common ownership; or (4) other evidence is submitted which
cstablishes common ownership of the applications. In ¢ircum-
stances where the common owner is a corporation or other
organization an affidavit or declaration may be signed by an
official of the corporation or organization empowered Lo act on
behalf of the corporation or organization.

{43 FR 20465, May 11, 1978; 46 FR 29182, May 29, 1981; para.
(d), 47 FR 41276, Sept. 17, 1982, effective date Oct, 1, 1982; para. (e),
50 FR 9381, Mar. 7, 1985, cffective May 8, 1985]

§ 1.105 Completeness of examiner’s action,
The examiner’s action will be complete as to all matters,
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except that in appropriale circumstances, such as misjoinder of
invention, fundamental defects in the application, and the like,
the action of the exarciner may be limited to such matters before
further action is made. However, matters of form need not be
raised by the examiner until a claim is found allowable.

§ 1.106 Rejection of claims.

(a) If the invention is not considerad patentable, or not con-
sidered patentable as claimed, the claims, or those considered
unpatentable will be rejected.

(b) Inrejecting claims for want of novelty or for obvious-
ness, the examiner mustcite the bestreferences athis command.
When a reference is complex or shows or describes inventions
other than thatclaimed by the applicant, the particular partrelied
on must be designated as nearly as practicable. The pertinence
of each reference, if not apparent, must be clearly explaired and
each rejected claim specified.

(¢) In rejecting claims the examiner may rely upon admis-
sions by the applicant, or the patent owner in a reexamination
proceeding, as to any matter affecting patentability and, insofar
as rejections in applications are concemed, may also rely upon
facts within his or her knowledge pursuant to § 1.107.

(d) Subject matter which is developed by another person
which qualifies as prior art only under 35 U.S.C. 102(f) or (g)
may be used as prior art under 35 U.S.C. 103 against a claimed
invention unless the entire rights 10 the subject matter and the
claimed invention were commonly owned by the same person
or organization or subject to an obligation of assignment to the
same person or organization at the time the claimed invention
was made.,

(e) The claims in any original application naming an
inventor will be rejected as being precluded by a waiver in a
published statutory invention registration naming that inventor
if the same subject matter is claimed in the application and the
statutory invention registration. The claims in any reissue appli-
cation naming an inventor will be rejected as being precluded by
a waiver in a published statutory invention registration naming
that inventor if the reissue application secks to claim subject
matter (1) which was not covered by claims issued in the patent
prior to the date of publication of the statutory invention
registration and (2) which was the same subject matter waived
in the statutory invention registration.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; para.
(c) added, 47 FR 21752, May 19, 1982, effective July 1, 1982; paras.
(d) & (c), 50 FR 9381, Mar, 7, 1985, effective May 8, 1985]

§ 1,107 Citation of references.

(a) If domestic patents are cited by the examiner, their
numbers and dates, and the names of the patentees, and the
classes of inventions must be stated. If foreign published appli-
cationsor patents arc cited, their nationality or country, numi.ers
and dates, and the names of the patentees must be stated, and
such other data must be furnished as may be necessary to enable
the applicant, or in the case of a reexamination procecding, the
patent owner, o identify the published applications or patents
cited. In citing forcign published applications or patents, in case
only a part of the document is involved, the particular pages and
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sheets containing the parts relied upon must be identified. If
printed publications are cited, the author (if any), title, date,
pages or plates, and place of publication, or place where a copy
can be found, shall be given.

(b) When a rejection in an application is based on facts
within the personal knowledge of an employee of the Office, the
data shall be as specific as possible, and the reference must be
supported, when called for by the applicant, by the affidavit of
such employee, and such affidavit shall be subject to contradic-
tion or explanation by the affidavits of the applicant and other
persons.

[46 FR 29182, May 29, 1981]

§ 1.108 Abandoned applications not cited.
Abandoned applications as such will not be cited as refer-
ences except those which have been opened to inspection by the
public following a defensive publication.
[50 FR 9381, Mar. 7, 1985, effective May 8, 1985]

§ 1.109 Reasons for allowance.

If the examiner believes that the record of the prosecution as
a whole does not make clear his or her reasons for allowing a
claim or claims, the examiner may set forth such reasoning, The
reasons shall be incorporated into an Office action rejecting
other claims of the application or patent under reexamination or
be the subject of a separate communication to the applicant or
patent owner. The applicant or patent owner may file a state-
mentcommenting on the reasons for allowance within suchtime
as may be specitied by the examiner. Failure to file such a
statement shall not give rise toany implication thatthe applicant
or patent owner ageees with or acquiesces in the reasoning of the
examiner,

{46 FR 29182, May 29, 1981]

§ 1.110 Inventorship and date of invention of the
subject matter of individual claims,

When more than one inventor is named in an application or
patent, the Patent and Trademark Office, when necessary for
purposes of an Office proceeding, may require an applicant,
patentee, or owner to identify the inventive entity of the subject
matter of cach claim in the application or patent. Where appro-
priate, the invention dates of the subject matter of each claim and
the ownership of the subject matter on the date of invention may
be required of the applicant, patentce or owner, Sce also §§
1.78(c) and (d).

[OME Control No. 0651-0018)

[50 FR 9381, Mar. 7, 1985, effective date May 8, 1985]

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

§ 1.111. Reply by applicant or patent owner,

(@) After the Office action, if adverse in any respect, the
applicant or patent owner, if he or she persists in his or her
application for apatentorreexamination proceeding, mustreply
thereto and may request reconsideration or furtherexamination,
with or without amendment,
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§ 1.113

() In order to be entitled to reconsideration or further ex-
amination, the applicant or patent owner must make request
therefor in writing. The reply by the applicant or patent owner
must distinctly and specifically point out the supposed errors in
the examiner's action and must respond to every ground of ob-
jectionand rejection in the prior Officeaction, If the reply is with
respect to an application, a request may be made that objections
or requirements as to form not necessary to further considera-
tion of the claims be held in abeyance until allowable subject
matter isindicated. The applicant’s or patent owner’s reply must
appear throughout o be a bona fide attempt to advance the case
to final action, A gencral allegation that the claims define a
patentable invention without specifically pointing out how the
language of the claims patentably distinguishes them from the
references does not comply with the requirements of this sec-
tion.

(c) In amending in response to a rejection of claims in an
application or patent undergoing reexamination, the applicant
or pateiit owner must clearly point out the patentable .uvelty
which he or she thinks the claims present in view of the state of
the art disclosed by the references cited or the objections made.
He or she must also show how the amendments avoid such
references or objections. (Sce §§ 1.135 and 1.136 for time for
reply.)

[46 FR 29182, May 29, 1981]

§ 1.112 Reconsideration.

After response by applicant or patent owner (§ 1.111), the
application or patent under reexamination will be reconsidered
and again examined. The applicant or patent owner will be
notified if claims are rejected, or objections or requirements
made, in the same manner as after the first examination. Appli-
cant or patent owner may respond to such Office action in the
same manner provided in § 1,111, with or without amendment,
Any amendments after the second Offiice action must ordinarily
be restricted to the rejection or to the objections or requirements
made. The application or patent under reexamination will be
again considered, and so on repeatedly, unless the examiner has
indicated that the action is final.

[46 FR 29182, May 29, 1981}

§ 1.113 Final rejection or action,

(a) On the second or any subsequentexamination or consid-
eration the rejection or other action may be made final, where-
upon applicant’s or patent owner’s response is limited to appeal
in the case of rejection of any claim (§ 1.191), or to amendment
as specificd in § 1.116. Petition may be taken to the Commis-
sioner in the casc of objections or requirements not involved in
therejectionof any claim (§ 1.181). Response to afinal rejection
or action must include cancellation of, or appeal from the
rejection of, each rejected claim. If any claim stands allowed,
the response to a final rejection or action must comply with any
requirements or objections to form,

(b) inmaking such final rejection, the examiner shall repeat
or state all grounds of rejection then considered applicable to the
claims in the case, clcarly stating the reasons therefor,

{24 FR 10332, Dec. 22, 1939; 46 FR 29182, May 29, 1981}
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§ 1.115
AMENDMENTS

§ 1.115 Amendment,

The applicant may amend before or after the first examina-
tion and action and also after the second or subsequent exami-
nation or reconsideration as specified in § 1.112 or when and as
specifically required by the examiner. The patent owner may
amend in accordance with §§ 1.510(e) and 1.530(b) prior to
rcexamination, and during reexamination proceedings in accor-
dance with §§ 1.112 and 1.116.

{46 FR 29183, May 29, 1981]

§ 1.116 Amendments after final action.

(a) After final rejection or action (§ 1.113) amendments may
be made cancelling claims or complying with any requirement
of form which has been made. Amendments presenting rejected
claims in better form for consideration on appeal may be
admitted. The admission of, or refusal to admit, any amendment
after final rejection, and any proceedings relative thereto, shall
notoperate torelicve the application or patent under recxamina-
tion from its condition as subject to appeal or to save the
application from abandonment under § 1.135.

(b) If amendments ouching the merits of the application or
patentunder recxamination are presented after final rejection, or
after appeal has been taken, or when such amendment might not
otherwise be proper, they may be admitted upon a showing of
good and sufficient reasons why they are necessary and were not
carlier presented.

(c) No amendment can be made as a matter of right in
appealed cases. After decision on appeal, amendments can only
be made as provided in § 1.198, or to carry into effect a
rccommendation under § 1,196,

(24 FR 10332, Dec. 22, 1959; 46 FR 29183, May 29, 1981]

§ 1.117 Amendment and revision required.

The specification, claims and drawings must be amended
and revised when required, to correct inaccuracics of descrip-
tion and definition or unnccessary prolixity, and to seccure cor-
respondence between the claims, the specificationand the draw-
ing.

§1.118 Amendment of disclosure.

(a) No amendment shall introduce new matter into the dis-
closurc of an application after the filing date of the application
(§ 1.53(b)). All amendments to the specification, including the
claims, and the drawings filed after the filing date of the
application must conform to at least one of them as it was at the
time of the filing of the application. Matter not found in cither,
involving a departure from or an addition to the original disclo-
sure, cannot be added to the application after its filing date cven
though supported by an oath or declaration in accordance with
§ 1.63 or § 1,67 filed afier the filing date of the application,

(b) If itisdetermined that an amendment filed after the filing
date of the application introduces new matter, claims containing
new matter will be rejected and deletion of the new matter in the
specification and drawings will be required even if the amend-
ment is accompaniced by an oath or declaration in accordance
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with § 1.63 or § 1.67.
[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983

§ 1.119 Amendmeont of claims.

The claims may be amended by canceling particular claims,
by presenting new claims, or by rewriting particular claims as
indicated in § 1.121. The requircments of § 1.111 must be
complied with by pointing out the specific distinctions believed
to render the claims patentable over the references in presenting
arguments in support of new claims and amendments,

{32 FR 13583, Sept. 28, 1967]

§ 1.121 Manner of making amendments,

(a) Erasures, additions, insertions, or alterations of the
Office file of papers and records must not be physically entered
by the applicant. Amendments (o the application (excluding the
claims) arc made by filing a paper (which should conform o §
1.52), directing or requesting that specified amendments be
made. The exact word or words 10 be stricken out or inserted by
said amendment must be specificd and the precise point indi-
cated where the deletion or insertion is to be made.

(b) Except as otherwisc provided herein, a particular claim
may be amended only by directions to cancel or by rewriting
such claim with underlining below the word or words added and
brackets around the word or words deleied. The rewriting of a
claim in this form will be construed as dirccting the cancellation
of the original claim; however, the original claim number
followed by the parcnthetical word “amended” must be used for
the rewritten claim, If a previously rewritten claim is rewrittcen,
underlining and bracketing will be applicd in reference to the
previously rewritten claim with the parenthetical expression
“twice amended,” “three times amended,” ctc., following the
original claim number,

(c) A particular claim may be amended in the manner indi-
cated for the application in paragraph (a) of this scction to the
extentof corrections in spelling, punctuation, and typograghical
errors, Additional amendments in this manner will be admitted
provided the changes are limited to (1) deictions and/or (2) the
addition of no more than five words in any one claim. Any
amendment submitted with instructions 10 amend particular
claims but failing o conform to the provisions of paragraphs (b)
and (c) of this scction may be considered nonresponsive and
trcated accordingly.

(d) Where underlining or brackets arc intended to appear in
the printed patent or are properly part of the claimed material
and not intended as symbolic of changes in the pariicular claim,
amendment by rewriting in accordance with paragraph (b) of
this section shall be prohibited.

(¢) In reissue applications, both the descriptive portion and
the claims arc 10 be amended by cither (1) submitling a copy of
a portion of the description or an entire claim with all matter to
bedeleted from the patent being placed between brackets and all
matter to be added to the patent being underlined, or (2)
indicating the exact word or words to be stricken out or inseried
and the precise point where the deletion or insertion is (0 be
made. Any word or words to be inserted must be underlined. See
§ 1173,
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() Proposed amendments presented in patents involved in
reexamination procecdings must be presented in the form of a
full copy of the iext of: (1) Each claim which is amended and (2)
cach paragraph of the description which is amended, Matter
deleted from the patent shall be placed between brackets and
matter added shall be underlined. Copies of the printed claims
from the patent may be used with any additions being indicated
by carets and deleted material being placed between brackets.
Claims must not be renumbered and the numbering of the claims
added for reexamination must follow the number of the highest
numbered patent claim. No amendment may enlarge the scope
of the claims of the patent. No new matter may be introduced
into the patent.

[32 FR 13583, Sept. 28, 1967; 46 FR 29183, May 29, 1981; para.
(), 49 FR 555, Jan. 4, 1984, cffective Apr. 1, 1984]

§ 1.122 Entry and consideration of amendments.

(a) Amendments are “entered” by the Office by making the
proposed deletions by drawinga line inred ink through the word
or words cancelled, and by making the proposed substitutions or
insertions in red ink, small insertions being written in at the
designated place and large insertions being indicated by refer-
ence.

(b) Ordinarily all amendments presented in a paper filed
while the application is open toamendment are entered and con-
sidered, subsequent cancellation or correction being required of
improper amendments,  Untimely amendment papers may be
refused entry and consideration in whole or in part. For amend-
ments presented during an interference see § 1.664.

[24 FR 10332, Dec. 22, 1959; para. (b), 49 FR 48416, Dec. 12,
1984, effective Feb, 11, 1985]

$ 1.123 Amendments to the drawing.

No change in the drawing may be made except by permis-
sion of the Office. Permissible changes in the construction
shown in any drawing may be made only by bonded draftsmen,
at applicant’s expense, or by the submission of substitute
drawings by applicant. A sketch in permanent ink showing
proposed changes, to become part of the record, must be filed for

approval by the examiner and should be a separate paper.
{48FR 2712, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 555, Jan,
4, 1984, cffective Apr. 1, 1984}

§ 1.124 Amendment of amendments.

When an amendatory clause is to be amended, it should be
wholly rewritten and the original insertion canceled, so that no
interlincations or deletions shall appear in the clause as finally
presented. Matter canceled by amendment can be reinstated
only by a subsequent amendment presenting the canceled mat-
ter as a new insertion,

§ 1.125 Substitute specification.

If the number or nature of the amendments shall render it
difficultto consider the case, ortoarrange the papers for printing
or copying, the examiner may require the entire specification,
including the claims, or any part thercof, to be rewritten, A
substitute specification may not be accepted unless it has been
required by the examiner or unless it is clear to the exaininer that
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acceptance of a substitute specification would facilitate proc-
essing of the application. Any substitute specification filed must
be accompanied by a siatement that the substitute specification
includes no new matter. Such statement must be a verificd
statement if made by a person not registered to practice before
the Office.

[4R FR 2712, Jan. 20, 1983, effective Feb. 27, 1983}

§ 1.126 Numbering of claims.

The original numbering of the claims must be preserved
throughout the prosecution. When claims are canceled, the
remaining claims must not be renumbered. When claims are
added, except when presented in accordance with § 1.121(b),
they must be numbered by the applicant consecutively begin-
ning with the number next following the highest numbered
claim previously presented (whether entered or not). When the
application is ready for allowance, the examiner, if necessary,
will renumber the claims consecutively in the order in which
they appear or in such order as may have been requested by
applicant.

[32 FR 13583, Sept. 28, 1967]

§ 1.127 Petition from refusal to admit amendment,

From therefusal of the primary examiner toadmitanamend-
ment, in whole or inpart, a petition will lie to the Commissioner
under § 1.181,

AFFIDAVITS OVERCOMING REJECTIONS

§ 1.131 Affidavit or declaration of prior invention to
overcome cited patent or publication,

(a) When any claim of an application or a patent under reex-
amination is rcjected on reference to a domestic patent which
substantiaily shows or describes but does not claim the rejected
invention, or on reference to a foreign patent or to a printed
publication, and thic inventor of the subject matter of the rejected
claim, the owner of the patent under reexamination, or the
person qualified under §§ 1.42, 1.43 or 1.47, shall make oath or
declaration as to facts showing a completion of the invention in
thiscountry before the filing datc of the applicationon which the
domestic patent issued, or before the date of the forcign patent,
or before the date of the printed publication, then the patent or
publication cited shall notbar the grantof a patent to the inventor
or the confirmation of the patentability of the claims of the
patent, unless the date of such patent or printed publication is
more than one year prior to the date on which the inventor’s or
patent owners application was filed in this country.

(b) The showing of facts shall be such, in character and
weight, as to establish reduction to practice prior to the cffective
date of the reference, or conception of the invention prior to the
effective date of the reference coupled with due diligence from
said date to a subsequent reduction to practice or to the filing of
the application, Original exhibits of drawings or records, or pho-
tocopies thereof, must accompany and form part of the affidavit
or declaration or their absence satisfactorily explained.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969;
para.(a), 48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983; para. (a),
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50 FR 9381, Mar. 7, 1985, effective May 8, 1985; 50 FR 11366, Mar.
21, 1985]

§ 1.132 Affidavits or declarations traversing
grounds of rejection,

When any claim of an application or a patent under reexami-
nation is rejected on reference to a domestic patent which sub-
stantially shows or describes but does not claim the invention,
oronreference to a foreign patent, or to a printed publication, or
to facts within the personal knowledge of an employee of the
Office, or when rejected upon a mode or capability of operation
attributed to areference, or because the alleged invention is held
tobe inoperative or lacking in utility, or frivolous or injurious to
public health or morals, affidavits or declarations traversing
these references or objections may be received.

[48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983]

INTERVIEWS

§ 1.133 Interviews.

(a) Interviews with examiners concerning applications and
other matters pending before the Office must be had in the
examiners’ rooms at such times, within office hours, as the
respective examiners may designate. Interviews will not be
permitted at any other time or place without the authority of the
Commissioner. Interviews for the discussion of the patentabil-
ity of pending applications will not be had before the first
official action thereon. Interviews should be arranged for in
advance,

(b) In every instance where reconsideration is requested in
view of an interview with an examiner, a complete written
statement of the reasons presented at the interview as warranting
favorable action must be filed by the applicant. An interview
doces not remove the necessity for response to Office actions as
specified in §§ 1.111, 1,135,

TIME FOR RESPONSE BY APPLICANT;
ABANDONMENT OF APPLICATION

§ 1.134 Time period for response to an Office action.
An Office action will notify the applicant of any non-
statutory or shortened statutory time period set for response to
an Office action. Unless the applicant is notified in writing that
response is required in less than six months, a maximum period
of six months is allowed.
[47 FR 41276, Sept. 17, 1982, effective Oct, 1, 1982

§ 1.135 Abandonment for failure to repond within
time limit,

(@) If an applicant of a patent application fails to respond
within the time period provided under §§ 1.134 and 1.136, the
application will become abandoncd unless an Office action
indicates otherwise.

(b) Prosecution of an application to save it from abandon-
ment pursuant to paragraph (a) of this section must include such
complete and proper action as the condition of the case may
require, The admission of an amendment not responsive to the

Rev. 7, Dec. 1987

MANUAL OF PATENT EXAMINING PROCEDURE

last Office action, or refusal to admit the same, and any proceed-
ings relative thereto, shall not operate to save the application
from abandonment.

(c) When action by the applicant is a bona fide attempt 10
respond and to advance the case to final action, and is substan-
tially acomplete response to the Office action, but consideration
of some matter or compliance with some requirement has been
inadvertently omitted, opportunity to explain and supply the
omission may be given before the question of abandonment is
considered.

{paras. (a), (b) & (c), 47 FR 41276, Sept. 17, 1982, effective Oct.
1, 1982; para. (d) deleted, 49 FR 555, Jan. 4, 1984, effective Apr. 1,
1984]

§ 1.136 Filing of timely responses with petition and
fee for extension of time and extensions of
time for cause.

(a) If an applicant is required to respond within a non-
statutory or shortened statutory time period, applicant may
respond up to four months after the time period set if a petition
for an extension of time and the fee set in § 1.17 are filed prior
toor withthe response, unless (1) applicant is notified otherwise
in an Office action or (2) the application is involved in an
interference declared pursuant to § 1.611. The date on which the
response, the petition, and the fee have been filed is the date of
the response and also the date for purposes of determining the
period of extension and the corresponding amount of the fee.
The expiration of the time period is determined by the amount
of the fee paid. In no case may an applicant respond later than
the maximum time period set by statute, or be granted an
extension of time under paragraph (b) of this section when the
provisions of this paragraph are available. See § 1.645 for
extension of time in interference proceedings and § 1.550(c) for
extension of time in reexamination procecdings.

(b) When a responsc with petition and fee for extension of
time cannotbe filed pursuant to paragraph (a) of this section, the
time for response will be extended only for sufficient cause, and
for areasonable time specified. Any request for such extension
must be filed on or before the day on which action by the
applicantis due, butin nocase will the mere filing of the request
effect any extension. In nocase can any extension carry the date
on which response to an Office action is due beyond the
maximum time period set by statute or be granied when the
provisions of paragraph (a) of this section arc available. See §
1.645 for extension of time in interference proceedings and §
1.550(c) for extension of time in reexamination proceedings.

{OMB Contro No, (0651-0011]

47FR 41277,8ept. 17,1982, effective Oct. 1, 1982; 49 FR 555, Jan.
4, 1984, effective Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984, effective
Feb. 11, 1985]

§ 1.137 Revival of abandoned application.

(ay Anapplication abandoned for failure to prosecuic may be
revived as a pending application if it is shown to the satisfaction
of the Commissioner that the delay was unavoidable. A petition
torevive an abandoned application must be promptly filed after
the applicant is notified of, or otherwisc becomes aware of, the
abandonment, and must be accompanied by a showing of the
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causes of the delay, by the proposed response uniess it has been
previously filed, and by the petition fee set forth in § 1.17(1).
Such showing must be a verified showing if made by a person
not registered to practice before the Patent and Trademark
Office.

(b) An application unintentionally abandoned for failure to
prosecute, except pursuant of § 1.53(d), may be revived as a
pending application if the delay was unintentional. A petition to
revive an unintentionally abandoned application must be filed
within one year of the date on which the application became
abandoned or be filed within three months of the date of the first
decision on a petition to revive under paragraph (2) of this
section which was filed within one year of the date of abandon-
ment of the application. A petition to revive an unintentionally
abandoned application must be accompanied by: (1) A state-
ment that the abandonment was unintentional; (2) A proposed
response unless it has been previously filed, and (3) a petition
fee as set forth in § 1.17(m). Such statement must be a verified
statement if made by a person not registered to practice before
the Patent and Trademark Office. The Commissioner may
require additional information where there isa question whether
the abandonment was unintentional. The three month period set
forth in this paragraph may be extended under the provisions of
§ 1.136(a), but no further extensions under § 1.136(b) will be
granted. Petitions 1o the Commissioner under § 1.183 to waive
any time periods for requesting revival of an unintentionally
abandoned application will not be considered, but will be
returned to the applicant,

(c) Any petition pursuant to paragraph (a) of this section not
filed within six months of the date of abandoniment must be
accompanied by a terminal disclaimer with fee under § 1,321
dedicating to the public a terminal part of the term of any patent
granted thereon equivalent to the period of abandonment of the
application.

[OMB Control No. 0651-0011]

[47 FR 41277, Sept. 17, 1982, effective Oct. 1, 1982; para. (b), 48
FR 2713, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.138 Express abandonment, -

An application may be expressly abandoned by filing in the
Patent and Trademark Office a written declaration of abandon-
ment signed by the applicant and the assignee of record, if any,
and identifying the application. An application may also be
expressly abandoned by filing a written declaration of abandon-
ment signed by the attorney or agent of record. A registered
attorney or agent acting under the provision of § 1.34(a), or of
record, may also expressly abandon a prior application as of the
filing date granted to a continuing application when filing such
acontinuing application, Express abandonment of the applica-
tion may not be recognized by the Office unless it is actually
received by appropriate officials in tisne to act thercon before the
date of issue,

[OMBE Control No. 0651-0011]

[47FR 47244, 0ct. 25, 1982, effective Feb, 27, 1983; 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985]

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION
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§ 1.141 Different inventions in one national
application,

(a) Two or more independent and distinct inventions may
not be claimed in one national application, except thatmiore than
one species of an invention, not to exceed a reasonable number,
may be specifically claimed in different claims in one national
application, provided the application also includes an allowable
claim generic to all the claimed species and all the claims to
species in excess of one are written in dependent form (§ 1.75)
or otherwise include all the limitations of the generic claim.

(b) Where claims to all three categories, product, process of
making and process of use, are included in a national applica-
tion, a three way requirement for restriction can only be made
where the process of making is distinct from the product. If the
process of making and the product are not distinct, the process
of using may be joined with the claims directed to the product
and the process of making the product even though a showing
of distinctness between the product and process of using the
product can be made.

[52 FR 20046, May 28, 1987, ceffective July 1, 1987]

8 1,142 Requirement for restriction.

(a) If two or more independent and distinct inventions are
claimed in a single application, the examiner in his action shall
require the applicant in his response to that action to elect that
invention to which his claim shall be restricted, this official
action being called a requirement for restriction (also known as
arcquirement for division), If the distinctness and independence
of the inventions be clear, such requirement will be made before
any action on the merits; however, it may be made at any time
before final action in the case at the discretion of the examiner.

(b) Claims to the invention or inventions not elected, if not
cancelled, are nevertheless withdrawn from further considera-
tion by the examiner by the election, subject however to rein-
statement in the event the requirement for restriction is with-
drawn or overruled.

§ 1.143 Reconsideration of requirement.

If the applicant disagrees with the requirement for restric-
tion, he may request reconsideration and withdrawal or modifi-
cation of the requirement, giving the reasons therefor (sece §
1.111). In requesting reconsideration the applicant must indi-
cate a provisional clection of one invention for prosecution,
which invention shall be the one elected in the event the
requirement becomes final, The requirement for restriction will
be reconsidered on such arequest, If the requirement is repeated
and made final, the examiner will at the same time act on the
claims to the invention elected.

§ 1.144 Petition from requirement for restriction.
Aftera final requirement for restriction, the applicant, in ad-
dition to making any response due on the remainder of the
action, may petition the Commissioner to review the require-
ment, Petition may be deferred until after final action on or
allowance of claims to the invention elccted, but must be filed
not later than appeal. A petition will not be considered if
reconsideration of the requirement was not requested. (See §
1.181))
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§ 1.145

§ 1.145 Subsequent presentation of claims for
different invention.

If, after an office action on an application, the applicant
presents claims directed to an invention distinct from and
independent of the invention previously claimed, the applicant
will be required to restrict the claims to the invention previously
claimed if the amendment is entered, subject to reconsideration
and review as provided in §§ 1.143 and 1.144,

§ 1.146 Election of species.

In the first action on an application containing a generic
claim and claims restricted separately to each of more than one
species embraced thereby, the examiner may require the appli-
cant in his response to that action to elect that species of his or
her invention to which his or her claim shall be restricted if no
generic claim is held allowable. However, if such application
contains claims directed to more than a reasonable number of
species, theexaminer may require restriction of the claims tonot
morc than a reasonable number of species before taking further
action in the case.

[43 FR 20465, May 11, 1978]

DESIGN PATENTS

§ 1.151 Rules applicable.

The rules relating to applications for patents for other inven-
tions or discoveries are also applicable to applications for
patents for designs except as otlierwise provided.

§ 1.152 Drawing.

The design must be represented by a drawing made in con-
formity with the rules laid down for drawings of mechanical
inventions and must contain a sufficient number of views to
constitute acomplete disclosure of the appearance of the article.
Appropriate surface shading must be used to show the character
or contour of the surfaces represented.

§ 1,153 Title, description and claim, oath or
declaration.

(a) The title of the design must designate the particular
article. No description, other than a reference to the drawing, is
ordinarily required. The claim shall be in formal terms to the or-
namental design for the article (specifying name) as shown, or
asshownand described. More than onc claim isneither required
nor permitted.

(b) The oath or declaration required of the applicant must
comply with § 1,63,

(24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29, 1964; para.
(b), 48 FR 2712, Jan. 20, 1983, cffective Feb. 27, 1983]

§ 1.154 Arrangement of specification.

The following order of arrangement should be observed in
framing design specifications:

(a) Prcamble, stating name of the applicant and title of the
design.

(b) Description of the figure or figures of the drawing.
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(c) Description, if any.

(d) Claim,.

(e) Signed oath or declaration (See § 1.153(b)).

[24 FR 10332, Dec. 22, 1959, para. (), 48 FR 2713, Jan. 20, 1983,
effective date Feb. 27, 1983]

§ 1.155 Issue and term of design patents.

(a) If, on examination, it shall appear that the applicant is
entitled to a design patent under the law, a notice of allowance
will be sent to the applicant, or applicant’s attorney or agent,
calling for the payment of the issue fee (§ 1.18(b)). If this issue
fee is not paid within 3 months of the date of the notice of
allowance, the application shall be regarded as abandoned.

(b) The Commissioner may accept the payment of the issue
fee later than three months after the mailing of the notice of
allowance as though no abandonment had ever occurred if upon
petition the delay in payment is shown to have been
unavoidable. The petition to accept the delayed payment must
be promply filed after the applicant is notified of, or otherwise
becomes aware of, the abandonment, and must be accompanied
by (1) the issue fee, unless it has been previously submitted, (2)
the fee for delayed payment (§ 1.17(1)), and (3) a showing that
the delay was unavoidable. Such showing must be a verified
showing if made by a person notregistered to practice before the
Patent and Trademark Office.

(c) The Commissioner may, upon petition, accept the pay-
ment of the issue fee later than three months after the mailing of

curred if the delay in payment was unintentional. The petition to
accept the delayed payment must be filed within one year of the
date on which the application became abandoned or be filed
within three months of the date of the first decision on a petition
under paragraph (b) of this section which was filed within one
year of the date of abandcnment of the application. The petition
to accept the delayed payment must be accompanied by (1) the
issue fee, unless it has been previously submitted, (2) the fee for
unintentionally delayed payment (§ 1.17(m)), and (3) a state-
ment that the delay was unintentional. Such statement must be
a verified statement if made by a person not registered to
practice before the Patent and Trademark Office. The Commis-
sioner may require additional information where there is a
question whether the abandonment was unintentional. The
three-month period from the date of the firstdecision referred to
in this paragraph may be extended under the provisions of §
1.136(a), but no further extensions under § 1.136(b) will be
granted. Petitions to the Commissioner under § 1.183 to waive
any time periods for requesting revival of an unintentionally
abandoned application will not be considered, but will be
returned to applicant.

(d) Any petition pursuant to paragraph (b) of this section not
filed within six months of the date of abandonment must be
accompanied by a terminal disclaimer with fee under § 1,321
dedicating to the public a terminal part of the term of any patent

the notice of allowance as though no abandonment had ever oc- ‘

application.

granted thercon equivalent to the period of abandonment of the .

[47 FR 41277, Sept. 17, 1982, effective date Oct. 1, 1982]
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PLANT PATENTS

§ 1.161 Rules applicable.

The rules relating to applications for patent for other inven-
tions or discoveries are also applicable to applications for
patents for plants except as otherwisc provided.

§ 1.162 Applicant, cath or declaration.

The applicant for a plant patent must be the person who has
invented or discovered and asexually reproduced the new and
distinct variety of plant for which a patent is sought (or as
provided in §§ 1.42, 1.43 and 1.47). The oath or declaration
required of the applicant, in addition to the averments required
by § 1.63, must state that he or she has asexually reproduced the
plant. Where the plant is a newly found plant the oath or
declaration must also state that it was found in a cultivated area.

{OMB Control No. 0651-0011}

{48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983])

§ 1.163 Specification.

(@) The specification must contain as full and complete a
disclosure as possiblc of the plant and the characteristics thereof
that distinguish the same over related known varieties, and its
antecedents, and must particularly point out where and in what
manner the variety of plant has been asexually reproduced. In
the case of a newly found plant, the specification must particu-
larly point out the location and character of the area where the
plant was discovered.

(b) Two copies of the specification (including the claim)
must be submitted, but only one signed oath or declaration is
required. The second copy of the specification may be a legible
carbon copy of the original.

{24 FR 10332, Dec. 22, 1959, para. (b), 48 FR 2713, Jan. 20, 1983,
effective Feb. 27, 1983]

§ 1.164 Claim.

The claim shall be in formal terms to the new and distinct
varicty of the specified plant as described and illustrated, and
may also recite the principal distinguishing characteristics.
More than one claim is not permitied.

§ 1.165 Drawings.

(a) Plant patent drawings are not mechanical drawings and
should be artistically and competently executed, Figure num-
bers and reference characters need not be employed unless
required by the examiner, The drawing must disclose all the
distinctive characteristics of the nlant capable of visual repre-
sentation,

(b) The drawing may be in color and when color is a distin-
guishing characteristic of the new varicty, the drawing must be
incolor, Twocopies of color drawings must be submitted. Color
drawings may be made cither in permanent water color or oil, or
in licu thercof may be photographs made by color photography
or properly colored on sensitized paper. Permanently mounted
color photographs are acceptable. The paper in any casc must
correspond in size, weight and quality to the paper required for
other drawings. Scec § 1.84.
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[24 FR 10332, Dec. 22, 1959; para. (b), 47 FR 41277, Sept. 17,
1982, effective Oct. 1, 1982}

§ 1.166 Specimens.

The applicant may be required to furnish specimens of the
plant, or its flower or fruit, in a quantity and at a time in its stage
of growth as may be designated, for study and inspection. Such
specimens, properly packed, must be forwarded in conformity
with instructions furnished to the applicant. When it is not
possible to forward such specimens, plants must be made
avaiiabie for official inspection where grown.

§ 1.167 Examination.

(a) Applications may be submitted by the Patent and Trade-
mark Office to the Department of Agriculture for study and
report.

(b) Affidavits or declarations from qualified agricultural or
horticultural experts regarding the novelty and distinctiveness
of the varicty of plant may be received when the need of such
affidavits or declarations is indicated.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969

REISSUES

§ 1.171 Application for reissue.

An application for rcissuc must contain the same parts
required for an application for an original patent, complying
with all the rules relating thereto except as otherwise provided,
and in addition, must comply with the requircments of the rules
rclating to reissue applications, The application must be accom-
panicd by a certificd copy of an abstract of title or an order for
atitle report accompanicd by the fee set forth in § 1.19(b)(2), to
be placed in the file, and by an offer to surrender the original
patent (§ 1.178).

{OMB Control No. 0651-0011}

[47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.172 Applicanis, assignees,

(a) Arcissuc oath must be signed and sworn toor declaration
made by the inventor or inventors except as otherwise provided
(sec §§ 1.42, 143, 1.47), and must be accompanicd by the
written assent of all assignees, if any, owning an undivided
interest in the patent, but a reissue oath may be made and sworn
toor declaration made by the assignee of the entire interest if the
application does not scek to eniarge the scope of the claims of
the original patent.

(b) A reissue will be granted to the original patentee, his
legal representative or assigns as the interest may appear.

[{OMB Control No, 0651-0011}

[24 FR 10332, Dec. 22,1959, para. (a), 48 FR 2713, Jan. 20, 1983,
effective Feb. 27, 1983]

§ 1.173 Specification,

The specification of the reissue application must include the
entire specification and claims of the patent, with the matter to
be omitted by reissuc enclosed in squarc brackets; and any
additions made by the reissue must be underlined, so that the old
and the new specifications and claims may be readily compared.
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§ 1.174

Claims should not be renumbered and the numbering of claims
added by reissue should follow the number of the highest
numbered patent claim. No new matter shall be introduced into
the specilication.

§ 1.174 Drawings.

(a) The drawings upon which the original patent was issued
may be used inreissue applicationsif no changes whatsoever are
to be made in the drawings. In such cases, when the reissue
application is filed, the applicant must submit a temporary
drawing which may consist of a copy of the printed drawings of
the patent or a photoprint of the original drawings of the size
required for original drawing.

(b) Amendments which can be made in a reissue drawing,
that is, changes from the drawing of the patent, are restricted.

[24 FR 10332, Dec. 22, 1959; para. (a), 48 FR 2713, Jan. 20, 1983,
effective Feb. 27, 1983]

§ 1.175 Reissue oath or declaration.

(a) Applicants forreissue, in addition to complying with the
requirements of § 1.63, must also file with their applications a
statement under oath or declaration as follows:

(1) When the applicant verily believes the original patent
to be wholly or partly inoperative or invalid, stating such belief
and the reasons why.

(2) When it is claimed that such patent is so incperative or
invalid “by reason of a defective specification or drawing,”
particularly specifying such defects.

(3) When it is claimed that such patent is inoperative or
invalid “by reason of the patentee claiming more or less than he
had the right to claim in the patent,” distinctly specifying the
excess or insufficiency in the claims.

(4) [Reserved]

(5) Particularly specifying the errors relied upon, and how
they arose or occurred.

(6) Stating that said crrors arose “without any deceptive
intention” on the part of the applicant.

(7) Acknowledging a duty to disclose information appli-
cant is awarc of which is material to the examination of the
application,

(b) Corroborating alfidavits or declarations of others may
be filed and the examiner may, in any case, require additional
information or affidavits or declarationsconcerning the applica-
tion for reissue and its object.

[OMB Conirol No. 0651-0011]

(24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29, 1964; 34 FR
18857, Nov, 26, 1969; para. (a), 47 FR 21752, May 19, 1982, effective
July 1,1982; para. (a), 48 FR 2713, Jan. 20, 1983, effective Feb. 27,
1983}

§ 1.176 Examination of reissue.

An original claim, if re-presented in the reissuc application,
is subject to reexamination, and the entire application will be
cxamined in the same manner as original applications, subject
to the rules relating thereto, excepting that division will not be
required. Applications for reissue will be acted on by the
cxaminer in advance of other applications, but not sooner than
two months after the announcement of the filing of the reissuc
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application has appeaced in the Official Gazette.
{42 FR 5598, Jan. 28, 1977]

§ 1.177 Reissue in divisions.

The Commissioner may, in his or her discretion, cause
several patents to be issued for distinct and separate parts of the
ining paienied, upon demand of ihic applicant, and upon pay-
ment of the required fee for each division. Each division of a
reissue constitutes the subject of a separaie specification de-
scriptive of the part or parts of the invention claimed in such
division; and the drawing may represent only such part or parts,
subjecttotheprovisionsof §§ 1.83 and 1.84. On filing divisional
reissue applications, they shall be referred to the Commissioner.
Unless otherwise ordered by the Commissioner upon petition
and payment of the fee set forth in § 1.17(i), all the divisions of
areissue will issue simultaneously; if therc be any controversy
astoonedivision, the others will be withheld from issue until the
controversy is ended, unless the Commissioner shall otherwise
order,

[47 FR 41278, Sept. 17, 1982, effeciive date Oct. 1, 1982)

§ 1.178 Original patent.

The applicaiion for a reissue must be accompanied by an
offer to surrender the original patent. The application should
also be accompanied by the original patent, or if the original is
lost or inaccessible, by an affidavit or declaration to that effect.
The application may be accepted for examination in the absence
of the original patent or the affidavit or declaration, but one or
the other must be supplied before the case is allowed. If areissue
be refused, the original patent will be returned to applicant upon
his request.

{OMB Control No. 0651-0011}

{24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969]

&€ 1.179 Notice of reissue application,

When an application for a reissue is filed, there will be
placed inthefile of the original patenta notice stating thatan ap-
plication for rcissue has been filed. When the reissue is granted
or the reissue application is otherwise terminated, the fact will
be added to the notice in the file of the original patent.

PETITIONS AND ACTIONS BY THE COMMISSIONER

§ 1,181 Petition to the Commissioner,

(a) Petitionmay be taken to the Commissioner: (1) From any
action or requirement of any examiner in the ex parte prosecu-
tion of an application which is not subject to appeal to the Board
of Patent Appeals and Interferences or to the court; (2) in cases
in which a statute or the rules specify that the matter is to be
determined directly by or reviewed by the Commissioner; and
(3) o invoke the supervisory authority of the Commissioner in
appropriate circumstances. For petitions in interfcrences, sce §
1.644.

(b) Any such petition must contain a statement of the facts
involved and the point or points to be reviewed and the action
requested. Briefs or memoranda, if any, in support thereof
should accompany or be embodicd in the petition; and where
facts are to be proven, the proof in the form of affidavits or
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declarations (and exhibits, il any) must accompany the petition.

(c) When a petition is taken from an action or requirement
of an examiner in the ex parte prosecution of an application, it
may be required that there have been a proper request for recon-
sideration (§ 1.111) and a repeated action by the examiner. The
examiner may be direcied by the Commissioner to furnish a
writien statement, within a specific time, setting forth the
reasons for his decision upon the matters averred in the petition,
supplying a copy thereof to the petitioner,

(d) Where a fee is required for a petition to the Commis-
sioner the appropriate section of this part will so indicate, If any
required fee does not accompany the petition, the petition will
be dismissed.

(e) Oral hearing will not be granted except when considered
necessary by the Commissioner.

(f) Except as otherwise provided in these rules, any such
petition not filed within 2 months from the action complained
of, may be dismisscd as untimely. The mere filing of a petition
will not stay the period for reply to an Examiner’s action which
may be running against an application, nor act as a stay of other
proceedings.

(g) The Commissioner may delegate (o appropriate Patent
and Trademark Office officials the determination of petitions.

(24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; paras.
(d) & (g),47 FR41278, Sept. 17, 1982, effective Oct. 1, 1982; para. (a),

49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985)

§ 1,182 Questions not specifically provided for.
All cases not specifically provided for in the regulations of this
part will be decided in accordance with the merits of each case
by or under the authority of the Commissioner, and such
decision will be communicated (o the interested parties in
writing. Any petition seeking a decision under this section must
be accompanied by the petition fee sct forth in § 1.17(h).

[47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982]

§ 1.183 Suspension of rules.

In an extraordinary situation, when justice requires, any re-
quircment of the regulations in this part which is not a require-
ment of the statutes may be suspended or waived by the
Commissioner or the Commissioner’s designee, sua sponte, or
on petition of the interested party, subject to such other require-
ments as may be imposed. Any petition under this section must
be accompanicd by the fee sct forth in § 1.17(h).

[47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982]

£ 1.184 Reconsideration of cases decided by former
Commissioners,
Cases which have been decided by one Commissioner will
not be reconsidered by his successor except in accordance with
the principles which govern the granting of new trials.

APPEAL TO THE BOARD OF PATENT APPEALS AND
INTERFERENCES

‘ AUTHORITY: Secs. 1.191 1o 1.198 also issued under 35 U.S.C. 134,
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£ 1.191 Appeal to Board of Patent Appeals and
Interferences.

(a) Every applicant for a patent or for reissue of a patent, or
every owner of a patent under reexamination, any of the claims
of which have been twice rejected or who has been given a final
rejection (§ 1.113), may, upon the payment of the fee set forth
in § 1.17(e), appeal from the decision of the examiner to the
Board of Patent Appeals and Interferences within the time
allowed for response.

(b) The appeal in an application must identify the rejected
claim or claims appealed, and must be signed by the applicant
or duly authorized attorney or agent. An appeal in a reexamina-
tion proceeding must identify the rejected claim or claims
appealed, and must be signed by the patent owner or duly
authorized attorney or agent.

{¢) Anappeal when taken must be taken from the rejection
of all claims under rejection which the applicant or patent owner
proposes to contest. Questions relating to matters not affecting
the merits of the invention may be required to be settled before
an appeal can be considered.

(d) The time periods set forth in §§ 1.191 through 1.194,
1.196 and 1.197 are subject to the provisions of § 1.136 for
patent applications or § 1.550(c) for reexamination proceed-
ings.

{OMB Control No. 0651-0011)

(46 FR 29183, May 29, 1981; para. (a), 47 FR 41278, Sept. 17,
1982, effective Oct. 1, 1982; para. (d), 49 FR 555, Jan, 4, 1984,
effective Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985}

§ 1,192 Appellant’s brief,

(a) The appellant shall, within 2 months from the date of the
notice of appeal under § 1.191 in an application, reissue appli-
catior, or patent under recxamination, or within the time al-
lowed for regponse to the action appealed from, if such tim= is
later, file abrief in triplicate. The brief must be accompanied by
the requisite fec set forth in § 1.17(f) and must set forth the
authorities and arguments on which the appellant will rely to
maintain the appeal. The brief must include a concise explana-
tion of the invention which should refer to the drawing by
reference characters, and a copy of the claims involved.

(b) Onfailure to file the brief, accompanicd by the requisite
fee, within the time allowed, the appeal shall stand dismissed.

{36 FR 5850, Mar. 30, 1971; para. (a), 47 FR 41278, Sept. 17,1982,
effective Oct. 1, 1982; para. (a), 49 FR 556, Jan. 4, 1984, effective Apr.
1, 1984]

§ 1.193 Examiner’s answer.

(a) The primary examiner may, within such time as may be
directed by the Commissioner, furnish a written statement in
answer (o the appellant’s brief including such explanation of the
invention claimed and of the references and grounds of rejection
as may be nceessary, supplying a copy to the appellant. If the
primary examiner shall find that the appeal isnotregular in form
or does not relate to an appealable action, he shall so state and
apetition from such decision may be taken to the Commissioner
as provided in § 1.181.
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(b) The appellant may file a reply bricf directed only to such
new points of argument as may be raised in the cxaminer’s
answer, within one month from the date of such answer. How-
ever, if the examiner's answer states a new ground of rejection
appellant may file a reply thereto within two months from the
date of such answer; such reply may include any amendment or
material appropriate to the new ground.

(c) Any decision pursuant 1o § 1.56(d) rejecting claims inan
application already under appeal of a rejection based on other
grounds shall constitute a supplemental examiner’s answer
introducing a new ground of rejection and removing the suspen-
sion of the appeal introduced pursuant to § 1.56(e), in which
case appellant may file a reply thereto within two months from
the date of the supplemental examiner’s answer. Such reply will
be considered and responded to as necessary. Appellantmay file
areply brief directed to any such response within onec month of
the date of response or within such other time as may be set in
the response.

[24 FR 10332, Dec. 22, 1959; 34 FR 18858, Nov.26, 1969; para.
(c),47FR21752,May 19, 1982, added effective July 1,1982; para. (b),
50 FR 9382, Mar. 7, 1985, effective May 8, 1985]

§ 1.194 Oral hearing.

(a) An oral hearing should be requested only in those
circumstances in which the appellant considers such a hearing
necessary or desirable for a proper presentation of his appeal.
Anappeal decided without an oral hearing will receive the same
consideration by the Board of Patent Appeals and Interferences
as appeals decided after oral hearing.

(b) If appellant desires an oral hearing, appellant must file
a written request for such hearing accompanied by the fee sct
forth in § 1.17(g) within onc month after the datc of the
examiner’s answer. If appellant requests an oral hearing and
submits therewith the fee setforth in § 1.17(g), an oral argument
may be presented by, or on behalf of, the primary examiner if
considered desirable by cither the primary examiner or the
Board.

(c) If no request and fee for oral hearing have been timely
filed by the appellant, the appeal will be assigned for considera-
tion and decision. If the appeliant has requested an oral hearing
and has submitted the fee set forth in § 1.17(g), aday of hearing
will be set, and due notice thereof given to the appellant and to
the primary examiner. Hearing will be held as stated in the
notice, and oral argument will be limited to twenty minutes for
the appellant and fiftcen minutes for the primary examiner
unless otherwise ordered before the hearing begins.

[42FR 5593, Jan, 28, 1977, paras.(b) & (c),47 FR 41278, Sept. 17,
1982, eliective Oct. 1, 1982; para. (a), 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985]

§ 1.195 Affidavits or declarations after appeal,
Affidavits, declarations, or exhibits submitted after the case

has been appealed will not be admitted without a showing of

good and sufficient rcasons why they were not earlier presented,
[34 FR 18858, Nov. 26, 1969]

§ 1,196 Decision by the Board of Patent Appeals and
Interferences.
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(a) The Board of Patent Appeals and Interferences, in its
decision, may affirm or reverse the decision of the examiner in
whole or in part on the grounds and on the claims specified by
the examiner, The affirmance of the rejection of a claim on any
of the grounds specified constitutes a general affirmance of the
decision of the examiner on that claim, except as to any ground
speciiicaily reversed.

(b) Should the Board of Patent Appeals and Interferences
have knowledge of any grounds not involved in the appeal for
rejecting any appealed claim, it may include in the decision a
statement to that effect with its reasons for so holding, which
statement shall constitute a new rejection of the claims. When
the Board of Patent Appeals and Interferences make a new
rejection of an appealed claim, the appellant may exercise any
one of the following three options:

(1) The appellant may submit an appropriate amendment
of the claims so rejected or a showing of facts, or both, and have
the matter reconsidered by the examiner in which event the ap-
plication will be remanded to the examiner and the decision of
the Board of Patent Appeals and Interferences shall not be con-
sider.d final for the purpose of judicial review. The statement
shall be binding upon the examiner unless an amendment or
showing of facts not previously of record be made, which, in the
opinion of the examiner, overcomes the new ground for rejec-
tion stated in the decision. When appropriate, upon conclusion
of proceedings on remand before the examiner, the Board of
Patent Appeals and Interferences may enter an order otherwise
making its decision final.

(2) The appellant may have the casc reconsidered under §
1.197(b) by the Board of Patent Appeals and Interferences upon
the same record, Where request for suchreconsideration is made
the Board of Patent Appeals and Interferences shall, if neces-
sary,renderanew decision which shall include all grounds upon
which a patent is refused,

(3) The appcllant may treat the decision, including the new
grounds for rejection given by the Board of Patent Appeals and
Interferences, as a final decision in the case.

(c) Should the decision of the Board of Patent Appeals and
Interferences include an explicit statement that a claim may be
allowed in amended form, appcllant shall have the right to
amend in conformity with such statement which shall be bind-
ing on the examiner in the absence of new references or grounds
of rejection.

(d) Although the Board of Patent Appeals and Interferences
normally will confine its decision to areview of rejections made
by the examiner, should it have knowledge of any grounds for
rejecting any allowed claim it may include in its decision a
recommended rejection of the claim and remand the case to the
cxaminer. In such event, the Board shall set a period, not less
than onc month, within which the appellant may submit to the
cxaminer an appropriate amendment, a showing of facts or
rcasons, or both, in order to avoid the grounds set forth in the
recommendation of the Board of Patent Appeals and Interfer-
ences. The examiner shall be bound by the recommendation and
shall enter and maintain the recommended rejection unless an
amendment or showing of facts not previously of record is filed
which, in the opinion of the ¢xaminer, overcomes the recom-
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mended rejection, Should the examiner make the recommended
rejeciion final the applicant may again appeal to the Board of
Patent Appeals and Interferences. Whenever a decision of the
Board of Patent Appeals and Interferences includes a remand,
that decision shall not be considered a final decision. When
appropriate, upon conclusion of proceedings on remand before
the examiner, the Board of Patent Appeals and Interferences
may enter an order otherwise making its decision final,

{24 FR 10332, Dec. 12, 1959; 49 FR 29183, May 29, 1981; 49 FR
48416, Dec. 12, 1984, effective Feb. 12, 1985]

§ 1.197 Action following decision,

(a) Afterdecision by the Board of Patent Appeals and Inter-
ferences, the case shall be returned to the examiner, subject to
the appellant’s right of appeal or other review, for such further
action by the appellant or by the examiner, as the condition of
the case may require, to carry into effect the decision.

(b) A single request for reconsideration or modification of
the decision may be made if filed within one month from the date
of the original decision, unless that decision is so modified as to
become, in effect, a new decision, and the Board of Patent
Appeals and Interferences so staies.

(c) Proceedings are considered terminated by the dismissal
of an appeal or the failure to timely file an appeal to the court or
acivil action (§ 1.304) except: (1) Where claims stand allowed
in an application or (2) where the nature of the decision requires
further action by the examiner. In such cases, the date of
termination of proceedings is the date on which the appeal is
dismissed or the date on which the time for appeal 1o the court
or review by civil action (§ 1.304) expires. If an appeal to the
court or a civil action has been filed, proceedings are similarly
considered terminated when the appeal or civil action is termi-
nated.

{46 FR 29184, May 29, 1981; para. (a), 47 FR 41278, Sept. 17,
1982, effective Oct. 1, 1982; 49 FR 556, Jan. 4, 1984, effective Apr. 1,
1984; paras. (8) & (b), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985]

§ 1.198 Reopening after decision.

Cases which have been decided by the Board of Patent
Appeals and Interferences will not be reopened or reconsidered
by the primary examiner except under the provisions of § 1.196
without the written authority of the Commissioner, and then
only for the consideration of matters not already adjudicated,
sufficient cause being shown,

[24 FR 10332, Dec. 22, 1959; 49 FR 48416, Dec. 12, 1984,
cffective date Feb. 11, 1985

MISCELLANEOUS PROVISIONS

§ 1.248 Service of papers; manner of service; proof

of service in cases other than interferences.

(a) Scrvice of papers must be on the attorney or agent of the

party if there be such or on the party if there is no attorney or
agent, and may be made in any of the following ways:

(1) By delivering a copy of the paper to the person served;

(2) By leaving a copy at usual place of business of the

person served with someone in his employment;
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(3) When ue person served has no usual place of husiness,
by leaving acopy at the person’sresidence, with some person of
suitable age and discretion who resides there;

(a) Transmissions by first class mail. When service is by
mail the daic of mailing will be regarded as the date of service.

(5) Whenever it shall be satisfactorily shown to the
Commissioner that none of the above modes of obtaining or
serving the paper is praclicable, service may be by notice
published in the Official Gazette.

(b) Papers filed in the Patent and Trademark Office which
are required to be served shall contain proof of service. Proof of
service may appear on or be affixed to papers filed. Proof of
service shall inciude the date and manner of service. In the case
of personal service, proof of service shall also include the name
of any person served, certificd by the person who made service.
Proof of service may be made by: (1) An acknowledgement of
service by or on behalf of the person served or (2) a statement
signed by the attorney or agent containing the information
required by this section.

(c) Sce § 1.646 for service of papers in interferences.

{46 FR 29184, May 29, 1981; 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985]

PROTESTS AND PUBLIC USE PROCEEDINGS

§ 1.291 Protests by the public against pending
applications.

(a) Protests by a member of the public against pending ap-
plications will be referred to the examiner having charge of the
subject matter involved. A protest specifically identifying the
application to which the protest is directed will be entered in the
application file if (1) the protest is timely submitted; and (2) the
protest is either served upon the applicant in accordance with §
1.248, or filed with the Office in duplicate in the event service
is not possible.

(b) A protest submitted in accordance with the second
sentence of paragraph (a) of this section will be considered by
the Office if it includes (1) a listing of the patents, publications
orotherinformation relied upon; (2) aconcise explanationof the
relevance of each listed item; (3) a copy of each listed patent or
publication or other item of information in written form or at
least the pertinent portions thereof; and (4) an English language
translation of all the necessary and pertinent parts of any non-
English language patent, publication, or other item of informa-
tion in written form relied upon.

(c) Anacknowledgement of the entry of a protest under para-
graph (a) of this section in a reissue application file will be sent
to the member of the public filing the protest. A member of the
public filing a protest under paragraph (a) of this section in an
application for an original patent will not receive any commu-
nications from the Office relating to the protest, other than the
return of a self-addressed postcard which the member of the
public may include with the protest in order to receive an
acknowledgment by the Office that the protest has been re-
ceived. The Office will communicate with the applicant regard-
ing any protest entered in the application file and may require
the applicant to supply information pursuant to paragraph (a) of
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§ 1.56, including responses to specific questions raised by the
protest, in order for the Office to decide any issues raised by the
protest. The active participation of the member of the public
filing a protest pursuant to paragraph (a) of this section ends
with the filing of the protest and no further submission on behalf
of the protestor will be acknowledged or considered unless such
submission raises new issues which could not have been earlier
presented, and thereby constitutes a new protest.
{47 FR 21752, May 19, 1982, effective July I, 1982]

§ 1.292 Public use proceedings.

(a) When a petition for the institution of public use proceed-
ings, supported by affidavits or declarations and the fee set forth
in § 1.17(j), is filed by one having information of the pendency
of an application and is found, on reference to the examiner, to
makea primafacie showing that the invention claimed in an ap-
plication belicved to be on file had been in public use or on sale
more than one year before the filing of the application, a hearing
may be had before the Commissioner to determine whether a
public ‘use proceeding should be instituted. If instituted, the
Commissioner may designate an appropriate official to conduct
the public use proceeding including the setting of times for
taking testimony, which shall be taken as provided by §§ 1.671
to 1.685. The petitioner will be heard in the proceedings but after
decision therein will not be heard further in the prosecution of
the application for patent.

(b) The petition and accompanying papers should either: (1)
Reflect that a copy of the same has been served upon the
applicant or upon his attorney or agent of record; or (2) be filed
with the Office in duplicate in the event service is not possible.
The petition and accompanying papers, or a notice that such a
petition has been filed, shall be entered in the application file.

(c) A petition for institution of public use proceedings shall
not be filed by a party to an interference as to an application
involved in the interference. Public use and on sale issues in an
interference shall be raised by a preliminary motion under §
1.633(a).

[42 FR 5595, Jan. 28, 1977; para. (a), 47 FR 41279, Sept. 17, 1982;
paras. (a) & (c), 49 FR 48416, Dec. 12, 1984, effective Feb. 12, 1985]

§ 1.293 Statutory invention registration.

(a) An applicant for an original patent may request, at any
time during the pendency of applicant’s pending complete ap-
plication, that the specification and drawings be published as a
statutory invention registration. Any such request must be
signed by (1) the applicant and any assignee of record or (2) an
attorney or agent of record in the application,

(b) Any request for publication of a statutory invention reg-
istration must include the following parts:

(1) A waiver of the applicant’s right to receive a patent on
the invention claimed effective upon the date of publication of
the statutory invention registration;

(2) The required fee for filing a request for publication of
astatutory invention registration as provided for in § 1.17(n) or

(o);
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(3) A statemeni that in the opinion of the requester, the
application to which the request is directed meets the require-
ments of 35 U.S.C. 112; and

(4) A statement that, in the opinion of the requester, the
application to which the request is directed complies with the
formal requirements of this part for printing as a patent.

(c) A waiver filed with a request for a statutory invention
registration will be cffective, upon publication of the statutory
invention registration, to waive the inventor’s right o receive a
patent on the invention claimed in the statutory invention
registration, in any application for an original patent which is
pending on, or filed after, the date of publication of the statutory
invention registration. A waiver filed with a request for a
statutory invention registration will not affect the rights of any
other inventor even if the subject matter of the statutory inven-
tion registration and an application of another invenior are
commonly owned. A waiver filed with a request for a statutory
invention registration will not affect any rights in a patent to the
inventor which issued prior to the date of publication of the
statutory invention registration unless a reissue application is
filed secking to enlarge the scope of the claims of the patent. See
also § 1.106(e).

[OMB Control No. 0651-0018]

[SO FR 9382, Mar. 7, 1985, effective date May 8§, 1985]

§ 1.294 Examination of request for publication of a
statutory invention registration and patent
application to which the request is directed.

(a) Any request for a statutory invention registration will be
examined to determine if the requirements of § 1.293 have been
met. The application to which the request is directed will be
examined to determine (1) if the subject matter of the applica-
tion is appropriate for publication, (2) if the requirements for
publication are met, and (3) if the requirements of 351J.5.C. 112
and § 1.293 of this part are met.

(b) Applicant will be notified of the results of the examina-
tion set forth in paragraph (a) of this section. If the requirements
of § 1.293 and this section are not met by the request filed, the
notification to applicant will set a period of time within which
to comply with the requirements in order to avoid abandonment
of the application. If the application does not meet the require-
mentsof 35U.S.C. 112, the notification toapplicant willinclude
a rejection under the appropriate provisions of 35 U.S.C. 112,
The periods for response established pursuant to this section are
subject to the extension of time provisions of § 1.136. After
response by the applicant, the application will again be consid-
ered for publication of a statutory invention registration. If the
requirements of § 1.293 and this section are not timely met, the
refusal to publish will be made final. If the requirements of 35
U.S.C. 112 are not met, the rejection pursuant to 35 U.S.C. 112
will be made final.

(c) If the examination pursuant to this section results in
approval of the request for a statutory invention registration the
applicant will be notified of the intent to publish a statutory
invention registration.
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50 FR 9382, Mar. 7, 19885, effective date May 8, 1985]

§ 1.295 Review of decision finally refusing to
publish a statutory invention registration.

(a) Any requester who is dissatisfied with the final refusal
to publish a statutory invention registration for reasons other
than compliance with 35 U.S.C. 112 may obtain review of the
refusal to publish the statutory invention registration by filing a
petition to the Commissioner accompanied by the fee set forth
in § 1.17(h) within one month or such other time as is set in the
decision refusing publication. Any such petition should comply
with the requirements of § 1.181(b). The petition may include a
request that the petition fee be refunded if the final refusal to
publish a statutory invention registration for reasons other than
compliance with 35 U.S.C. 112 is determined to result from an
error by the Patent and Trademark Office.

(b) Any requester who is dissatisfied with a decision finally
rejecting claims pursuant to 35 U.S.C. 112 may obtain review of
the decision by filing an appeal to the Board of Patent Appeals
and Interferences pursuant to § 1.191. If the decision rejecting
claims pursuant to 35 U.S.C.112 is reversed, the request for a
statutory invention registration will be approved and the regis-
tration published if all of the other provisions of § 1.293 and this
section are met.

{OMB Control No. 0651-0018]

{50 FR 9382, Mar. 7, 1985, effective May 8, 1985]

§ 1.296 Withdrawal of request for publication of
statutory invention registration.

A request for a statutory invention registration which has
been filed, may be withdrawn prior to the date of the notice of
intent to publish a statutory invention registration issued pursu-
antto § 1.294(c) by filing a request to withdraw the request for
publication of a statutory invention registration. The request to
withdraw may also include arequest for a refund of any amount
paid in excess of the application filing fee and a handling fee of
$100 which will be retained. Any request to withdraw the
request for publication of a statutory invention registration filed
on or after the date of the notice of intent o publish issued
pursuant to § 1.294(c) must be in the form of a petition pursuant
to § 1.183 accompanied by the fee set forth in § 1.17(h).

{OMB Control No. 0651-0018)

{50 FR 9382, Mar. 7, 1985, cffective date May 8, 1985]

§ 1.297 Publication of statutory invention
registration.

(a) If the request for a statutory invention registration is
approved the statutory invention registration will be published.
The statutory invention registration will be mailed (0 the re-
quester at the correspondence address as provided for in §
1.33(a). A notice of the publication of each statutory invention
registration will be published in the Official Gazette.

(b) Each statutory invention registration published will
include a statement relating to the attributes of a statutory
invention registration. The statecment will read as follows:

A statutory invention registyation is not a patent. It has the
defensive attributes of a patent but does not have the enforce-
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able attributes of a patent. No article or advertisement ur the

like may use the term patent, or any term suggestive of a patent,

when referring to a statutory invention registration. For more

specific information on the rights associated with a statutory

invention registration see 35 U.S.C. 157.

[SO FR 9383, Mar. 7, 1985, effective May 8, 1985; 50 FR 31826,
Aug. 6, 1985, effective Oct. 5, 1985]

REVIEW OF PATENT AND TRADEMARK OFFICE
DECISIONS BY COURT

§ 1.301 Appeal to U.S. Court of Appeals for the
Federal Circuit.

Any applicant or any owner of a patent involved in a recx-
amination proceeding dissatisfied with the decision of the
Board of Patent Appeals and Interferences, and any party 10 an
interference dissatisfied with the decision of the Board of Patent
Appeals and Interferences, may appeal to the U.S. Court of
Appeals for the Federal Circuit. The appellant must take the
following steps in such an appeal: (a) In the Patent and Trade-
mark Office file a written notice of appeal directed to the
Commissioner (see §§ 1.302 and 1.304); and (b) in the Court,
file a copy of the notice of appeal and pay the fee for appeal, as
provided by the rules of the Court. The certified list of docu-
ments and any original or certified copies of such documents
required by the Court will be transmitted to the Court by the
Patent and Trademark Office,

[47FR 47381, Oct. 26, 1982, effective Oct. 26, 1982; 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; 50 FR 9383, Mar. 7, 1985,
effective May 8, 1985]

§ 1.302 Notice of appeal.

(a) Whenan appeal is taken to the U.S. Court of Appeals for
the Federal Circuit, the appellant shall give notice thercof to the
Commissioner within the time specified in § 1.304.

(b) In interferences, the notice must be served as provided
in § 1.646.

[24FR 10332, Dec.22,1959; para. (a),47 FR 47381,0ct, 26,1982,
effective Oct. 26, 1982; 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; 50 FR 9383, Mar. 7, 1985, cffective May 8, 1985]

§ 1.303 Civil action under 35 U.S.C. 145, 146, 306.

(a) Any applicant or any owner of a patent involved in a
reexamination proceeding dissatisfied with the decision of the
Board of Patent Appeals and Interferences, and any party
dissatisfied with the decision of the Board of Patent Appeals and
Interferences may, instead of appealing to the U.S. Court of
Appeals for the Federal Circuit ( § 1.301), have remedy by civil
action under 35 U.S.C. 145 or 146, as appropriate. Such civil
action must be commenced within the time specified in § 1,304,

(b) If an applicant in an ex parte case or an owner oi a patent
involved in a reexamination proceeding has taken an appeal to
the U.S, Court of Appeals for the Federal Circuit, he or she
thereby waives his or her right to proceed under 35 U.S.C. 145,

(c) If any adverse party to an appeal taken to the U.S. Court
of Appeals for the Federal Circuit by a defeated party in an
interference proceeding files notice with the Commissioner
within twenty days after the filing of the defeated party’s notice
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of appeal to the court (§ 1.302), that he or she elects to have all
further proceedings conducied as provided in 35 U.S.C. 146,
certified copies of such notices will be transmitted to the U.S.
Court of Appeals for the Federal Circuit for such action as may
be necessary. The notice of clection must be served as provided
in § 1.646.

[47 FR 47381, Oct. 26,1982, effective Oct. 26, 1982; 49 FR 48416,
Dec. 12, 1984, effeciive Feb. 11, 1985]

§ 1.304 Time for appeal or civil action.

(a) The time for filing the notice of appeal to the U.S. Court
of Appeals for the Federal Circuit ( § 1.302) or for commencing
acivilaction ( § 1.303) is sixty days from the date of the decision
of the Board of Patent Appeals and Interferences. If arequest for
reconsideration or modification of the decision is filed within
the time period provided under § 1.197(b) or § 1.658(b), the time
for filing an appeal or commencing a civil action shall expire at
the end of the sixty-day period or thirty days after action on the
request, whichever is later. Except for an appeal from or
commencing acivil action after adecision of the Board of Patent
Appeals and Interferences in a reexamination proceeding or an
interference proceeding, the time periods set forth herein are
subject to the provisions of § 1.136. See § 1.550(c) for
extensions of time to appeal or commence a civil action in a
reexamination proceeding. See § 1.645(a) forextensions of time
to appeal or commence a civil action in an interference. An
examiner-in-chief, upon a showing of excusable neglect, may
extend the time for seeking judicial review of a decision of the
Board of Patent Appeals and Interferences in an interference
case when arequest is untimely filed after expiration of the time
prescribed by this section.

(b) The times specified herein are calendar days. If the last
day of thetime specified forappeal orcommencingacivilaction
fallsona Saturday, Sunday or legal holiday, the time is extended
to the mext day which is neither a Saturday, Sunday nor a
holiday.

(c) If adefeated party to an interference has taken an appeal
to the U.S. Court of Appeals for the Federal Circuit and an
adverse party has filed notice under 35 U.S.C. 141 thathe or she
electstohaveall further proceedings conducted under 35U.S.C.
146 ( § 1.303(c)), the time for filing a civil action thereafter is
specified in 35 U.S.C. 141.

[41 FR 758, Jan. 5, 1976; para. (a) & (c), 47 FR 47382, Oct. 26,
1982; para. (a), 49 FR 556, Jan. 4, 1984, effective Apr. 1, 1984; para.
(a)49 FR Dec. 12, 1984, effective Feb. 11, 1985; para. (a), SO FR 9383,
Mar, 7, 1985, effective May 8, 1985)

ALLOWANCE AND ISSUE OF PATENT

§ 1.311 Notice of Allowance.

(a) If, on examination, it shall appear that the applicant is
entitled to a patent under the law, a notice of allowance will be
sent to applicant at the correspondence address indicated in §
1.33, calling for the payment of a specified sum constituting the
issue fee (§ 1.18), which shall be paid within 3 months from the
date of the mailing of the notice of allowance.

(b) An authorization to charge the issue fec (§ 1.18) to a
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deposit account may be filed in an individual application, either
before or after mailing of the notice of allowance. Where an
authorization to charge the issue fee to a deposit account has
been filed before the mailing of the notice of allowance, the
issue fee will be automatically charged to the deposit account at
the time of mailing the notice of allowance.

[OMB Control No. 0651-0011}

[47 FR 41279, Sept. 17, 1982, effective date Oct. 1, 1982]

§ 1.312 Amendments after allowance.

(a) No amendment may be made as a matter of right in an
application after the mailing of the notice of aliowance. Any
amendment pursuant to this paragraph filed before the payment
of the issue fee may be entered on the recommendation of the
primary examiner, approved by the Commissioner, without
withdrawing the case from issue.

(b) Any amendment pursuant to paragraph (a) of this section
filed after the date the issue fee is paid must be accompanied by
a petition including the fee set forth in § 1.17(i) and a showing
of good and sufficient reasons why the amendment is necessary
and was not earlier presented.

[47 FR 41280, Sept. 17, 1982]

§ 1.313 Withdrawal from issue.

(a) Applications may be withdrawn from issue for further
action at the initiative of the Office or upon petition by the
applicant. Any such petition by the applicant must include a
showing of good and sufficient reasons why withdrawal of the
application is necessary and, if the reason for the withdrawal is
not the fault of the Office, must be accompanied by the fee set
forth in § 1.17(i). If the application is withdrawn from issue, a
new notice of allowance will be sent if the application is again
allowed. Any amendmentaccompanying apetition to withdraw
an application from issue must comply with the requirements of
§ 1.312.

(b) When the issuc fee has been paid, and the patent to be
issued has received its issue date and patent number, the appli-
cation will not be withdrawn from issue for any reason except
(1) mistake on the part of the Office, (2) a violation of § 1.56 or
illegality in the application, (3) uripatentability of one or more
claims, or (4) for interference.

[47 FR 41280, Sept. 17, 1982, effective Oct. 1, 1982}

§ 1.314 Issuance of patent.

If payment of the issu¢ fee is timely made, the patent will
issue in regular course unless (a) the application is withdrawn
from issue ( § 1.313) or (b) issuance of the patent is deferred.
Any petition by the applicant requesting a defcrral of the
issuance of a patent must be accompanied by the fee set forth in
§ 1.17(i) and must include a showing of good and sufficient
reasons why it is necessary to defer issuance of the patent,

[{OMB Control No. 0651-0011]

[47 FR 41280, Sept. 17, 1982, effective date Oct, 1, 1982]

§ 1.315 Delivery of patent.

The patent will be delivered or mailed on the day of its date
to the attorney or agent of record, if there be one; or if the
attorney or agent so request, to the patentee or assignee of an
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interest thercin; or, if there be no aitomey or agent, (o the
patentee or Lo the assignee of the entire interest, if he so request.

§ 1.316 Application abandoned for failure to pay
issue fee.

(a) If the issue fee is not paid within 3 months from the date
of the notice of allowance, the appiication will be regarded as
abandoned. Such an abandoned application will not be consid-
cred as pending before the Patent and Trademark Office.

(b) The Commissioner may accept the payment of the issue
fee later than three months after the mailing of the notice of
allowance as though no abandonment had ever occurred if upon
petition the delay in payment is shown to have been
unavoidable. The petition to accept the delayed payment must
be promptly filed after the applicant is notified of, or otherwise
becomes aware of, the abandonment, and must be accompanied
by (1) the issue fee, unless it has been previously submitted, (2)
the fee for delayed payment (§ 1.17(1)), and (3) a showing that
the delay was unavoidable. Such showing must be a verified
showing if made by a person notregistered to practice before the
Patent and Trademark Office.

(c) The Commissioner may, upon petition, accept the pay-

ment of the issue fee later than three months after the mailing of
the notice of allowance as though no abandonmens had ever oc-
curred if the delay in payment was unintentional. The petition to
accept the delayed payment must be filed within one year of the
date on which the application became abandoned or be filed
within three months of the date of the first decision on a petition
under paragraph (b) of this section which was filed within one
year of the date of abandonment of the application. The petition
to accept the delayed payment must be accompanied by (1) the
issue fee, unless it has been previously submitted, (2) the fee for
unintentionally delayed payment (§ 1.17(m)), and (3) a state-
ment that the delay was unintentional. Such statement must be
a verified statement if made by a person not registcred o
practice before the Patent and Trademark Office. The Commis-
sioner may require additional information where there is a
question whether the abandonment was unintentional. The
three-month period from the date of the [irst decision referred to
in this paragraph may be extended under the provisions of §
1.136(a), but no (urther extensions under § 1.136(b) will be
granted. Petitions to the Commissioner under § 1.183 to waive
any time periods for requesting revival of an unintentionally
abandoned application will not be considered, but will be
reterned to the applicant,

(d) Any petition pursuant to paragraph (b) of this section not
filed within six months of the date of abandonment must be
accompanied by a terminal disclaimer with fee under § 1,321
dedicating to the public a tcrminal part of the term of any patent
granted thercon equivalent to the period of abandonment of the
application,

{47 FR 41280, Sept. 17, 1982)

§ 1.317 Lapsed patents; delayed payment of balance
of issue fee.

(a) If the issue fee was paid prior 1o October 1, 1982, any

remaining balance of the issue fee is to be paid within three
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months from the date of notice thercof and, if not paid, the patent
will lapse at the termination of the three month period.

(b) The Commissioner may accept-the payment of the re-
maining balance of the issue fee later than three months after the
mailing of the notice thereof as though no lapse had ever
occurred if upon petition the delay in payment is shown to have
been unavoidable. The petition to accept the delayed payment
must be promptly filed after the applicant is notified of, or
otherwise becomes aware of, the lapse, and must be accompa-
nied by (1) the remaining balance of the issue fee, unless it has
been previously submitted, (2) the fee for delayed payment ( §
1.17(1), and (3) a showing that the delay was unavoidable. Such
showing must be a verified showing if made by a person not
registered to practice before the Patent and Trademark Office.

(¢) The Commissioner may, upon petition, accept the pay-
ment of the remaining balance of the fee later than threc months
after the mailing of the notice thereof as though no lapse had
ever occurred if the delay in payment was unintentional. The
petition to accept the delayed payment must be filed within one
year of the date on which the patent lapsed or be filed within
threc months of the date of the first decision on a petition under
paragraph (b) of this section which was filed within on¢ year of
the date of the lapse of the patent. The petition to accept the
delayed payment must be accompanicd by (1) the remaining
balance of the issue fce, unless it has been previously submitted,
(2) the fee foruninteriionally delayed payment (§ 1.17(m)), and
(3) a statement that the delay was unintentional. Such statement
must be a verified statement if made by a person not registered
to practice before the Patent and Trademark Office. The
Commissioner may require additional information where there
is a question whether the delay in payment was unintentional,
The three-month period from the date of the first decision
referred to this paragraph may be extended under the provisions
of § 1.136(a), but no further extensions under § 1.136(b) willbe
granted. Petitions to the Commissioner under § 1.183 to waive
any time periods forrequesting acceptance of an unintentionally
delayed payment will not be considered, but will be returned to
the applicant.

(d) Any petition pursuant to paragraph (b) of this section not
filed within six months of the date of lapse must be accompanied
by aterminal disclaimer with fec under § 1.321 dedicating to the
public a terminal part of the term of the patent equivalent to the
period of lapse of the patent.

[47 FR 41280, Sept. 17, 1982, effective date Oct, 1, 1982)

§ 1.318 Notification of national publication of a
patent based on an international application,
The Office will notify the International Bureau when a
patent is issued on an application filed under 35 U.S.C. 371, and
there has been no previous international publication,
[43 FR 20465, May 11, 1978]

DISCLAIMER
§ 1.321 Statutory disclaimer
(a) Adisclaimer under 35 U.S.C. 253 must be accompanicd
by the fee set forth in § 1,20(d) and identify the patent and the
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claim or claims which are disclaimed, and be signed by the
person maxing the disclaimer, who shall state therein the extent
of his or her interest in the patent, A disclaimer which is not a
disclaimer of a complete claim or claims may be refused
recordation. A notice of the disclaimer is published in the
Official Gazette and attached to the printed copies of the
specification. In like manner any patcniee or applicani may
disclaim or dedicate to the public the entire term, or any terminal
part of the term, of the patent granted or to be granted.

(b) A terminal disclaimer, when filed in an application to
obviate a double patenting rejection, must be accompanied by
the fee set forth in § 1.20(d) and include a provision that any
patent granted on that application shall be enforceable only for
and during such period that said patent is commonly owned with
the application or patent which formed the basis for the rejec-
tion.

(OMB Centrol No. 0651-0011}

(47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982}

CORRECTION OF ERRORS IN PATENT

§1.322 Certificate of correction of Office mistake.

(a) A certificate of correction under 35 U.S.C. 254 may be
issued at the request of the patentee or the patentee’s assignee.
Such certificate will not be issucd at the request or suggestion of
anyone not owning an interest in the patent, nor on motion of the
Office, without first notifying the patentee (including any as-
signee of record) and affording the patentee an opporiunity to be
heard. When the request relates to a patent involved in an
interference, the request shall comply with the requirements of
this scction and shall be accompanied by a motion under §
1.635.

(b) If the nature of the mistake on the part of the Office is
such that a certificate of correction is deemed inappropriate in
form, the Commissioner may issuc a corrected patent in licu
thercof as a more appropriate form for certificate of correction,
without expense (o the patentee,

[OMB Control No. 0651-0011}

[24 FR 10332, Dec. 22, 1959; 34 FR 5550, Mar. 22, 1969; para. (a),
49 FR 48416, Dec, 12, 1984, effective Feb. 11, 1985]

§ 1.323 Certificate of correction of applicant’s
mistake.

Whenever a mistake of a clerical or typographical nature or
of minor character which was not the fault of the Office, appears
in a patent and a showing is made that such mistake occurred in
good faith, the Commissioner may, upon payment of the fec set
forth in § 1.20(a), issue a certificate, if the correction does not
involve such changes in the patent as would constitute new
matter or would require reexamination, A request for a certifi-
cate of correction of a patent involved in an interference shall
comply with the requirements of this scction and shall be
accompanied by a motion under § 1,635,

[34 FR 5550, Mar. 22, 1969; 49 FR 48416, Dcc. 12, 1984, effective
Feb. 11, 1985]

§ 1.324 Correction of inventorship in patent.
Whenever a patent is issued and it appears that the correct
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inventor or inventors were not named through error without
dgeceptive intention on the part of the actual mventor or inven-
tors, the Commissioner may, on petitionof all the parties and the
assignees and satisfactory proof of the facts and payment of the
fee set forthin § 1.20(b), or on order of a court before which such
matter is called in question, issue a certificate naming only the
actual invenior or inveniors, A request io correct inveniorship of
a patent involved in an interference shall comply with the
requirements of this section and shall be¢ accompanied by a
motion under § 1.634,

[OMB Control No. 0651-0011)

{47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR 2713,
Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 48416, Dec. 12, 1984; 50
FR 23123, May 31, 1985, effective Feb. 11, 1985]

§ 1.325 Other mistakes not corrected.

Mistakes other than those provided for in §§ 1.322, 1.323,
1.324, and not affording legal grounds for reissue or for reex-
amination, will not be corrected after the date of the patent.

[48 FR 2714, Jan. 20, 1983, effective date Feb, 27, 1983]

ASSIGNMENTS AND RECORDING

§ 1.331 Recording of assignments.

(a) Assignments, including grants and conveyances, of
patents, national applications, or international applications
which designate the United States of America, will be recorded
in the Patent and Trademark Office under 35 U.S.C. 261. Other
instruments affecting title to a patent, a national application, or
an international application which designates the United States
of America, and licenses, even though the recording thereof
may nol serve as constructive notice under 35 U.S.C, 261, will
be recorded as provided in this section or at the discretion of the
Commissioner. Any instrument to be recorded, except those
under Part 7 of this title, must be accompanied by the fee set
forth in § 1.21(h).

(b) No instrument will be recorded which is not in the
English language and which does not amount to an assignment,
grant, mortgage, lien, incumbrance, or license, or which docs
not affect the title of the patent or invention to which it relates,
and which does not identify the patent or application to which
it relates, except as ordered by the Commissioner.

(c) An instrument relating to a patent should identify the
patent by number and date (the name of the inventor and title of
the invention as stated in the patent should also be given); an
instrument relating to a national application, or an international
application which designates the United States of America
should identify the application by serial number or international
application number and date of filing (the name of the inventor
and title of the invention as stated in the application should also
be given) but if an assignment is executed concurrently with or
subsequent to the exccution of the application but before the
application is filed or before its serial number or international
application number and filing date are ascertained, it should
adequately identify the application, as by its date of exccution
and name of the inventor and title of the invention; so that there
can be no mistake as to the patent or application intended.
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[24 FR 10332, Dec. 22, 1959; 43 FR 20465, May 11, 1978; 4T FR
41281, Sept. 17, 1982]

§ 1.332 Receipt and recording.

Assignments are recorded in regular order as promptly as
possible, and then transmitted with the date and identification of
the record stamped thereon to the persons entitled to them, The
date of record is the date of the receipt of the assignment at the
Office in proper form and accompanied by the fee set forth in §
1.21(h).

[47 FR 41281, Sept. 17, 1982)

§ 1.333 Conditional assignments.

Assignments which are made conditional on the perform-
ance of certain acts or events, as the payment of money or other
condition subsequent, if recorded in the Office are regarded as
absolute assignments for Office purposes until cancelled with
the written consent of both parties or by the decree of a
competent court. The Office has no means for determining
whether such conditions have been fulfilled.

§ 1.334 Issue of patent to assignee.

(@) In case of an assignment of the entire interest in the
invention and application, or of the cntire interest in the patent
to be granted, the patent will normally issue to the assignee. If
the assignee should hold an undivided part interest, the patent
will normally issue jointly to the inventor and the assignee. If it
is desired that the patent so issue, the assignment in ¢ither case
must first have beenrecorded, and at a day not later than the date
payment is made of the issue fee,

(b) Atthe time of payment of the issuc fee, a statement must
be furnished indicating whether or not an assignment has been
filed with the Patent and Trademark Office. In the event an as-
signment has been filed, such statement must include the name
and address of the assignec and indicate whether or not an ac-
knowledgment of a recorded assignment has been received
from the Patent and Trademark Office.

(¢) If the assignment is recorded after the date of payment of
the issue fee, the assignee may petition that the patent issuc to
the assignee as recorded. Any such petition must be accompa-
nicd by the fee st forth in § 1.17(i).

{47 FR 41281, Sept. 17, 1982, effective Qct. 1, 1982]

§ 1.335 Filing of notice of arbitration awards.

(@) Written notice of any award by an arbitrator pursuant to
35U.8.C. 294 must be filed in the Patent and Trademark Office
by the patentee, or the patentee’s assignee or licensee. If the
award involves more than one patent a separate notice must be
filed for placement in the file of cach patent. The notice must set
forth the patent number, the names of the inventor and patent
owner, and the names and addresses of the partics to the
arbitration. The notice must also include a copy of the award,

(b) If an award by an arbitrator pursuant o 35 U,S.C, 294 is
maodified by a court, the party requesting the modification must
file in the Patent and Trademark Office, a notice of the modifi-
cation for placement in the file of cach patent to which the
modification applics. The noticc must set forth the patent
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number, the names of the inventor and patent owner, and the
names and adiresses of the parties to the arbitration. The notice
must also include a copy of the court’s order modifying the
award,

(c) Any award by an arbitrator pursuant to 35 U.5.C. 294
shall be unenforceable until any notices required by paragraph
(a) or (b) of this section are filed in the Patent and Trademark
Office. If any required notice is not filed by the party designated
in paragraph (a) or (b) of this section, any party 1o the arbitration
proceeding may file such a notice.

{48 FR 2718, Jan. 20, 1983, effective Feb. 8, 1983]

AMENDMENT OF RULES

§ 1.351 Amendments to rules will be published.
All amendments to the regulations in this part will be
published in the Official Gazette and in the Federal Register.

§ 1.352 Publication of notice of proposed
amendments.

(a) Whenever required by law, and in other cascs whenever
practicable, notice of proposed amendments to the regulations
in this part will be published in the Official Gazette and in the
Federal Register. If not published with the notice, copies of the
text will be furnished to any person requesting the same. All
comments, suggestions, and briefs reccived within a time speci-
fied in the notice will be considered before adoption of the
proposed amendments which may be modified in the light
thereof.

(b) Oral hearings may be held at the discretion of the
Commissioner.

MAINTENANCE FEES

¢ 1.362 Time for payment of maintenance fees.

(a) Maintenance fees as setforth in § 1.20(e)-(j) are required
to be paid in all patents based on applications filed on or after
December 12, 1980, except as noted in paragraph (b) of this
section, to maintain a patent in force beyond 4, 8 and 12 years
after the date of grant,

(b) Maintenance fees are notrequired for plantpatents based
on applications filed on or after August 27, 1982 or for any
design patents. Maintenance fees are not required for a reissue
patent if the patent being reissucd did not require maintenance
fecs.

(c) The application filing dates for purposes of payment of
maintenance fees are as follows:

(1) For an application not claiming benefit of an earlier
application, the actual United States filing date of the applica-
tion,

(2) Foran application claiming benefit of an carlier forcign
application under 35 U.S.C. 119, the United States filing date of
the application.

(3) For a continuing (continuation, division, continuation-
in-part) application claiming the benefit of a prior patent appli-
cation under 35 U.S.C. 120, the actual United States filing date
of the continuing application.
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(4) For a reissue application, the United States filing date
of the original non-reissue application on which the patent
reissucd is based.

(5) For an international application which has entered the
United States as a Designated Office under 35 U.S.C. 371, the
international filing date granted under Asticle 11(1) of the
Patent Cooperation Treaty which is considered to be the United
States filing date under 35 U.S.C. 363.

(d) Maintenance fces may be paid in patents without sur-
charge during the periods extending respectively from:

(1) 3 years through 3 years and 6 months after grant for the
first maintenance fee,

(2) 7 years through 7 years and 6 months after grant for the
second maintenance fee, and

(3) 11 years through 11 years and 6 months after grant for
the third maintenance fee.

(e) Maintenance fees may be paid with the surcharge set
forthiin § 1.20(k) or (1) during the respective grace periods after:

(1) 3 years and 6 months and through the day of the 4th
anniversary of the grant for the first maintenance fee.

(2) 7 years and 6 months and through the day of the 8th
anniversary of the grant for the second maintenance fee, and

(3) 11 years and 6 months and through the day of the 12th
anniversary of the grant for the third maintenance fee.

(f) If the last day for paying a maintenance fee without
surcharge set forth in paragraph (d) of this section, or the last day
for paying a maintenance fee with surcharge set forth in
paragraph (e) of this section, falls on a Saturday, Sunday, or a
federal holiday within the District of Columbia, the mainte-
nance fec and any necessary surcharge may be paid under
paragraph (d) or paragraph (e) respectively on the next succeed-
ing day which is not a Saturday, Sunday, or federal holiday.

(g) Unless the maintenance fee and any applicable surcharge
is paid within the time periods set forth in paragraphs (d), () or
(f) of this section, the patent will expire as of the end of the grace
period set forth in paragraph (e) of this section. A patent which
expires for the failure to pay the maintenance fee will expire at
the cnd of the same date (anniversary date) the patent was

granted in the 4th, 8th, or 12th year after grant.
[49 FR 34724, Aug. 31, 1984, added effective Nov, 1, 1984]

§ 1.363 Fee address for maintenance fee purposes.
(a) Allnotices, receipts, refunds, and other communications
relating to payment or refund of maintenance fees will be
directed to the correspondence address used during prosecution
of the application as indicated in § 1.33(a) unless:
(1) A “fee address” for purposes of payment of mainte-
nance fees is set forth when submitting the issue fee, or
(2) A change in the correspondence address for all purposes
is filed after payment of the issue fee, or
(3) A*“fec address” orachangein the “fec address” is filed
for purposes of receiving notices, receipts and other correspon-
dence relating to the payment of maintenance fees after the
payment of the issue fee, in which insiance, the latest such
address will be used.
(b) Anassignment of a patent application or patent does not
result in a change of the “correspondence address™ or “fee
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address” for maintenance fee purposes.
[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984]

§ 1.366 Submission of maintenance fees.
(a) The patenice may pay mainicnance fees and any neces-
sary surcharges, or any person or organization may pay mainte-

- nance fees and any necessary surcharges onbehalf of a patentee.

Authorization by the patentee need not be filed in the Patent and
Trademark Office to pay maintenance fees and any necessary
surcharges on behalf of the patentee.

(b) A mainienance fee and any necessary surcharge submii-
ted for a patent must be submitted in the amount due on the date
the maintenance fee and any necessary surcharge are paid and
may be paid in the manner set forth in § 1.23 or by an authori-
zationtocharge adepositaccount established pursuantto § 1.25.
Payment of a maintenance fee and any necessary surcharge or
the authorization to charge a deposit account must be submitted
within the periods set forth in § 1.362(d), () or (f). Any payment
or authorization of maintenance fees and surcharges fiied at any
other time will not be accepted and will not serve as a payment
of the maintenance fee except insofar as a delayed payment of
the maintenance fee is accepted by the Commissioner in an
expired patent pursuant to a petition filed under § 1.378. Any
authorization to charge a deposit account must authorize the
immediate charging of the maintenance fee and any necessary
surcharge to the deposit account. Payment of less than the
required amount, payment in a manner other than that set forth
in § 1.23, or the filing of an authorization to charge a deposit
account having insufficient funds will not constitute payment of
a maintenance fee or surcharge on a patent. The certificate of
mailing procedures of cither § 1.8 or § 1.10 may be utilized in
paying maintenance fees and any necessary surcharges.

(c) Insubmitting maintenance fees and any necessary sur-
charges, identification of the patents for which maintenance
fees are being paid must include the following:

(1) The patent number, and
(2) The serial number of the United States application for
the patent on which the maintenance fee is being paid.

(d) Payments of maintenance fees and any surcharges
should identify the fee being paid for each patent as to whether
itisthe 3 1/2,7 1/20r 11 1/2 year fee, whether small entity status
is being changed or claimed, the amount of the maintenance fee
and any surcharge being paid, any assigned payor number, the
patent issue date and the United States application filing date. If
the maintenance fee and any necessary surcharge is being paid
on areissue patent, the payment must identify the reissue patent
by reissue patent number and reissue application serial number
as required by paragraph (c) of this section and should also
include the original patent number, the original patent issue date
and the original United States application filing date.

(e) Maintenance fee payments and surcharge payments
relating thercto must be submitted separate from any other
payments for fecs or charges, whether submitted in the manner
set forth in § 1.23 or by an authorization to charge a deposit
account. If maintenance fee and surcharge payments for more
than one patentare submitted together, they should be submitted
on as few sheets as possibic with the patent numbers listed in in-
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creasing patent number order. If the payment submitted is insuf-
ficient to cover the maintenance fees and surcharges for all the
listed patents, the payment will be applied in the order the
patents are listed, beginning at the top of the listing,

() Notification of any change in status resulting in loss of
entitlement to small entity staius must be filed in a patent prior
lo paying, or at the time of paying, the earliest mainienance fee
due after the date on which status as a small entity is no longer
appropriate. See § 1.28(b).

(g) Maintenance fees and surcharges relating thereto will

not be refunded except in accordance with §§ 1.26 and 1.28(a).
[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984]

§ 1.377 Review of decision refusing to accept and
record payment of a maintenance fee filed
prior to expiration of patent.

(a) Any patentee who is dissatisfied with the refusal of the
Patent and Trademark Office to accept and record a mainte-
nance fee which was filed prior to the expiration of the patent
may petition the Commissioner to accept and record the main-
tenance fee.

(b) Any petition under this section must be filed within 2
months of the action complained of, or within such other time as
may be set in the action complained of, and must be accompa-
nied by the fee sct forth in § 1.17(h). The petition may include
arequest that the petition fee be refunded if the refusal to accept
and record the mainienance fee is determined to result from an
error by the Patent and Trademark Office.

(c) Any petition filed under this section must comply with
the requirements of paragraph (b)of § 1.181 and must be signed
by an attomey or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other
party in interest. Such petition must be in the form of a verified
statement if made by a person not registered to practice before
the Patent and Trademark Office.

[49 FR 34725, Aug. 31, 1984, added cffective Nov. 1, 1984]

§ 1.378 Acceptance of delayed payment of mainte-
nance fee in expired patent to reinstate patent.

(a) The Commissioner may accept the payment of any main-
tenance fee due on a patent after expiration of the patent if, upon
petition, the delay in payment of the maintenance fee is shown
to the satisfaction of the Commissioner 10 have been
unavoidable and if the surcharge required by § 1.20(m) is paid
as a condition of accepting payment of the maintenance fee, If
the Commissioner accepts payment of the maintenance fee
upon petition, the patent shall be considered as not having
expired, but will be subject to the conditions set forth in 35
U.S.C. 41(c)(2).

(b) Any petition to accept the delayed payment of a mainte-
nance fee filed under paragraph (a) of this section within six
months of the cxpiration of the patent must include:

(1) The required maintenance fee set forth in § 1.20(h) - (j);

(2) The surcharge set forth in § 1.20(m); and

(3) A showing that the delay was unavoidable since reason-
able care was taken to ensure that the maintenance fee would be
timely paid. The showing must cnumerate the steps taken to
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ensure timely payment of the maintenance fee.

(c) Any petition 10 accept the delayed payment of a mainte-
nance fee filed vnder paragraph (2) of this section more than six
months after the expiration of the patent must include:

(1) The required maintenance fee set forth in § 1.20(h) - (j)

(2) The surcharge set forth in § 1.20(m); and

(3) A showing that the delay was unavoidable since reason-
able care was taken to cnsure that the maintenance fee would be
paidtimely and the failure totimely pay the maintenance fee was
due entirely to circumstances outside of the control of the
patentee. The showing must enumerate the steps taken io ensure
timely payment of the maintenance fee and the circumstances
which were outside of the control of the patentee and those
acting on behalf of the patentee in paying the maintenance fec.
The showing must be sufficient in scope and content to meet the
heavy burden of proof required to show that a delay in payment
of the maintenance fee of more than six months after expiration
of the patent was unavoidable.

(d) Any petition under this section must be signed by an
attorney or agent registered to practice before the Patent and
Trademark Office, or by the patentce, the assignee, or other
party in interest. Such petition must be in the form of a verificd
statement if made by a person not registered o practice before
the Patent and Trademark Office.

(e) Reconsideration of a decision refusing to accept a main-
tenance fee upon petition filed pursuant to paragraph (a) of this
section may be obtained by filing a petition for reconsideration
within two months of, or such other time as set in, the decision
refusing to accept the delayed payment of the maintenance fce.
Any such petition for reconsideration must be accompanied by
the petition fee set forth in § 1.17(h). After decision on the
petition for reconsideration, no further reconsideration or re-
view of the matter will be undertaken by the Commissioner. If
the delayed payment of the maintenance fee is not accepted, the
maintenance fee and the surcharge set forth in § 1.20(m) will be
refunded following the decision on the petition for reconsidera-
tion, or after the expiration of the time for filing such a petition
for reconsideration, if none is filed. The fee set forth in § 1.17(h)
for filing the petition for reconsideration will not be refunded
unless the refusal to accept and record the maintenance fec is
determined to result from an error by the Patent and Trademark
Office.

{49 FR 34726, Aug. 31, 1984, added effective Nov. 1, 1984; para.
(a), 50 FR 9383, Mar.7, 1985, effective May 8, 1985]

Subpart C - International Processing
Provisions

GENERAL INFORMATION

§ 1.401 Definitions of terms under the Patent
Cooperation Treaty.
(a) The abbreviation “PCT” and the term “Treaty” mean the
Patent Cooperation Treaty.
(b) “International Burcau” mecans the World Intellectual
Property Organization located in Geneva, Switzerland.
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(¢) “Administrative Instructions” mecans that body of in-
structions for operating under the Patent Cooperation Treaty
referred to in PCT Rule 89,

(d) “Request”, when capitalized, means that element of the
international application described in PCT Rules 3 and 4.

(¢) “International application”, as used in this subchapter is
defined in § 1.9(b).

(f) “Priority date” for the purposc of computing time limits
under the Patent Cooperation Treaty is defined in PCT Art.
2(xi). Note also § 1.465.

(g)“Demand,” when capitalized, means that document filed
with the International Preliminary Examining Authority which
requests an international preliminary examination.

(h) “Anncxcs” means amendments made to the claims, de-
scription or the drawings before the International Preliminary
Examining Authority.

(i) Other terms and expressions in this Subpart C not defined
in this section arc to be taken in the sense indicated in PCT
Article 2 and 35 U.S.C. 351.

[OME Control No. 0651-0011]

[43 FR 20466, May 11, 1978; 52 FR 20047, May 28, 1987,
effective July 1, 1987]

§ 1.412 The United States Receiving Office,

(a) The United States Patent and Trademark Office is a
Receiving Office only for applicants wha-are residents or
nationals of the United States of America.

(b) The Patent and Trademark Office, when acting as a
Receiving Office, will be identified by the full title “United
States Receiving Office” or by the abbreviation “RO/US.”

(c) The major functions of the Receiving Office include:

(1) According of international filing dates 10 international
applications meeting the requirements of PCT Ast, 11(1), and
PCT Rule 20;

(2) Assuring that international applications meet the stan-
dards for format and content of PCT Art. 14(1), PCT Rule 9, 26,
29.1, 37, 38, 91, and portions of PCT Rules 3 through 11;

(3)Collecting and, when required, transmitting fees duc for
processing international applications (PCT Rule 14, 15, 16);

(4) Transmitting the record and scarch copies to the Inter-
national Burcau and International Searching Authority, respec-
tively (PCT Rules 22 and 23); and

(5) Determining compliance with applicable requirements
of Part 5 of this chapter.

[OMB Conirol No., 0651-0011]

§ 1.413 The United States International Searching
Authority,

(a) Pursuant to appointment by the Assembly, the United
States Patent and Trademark Office will act as an International
Searching Authority for international applications filed in the
United States Receiving Office and in other Receiving Offices
as may be agreed upon by the Commissioner, in accordance
with agreement between the Patent and Trademark Office and
the International Burcau (PCT Art. 16(3)(b)).
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(b) The Patent and Trademark Office, when acting as an
International Searching Authority, will be identified by the fuil
title “United States Intornational Searching Authority” or by the
abbreviation “ISA/US."”

(c) The major functions of the International Searching Au-
thority include:

(1) Approving or establishing the title and abstract;

(2) Considering the matter of unity of invention;

(3) Conductling international and international-type
scarches and preparing international and international-type
search reports (PCT Art. 15, 17 and 18, and PCT Rules 25, 33
10 45 and 47); and

(4) Transmitting the international search report to the appli-
cant and the International Bureau.

[OMB Control No. 0651-0011)

§ 1.414 The United States Patent and Trademark
Office as a Designated Office or Elected
Office.

(a) The United Statces Patent and Trademark Office will act
as a Designated Office or Elected Office for international appli-
cations in which the United States of America has been desig-
nated or clected as a State in which patent protection is desired.

(b) The United States Patent and Trademark Office, when
acting as a Designated Office or Elected Office during interna-
tional processing will be identified by the full title “United
States Designated Office” or by the abbreviation “DO/US” or
by the full title “United States Elected Office” or by the
abbreviation “EO/US”,

(c) The major functions of the United States Designated
Office or Elected Office in respect to international applications
in which the United States of America has been designated or
clected, include:

(1) Receiving various notifications throughout the interna-
tional stage; and
(2) Accepting for national stage cxamination international
applications which satisfy the requirements of 35 U.S.C. 371.
[OMB Control No. 0651-0011]
(52 FR 20047, May 28, 1987)

§ 1.415 The International Bureau.

(a) The International Burcau is the World Intellectual Prop-
crty Organization located at Geneva, Switzerland, Itisthe inter-
national intergovernmental organization which acts as the coor-
dinating body under the Treaty and the Regulations (PCT Art,
2 (xix) and 35 U.S.C. 351(h)).

(b) The major functions of the International Bureau include:

(1) Publishing of international applications and the Inter-
national Gazette;

(2) Transmitting copics of international applications to
Designated Offices;

(3) Storing and maintaining rccord copics; and

(4) Transmitting information to authoritics pertinent to the
processing of specific international applications,

[OMB Control No, 0651-0011)
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§ 1.416 The United States International
Preliminary Examining Authority.

(a) Pursuant to appointment by the Assembly, the United
States Patent and Trademark Office will act as an International
Preliminary Examining Authority for international applications
filed in the United States Receiving Office and in other Receiv-
ing Offices as may be agreed upon by the Commissioner, in
accordance with agreement between the Patent and Trademark
Office and the International Bureau.

(b) The United States Patent and Trademark Office, when
acting as an International Preliminary Examining Authority,
will be identified by the full title “United States International
Preliminary Examining Authority” or by the abbreviation
“IPEA/US.”

(c) The major functions of the International Preliminary Ex-
amining Authority include:

(1) Receiving and checking for defects in the Demand;

(2) Collecting the handling fee for the International Bureau
and the preliminary cxamination fee for the United States Inter-
national Preliminary Examining Authority;

(3) Informing applicant of receipt of the Demand;

(4) Considering the matier of unity of invention;

(5) Providing an intcrnational preliminary examination
report which is a non-binding opinion on the questions whether
the claimed invention appears to be novel, to involve an inven-
tive step (to be non-obvious), and (o be industriauy applicable;
and

(6) Transmitting the internationa! preliminary cxamination
report Lo applicant and the International Burecau.

152 FR 20047, May 28, 1987, cffective July 1, 1987)

WHO MAY FILE AN INTERNATIONAL APPLICATION

§ 1.421 Applicant for international application.

(a) Only residents or nationals of the United States of
America may file international applications in the United States
Receiving Office.

(b) Although the United States Receiving Office will accept
international applications filed by any resident or national of the
United States of America for international processing, an inter-
national application designating the Unites States of America
will be accepted by the Patent and Trademark Office for the
national stage only if filed by the inventor or as provided in §§
1.422,1.423 or 1.425.

(¢) International applications which do not designate the
United States of America may be filed by the assignee orownet.

{#) The attorney or agent of the applicant may sign the
international application Request and file the international
application for the applicant if the international application
when filed is accompanicd by a separate power of attorney o
that attorney or agent from the applicant. The separate power of
attorncy from the applicant may be submitted after filing if
sufficient causc is shown for not submitting it at the time of
filing. Note that paragraph (b) of this scction requires that the
applicant be the inventor if the United States of America is
designated.

(¢) Any indication of different applicants for the purposc of
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different Designated Offices must be shown on the Request
portion of the international application.

(f) Changes in the person, name, or address of the applicant
of an international application shall be made in accordance with
PCT Rule 18.5.

[OMB Control No. 0651-0011]

§ 1.422 When the inventor is dead.

In case of the death of the inventor, the legal representative
(executor, administrator, etc.) of the deceased inventor may file
an international application which designates the United States
of America.

[OMB Control No. 0651-0011]

§ 1.423 When the inventor is insane or legally
incapacitated.

In case an inventor is insane or otherwise legally incapaci-
tated, the legal representative (guardian, conservator, etc. ) of
such inventor may file an international application which des-
ignates the United States of America.

{OMB Control No. 0651-0011}

§ 1.424 Joint inventors.

Jointinventors must jointly file an international application
which designates the United States of America; the signature of
cither of them along, or less than the entire number will be
insufficient for an invention invented by them jointly, except as
provided in § 1.425,

[OMB Control No. 0651-0011]

§ 1.425 Filing by other than inventor.

(a) If a joint inventor refuses to join in an international ap-
plication which designates the United States of America or
cannot be found or reached after diligent effort, the international
application which designates the United States of America may
be filed by the other inventor on behalf of himself or herself and
the omitted inventor. Such an international application which
designates the United States of America must be accompanied
by proof of the pertinent facts and must state the last known
address of the omitted inventor. The Patent and Trademark
Oiffice shall forward notice of the filing of the international
application to the omitted inventor at said address.

(b) Whenever an inventor refuses to ¢xecute an international
application which designates the United States of America, or
cannot be found or reached after diligent effort, a person to
whom the inventor has assigned or agreed in writing to assign
the invention or who otherwise shows sufficient proprictary
interest in the matter justifying such action may file the interna-
tional application on behalf of and as agent for the inventor.
Such an international application which designates the United
States of America must be accompanied by proof of the perti-
nentfacts and ashowing thatsuch action is necessary to preserve
the rights of the partics or to prevent irreparable damage, and
must state the last known address of the inventor. The assign-
ment, written agreement to assign or other evidence of proprie-
tary interest, or a verified copy thereof, must be filed in the
Patentand Trademark Office. The Office shail forward notice of
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the filing of the application to the inventor at the address stated

in the application.
[OMB Control No. 0651-0011}

THE INTERNATIONAL APPLICATION

§ 1.431 International application requirements.

(a) Aninternational application shall contain, as specified in
the Treaty and the Regulations, a Request, a description, one or
more claims, an abstract, and one or more drawings (where
required). (PCT Art. 3(2) and Section 207 of the Administrative
Instructions.)

(b) An international filing date will be accorded by the
United States Receiving Office, at the time of receipt of the
international application, provided that:

(1) The applicant is a United States resident or national (35
U.S.C. 361(a), PCT Art. 11(1)(i)).

(2) The international application is in the English language
(BSUS.C. 361(c), PCT Art. 11(1)(i)).

(3) The international application contains at least the fol-
lowing elements (PCT Art. 11(1)(iii)):

(i) An indication that it is intended as an international ap-
plication (PCT Rule 4.2);

(ii) The designation of at icast onc Contracting Statc of the
International Patent Cooperation Union;

(iii) The name of the applicant, as prescribed (note §§
1.421-1.424);

(iv) A part which on the face of it appears to be a
description; and ,

(v} A part which on the face of it appears to be a claim.

(c) Payment of the basic portion of the intcrnational fee
(PCT Rule 15.2) and the transmittal and search fees (§ 1.445)
may be made in full at the time the international application
papersrequired by paragraph (b) of this section are deposited or
within one month thereafter. Failure to make full payment
within onc month of the deposit of the international application
papers required by paragraph (b) of this section will result in the
fees being charged to the International Bureau under the provi-
sions of paragraph (d) of this section and PCT Rule 16 bis.

(d) The United States Receiving Office will charge to the
Intcrnational Burcau in accordance with PCT Rule 16 bis and
will consider as having been timely paid:

(1) The transmittal fee, the basic fee portion of the interna-
tional fee, or the scarch fee where these fees have not been fully
paid by the applicant within one month of the date of deposit of
the international application, and

(2) The designation fee, or the amount necessary to cover
all the designations made in the request if not paid by the
applicant within one year from the priority date or within onc
month from the date of receipt of the international application if
that month cxpires after the expiration of one year from the
priority date.

(¢) The International Bureau will notify applicant of any
amount charged under paragraph (d) of this section and invite
the applicant to pay dircctly to the International Bureau within
onc month from the date of the notification, the amount charged,
augmented by a surcharge of 50%, provided the surcharge will
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not be less, and will not be more, than the amounts indicated in
the Schedule of Fees appended to the PCT Rules. If the payment
needed to cover the transmittal fees, the basic fee, onc designa-
tion fee and the surcharge is not timely made to the Intemational
Burcau, ine International Burcau will notify the Receiving
Office which will declare the international application with-
drawn under PCT Article 14(3)(a). If the applicant makes timely
payment of the fees referred to in the previous sentence, but the
amount paid is not sufficient to cover all designation fees, the
Receiving Office will declare any designation not paid with-
drawn under PCT Rule 14(3)(b) in accordance with PCT Rule
16 bis. 2(c).

[OMB Control No. 0651-0011]

[43 FR 20486, May 11, 1978; paras. (b), (c). (d) & (e), 50 FR 9383,
Mar. 7, 1985, effective May 8, 1985; 52 FR 20047, May 28, 1987,
effective July 1, 1987]

§ 1.432 Designation of States and payment of
designation fees.

(a) The names of Designated States shall appear in the
Request upon filing and must be indicated as set forth in Section
201 of the Administrative Instructions.

(b) The designation fees may be paid upon filing of the
international application, butmust be paid before the expiration
of one year from the priority date or within one month from the
date of receipt of the international application if that month
expires after the expiration of one year from the priority date.
Failure to timely pay the designation fee for a particular Desig-
nated State will result in the withdrawal of that designation .
Failure to timely pay atleastone designation fee will resultin the
withdrawal of the international application.

[OMB Control No. 0651-0011]

f43 FR 20466, May 11, 1978; 52 FR 20047, May 28, 1987,
effective July 1, 1987]

§ 1.433 Physical requirements of international
application.

(a) The international application and each of the documents
thatmay bereferred tointhe check listof the Request (PCT Rule
3.3(a)(ii)) shall be filed in one copy only.

(b) All sheets of the international application must be on A4
size paper (21.0 x 29.7 cm.).

(c) Other physical requirements for international applica-
tions are set forth in PCT Rule 11 and Sections 201-207 of the

Administrative Instructions.
[OMB Control No, 0651-0011}

§ 1.434 The request.

(a) The request shall be made on a standardized printed form
(PCT Rules 3 and 4). Copies of such printed Request forms are
available from the Patent and Trademark Office. Letters re-
questing such forms should be marked “Box PCT.”

(b) The Check List portion of the Request form should
indicate each document accompanying the international appli-
cation on filing,

(c) Allinformation, for cxample, addresses, names of States
and dates, shall be indicated in the Request as required by PCT
Rule 4 and Administrative Instructions 110 and 201.
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(d) International applications which designate the United
States of America shall include:

(1) The name, address and signature of the inventor, except
as provided by §§ 1.421(d), 1.422, 1.423 and 1.425;

(2) A reference 1o any copending national application or
international application designating the United States of
America, if the benelii of the filing dae for the prior copending
application is to be claimed.

[OMEB Control No. 0651-0011]

§ 1.435 The description.

(a) Requirements as to the content and form of the descrip-
tion are setforthin PCT Rules 5,9, 10and 11 and Administrative
Instruction 204, and shall be adhered to.

(b) In international applications designating the United
States the description must contain upon filing an indication of
the best mode contemplated by the inventor for carrying out the
claimed invention.

{OMB Control No. 0651-0011]

§ 1.436 The claims.

The requirements as to the content and format of claims are
set forth in PCT Art. 6 and PCT Rules 6, 9, 10 and 11 and shall
be adhered to. The number of the claims shall be reasonable,
considering the nature of the invention claimed.

[OMB Control No. 0651-0011}

§ 1.437 The drawings,

(a) Subject to paragraph (b) of this section, when drawings
arenecessary for the understanding of the invention, or are men-
tioned in the description, they must be part of an international
application as originally filed in the United Siates Receiving
Office in order to maintaiii the international filing datc during
the national stage (PCT Art, 7).

(b) Drawings missing from the application upon filing will
be accepted if such drawings are received within 30 days of the
date of first receipt of the incomplete papers. If the missing
drawings are received within the 30-day period, the interna-
tional filing date shall be the date on which such drawings are
reccived. If such drawings are not timely received, ali references
to drawings in the international application shall be considered
non-existent (PCT Art, 14(2), Administrative Instruction 310).

(c) The physical requircments for drawings are set forth in
PCT Rule 11 and shall be adhered to.

[OMB Control No. 0651-0011]

§ 1.438 The abstract.

(a) Requirements as to the content and form of the abstract
are set forth in PCT Rule 8, and shall be adhered to.

(b) Lack of an abstract upon filing of an international appli-
cation will not affect the granting of a filing date. However,
failure to furnish an abstract within one month from the datc of
the notification by the Receiving Office will resultin the inter-
national application being declared withdrawn.,

[OMB Control No. 0651-0011]

FEES
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§ 1.445 International application filing, processing
and search fees.

(a) The following fees and charges for international appli-
cationsarc established by the Commissioner under the authority
of 35 U.S.C. 376:

(1) A ransmittal fee (see 35 U.S.C. 361(d) and PCT Rule

(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16)
where:
(i) Nocorresponding prior United States national applica-
tion with basic filing fee has been filed ..................... $520.00
(ii) A corresponding prior United States national applica-
tion with basic filing fec has been filed ..................... $350.00
(3) A supplemental search fee when required, per addi-
tional INVENLON .......coccrmvennensssisisssscsissssesssssssssrnans $140.00

(b) The basic fee and designation fee portion of the interna-
tional fec shall be as prescribed in PCT Rule 15.

[OMB Control No. 0651-0011]

{43 FR 20466, May 11, 1978; para. (a), 47 FR 41282, Sept. 17,
1982, effective Oct. 1, 1982; para (a)(4) - (6), 50FR 9384, Mar. 7, 1985,
effective May 8, 1985; 50 FR 31826, Aug. 6, 1985, effective Oct. 5,
1985; 52 FR 20047, May 28, 1987, effective July 1, 1987]

§ 1.446 Refund of international application filing
and processing fees.

(a) Money paid for international application fees, where
paid by actual mistake or in excess, such as a payment not
required by law or Treaty and its Regulations, will be refunded.

(b) [Reserved]

(c) Refund of the supplemental search fees will be made if
such refund is determined to be warranted by the Commissioner
or the Commissioner’s designee acting under PCT Rule 40,
2(c).

(d) The international and scarch fees will be refunded if no
international filing date is accorded (PCT Rules 15.6 and 16.2).

[OMB Control No. 0651-0011}

[43 FR 20466, May 11, 1978; para. (b), 47 FR 41282, Scpt. 17,
1982, effective Oct. 1, 1982; para (b), 50 FR 9384, Mar. 7, 1985,
effective May 8, 1985; 50 FR 31826, Aug. 6, 1985, effective Oct. 5,
1985]

PRIORITY

§ 1.451 The priority claim and priority document in
an international application.

(a) The claim for priority must be made on the Request (PCT
Rule 4.10) in a manner complying with Sections 110 and 201 of
the Administrative Instructions,

(b) Whenever the priority of an earlicr United States national
application is claimed in an international application, the appli-
cant may request in a letter of transmittal accompanying the
international application upon filing with the United States
Receiving Office, or in a separate letter filed in the Receiving
Office not laier than 16 months after the priority date, that the
Patent and Trademark Office prepare a certified copy of the
national application for transmittal to the International Bureau
(PCT Art. 8 and PCT Rule 17). The fee for preparing a certiticd
copy is stated in § 1.19(a)(3) and (b)(1).
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(c) If a certified copy of the priority document is not
submitted together with the international application on filing,
or, if the priority application was filed in the United States and
a request and appropriate payment for preparation of such a
certified copy do not accompany the international application
on filing or are not filed within 16 months of the priority date,
the certified copy of the priority document must be furnished by
the applicant to the International Bureau or to the United States
Receiving Office within the time limit specified in PCT
Rulel7.1(a).

(43 FR 20466, May 11, 1978; 47 FR 40140, Sept. 10, 1982,
effective Oct. 1, 1982; para (b), 47 FR 41282, Sept. 17, 1982, effective
Oct. 1, 1982; paras. (b) & (c), SO FR 9384, Mar. 7, 1985, effective May
8, 1985; SO FR 11366, Mar. 21, 1985]

REPRESENTATION

§ 1.455 Representation in international applications.

(a) Applicants of international applications may be repre-
sented by attorneys or agents licensed to practice before the
Patent and Trademark Office or by a common representative
(PCT Art. 49, Rules 4.8 and 90 and § 10.10).

(b) Appointment of an agent, attorney or common represen-
tative (PCT Rule 4.8} must be effected either in the Request
form, signed by all applicants, or in a separate power of attorney
submitted either to the United States Receiving Office or to the
International Bureau.,

(c) Powers of attorney and revocations thereof should be
submitted to the United States Receiving Office until the issu-
ance of the international search report.

(d) The addressee for correspondence wiltbe as indicated in
Section 108 of the Administrative Instructions.

[OMB Control No. 0651-0011]

{43 FR 20466, May 11, 1978; S0 FR 5171, Mar. 7, 1985, effective
May 8, 1985]

TRANSMITTAL OF RECORD COPY

§ 1.461 Procedures for transmittal of record copy to
the International Bureau.

(a) Transmittal of the record copy of the international appli-
cation 1o the International Bureau shall be made by the United
States Receiving Office,

(b) [Reserved]

(c) Nocopy of an international application may be transmit-
ted to the International Bureau, a foreign Designated Office, or
other forcign authority by the United States Receiving Office or
the applicant, unlessthe applicablerequirements of Part 5 of this
chapter have been satisficd,

[OMB Control No. 0651-0011]

{ 43 FR 20466, May 11, 1978; paras. (a) & (b), 50 FR 9384, Mar.
7, 1988, effective May 8, 1985])

TIMING

§ 1.465 Timing of application processing based on
the priority date.
(a) For the purpose of computing time limits under the
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Treaty, the priority date shall be defined as in PCT Art. 2(xi).

(b) When a claimed priority date is cancelled under PCT
Rule 4.10(d), or considered not to have been made under PCT
Rule 4.10(b), the priority date for the purposes of computing
time limits will be the date of the earliest valid remaining
priority claim of the international application, or if none, the
international filing date.

(c) When corrections under PCT Art. 11(2), Art. 14(2) or
PCT Rule 20.2(a) (i) or (iii) are timely submitted, and the date
of receipt of such corrections falls later than one year from the
claimed priority date or dates, the Receiving Office shall pro-
ceed under PCT Rule 4.10(d).

{OMB Control No. 0651-0011]

§ 1.468 Delays in meeting time limits.

Delays in meeting time limits during international process-
ing of international applications may only be excused as pro-
vided in PCT Rule 82. For delays in meeting time limits in a
national application, se¢ § 1.137.

[OMB Control No. 0651-0011]

AMENDMENTS

§ 1.471 Corrections and amendments during
international processing.

(a) All corrections submitted to the United States Receiving
Office must be in the form of replacement sheets and be
accompanied by a letter that draws attention to the differences
between the replaced sheets and the replacement sheets, except
that the deletion of lines of text, the correction of simple
typographical errors, and one addition or change of not more
than five words per sheet may be stated ina letter and the United
States Receiving Office will make the deletion or transfer the
correction to the international application, provided that such
corrections do not adversely affect the clarity and direct repro-
ducibility of the application (PCT Rule 26.4).

(b) Amendments of claims submitted to the International
Bureau shall be as prescribed by PCT Rule 46.

{OMB Control No. 0651-0011]

§ 1,472 Changes in person, name, or address of
applicants and inventors.

All requests for a change in person, name or address of ap-
plicants and inventor should be sent to the United States Receiv-
ing Office until the time of issuance of the international search
report, Thereafter requests for such changes should be submit-
ted to the Intemational Bureau,

[OMB Control No. 0651-0011]

{43 FR 20466, May 11, 1978; redesignated at 52 FR 20047, May
28, 1987, cffective July 1, 1987]

UNITY OF INVENTION

§ 1.475 Unity of invention before the International
Searching Authority.

(a) An international application before the International

Scarching Authority will be considered to have unity of inven-

tion if the claims are in accordance with PCT Ruie 13 (see
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paragraph (f) of this section).

(b) An international application containing claims to differ-
ent categories of invention will be considered to have unity of
invention if the claims are drawn only to on¢ of the combina-
iions of categories as set forth in PCT Rule 13.2 (see paragraph
(f) of this section) or to the combination of -

(1) A product and a process for the manufacture of said
product or
(2) A product and a process of use of said product.

If an application contains claims to more or less than one of
the combinations of categories set forth in PCT Rule 13.2 (see
paragraph {f) of this section) or a combination set forth in
paragraphs (b)(1) or (2) of this section, unity of invention may
not be present.

(c) If an intemnational application contains claims to a
category of invention in addition to those categories included in
any one of the combinations specified in paragraph (b) of this
section, lack of unity of invention may be held between the
categories included in the combination and the claims to the
additional category of invention.

(d) Unity of invention will exist where the claims are limited
to one of the combinations of categories sct forth in PCT Rule
13.2 (see paragraph (f) of this section) or in a combination set
forth in paragraphs (b)(1) or (2) of this section. If multiple
products, processes of manufacture or uses are claimed, the first
invention of the category first mentioned in the claims of the
application and the first recited invention of cach of the other
categories related thereto will be considercd as the inventions to
be searched. Any such holding by the examiner will be made of
record as a holding of lack of unity of invention.

(e) The inventions recited by the claims of diffcrent catego-
ries must be related rather than independent inventions.

(H) The wording of PCT Rule 13 is as follows:

“PCT Rule 13 - Unity of Invention
13.1 Requirement

The international application shall relate to onc invention
only or to a group of inventions so linked as to form a single
general inventive concept (“requirement of unity of inven-
tion"’).

13.2 Claims of Different Categories

Rule 13.1 shall be construed as permitting, in particular,
one of the foliowing three possibilitics:

(i) in addition to an independent claim for a given product,
the inclusion in the same international application of an inde-
pendent claim for a process specially adapted for the manufac-
ture of the said product, and the inclusion in the same interna-
tional application of an independent claim for a usc of the said
product, or

(i) in additionto an independent claim for a given process,
the inclusion in the same international application of an inde-
pendent claim for an apparatus or means specifically designed
for carrying out the said process, or

(iif) in addition to an independent claim for a given
product, the inclusion in the same international application of
an independent claim for a process specially adapted for the
manufacture of the product, and the inclusion in the same inter-
national application of an independent claim for an apparatus
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or means specifically designed for carrying out the process.
13.3 Claims of One and the Same Category

Subject to Kule 13.1, it shall be permitied to include i~ the
same international application two or more independent
claims of the same category (i.e., product, process, apparatus,
or use) which cannot readily be covered by a single generic
claim.
134 Dependeni Claims

Subject to Rule 13.1, it shall be permitted to include in the
same intemational application a reasonable number of depend-
ent claims, claiming specific forms of the invention claimed in
an independent claim, even where the features of any depend-
ent claim could be considered as constituting in themselves an
invention.
135 Utility Models

Any designated State in which the grant of a utility model
is sought on the basis of an international applicaticn may,
instead of Rules 13.1 to 13.4, apply in respect of the matters
regulated in those Rules the provisions of its national law
concerning utility models once the processing of the intema-
tional application has started in that State, provided that the
applicant shall be allowed at least two months from the expi-
ration of the time limit applicable under Article 22 to adapt his
application to the requircments of the said provisions of the
national law.

[OMB Control No. 0651-0011]
[52 FR 20047, May 28, 1987, effective July 1, 1987]

§ 1.476 Determination of unity of invention before
the International Searching Authority.

(a) Before establishing the international search report, the
International Searching Authority will determine whether the
international application complies with the requirement of unity
of invention as set forth in PCT Rule 13 (sec § 1.475(f)) and §
1.475.

(b) If the Inicrnaticnal Searching Authority considers that
the international application does not comply with the require-
ment of unity of invention, it shall inform the applicant accord-
ingly and invite the payment of additional fees (note § 1.445and
PCT Art. 17(3)(a) and PCT Rule 40). The applicant will be
given a time period in accordance with PCT Rule 40.3 to pay the
additional fees due.

(c)Inthecase of non-compliance with unity of invention and
where no additional fees are paid, the international scarch will
be performed on the invention first mentioned (“main inven-
tion™) in the claims.

(d) Lack of unity of invention may be directly evident before
considering the claims in relation to any prior art, or after taking
the prior art into consideration, as where a document discovered
during the search shows the invention claimed in a generic or
linking claim lacks novelty or is clearly obvious, leaving two or
more claims joined thereby without a common inventive
concept. In such a case the International Searching Authority
may raise the objection of lack of unity of invention,

{43 FR 20466, May 11, 1978; redesignated and amended at 52 FR
20048, May 28, 1987, effective July 1, 1987)
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§ 1.477 Protest to lack of unity of invention before
the International Searching Authority.

(a) If the applicant disagrees with the holding of lack of unity
of invention by the International Secarching Authority, addi-
tional fees may be paid under protest, accompanied by a request
forrefund and a statement setting forthreasons for disagreement
or why the required additional fees are considered excessive, or
both (PCT Rule 40.2(c)).

(b) Protest under paragraph (a) of this section will be exam-
ined by the Commissioner or the Commissioner’s designee. In
the event that the applicant’s protest is determined to be justi-
fied, the additional fees or a portion thercof will be refunded.

(c) An applicant who desires that a copy of the protest and
the decision thercon accompany the international search report
when forwarded to the Designated Offices, may notify the
International Scarching Authority tothateffect any time priorto
the issuance of the international search repori. Thereafter, such
notification should be directed to the International Bureau (PCT

Rule 40.2(c)).
[43 FR 20466, May 11, 1978; redesignated and amended at 52 FR
20048, May 28, 1987, effective July 1, 1987]

INTERNATIONAL PRELIMINARY EXAMINATION

§ 1.480 Demand for international preliminary
examination.

(a) On the filing of a Demand and payment of the fees for
international preliminary examination (§ 1.482), the interna-
tional application shall be the subject of an international pre-
liminary examination. The preliminary examination fee (§
1.482(a)(1)) and the handling fee (§ 1.482(b)) shall be due at the
time of filing of the Demand.

(b) The Demand shall be made on a standardized printed
form. Copies of the printed Demand forms are available from
the Patent and Trademark Office. Letters requesting printed
forms should be marked “Box PCT”.

(c) If the Demand is made prior to the expiration of the 19th
month from the priority date and the United States of Amcrica
is elected, the provisions of § 1.495 shall apply rather than §
1.494,

(d) Withdrawal of aproper Demand wili notentitlcapplicant
to arefund of the preliminary examination fee or handling fee.

[52 FR 20048, May 28, 1987, cffective July 1, 1987]

¢ 1.482 International preliminary examination fees,
(a) The following fecs and charges for international prelimi-
nary examization are established by the Commissioner under
the authority of 35 U.S.C. 376:
(1) A preliminary examination fee is due on filing the
Demand:

(i) Where an international scarch fec as sct forth in §
1.445(a)(2) has been paid on the international application (o the
United States Patent and Trademark Office as an International
Scarching Authority, a preliminary examination
L o OO $370.00

(ii) Where the International Scarching Authority for the
international application was an authority other than the United
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States Patent and Trademark Office, a preliminary examination
fEE Of cuvrvcnrnsrinsinrininiasssnonssnssnns s srsssssassssnsasssons $570.00

(2) An additional preliminary examination fee when re-
quired, per additional invention:

(i) Where a supplemenial search fee as set forth in §
1.445(a)(3) has been paid on the international application to the
United States Patent and Trademark Office as an International
Searching AULOTILY ....ocviivisisiiesisssisnsssssssnsnnnensacnes $125.00

(ii) Where the International Searching Authority for the
international application was an authority other than the United
States Patent and Trademark Office wovcnienenenssvennns $190.00

(b) The handling fee is due on filing the Demand. Any
necessary supplement to the handling fee shall be paid directly
to the International Bureau,

(35 US.C. 6,376)

[OMB Control No. 0651-0011]

[52 FR 20048, May 28, 1987, effective July 1, 1987]

§ 1.484 Conduct of international preliminary
examination,

(a) An international preliminary examination will be con-
ducted to formulate a non-binding opinion as to whether the
claimed invention has novelty, involves inventive step (is non-
obvious) and is industrially applicable.

(b) No international preliminary examination report will be
established prior to issuance of an international search report.

(c) No international preliminary examination report will be
conducted on inventions not previously searched by an Interna-
tional Scarching Authority.

(d) The International Preliminary Examining Authority will
cstablish a written opinion if any defect exists or if the claimed
invention lacks novelty, inventive step or industrial applicabil-
ity and will seta non-extendable timelimitin the written opinion
for the applicant to respond.

(e) If no written opinion under paragraph (d) of this section
is nccessary, or after any written opinion and the response
thereto or the expiration of the time limit for response to such
written opinion, an international preliminary examination re-
port will be established by the International Preliminary Exam-
ining Authority. One copy will be submitted to the International
Bureau and onc copy will be submitted to the appiicant.

(f) An applicant will be permitted a personal or telephone
interview with the examiner, which must be conducted during
the non-extendable time limit for response by the applicant to a
written opinion, Additional interviews may be conducted where
the examiner determines that such additional interviews may be
helpful to advancing the international preliminary examination
procedure. A summary of any such personal or telephone
interview must be filed by the applicant as a part of the response
to the written opinion or, if applicant files no response, be made
of record in the file by the examiner.

[52 FR 20049, May 28, 1987, cffeclive July 1, 1987]

§ 1.485 Amendments by applicant during
international preliminary examination.
The applicant may make amendments at the time of filing of
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the Demand and within the time limit set by the International
Preliminary Examining Authority for response to any written
opinion. Any such amendments must-

(1) be made by submiiting a replacement sheet for every
sheet of the application which differs from the sheet it replaces
unless an entire sheet is cancelled and

(2) include a description of how the replacement sheet
differs from the replaced sheet.

If an amendment cancels an entire sheet of the international
application, that amendment shall be communicated in a letter.
[52 FR 20049, May 28, 1987, effective July 1, 1987]

§ 1.487 Unity of Invention before the International
Preliminary Examining Authority.

(a) Aninternational application before the International Pre-
liminary Examining Authority will be considered to have unity
of invention if the claims are in accordance with PCT Rule 13
(see § 1.475(F).

(b) An international application containing claims to differ-
ent categories of invention will be considered to have unity of
invention if the claims are drawn only to one of the combina-
tions of categorics as set forth in PCT Rule 13.2 (sec § 1.475(0))
or to the combination of -

(1) a product and a process for the manufacture of said
product or
(2) a product and a process of usc of said product.

If an application contains claims to more or less than onc of
the combinations of categories of invention set forth in PCT
Rule 13.2 (see § 1.475(f)) or combination sct forth in paragraphs
(b)(1) or (2) of this scction, unity of invention may not be
present.

(c) If an international application contains claims to a
category of invention in addition to those categories included in
any one of the combinations specified in paragraph (b) of this
section, lack of unity of invention may be held between the
categories included in the combination and the claims to the
additional catcgory of invention.

(d) Unity of invention willexist where the claims are limited
to onc of the combinations of categories sct forth in PCT Rule
13.2 (sce § 1.475(f)) or a combination sct forth in paragraphs
(b)(1) or (2) of this section. If multiple products, processcs of
manufacture or uses are claimed, the first invention of the
category first mentioned in the claims of the application and the
first recited invention of cach of the other categories related
thereto will be considered as the inventions tobe examined, Any
such holding by the examiner willbe made of record asa holding
of lack of unity of invention,

(e) The inventions recited by the claims of different catego-
rics must be related rather than independent inventions,

{52 FR 20049, May 28, 1987, effective Tuly 1, 1987]

§ 1.488 Determination of unity of invention before

the International Preliminary Examining
Authority,
(a) Before cstablishing any written opinion or the interna-
tional preliminary examination report, the International Pre-
liminary Examining Authority will determine whether the inter-
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national application complics with the requirement of unity of
invention as set forth in § 1,487,

(b) If the International Preliminary Examining Authority
considers that the international application does not comply
with the requircment of unity of invention, it may:

(1) Issuc a writien opinion and/or an international prelimi-
nary examination rcport, in respect of the entire international
application and indicate that unity of invention is lacking and
specify the reasons therefor without extending an invitation to
restrict or pay additional fees. No international preliminary
examination will be conducted on inventions not previously
searched by an International Searching Authority.

(2) Invite the applicant to restrict the claims or pay addi-
tional fees, pointing out the categorics of the invention found,
within a sct time limit which will not be extended. No interna-
tional preliminary cxamination will be conducted on inventions
not previously scarched by an International Preliminary Exam-
ining Authority, or

(3) Ifapplicant fails to restrict the claims or pay additional
fees within the time limit set for response, the International
Preliminary Examining Authority will issue a written opinion
and/or establish an international preliminary examination re-
port on the main invention and shall indicate the relevant facts
in the said report. In casc of any doubt as to which invention is
the main invention, the invention {irst mentioned in the claims
and previously scarched by an International Searching Author-
ity shall be considered the main invention.

(c) Lack of unity of invention may be directly evident before
considering the claims in relation to any prior art, or after taking
the priorart into consideration, as wherc a document discovered
during the search shows the invention claimed in a generic or
linking claim lacks novelty or is clearly obvious, leaving two or
more claims joined thereby without a common inventive con-
cept. In such a case the Intemational Preliminary Examining

Authority may raise the objection of lack of unity of invention,
[52 FR 20049, May 28, 1987, effective July 1, 1987}

§ 1.489 Protest (o lack of unity of invention before
the International Preliminary Examining
Authority.

(a) If thc applicant disagrees with the holding of lack of unity
of invention by the International Preliminary Examining Au-
thority, additional fccs may be paid under protest, accompanicd
by arequest for refund and a statement sctting forth reasons for
disagrecment or why the required additional fees are considered
excessive, or both,

(b) Protest under paragraph (a) of this section will be exam-
incd by the Commissioncr or the Commissioner’s designee. In
the event that the applicant’s protest is determined to be justi-
ficd, the additional fces or a portion thereof will be refunded.

(c) An applicant who desires that a copy of the protest and
the decision thercon accompany the international preliminary
examination report when forwarded to the Elected Offices, may
notify the International Preliminary Examining Authority to
that effect any time prior to the issuance of the international
preliminary examination report. Thercafter, such notification
should be directed to the International Bureau,

{52 FR 20050, May 28, 1987, cffcctive July 1, 1987]
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§ 1.491
NATIONAL STAGE

§ 1.491 Entry into the national stage.

An international application enters the national stage when
the applicant has filed the documents and fees required by 35
U.S.C. 371(c) within the periods set in § 1.494 or § 1.495.

152 FR 20050, May 28, 1987, effective July 1, 1987}

§ 1.492 National stage fees.

The following fees and charges for international applica-
tions cntering the national stage under 35 U.S.C. 371 are
established by the Commissioner under 35 U.S.C. 376:

(a) The basic national fee:

(1) Where an international preliminary examination fee
as sct forth in § 1.482 has been paid on the intermnational
application to the United States Patent and Trademark
Office:

By a small entity (§ 1.9()) oooversrvirsenens $150.00
By other than a small entity ...c..cooverenne $300.00

(2) Where no international preliminary examination fce
assct forthin § 1.482 has been paid to the United States Patent
and Trademark Office, but an international scarch fee as set
forth in § 1.445(a)(2) has been paid on the intemational appli-
cation to the United States Patent and Trademark Office as an
International Scarching Authority:

By a small entity (§ 1.9(0)) cvovvevrnevinnee $170.00
By other than a small entity ..., $340.00

(3) Where no international preliminary examination fee
as sctforth in § 1.482 has been paid and no international search
fee assetforthin § 1,.445(a)(2) has been paid on the international
application to the United States Patent and Trademark Office:

By a small entity (§ 1.9(1) ..ocovvverencrinas $225.00
By other than a small entity ........ccunn. $450.00

(4) Where the international preliminary examination fee as
sctforth in § 1,482 has been paid to the United States Patent and
Trademark Office and the international preliminary examina-
tion report states that the criteria of novelty, inventive step (non-
obviousness), and industrial applicability, as defined in PCT
Article 33(1) to (4) have been satisfied for all the claims pre-
sented in the application entering the national stage (see §
1.496(b)):

By a small entity (§ 1.9(0) ...oerews wennnnn $25,00
By other than a small entity ........... e $50.00

(b) In addition to the basic national fee, for filing or later
presentation of cach independent claim in excess of 3:

By a small entity (§ 1.9(0) vvvrirennn, e $17.00
By other than a small entity .....ooevveenne $34.00

(¢) In addition to the basic national fee, for filing or later
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presentation of each claim (whether independent or dependent)
in excess of 20 (Note that § 1.75(¢) indicates how multiple
dependeni claims are considered for fec calculation purposes.):

By a small entity (§ 1.9()) ..covvvrevrrernrunns $6.00
By other than a small entity ....co.ovveeeneee $12.00

(d) In addition to the basic national fee, if the application
contains, or is amended to contain, a multiple dependent
claim(s), per application:

By a small entity (§ 1.9(0)) ccooccrerervvcrnens
By other than a small entity ........eeueeee. $110.00

(If the additional fees required by paragraphs (b), (c) and
(d) are not paid on presentation of the claims for which the
additional fecs are due, they must be paid or the claimscancelled
by amendment, prior to the expiration of the time period set for
response by the Office in any notice of fec deficiency.)

(e) Surcharge for filing the basic national fee or oath or
declaration later than 20 months from the priority date pursuant
to § 1.494(c) or later than 30 months from the priority date
pursuant to § 1.495(c):

By a small entity (§ 1.9(D) ecvvviivennnne
By other than a small entity ........coounene. $110.00

(B For filing an English translation of an international appli-
cation later than 20 months after the priority date (§ 1.494(c)) or
for filing an English translation of the iniernational application
or of any anncxes (o the intemational preliminary examination
report later than 30 months after the priority date (§ 1.495(c)

BTG () 1ovvverniieirmrnmmies i sresserevressees $26.00
(35 U.S.C.6,376)

[52 FR 20050, May 28, 1987, effective July 1, 1987]

§ 1.494 Entering the national stage in the United
States of America as a Designated Office.

(a) Where no Demand has been filed with an appropriate
International Preliminary Examining Authority by the expira-
tion of 19 months from the priority date (scc § 1.495), the
applicant must fulfill the requircments of PCT Article 22 and 35
U.S.C. 371 within the time periods set forth in paragraphs (b)
and (c) of this section in order to prevent the abandonmentof the
international application as to the Unites States of America.
International applications for which those requircments are
timely fulfilled will enter the national stage and obtain an
examination as to the patentability of the invention in the United
States of America,

(b) The applicant shall furnish to the United States Patent
and Trademark Office not later than the expiration of 20 months
fromi the priority datc -

(1 acopy of the international application, unless ithasbeen
previously communicated by the International Burcau or unless
itwas originally filed in the United Staics Patentand Trademark
Office;

R-58




PATENT RULES

(2) a translation of the international application into the
English language, if it was originally (iled in another language;

(3) the basic national fee (see § 1.492(a)); and

(4) an oath or declaration of the inventor (see § 1.497).

(¢) The applicant may furnish any required English transla-

tion of the international application, the basic national fee and
the oath or declaration of the inventor after 20 months but not
later than the expiration of 22 months from the priority date, The
payment of the processing fee set forth in § 1.492(f) is required
foracceptance of an English translation later than the expiration
of 20 months afier the priority date. The payment of the
surcharge setforth in § 1.492(e) is required for acceptance of the
basic national fee or the oath or declaration of the inventor later
than the expiration of 20 months after the priority date.
(d) A copy of any amendments to the claims made under PCT
Anicle 19, and a translation of those amendments into English,
if they were made in another language, must be furnished not
later than the expiration of 20 months from the priority date.
Amendments under PCT Article 19 which are not received by
the expiration of 20 months from the priority date will be
considered to be cancelicd.

(e) Verification of the translation of the international appli-
cation or any other document pertaining to an international ap-
plication may be required where itisconsidered necessary, if the
international application or other document was filed in a
language other than English,

(D The documents and fees submitied under paragraphs (b)
and (¢) of this section must be clearly identified as a submission
to enter the national stage under 35 U.S.C. 371, otherwise the
submission will be considered as being made under 35 U.S.C,
111,

(#) The time limits set out in paragraphs (b), (c) and (d) of
this scction may not be extended pursuant 1o § 1,136 or other-
wise,

(h) An international application becomes abandoned as to
the United States 20 months from the priority date if a copy of
the international application is not communicated to the Patent
and Trademark Office prior 10 20 months from the priority date
where the United States has been designated but not clected
prior to 19 months from the priority date, If a copy of the
international application is communicated within 20 months (o
the Patent and Trademark Office, an international application
will become abandoned as to the United States 22 months from
the priority date if the required English translation(s), fees and
oath or declaration under 35 U.S.C. 371(c) are not filed within
22 months from the priority date,

{52 FR 20050, May 28, 1987, cffective July 1, 1987

§ 1,495 Entering the national stage in the United
States of America as an Elected Office

(@) Where a Demand has been filed with an appropriate
International Preliminary Examining Authority and not with-
drawn by the expiration of 19 months from the priority date, the
applicant must fulfill the requirements of 35 U.S.C, 371 within
thetime periods set forth in paragraphs (b) and (¢) of this section
in order to prevent the abandonment of the international appli-
cation as 0 the Unites States of America, International applica-
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§ 1.498

tions for which those requirements are timely fuifilled will enter
the national stage and obtain an examinaticn as to the patenta-
bility of the invention in the Unites State of America.

(b) The applicant shall furnish to the United States Patent
and Trademark Office not later than the expiration of 30 months
from the priority date-

(Y acopyof the international application, unless it has been
previously communicated by the International Bureau or unless
it was originally filed in the United States Patent and Trademark
Office;

(2) a wranslation of the international application into the
English language, if it was originally file in another language;

(3) the basic national fee (see § 1.492(a)); and

(4) an oath or declaration of the inventor (see § 1.497).

(c) The applicant may furnish any required English transla-
tion of the international application, the basic national fee and
the oath or declaration of the inventor after 30 months but not
later than the expiration of 32 months from the priority date. The
payment of the processing fee set forth in § 1.492(f) is required
for acceptance of an English translation later than the expiration
of 30 months after the priority date. The payment of the
surcharge set forthin § 1.492(e) is required for acceptance of the
basic national fee or the oath or declaration of the inventor later
than the expiration of 30 months after the priority date.

(@) A copy of any amendments to the claims made under
PCT Article 19, and a translation of those amendments into
English, if they were made in another language, must be
furnished not later than the expiration of 30 months from the
priority date, Amendments under PCT Article 19 which are not
received by the expiration of 30 months from the priority date
will be considered to be cancelled.

(¢) A translation into English of any annexes to an interna-
tional preliminary examination report, if the annexes were made
in another language, must be furnished not later than the
expiration of 30 months from the priority date, Translations of
the annexes which are not received by the expiration of 30
months from the priority date may be submitied within 32
months from the priority date accompanied by the processing
fee set forth in § 1.492(f), Translations of the annexes which are
not timely received will be considered to be cancelled.

(®) Verification of the translation of the international appli-
cation or any other document pertaining to an international ap-
plication may be required whereitis considered necessary, if the
international application or other document was filed in a
language other than English,

() The documents submitted under paragraphs (b) and (¢)
of this section must be clearly identificd as a submissiontoenter
the national stage under 35 U.S.C. 371, otherwise the submis-
sion will be considered as being made under 35 U.S.C.111,

(h) The time limits set out in paragraphs (b), (¢), (d) and (c)
of this scction may not be extended pursuant to § 1.136 or oth-
erwise,

(i) An international application becomes abandoned as to
the United States 30 months from the priority date if a copy of
the international application is not communicated to the Patent
and Tradesmark Office prior to 30 months from the priority date
and a Demand for Intemational Preliminary Examination which
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§ 1.496

elected the United States of America has been filed prior to the
expiration of 19 months from the priority date. If a copy of the
international application is communicated within 30 months to
the Patent and Trademark Office, an international application
will become abandoned as to the United States 32 months from
the priority date if the required English translation(s), fees and
oath or declaration under 35 U.S.C. 371(c) arc not filed within
32 months from the priority date.
[52 FR 20051, May 28, 1987, effcctive July 1, 1987]

§ 1.496 Examination of international applications in

the national stape.

(a) International applications which have complicd with the
requirements of 35 U.S.C. 371(c) will be taken up for action
based on the date on which such requirements were met.
However, unless an express request for carly processing has
been filed under 35 U.S.C. 371(f), no action may be taken prior
10 onc month after entry into the national stage,

(b) A national stage application filed under 35 U.S.C, 371
may have paid therein the basic national fee as sct forth in §
1.492(a)(4) if it contains, or is amended to contain, at the time
of entry into the national stage, only claims which have been
indicated in an international preliminary examination report
prepared by the United States Patent and Trademark Office as
satisfying the criteria of PCT Article 33(1)-(4) as to novelty,
inventive step and industrial applicability. Such national stage
applications in which the basic national fec as set forth in §
1.492(a)(4) has been paid may be amended subscequent to the
date of entry into the national stage only to the extent nceessary
to climinate objections as to form or to cancel rejected claims,
Such national stage applications in which the basic national fee
as set forth in § 1.492(a)(4) has been paid will be taken up out
of order.

52 FR 20051, May 28, 1987, effeclive July 1, 1987]

§ 1.497 Qath or declaration under 35 U.S.C.
371(c)(4).

(a) When an applicant of an international application, if the
inventor, desires to enter the national stage under 35U.5.C. 371
pursuant to § 1.494 or § 1.495, he or she must file an oath or
declaration in accordance with § 1,63,

(b) If the international application was made as provided in
§ 1.422, 1.423 or 1.425, the applicant shall state his or her
relationship to the inventor and, upon information and belicf,
the facts which the inventor is required by § 1.63 10 state.

[52 FR 20052, May 28, 1987, efflcective July 1, 1987]

§ 1.499 Unity of invention during the national stage,

(2) An international application which hus entered the na-
tional stage by mecting the requirements of 35 U.S.C. 371 will
be considered to have unity of invention if the claims are in
accordance with PCT Rule 13 (see § 1.475(6).

(b) Anapplication in the national stage containing claims to
different catcgories of invention will be considered 10 have
unity of invention if the claims are drawn only 10 one of the
combinations of categorics as set forth in PCT Rule 13.2 (see §
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1.475(1)) or 10 the combination of -

(1) a product and a process for the manufacture of said
product or

(2) a product and a process of use of said product.

If an application contains claims to more or less than one of
the combinations of categorics of invention set forth in PCT
Rule 13.2 (see § 1.475(D) orcombination set forth in paragraphs
(b)(1) and (2) of this section, unity of invention may not be
present,

(c) If an application in the national stage contains claims to
a category of invention in addition to those categories included
inany onc of the combinations specificd in paragraph (b) of this
section, lack of unity of invention may be held between the
categories included in the combination and the claims to the
additional category of invention.

(d) Unity of invention will exist in an application in the
national stage where the claims arc limited to onc of the
combinations of categorics set forth in PCT Rule 13.2 (sce §
1.475(f)) or a combination set forth in paragraphs (b)(1) or (2)
of this section, If multiple products, processes of manufacturc or
uses are claimed, the first invention of the category first men-
tioned in the claims of the application and the first recited
invention of cach of the other categories related thereto will be
considered as the clected invention o be examined. Any such
holding of an clection by the examiner will be made in the form
of a restriction requirement which confirms the clection made
by the presentation of claims. Such a restriction requircment
would be made on the basis of whether the inventions are
independent and distinct. Applicant has the right to traverse
such a restriction requirement in the response 10 the Office
action in which the clection is indicated,

(e) The inventions recited by the claims of different catego-
rics must be related rather than independent inventions.

(1) If the examiner finds that a national stage application
lacks unity of invention, the examiner may in an Office action
require the applicantin the response to that Office action to elect
the invention to which the claims shall be restricted, this official
action being called a requirement for restriction, Such require-
ment may be made before any action on the merits but may be
made at any time before the final action at the discretion of the
cxamincer, Reviow of any suchrequirement is provided under §§
1.143 and 1.144,

[52 FR 20052, May 28, 1987, elfective July 1, 1987)

Subpart D - Reexamination of Patents

CITATION OF PRIOR ART

§ 1.501 Citation of prior art in patent files.

(&) At any time during the period of enforceability of a
patent, any person may cite 1o the Pateni and Trademark Office
in writing prior art consisting of patents or printed publications
which that person states 1o be pertinent and applicabie o the
patent and belicves to have a bearing on the patentability of any
claim of a particular patent. If the citation is made by the patent
owner, the explanation of pertinency and applicability may
include an cxplanation of how the claims differ from the prior
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art. Citations by the patent owner under § 1.555 and by a
reexamination requester under either § 1.5100r § 1.535 willbe
entered in the patent file during a reexamination proceeding.
The entry in the patent file of citations submitted after the date
of an order to reexamine pursuant to § 1,525 by persons other
than the patent owner, or arecxamination requester under cither
§ 1.510 or § 1.535, will be dclayed until the reexamination
procecdings have been terminated.

(b) If the person making the citation wishes his or her
identity to be excluded from the patent file and kept confiden-
tial, the citation papers must be submitted without any identifi-
cation of the person making the submission.

(c) Citations of patent or printcd publications by the public
in patent files should cither: (1) Reflect that a copy of the same
has been mailed to the patent owner at the address as provided
forin § 1.33(c); orinthe cventservice is not possible (2) be filed
with the Office in duplicate.

[46 FR 29185, May 29, 1981}

REQUEST FOR REEXAMINATION

§ 1.510 Request for reexamination,

(@) Any person may, at any time during the period of
enforccability of a patent, file a request for reexamination by the
Patent and Trademark Office of any claim of the patent on the
basis of prior art patents or printed publications cited under §
1.501. The request must be accompanicd by the fee for request-
ing rcexamination sct in § 1,20(c).

(b) Any request for reexamination must include the follow-
ing parts:

(1) A statement pointing out cach substantial new question
of patentability based on prior patents and printed publications,

(2) An identification of every claim for which reexamina-
tion is requested, and a detailed explanation of the pertinency
and manner of applying the cited prior art to every claim for
which reexamination is requested. If appropriate the party
requesting recxamination may also point out how claims distin-
guish over cited prior art,

(3) A copy of cvery patent or printed publication relicd
upon or referred to in paragraph (b)(1) and (2) of this section ac-
companicd by an English language translation of alf the neces-
sary and pertinent parts of any non-English language patent or
printed publication,

(4) The entire specification (including claims) and draw-
ings of the patent for which reexamination is requested must be
furnished in the form of cut-up copics of the original patent with
only a single column of the printed patent securcly mounted or
reproduced in permancnt form on one side of a separate paper.
A copy of any disclaimer, certificate of correction, or reexami-
nation certificate issued in the patent must also be included.

(5) A certification that a copy of the request filed by a
person other than the patentowner has been served initsentirety
on the patent owner at the address as provided for in § 1.33(c).
‘The name and address of the party seived must be indicated. If
service was not possible, a duplicate copy must be supplied o
the Office.

(c) If the request does not include the fee for requesting
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§ 1.520

reexamination or all of the partsrequired by paragraph (b) of this
section, the person identified as requesting recxamination will
be so notificd and given an opportunity to complete the request
within a specified time. If the fee for requesting reexamination
has been paid but the defect in the request is not corrected within
the specified time, the determination whether or not (¢ institute
reexamination will be made on the request as it then exists. If the
fec for requesting reexamination has not been paid, no determi-
nation will be made and the request will be placed in the patent
file as a citation if it complics with the requirements of §
1.501(a).

(d) The filing of the request is: (1) The date on which the
request including the entire fee for requesting reexamination is
received in the Patent and Trademark Office; or (2) the date on
which the last portion of the fee for requesting reexamination is
received,

(¢) A request filed by the patent owner, may include a
proposed amendment in accordance with § 1.121(f).

() If arcquest is filed by an attomey or agent identifying
another party on whosc behalf the request is being filed, the
attorney or agent must have a power of attorney from that party
or be acting in a representative capacity pursuant to § 1.34(a).

OMB Control N. 0651-0011])

{46 FR 29185, May 29, 1981; para. (a), 47 FR 41282, Sept. 17,
1982, effective Qct. 1, 1982]

§ 1.515 Determination of the request for
reexamination.

(a) Within three months following the filing datc of arequest
for reexamination, an cxaminer will consider the request and
determine whether or not a substantial new question of patenta-
bility affecting any claim of the patent is raised by the request
and the prior art cited therein, with or without consideration of
other patents or printed publications. The examiner’s determi-
nation will be based on the claims in effect at the time of the
determination and will become a part of the official file of the
patent and will be given or mailed to the patent owner at the
address as provided for in § 1.33(c) and to the person requesting
reexamination.

(b) Where no substantial new question of patentability has
been found, a refund of = portion of the fee for requesting
reexamination will be madc to the requester in accordance with
§ 1.26(c).

(c) The requester may seck review by a petition to the
Commissioncr under § 1,181 within onc month of the mailing
date of the examiner’s determination refusing recxamination,
Any such petition must comply with § 1.181(b). If no petition is
timely filed or if the decision on petition affirms that no
substantial new question of patentability has been raised, the
determination shall be final and nonappealable.

§ 1,520 Reexamination at the initiative of the
Commissioner.

The Commissioner, at any time during the period of cn-
forccability of a patent, may determine whether or not asubstan-
tial new question of patentability is raised by patents or printed
publications which have been discovered by the Commissioner

Rev. 7, Dec. 1987



§ 1.525

or which have been brought to the Commissioner’s attention
cven though no request for reexamination has been filed in
accordance with § 1,510, The Commissioner may initiate reex-
amination without a request for reexamination pursuant (o §
1.510. Normally requests from outside the Patent and Trade-
mark Office that the Commissioner undertake reexamination on
his own initiative will not be considered, Any determination (o
initiate reexamination under this section will become a part of
the official file of the patent and will be given or mailed to the
patent owner at the address as provided for in § 1.33(c).

REEXAMINATION

§ 1.525 Order to reexamine.

(a) If a substantial new question of patentability is found
pursuantto § 1.515or § 1,520, the determination will include an
order for reexamination of the patent for resolution of the
question, If the order for recxamination resulted from a petition
pursuant to § 1.515(c), the rcexamination will ordinarily be
conducted by an examiner other than the examiner responsible
for the initial determination under § 1.515(a).

(b) If the order for reexamination of the patent mailed to the
patent owner at the address as provided for in § 1.33(c) is
returned to the Office undelivered, the notice published in the
Official Gazette under § 1.11(c) will be considered to be
constructive notice and reexamination will proceed.

§ 1.530 Statement and amendment by patent owner.

(a) Except as provided in § 1.510(c), no statement or other
responsc by the patent owner shall be filed prior to the determi-
nations made in accordance with §§ 1.515 or 1.520. If a
premature statement or other response is filed by the patent
owner it will not be acknowledged or considered in making the
determination,

(b) The order for reexamination will set a period of not less
than two months from the date of the order within which the
patent owner may file a statement on the new question of
patentability including any proposed amendments the patent
owner wishes to make.

(c) Any statement filed by the patent owner shall clearly
point out why the subject matter as claimed is not anticipated or
rendered obvious by the prior art patents or printed publications,
cither alone or in any reasonable combinations. Any statement
filed must be served upon the reexamination requester in accor-
dance with § 1.248.

(d) Any proposed amendments to the description and claims
must be made in accordance with § 1.121(f), No amendment
may eniarge the scope of the claims of the patent or introduce
new matter. No amended or new claims may be proposed for
cntry inanexpired patent. Moreover, noamended or new claims
will be incorporated into the patent by certificate issucd after the
expiration of the patent,

(c) Although the Office actions will treat proposed amend-
ments as though they have been entered, the proposed amend-
ments will not be effective until the reexamination certificate is
issued.
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§ 1.535 Reply by requester.

A reply to the patent owner's statement under § 1.530 may
be filed by the reexamination requester within two months from
thedate of service of the patentowner's statement. Any reply by
the requester must be served upon the patent owner in accor-
dance with § 1.248. If the patent owner does not file a statement
under § 1.530, no reply or other submission from the reczami-
nation requester will be considered.

§ 1.540 Consideration of responses.

The failure to timely file or serve the documents set forth in
§ 1.530 or in § 1.535 may result in their being refused consid-
eration. No submissions other than the statcment pursuant 1o §
1.530 and the reply by the requester pursuant to § 1.535 will be
considered prior 1o examination.

§ 1.550 Conduct of reexamination proceedings.

(a) Allrccxamination procecdings, including any appealsto
the Board of Patent Appeals and Interferences, will be con-
ducted with special dispatch within the Office. After issuance of
the rcexamination order and expiration of the time for submit-
ting any responses thicreto, the examination will be conductedin
accordance with §§ 1.104-1.119 and will result in the issuance
of a reexamination certificate under § 1.570.

(b) Thepatentowner will be givenaatleast 30 days to respond
to any Office action. Such response may include further state-
ments in response 10 any rejections and/or proposed amend-
ments or new claims to place the patent in a condition where all
claims, if amended as proposed, would be patentable,

(¢) The time for taking any action by a patent owner in a
reexamination procecding will be extended only for sufficient
cause, and for a recasonable time specified. Any request for such
extension must be filed on or before the day on which action by
the patent owner is due, butin no case will the mere filing of the
request effect any extension,

(d) If the patent owner fails to file a timely and appropriate
response to any Office action, the reexamination proceeding
will be terminated and the Commissioner will proceed to issve
acertificate under § 1.570 in accordance with the last action of
the Office.

(¢) The reexamination requester will be sent copies of Office
actions issucd during the reexamination proceeding. Any docu-
ment filed by the patent owner must be served on the requester
in the manner provided in § 1.248, The document must reflect
service or the document may be refused corsideration by the
Office. The active participation of the reexamination requester
ends with the reply pursuant to § 1.535, and no further submis-
sions on behalf of the reexamination requester will be acknowl-
edged or considered. Further, no subinissions on behalf of any
third partics will be acknowledged or considered unless such
submissionsare (1) in accordance with § 1,510 or (2) entered in
the paient file prior to the date of the order toreexamine pursuant
to § 1.525. Submissions by third partics, filed after the date of
the order o reexamine pursuant to § 1.525, must meet the
requirements of and will be treated in accordance with §
1.501(a).

146 FR 29185, May 29, 1981; para. (c), 49 FR 556, Jan. 4, 1984,
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effective Apr. 1, 1984; para. (a), 49 FR 48416, Dec, 12, 1984, effective
Feb. 11, 1985]

§ 1.552 Scope of reexamination in reexamination
proceedings.

(a) Patent claims wiil be recxamined on the basis of patents
or printed publications.

(b) Amended or new ciaims picsented during a reexamina-
tion proceeding must not enlarge the scope of the claims of the
patent and will be cxamined on the basis of patents or printed
publications and also for compliance with the requirements of
35U.S.C. 112 and the new matter prohibition of 35 U.S.C. 132.

(c) Questions other than those indicated in paragraphs (a)
and (b) of this scction will not be resolved in a recxamination
proceeding. If such questions are discovered during a reexami-
nation procceding, the existence of such questions will be noted
by the examiner in an Office action, in which case the patent
owner may desire to consider the advisability of filing a reissue
application to have such questions considered and resolved.

§ 1.555 Duty of disclosure in reexamination
procecdings.

(a) A duty of candor and good faith toward the Patent and
Trademark Office rests on the patent owner, on cach attorney or
agent who represents the patent owner, and on every other
individual who is substantivcly involved on behalf of the patent
owner in arcexamination proceeding. All such individuals who
are aware, or become aware, of patents or printed publications
material to the reexamination which have not been previously
made of rccord in the patent file must bring such patents or
printed publications to the attention of the Office. An informa-
tion disclosure statement, preferably in accordance with § 1,98,
should be filed within two months of the date of the order for
reexamination, or as soon thereafter as possible in order to bring
such patents or printed publications to the attention of the
Office.

(b) Disclosurcs pursuant to this section must be accompa-
nicd by a copy of cach forcign patent document or non-patent
printed publication which is being disclosed or by a statement
that the copy is not in the possession of the person making the
disclosure and may be made to the Office through an attorney or
agent having responsibility on behalf of the patentowner for the
reexamination proceeding or through a patent owner acting in
his or her own behalf. Disclosure to such an attorney, agent or
patentowner shall satisfy the duty of any other individual, Such
an attorney, agent or patent owner has no duty 10 transmit
information which is not material to the reexamination,

(¢) The dutics of candor, good faith, and disclosure required
in paragraph (a) of this section have not been complied with if
any fraud was practiced or attempted on the Office or there was
any violation of the duty of disclosure through bad faith or gross
negligence by, or on behalf of, the patent owner in the reexami-
nation proceeding,

(d) The responsibility for compliance with this section rests
upon the individuals identificd in paragraph (a) of this scction
and nocvaluation will be made in the reexamination proceeding
by the Office as to compliance with this section. If questions of
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compliance with this section are discovered during a reexami-
nation proceeding, they will be noted as unresolved questions in
accordance with § 1.552(c).

{47 FR 21752, May 19, 1982, effective July 1, 1982; paras. (a) &
(b), 49 FR 556, Jan. 4, 1984, clfective Apr. 1, 1984]

§ 1.560 Interviews in reexamination proceedings.

(a) Interviews in reexamination proccedings pending before
the Office between examiners and the owners of such patents or
their attorneys or agents of record must be had in the Office at
such times, within Office hours, as the respective examiners
may designate. Interviews will not be permitted at any other
ume or place without the authority of the Commissioner. Inter-
views for the discussion of the patentability of claims in patents
involved in reexamination proceedings will not be had prior to
the first official action thercon. Interviews should be arranged
for in advance. Requests that reexamination requesters partici-
pate in interviews with examiners will not be granted.

(b) In every instance of an interview with an examiner, a
complete written statement of the reasons presented at the
interview as warranting favorable action must be filed by the
patent owner. An interview docs not remove the necessity for
response to Office actions as specified in § 1,111,

§ 1.565 Concurrent office proceedings,

(a) Inany rcexamination proceeding before the Office, the
patent owner shall call the attention of the Office to any prior or
concurrent proceedings in which the patent is or was involved
such as interferences, reissue, reexaminations, or fitigation and
the results of such proceedings.

(b) Ifapatentin the process of reexamination is or becomes
involved in litigation or a reissuc application for the patent is
filed or pending, the Commissioner shall determine whether or
not to stay the reexamination or reissue proceeding,

(c) If reexamination is ordered while a prior reexamination
proceeding is pending, the reexamination proceedings will be
consolidated and result in the issuance of a single certificate
under § 1.570.

(d) Il arcissue application and a reexamination proceeding
on which an order pursuant to § 1.525 has been mailed are
pending concurrently on a patent, a decision will normally be
made to merge the two proceedings or o stay one of the two
procecdings. Where merger of a reissue application and a
reexamination proceeding is ordered, the merged ecxamination
will be conducted in accordance with §§ 1.171 through 1,179
and the patent owner will be required to place and maintain the
same claims in the reissue application and the reexamination
proceeding during the pendency of the merged proceeding, The
examiner's actions and any responscs by the patent owner in a
merged proceeding will apply to both the reissue application
and the reexamination procceding and be physically entered
into both files, Any reexamination proceeding merged with a
reissuc application shall be terminated by the grant of the
reissucd patent,

(¢) If a patentin the process of recxamination is or becomes
involved in an interference, the Commissioner may stay reex-
amination or the interference. The Commissioner will not
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consider a request to stay an interference unless a motion (§
1.635) to stay the interference has been presented to, and denied
by, an examiner-in-chief and the request is filed within ten (10)
days of a decision by an examiner-in-chief denying the motion
for a stay or such other time as the examiner-in-chief may set.

{46 FR 29185, May 29, 1981; paras. (b) & (d),, 47 FR 21753, May
19,1982, effoctive July 1, 1982; paras. (&) & (¢), 49 FR 48416, Dec. 12,

1984, 50 FR 23123, May 31, 1985]

CERTIFICATE

§ 1.570 Issuance of reexamination certificate after
reexamination proceedings.

(a) Upon the conclusion of recxamination proceedings, the
Commissioner will issue a certificate in accordance with 35
U.S.C. 307 sctting forth the results of the reexamination pro-
ceeding and the content of the patent following the reexamina-
tion procecding.

(b) A certificate will be issued in cach patent in which a
reexamination proceeding has been ordered under § 1.525. Any
statutory disclaimer filed by the patent owner will be made pari
of the certificate.

(c) The certificate will be mailed on the day of its date to the
patent owner at the address as provided for in § 1.33(c). A copy
of the certificate will also be mailed to the requester of the
recxamination proceeding.

(&) If a certificate has been issucd which cancels all of the
claims of the patent, no further Office proccedings will be
conducted with regard to that patent or any reissue applications
or reexamination requests relating thereto,

(c) If the recxamination proceeding is terminated by the
grant of a reissued patent as provided in § 1.565(d) the reissued
patent will constitute the reexamination certificate required by
this section and 35 U.S.C. 307.

(O A notice of the issuance of cach certificate under this
section will be published in the Official Gazette on its date of
issuance.

[46 FR 29185, May 29, 1981; para. (c), 47 FR 21753, May 19,
1942, effective date July 1, 1982)

Subpart E - Interferences

§ 1.601  Scope of rules, definitions,

Thissubpart govemsthe procedure in patentinterferences in
the Patent and Trademark Office. This subpart shall be con-
struced to secure the just, speedy, and inexpensive determination
of every interference. For the meaning of terms in the Federal
Rules of Evidence as applied to interferences, see § 1.671(c).
Unless otherwise clear from the context, the following defini-
tions apply to this subpart:

(@ “Additional discovery” is discovery to which a party
may be entitled under § 1.687 in addition to discovery to which
the party is entitled as a matter of right under § 1.673(a) and (b).

(b) “Affidavit” mcans affidavit, declaration under § 1.68, or
statutory declaration under 28 U,S.C. 1746, A transcriptof an ex
parte deposition may be used as an affidavit,

(¢) “Board” means the Board of Patent Appeals and Inter-
{crences,
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(d) “Case-in-chief” means that portion of a party's case
where the party has the burden of going forward with evidence.

(e) “Case-in-rebuttal” means that portion of a party’s case
wherethe party presents evidence inrebuttal to the case-in-chief
of another party.

() A“count” defines the interfering subject matter between
(1) iwo or more appiications or (Z) one or more appiications and
one or more patents. When there is more than one count, cach
count shall definc a separate patentable invention. Any claim of
an application or patent which corresponds to a count is a claim
involved in the interference within the meaning of 35 U.S.C.
135(a). A claim of a patent or application which is identical to
a count is said to “correspond exactly” to the count. A claim of
a patent or application which is not identical to a count, but
which defines the same patentable invention as the count, is said
to “correspond substantially” to the count. When a count is
broader in scope than all claims which correspond to the count,
the count is a “phantom count.” A phantom count is not
patentable to any party.

(g) The “effective filing date” of an application or a patent
is the filing date of an carlicr application accorded to the appli-
cation or patent under 35 U.S.C. 119, 120, or 365.

(h) In the case of an application, “filing date” mcans the
filing date assigned to the application. In the case of a patent,
“filing date” mcans the filing date assigned to the application
which issued as the patent.

(i) An“interference” is a proceeding instituted in the Patent
and Trademark Office before the Board to determine any
question of patentability and priority of invention between two
or more partics claiming the same patentable invention, An
interference may be declared between two or more pending
applications naming different inventors when, in the opinion of
an examiner, the applications contain claims for the same
patentable invention. An interference may be declared between
one or more pending applications and one or more unexpired
patents naming different inventors when, in the opinion of an
cxamincr, any application and any uncxpircd patent contain
claims for the same patentable invention.

(i) An“interference-in-fact” exists when at least one claim
of a party which corresponds to a count and at least one claim of
an opponent which corresponds to the count define the same
patentable invention,

(k) A “lcad” attorncy or agent is a registered attorney or
agent of record who is primarily responsible for prosecuting an
interference on behalf of a party and is the attorney or agent
whom an examiner-in-chicf may contact to set times and take
other action in the interference.

(1) A “party” is (1) an applicant or patentee involved in the
interference or (2) a legal representative or an assignee of an
applicantor patentee involved in an interference. Where acts of
a party are normally performed by an attorney or agent, “party”
may be construed to mean the attorney or agent. An “inventor”
is the individual named as inver.ior in an application involved in
an interference or the individual named as inventor in a patent
involved in an interference.

(m) A*scniorparty” isthe party with carliesteffective filing
date as to all counts or, if there is no party with the carliest
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effective filing date as to all counts, the party with the earliest
filing date. A “junior party” is any other party.

(n) Invention “A” is the “same patentable invention” as an
invention “B” when invention “A” is the same as (35
U.S.C.102) or is obvious (35 U.S.C. 103) in view of invention
“B” assuming invention “B” is priorart with respect to invention

“‘A-”. In"’e"';n“ o A ”

iS n “canarata nutnn'ab‘n invantisn
HIT T e Y [ Y

LLAETTIT Y Y

OV CIA LA pCR G LB LR BEEVWRILIVEL YLkl
respect to invention “B” when invention “A” isnew (35 U.S.C.
102) and non-obvious (35 U.S.C. 103) in view of invention “B”
assuming invention “B” is prior art with respect to invention
“A”,

(o) “Sworn” means sworn or affirmed.

(p) “United States” means the United States of America, its
territories and possessions.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR
23123, May 31, 1985, ]

§1.602 Interestinapplications and patentsinvolved
in an interference.

(a) Unless good cause is shown, an interference shall not be
declared or continued between (1) applications owned by a
single party or (2) applications and an unexpired patent owned
by a single party.

(b) The partics, within 20 days after an interference is
declared, shall notify the Board of any and all right, title, and
interest in any application or patent involved or relied upon in
the interference unless the right, title, and interest is set forth in
the notice declaring the interference.

(c) If a change of any right, title, and interest in any
application or patent involved or relied upon in the interference
uccursafternotice is given declaring the interference and before
the time expires for seeking judicial review of a final decision
of the Board, the partics shall notify the Board of the change

within 20 days of the change.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1.603 Interference between applications; subject
matter of the interference.

Before an interference is declared between two or more
applications, the examiner must be of the opinion that there is
interfering subject matter claimed in the applications which is
patentable to cach applicant subject to a judgment in the inter-
ference. The interfering subject matter shall be defined by one
or more counts. Each count shall define a separate patentable
invention. Each application must contain, or be amended to
contain, at least one claim which corresponds toeach count, All
claims in the applications which define the same patentable:
invention as a count shall be designated to correspond to the
count.

[49 FR 48416, Dec. 12, 1984, added cffective Feb. 11, 1985]

§ 1.604 Request for interference between
applications by an applicant.
(2) An applicant may scck to have an interference declared
with an application of another by (1) suggesting a proposed
count and presenting a claim corresponding to the proposed
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count, (2) identifying the other application and, if known, a
claim in the other application which corresponds to the pro-
posed count, and (3) explaining why an interference should be
declared.

(b) When an applicant presents a claim known to the
applicant to define the same patentable invention claimed in a
pending appiicaiion of anoiner, the appiicant shall identify that
pending application, unless the claim is presented in response to
a suggestion by the examiner, The examiner shall notify the
Commissioner of any instance where it appears an applicant
may have failed to comply with the provisions of ihis paragraph.

[49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985]

§ 1.605 Suggestion of claim to applicant by
examiner.

(a) The examiner may suggest that an applicant present a
claim in an application for the purpose of an interference with
another application ora patent. The applicant to whom the claim
is suggested shall amend the application by presenting the sug-
gested claim with in a time specified by the examiner, not less
than one month. Failure or refusal of an applicant 0 timely
present the suggested claim shall be taken without further action
as a disclaimer by the applicant of the invention defined by the
suggested claim. At the time the suggested claim is presented,
the applicant may also (1) call the ¢xaminer’s attention to other
claimsalready in the application or which arc presented with the
suggested claim and (2) explain why the other claims would be
more appropriate to be included in any interference which may
be declared.

(b) The suggestion of a claim by the examiner for the
purpose of an interference will not stay the period for response
to any outstanding Office action. When a suggested claim is
timely presented, ex parte proceedings in the application will be
stayed pending a determination of whether an interference will
be declared.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.606 Interference between an application and a
patent; subject matter of the interference.

Beforc an interference is declared between an application
and an unexpired patent, an examiner must deicrmine that there
is interfering subject matter claimed in the application and the
patent which is patentable to the applicant subject to a judgment
in the interference. The interfering subject matter will be de-
fincd by one or more counts. Each count shali define a separate
patentable invention. Any application must contain, or be
amended to contain, at Icast one claim which corresponds to
eachcount. All claimsin the application and patent which define
the same patentable invention as a count shall be designated to
correspond to the count. At the time an interference is initially
declared (§ 1.611), a count shall not be narrower in scope than
any patent claim which corresponds to the count and any single
patent claim will be presumed, subject to a motion under §

1.633(c), not to contain separate patentable inventions,
[49 FR 4841C, Dec. 12, 1984, added effective Feb. 11, 1985]
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$ 1.607 Request by applicant for interference with
patent.

(a) Anapplicant may scek to have an interference declared
between an application and an unexpired patent by (1) present-
ing a proposed count and a claim corresponding to the proposed
count and, if any claim of the patent or application does not
correspond exactly to the proposed count, explaining why an
interference should be declared, (2) identifying the patent and
indicating which claim in the application and which claim or
claims of the patent correspond to the proposed count, and (3)
applying the terms of the application claim corresponding to the
count to the disclosure of the application,

(b) When an applicant secks an interference with a patent,
cxamination of the application, including any appeal to the
Board, shall be conducted with special dispatch within the
Patent and Trademark Office. The examiner shall determine
whether there is interfering subject matter claimed in the appli-
cation and the patent which is patentable to the applicant subject
toajudgment in an inicrference. If the examiner determines that
there is any interfering subject matter, an interference will be
declared. If the examiner determines that there is no interfering
subject matter, the examiner shall state the rcasons why an
interference is not being declared and otherwise act on the
application,

(c) When an applicant presents a claim which corresponds
cxactly or subsiantially to a claim of a patent, the applicant shall
identify the patent and the number of the patent claim, unless the
claim is presented in response to a suggestion by the examiner.
The cxaminer shall notify the Commissioner of any instance
where an applicant fails to identify the patent.

(d) A notice that an applicant is secking to provoke an
interference with a patent will be placed in the file of the patent
and acopy of the notice will be sent to the patentee. The identity
of the applicant will not be disclosed unless an interference is
declared. If a final decision is made not to declare an interfer-
ence, a notice to that cffect will be placed in the patent file and
will be sent to the patentee.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.608 Interference between an application and a
patent; prima facie showing by applicant.

(a) When the carlicr of the filing date or effective filing date
of an application is threc months or less after the carlier of the
filing datc or effective filing date of a patent, the applicant,
before an interference will be declared, shall file an affidavit
alleging that there is a basis upon which applicant is entitled to
a judgment relative to the patentee,

(b) When the carlicr of the filing date or the effective filing
date of an application is more than thrce months after the earlier
of the filing date or the effective filing date under 35 U.S.C. 120
of a patent, the applicant, before an interference will be de-
clared, shall file (1) evidence which may consist of patents or
printed publications, other documents, and onc or more affida-
vits which demonstrate that applicant is prima facie entitled to
ajudgmentrelative to the patentee and (2) an explanation stating
with particularity the basis upon which the applicant is prima

facie entitled to the judgment. Where the basis upon which an
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applicant is entitled to judgment relative to a patentee is priority
of invention, the evidence shall include affidavits by the appli-
cant, if possible, and one or more corroborating witnesses,
supporied by documentary evidence, if available, each seuting
outafactual description of acts and circumstances performed or
observed by the affiant, which collectively would prima facie
entitle the applicant to judgment on priority with respect to the
earlier of the filing date or effective filing date of the patent. To
facilitate preparation of a record (§ 1.653 (g) and (h)) for iinal
hearing, an applicant should file affidavits on paper which is 8
1/2 x 11 irches (21.8 by 27.9 cm.). The significance of any
printed publication or other document which isself-authenticat-
ing within the meaning of Rule 902 of the Federal Rules of
Evidence or § 1.671(d) and any patent shall be discussed in an
affidavit or the explanation. Any printed publication or other
document which is not self-authenticating shall be authenti-
cated and discussed with particularity in an affidavit. Upon a
showing of sufficient cause, an affidavit may be based on
information and belief. If an examiner finds an application to be
incondition for declaration of an interference, the examiner will
consider the evidence and explanation only to the extent of
determining whether a basis upon which the application would
be entitled to a judgment relative to the patentec is alleged and,
if a basis is allcged, an interference may be declared.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]
§ 1.609 Preparation of interference papers by
exaininer,

When the examiner determines that an interference should
be declared, the examiner shall forward to the Board:

(a) All relevant application and patent files and

(b) A statement identifying:

(1) The proposed count or counts;

(2) The claims of any application or patent which corre-
spond to each count, stating whether the claims correspond
exactly or substantially to each count;

(3) The claims in any application which arc decmed by the
examincr (o be patentable over any count; and

(4) Whether an applicant or patentee is entitled to the
benefit of the filing date of an carlier application and, if so,
sufficicnt information to identify the carlicr application.

[49 FR 48416, Dec. 12, 1984, added cffective Feb, 11, 1985]

§ 1.610 Assignment of interference to examiner-in-
chief, time period for completing interference.

(a) Each interference will be declared by an cxaminer-in-
chicf who may enter all interlocutory orders in the interference,
cxcept that only a pancl consisting of at least three members of
the Board shall (1) hear oral argument at final hearing, (2) enter
a decision under §§ 1.617, 1.640(c) or (e), 1.652, 1.656(i) or
1.658 or (3) enter any other order which terminates the interfer-
ence,

(b) As nccessary, another examiner-in-chicf may act in
place of the one who declared the interference. Unless otherwise
provided in this section, at the discretion of the examiner-in-
chief assigned to the interference, a panel consisting of two or
more members of the Board may enter interlocutory orders,
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(c) Unless otherwise provided in this subpart, times for
taking action by a party in the interference will be seton a case-
by-case basis by the examiner-in-chief assigned to the interfer-
ence. Times for taking action shall be set and the examiner-in-
chief shall exercise control over the interference such that the
pendency of the interference before the Board doesnotnormally
exceed two years.

(d) An examiner-in-chief may hold a conference with the
parties to consider: (1) Simplification of any issues, (2) the
necessity or desirability of amendments to counts, (3) the
possibility of obtaining admissions of fact and genuineness of
documents which will avoid unnecessary proof, (4) any limita-
tions on the number of expert witnesses, (5) the time and place
for conducting a deposition (§ 1.673(g)), and (6) any other
matter as may aid in the disposition of the interference. After a
conference, the examiner-in-chief may enter any order which
may be appropriate.

(e) Theexaminer-in-chief may determine a proper course of
conduct in an interference for any situation not specifically

covered by this part.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.611 Declaration of interference.

(a) Notice of declaration of an interference will be sent to
each party.

(b) Whenanotice of declaration is returned to the Patent and
Trademark Office undelivered, or in any other circumsiance
where appropriate, an examinci-in-chief may (1) send a copy of
the notice o a patentee named in a patent involved in an
interference or the patentee’s assignee of record in the Patent
and Trademark Office or (2) order publication of an appropriate
notice in the Official Gazette.

(c) The notice of declaration shall specify:

(1) The name and residence of each party involved in the
interference.

(2) Thename and address of record of any attorney or agent
of record in any application or patent involved in the interfer-
ence;

(3) The name of any assignee of record in the Patent and
Trademark Office;

(4) The identity of any application or patent involved in the
interference;

(5) Wherc a party is accorded the benefit of the filing date
of an carlier application, the identity of the carlicr application;

(6) The count or counts;

(7) The claim or claims of any application or any patent
which correspond to each count; and

(8) The order of the parties.

(d) The notice of declaration may also specify the time for:
(1) Filing a preliminary statement as provided in § 1.621(a); (2)
serving notice that a preliminary statement has been filed as
provided in § 1.621(b); and (3) filing preliminary motions
authorized by § 1.633, oppositions to the motions, and replies to

4 (he oppositions.

(e) Notice may be given in the Official Gazette that an
interference has been declared involving a patent,

{49 FR 48416, Dec. 12, 1984, cffective Feb. 11, 1985; 50 FR
23123, May 31, 1985, ]
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§ 1.612 Access to applications.

(a) After an interference is declared, cach party shall have
access to and may obiain copies of the files of any application
set out in the notice declaring the interference, except for
affidavits filed under § 1.131 and any evidence and explanation
under § 1.608 filed separate from an amendment.

(b) After preliminary motions under § 1.633 are decided (§
1.640(b)), each jsarty shall have access to and may obtzin copies
of any affidavit filed under § 1.131 and any evidence and
explanation filed under § 1.608 in any application set out in the
notice declaring the interference.

(¢) Any evidence and explanation filed under § 1.608 in the
file of any application identified in the notice declaring the
interference shall be served when required by § 1.617(b).

(d) The parties at any time may agree to exchange copies of
papers in the files of any application identified in the notice
identifying the interference.

{49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR
23124, May 31, 1985]

§ 1.6135 Lead attorney, same attorney representing
different parties in an interference,
withdrawal of attorney or agent.

(a) Each party may be required to designate one attorney or
agent of record as the lead attorney or agent.

(b) The same attorney or agent or members of the same [irm
of attorneys or agents may not represent two or more parties in
an interference except as may be permitted under this Chapter.

(c) An examiner-in-chief may make necessary inquiry to
determine whether an attorney or agent should be disqualified
from representing a party in an interference. If an examiner-in-
chief is of the opinion that an attorney or agent should be
disqualified, the cxaminer-in-chief shall refer the matter to the
Commissioner. The Commissioner will make a final decision as
to whether any attorney or agent should be disqualified.

(d) No attorney or agent of record in an interference may
withdraw as attorey or agent of record except with the approval
of an examiner-in-chief and after reasonable notice to the party
on whose behalf the attorney or agent has appeared. A request
to withdraw as attorney or agent of record in an interference
shall be made by motion (§ 1.635).

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.614 Jurisdiction over interference.

(a) The Board shall assume jurisdiction over an interference
when the interference is declared under § 1.611,

(b) When the interference is declared the interference is a
contested case within the meaning of 35 U.S.C. 24.

(c) The cxaminer shall have jurisdiction over any pending
application until the interference is declared. An examiner-in-
chief, where appropriate, may for a limited purpose restore
jurisdiction to the examiner over any application involvedin the
interference.

[49 FR 48416, Dec. 12, 1984, added cffective Feb. 11, 1985]

§ 1.615 Suspension of ex parte prosecution.
(a) When an interference is declared, ex parte prosecution
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of an application involved in the interference is suspended.
Amendments and other papers related to the application re-
ccived during pendency of the interference will not be entered
or considered in the interference without the consent of an
examiner-in-chief.

(b) Ex parte prosecution as to specificd matters may be
continued concurrently with the interference with the consent of

the examiner-in-chief.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985]

§ 1.616 Sanctions for failure to comply with rules or
order,

An cxaminer-in-chicf or the Board may impose an appropri-
ate sanction against a party who fails to comply with the
regulations of this part or any order entered by an examiner-in-
chief or the Board. An appropriate sanction may include among
others entry of an order:

(a) Holding certain facts to have been cstablished in the
interference;

(b) Precluding a party from filing a motion or a preliminary
statement;

(c) Precluding a party from presenting or contesting a par-
ticular issue;

(d) Precluding a party from requesting, obtaining, or oppos-
ing discovery; or

(¢) Granting judgment in the interference.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985, S0 FR
23124, May 31, 1985]

§ 1.617 Summary judgment against applicant,

(a) Ancxaminer-in-chicf shall review any evidence filed by
an applicant under § 1.608(b) to determine if the applicant is
primafacie entitled to a judgment relative to the patentee. If the
cxaminer-in-chicf determines that the evidence shows the appli-
cantis primafacie cntitled toa judgment relative to the patentee,
the interference shall proceed in the normal manner under the
regulationsof this part. If in the opinion of the examiner-in-chief
the cvidence fails to show that the applicant is prima facie
entitled to a judgment relative to the patentee, the examiner-in-
chief shall, concurrently with the notice declaring the interfer-
ence, enter an order stating the rcasons for the opinion and
directing the applicant, within a time sct in the order, o show
causc why summary judgment should not be entered against the
applicant,

(b) The applicant may file a response 1o the order and state
any reasons why summary judgment should not be entered. Any
request by the applicant for a hearing before the Board shall be
madc in the response. Additional evidence shall not be pre-
sented by the applicant or considered by the Board unless the
applicant shows good causc why any additional evidence was
not initially presented with the evidence filed under § 1.608(b).
At the time an applicant files a response, the applicant shall
serve on cach opponent a copy of any evidence filed under §
1,608(b) and this paragraph.

(¢) If a response is not timely filed by the applicant, the
Board shall enter a final decision granting summary judgment
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against the applicant.

(d) If a response is timely filed by the applicant, all oppo-
nents may file a statement within a time set by the examiner-in-
chief. The siatcment may sct forth views as o why summary
judgment should be granied against the applicant, but the
statement shall be limited to discussing why all the evidence
presented by the applicant does not overcome the reasons given
by the examiner-in-chief for issuing the order to show cause.
Evidence shall not be filed by any opponent. An opponent may
not rcquest a hearing,.

(e) Within a time authorized by the examiner-in-chief, an
applicant may file a reply to any statement filed by any oppo-
nent.

() When more than two parties are involved in an interfer-
ence, all parties may participate in summary judgment proceed-
ings under this section.

(g) If a response by the applicant is timely filed, the exam-
iner-in-chief or the Board shall decide whether the evidence
submitied under § 1.608(b) and any additional evidence prop-
crly submitted under paragraph (b) of this section shows that the
applicant is prima facie entitled to a judgment relative to the
patentee. If the applicant is not primafacie entitled toajudgment
rclative to the patentee, the Board shall enter a final decision
granting summary judgment against the applicant. Otherwise,
an interlocutory order shall be entered authorizing the interfer-
ence to proceed in the normal manner under the regulations of
this subpart.

(h) Only an applicant who filed evidence under § 1.608(b)
may request a hearing, If that applicant requests a hearing, the
Board may hold a hearing prior to entry of a decision under
paragraph (g) of this scction. The cxaminer-in-chicf shall set a
date and time for the hearing. Unless otherwise ordered by the
cxaminer-in-chicf or the Board, the applicant and any opponent
willeach beentitled to no more than 30 minutes of oral argument

at the hearing.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985]

§ 1.618 Return of unauthorized papers.

(a) The Patent and Trademark Office shall return to a party
any paper presented by the party when the filing of the paper is
notauthorized by, or is not in compliance with the requirements
of, this subpart. Any paper returned will not thereafter be con-
sidercd by the Patent and Trademark Office in the interference.
A party may be permitted to file a corrected paper under such
conditions as may be deemed appropriate by an examincr-in-
chief.

(b) When presenting a paper in an interference, a party shall
not submit with the paper a copy of a paper previously filed in
the interference.

[49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985)

§ 1.621 Preliminary statement, time for filing,
notice of filing.
(a) Within the time set for filing preliminary motions under
§ 1.633, cach party may filc a prcliminary statement. The
preliminary statement may be signed by any individual having
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knowledge of the facts recited therein or by an attorney or agent
of record.

(b) When a party files a preliminary statement, the party
shall also simultancously filc and serve on all opponents in the
interference a notice stating that a preliminary statement has
been filed. A copy of the preliminary statement need not be
served until ordered by the cxaminer-in-chief.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; S0FR
23124, May 31, 1985]

§1.622 Preliminary statement, who made invention,
where invention made.

(a) A party’s preliminary statement must identify the inven-
tor whomade the invention defined by each countand must state
on behalf of the inventor the facts required by paragraph (a) of
§§ 1.623, 1.624, and 1.625 as may be appropriate. When an
inventor identificd in the preliminary statement is not an inven-
tor named in the party’s application or patent, the party shall file
amotion under § 1.634 to correct inventorship.

(b) The preliminary statement shall state whether theinven-
tion was madc in the United States orabroad. If made abroad, the
preliminary statement shall state whether the party is entitled to
the benefit of the second sentence of 35 U.S.C. 104.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.623 Preliminary statement; invention made in
United States.

(a) When the invention was made in the United States or a
party is entitied to the benefit of the second sentence of 35
U.S.C. 104, the preliminary statement must state the following
facts as to the invention defined by cach count:

(1) Thedatconwhich the firstdrawing of the invention was
made.

(2) The date on which the first written description of the
invention was made.

(3) The date on which the invention was first disclosed by
the inventor to another person.,

(@) The date on which the invention was first conceived by
the inventor,

(5) The date on which the invention was first actually
reduced to practice. If the invention was not actually reduced (o
practice by or on behalf of the inventor prior to the party’s filing
date, the preliminary statement shall so state.

(6) The date after the inventor’s conception of the inven-
tion when active exercisc of reasonable diligence toward reduc-
ing the invention (o practice began,

(b) If a party intends 1o prove derivation, the preliminary
statement must also comply with § 1.625.

(¢) When a party alleges under paragraph (a)(1) of this
section thatadrawing was made, acopy of the first drawing shatll
be filed with and identificd in the preliminary statement, When
a party alleges under paragraph (a)(2) of this section that a
written description of the invention was made, a copy of the first
written description shall be filed with and identificd in the
preliminary statement. Sce § 1.628(b) when a copy of the first
drawing or written description cannot be filed with the prelimi-
nary statement,
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{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.624 Preliminary statement; invention made
abroad.

(a) When the invention was made abroad and a party intends
to rely on introduction of the inveniion into the Uniied Siates,
the preliminary statement must state the following factsastothe
invention defined by cach count.

(1) The date on which a drawing of the invention was first
introduced into the United States.

(2) The date on which a written description of the invention
was first introduced into the United States.

(3) The date on which the invention was first disclosed to
another person in the United States.

(4) The date on which the inventor’s conception of the
invention was first introduced into the United States.

(5) The date on which an actual reduction to practice of the
invention was firstintroduced into the United States. If an actual
reduction to practice of the invention was not introduced into the
United States, the preliminary amendment shall so state.

(6) Thedate after introduction of the inventor's conception
into the United States when active cxercise of reasonable
diligence in the United States toward reducing the invention to
practice began,

(b) If a party intends to prove derivation, the preliminary
statement must also comply with § 1.625.

(c) When a party alleges under paragraph (a)(1) of this
section that a drawing was introduced into the United States a
copy of that drawing shall be filed with and identified in the
preliminary statcment. When a party alleges under paragraph
(a)(2) of this scction that a written description of the invention
was introduced into the United States a copy of that written
description shall be filed with and identified in the preliminary
statement. Sce § 1.628(b) when a copy of the first drawing or
first written description introduced in the United States cannot
be filed with the preliminary statement,

[49FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985]

§ 1.625 Preliminary statement; derivation by an
opponent,

(a) When the invention was made in the United States or
abroad and a party intends o prove derivation by an opponent
from the party, the preliminary statement must state the follow-
ing as (o the invention defined by each count:

(1) The name of the opponent.

(2) The date onwhich the first drawing of the invention was
made.

(3) The date on which the first written description of the
invention was made.

(4) The date on which the invention was first disclosed by
the inventor to another person,

(5) The date on which the invention was first conceived by
the inventor.,

(6) The date on which the invention was first communi-
cated to the opponent.

(b) If a party intends to prove priority, the preliminary
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statcment must also comply with § 1,623 or § 1.624.

(c) When a party alleges under paragraph (a)(2) of this
scction that adrawing was made, a copy of the first drawing shall
be filed with and identified in the preliminary statement. When
a party alleges under paragraph (a)(3) of this section that a
written descrintion of the invention was made, a copy of the first
written description shall be filed with and identified in the
preliminary statement. See § 1.628(b) when a first drawing or
first written description cannot be filed with the preliminary

statcment.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,1985]

§ 1.626 Preliminary statement; earlier application.

When a party does not intend to present evidence to prove a
conception or an actual reduction to practice and the party
intends to rely solely on the filing date of an earlier application
filed in the United States or abroad to prove a constructive
reduction to practice, the preliminary statement may so state and
identify the earlier application with particularity,

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.627 Preliminary statement, sealing before filing,
opening of statement,.

(a) The preliminary statemenit and copies of any drawing or
written description shall be filed in a sealed envelope bearing
only thename of the party filing the statement and the style (e.g.,
Joncs v. Smith) and number of the interference. The sealed
cnvelope should contain only the preliminary statement and
copies of any drawing or written description. If the preliminary
statcment is filed through the mail, the sealed envelope should
be enclosed in an outer envelope addressed to the Commissione:
of Patents and Trademarks in accordance with § 1.1(e).

(b) A preliminary statement may be opened only at the
dizection of an examiner-in-chief,

[49 FR48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.628 Preliminary statement, correction of error,

(a) Amatcrial error arising through inadvertence or mistake
in connection with (1) a preliminary statement or (2) drawings
or a written description submitted therewith or omitted there-
from, may be corrected by a motion (§ 1.635) for leave to file a
corrected statement. The motion shall be supported by an
affidavit and shall show that the correction is cssential to the
ends of justice and shall be accompanicd by the corrected
statement. The motion shall be filed as soon as practical after
discovery of the error.

(b) When a party cannot attach a copy of a drawing or a
written description to the party’s preliminary statement as
required by §§ 1.623(c), 1.624(c), or 1.625(c), the party (1) shall
show good cause and cxplain in the preliminary statement why
a copy of the drawing or written description cannot be attached
10 the preliminary statement and (2) shall attach to the prelimi-
nary statement the carliest drawing or written description made
in or introduced into the United States which is available. The
party shall file a motion (§ 1.635) to amend its preliminary
statcment promptly after the first drawing, first written descrip-
tion, or drawing or written description first introduced into the
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United States becomes available. A copy of the drawing or
written description may be obtained, where appropriate, by a
motion (§ 1.635) for additional discovery under § 1.687 or
during a testimony period.

{49 FR 48416, Dec. 12,1984, added effective Feb. 11, 1985}

§ 1.629 Effect of preliminary statement.

(a) A party shall be strictly held to any date alleged in the
preliminary statement. Doubts as to (1) definiteness or suffi-
ciency of any allzgation in a preliminary statement or (2)
compliance with formal requirements will be resolved against
theparty filing the statement by restricting the party to the earlier
of its filing date or effective filing date or to the latest date of a
period alleged in the preliminary statement as may be appropri-
ate. A party may not correct a preliminary statement except as
provided in § 1.628.

(b) Evidence which shows thatan act alleged in the prelimi-
nary statement occurred prior to the date alleged in the statement
shall establish only that the act occurred as early as the date
alleged in the statement.

(c) Ifaparty does not file a preliminary statement, the party:

(1) Shall be restricted to the earlier of the party’s filing date
or effective filing date and
(2) Will not be permitted to prove that:
(i) The party made the invention prior to the party’s filing
date or
(ii) Any opponent derived the invention from the party.

(d) Ifaparty files a preliminary statement which contains an
allegation of a date of first drawing or first written description
and the party does not file a copy of the first drawing or written
description with the preliminary statement as required by §
1.623(c), § 1.624(c), or § 1.625(c), the party will be restricted
to the earlier of the party’s filing date or effective filing date as
tothat allegation unless the party complics with § 1.628(b). The
content of any drawing or written description submitted with a
preliminary statement will not normally be evaluated or consid-
ered by the Board.

(e) A preliminary statement shall notbe used as evidence on
behalf of the party filing the statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.630 Reliance on earlier application.

A party shall not be entitled to rely on the filing date of an
earlier application filed in the United States or abroad unless (a)
the earlicr application is identified (§ 1.611(c)(5)) in the notice
declaring the interference or (b) the party files a preliminary
motion under § 1.633 secking the benefit of the filing date of the
carlier application.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.631 Access to preliminary statement, service of
preliminary statement,

(a) Unless otherwise ordered by an examiner-in-chicf, con-
currently with entry of a decision by the examiner-in-chief on
preliminary motions filed under § 1.633, any preliminary state-
ment filed under § 1.621(a) shall be opened to inspection by the
senior party and any junior party who filed a preliminary
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statement. Within a time set by the examiner-in-chief, a party
shall serve a copy of its preliminary statement on each opponent
who served a notice under § 1.621(b).

(b) A junior party who docs not file a preliminary statement
shall not have access to the preliminary statement of any other
party.

(c) If an interference is terminated before the preliminary
statements have been opened, the preliminary statements will
remain sealed and will be returned to the respective parties who
submitted the statements.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985]

§ 1.632 Notice of intent to argue abandonment,
suppression or concealment by opponent.

A notice shall be filed by a party who intends to argue that
an opponent has abandoned, suppressed or concealed an actual
reduction to practice (35 U.S.C. 102(g)). A party will not be
permitted to argue abandonment, suppression, or concealment
by an opponent unless the notice is timely filed. Unless
authorized otherwisc by an examiner-in-chief, a notice is timely
when filed within ten (10) days of the close of the testimony-in-
chief of the opponent.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.633 Preliminary motions,

A party may file the following preliminary motions:

(a) A motion for judgment on the ground that an opponent’s
claim corresponding toa count isnot patentable to the opponent.
In determining a motion filed under this paragraph, aclaim may
be construed by reference to the prior art of record. A motion
under this paragraph shall not be based on: (1) Priority of
invention of the subject matter of a count by the moving party
as against any opponent or (2) derivation of the subject matter
of acount by anopponent from the moving party. See § 1.637(a).

(b) A motion for judgment on the ground that there is no
interference-in-fact. A motion under this paragraph is proper
only if: (1) The interference involves a design application or
patent or a plant application or patent or (2) no claim of a party
which corresponds to a count is identical to any claim of an
opponent which corresponds to that count, Sec § 1.637(a).

(c) Amotion toredefine the interfering subject matter by (1)
adding or substituting a count, (2) amending an application
claim corresponding to a count or adding a claim in the moving
party’sapplicationto be designated to correspond toacount, (3)
designating an application or patent claim o correspond to a
count, (4) designating an application or patent claim as not
corresponding to acount, or (5) requiring an opponent who is an
applicant to add a claim and to designate the claim to correspond
o a count. Sec § 1.637(a) and (¢).

(d) A motion to substitute a different application owned by
a party for an application involved in the interference. See §
1.637(a) and (d).

(¢) A motion to declare an additional interference (1)
between an additional application not involved in the interfer-
ence and owned by a party and an opponent’s application or
patent involved in the interference or (2) when an interference
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involvesthree or more pariies, between less than all applications
and any patent involved in the interference. See § 1.637 (a) and
(e).

(£) A motion to be accorded the benefit of the filing date of
an earlier application filed in the United States or abroad. See
§ 1.637 (a) and ().

(g) A motion to attack the benefit accorded an opponent in
the notice declaring the interference of the filing date of an
earlier application filed in the United States or abroad. Sce §
1.637 (a) and (g).

(h) When a patent is involved in an interfereiice and the
patentee has on file or files an application for reissue under §
1.171, amotion to add the application for reissue to the interfer-
ence. See § 1.637(a) and (h).

(i) When a motion is filed under paragraph (a), (b), or (g) of
this section, an opponent, in addition to opposing the motion,
may fileamotion toredefine the interfering subject matter under
paragraph (c) of this section or amotion to substitute a different
application under paragraph (d) of this section.

(j) When a motion is filed under paragraph (c)(1) of this
section an opponent, in addition to opposing the motion, may
file a motion for benefit under paragraph (f) of this section as to
the count to be added or substituted.

[49FR 48416, Dec. 12,1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985]

§ 1.634 Motion to correct inventorship.

A party may file a motion to (a) amend its application
involved in an interference to correct inventorship as provided
by § 1.48 or (b) correct inventorship of its patent involved in an
interference as provided in § 1.324. See § 1.637(a).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.635 Miscellaneous motions.

A party sceking entry of an order relating to any matter other
than a matter which may be raised under § 1.633 or § 1.634 may
file a motion requesting entry of the order. See § 1.637 (a) and
(b).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.636 Motions, time for filing.

(a) A preliminary motion under § 1.633 (a) through (h) shall
be filed within a time period set by an examiner-in-chief.

(b) A preliminary motion under § 1.633 (i) or (j) shall be
filed within 20 days of the service of the preliminary motion
under § 1.633 (a), (b), (c)(1), or (g) unless otherwise ordered by
an examiner-in-chief,

(c) Amotion under § 1.634 shall be diligently filed after an
errorisdiscovered in the inventorship of an application or patent
involved in an interference unless otherwise ordered by an
examiner-in-chief,

(d) A motion under § 1.635 shall be filed as specified in this
subpart or when appropriate unless otherwise ordered by an
examiner-in-chief.

[49 FR 48416, Dec. 12,1984, added effective Feb. 11, 1985; SO0 FR
23124, May 31, 1985 ]
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§ 1.637 Content of motions.

(a) Every motion shall include (1) a statement of the precise
relief requested, (2) a statement of the material facts in support
of the motion, and (3) a full statement of the reasons why the
relief requested should be granted.

(b) A motion under § 1.635 shall contain a certificate by the
moving party stating that the moving party has conferred with
all opposing parties in an effort in good faith to resolve by
agreement the issues raised by the motion. A moving party shall
indicate in the motion whether an other party plans to oppose the
motion. The provisions of this paragraph do not apply to a
motion to suppress evidence ( § 1.656(h)).

(c) Apreliminary motion under § 1.633(c) shallexplain why
the interfering subject matter should be redefined.

(1) A preliminary motion sceking to add or substitute a
count shall:

(i) Propose each count to be added or substituted.

(ii) When the moving party is an applicant, show the pat-
entability to the applicant of all claims in, or proposed to be
added to, the party’s application which correspond to each
proposed count and apply the terms of the claims to the disclo-
sure of the party’s application; when necessary a moving party
applicant shall file with the motion an amendment adding any
proposed claim to the application.

(iii) Identify all claims inan opponent’s application which
should be designated to correspond to cach proposed count; ifan
opponent’s application does not contain such a claim, the
moving party shall propose a claim to be added to the
opponent’s application. The moving party shall show the pat-
entability of any proposcd claims to the opponent and apply the
terms of the claims to the disclosure of the opponent’s applica-
tion,

(iv) Designate the claims of any pawent involved in the
interference which define the same patentable invention as cach
proposed count.

(v) Show that each proposcd count defines a scparaie pat-
entable invention from every other count in the inicrference.

(vi) Be accompanicd by a motion under § 1.633(f)
requesting the benefit of the filing date of any carlier application
filed in the United States or abroad.

(2) A preliminary motion secking to amend an application
claim corresponding to a count or adding a claim to be desig-
nated to correspond to a count shall:

(i) Propose an amended or added claim.,

(if) Show that the proposed or added claim defines the
same patentable invention as the count,

(iii) Show the patcntability to the applicant of each
amended or added claim and apply the terms of the amended or
addedclaim to the disclosure of the application; when necessary
a moving party applicant shall filc with the motion an amend-
ment making the amended or added claim to the application.

(iv) Be accompanicd by a motion under § 1.633(f)
requesting the benefit of the filing date of any carlicr application
filed in the United States or abroad.

(3) A preliminary motion secking to designate an applica-
tion or patent claim to correspond 1o a count shall:

(i) Identify the claim and the count,
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(ii) Show the claim defines the same patentable invention
as the count.

(iii) Be accompanied by amotion under § 1.633(f) request-
ing the benefit of the filing date of any earlicr application filed
in the United States or abroad.

(4) A preliminary motion secking to designate an applica-
tion or patent claim as not corresponding to a count shall:

(i) Identify the claim and the count.

(ii) Show the claim does not define the same patentable
invention as any other claim designated in the notice declaring
the interference as corresponding to the count.

(5) A preliminzry motion secking to require an opponent
who is an applicant to add a claim and designate the clain as
corresponding to a count shall:

(i) Propose a claim to be added by the opponent.

(ii) Show the patentability tothe opponentof the claimand
apply the terms of the claim to the disclosure of the opponent’s
application.

(iii) Identify the count to which the claim shall be
designated to correspond.

(iv) Show the claim defines the same patentable invention
as the count to which it will be designated to correspond.

(d) A preliminary motion under § 1.633(d) to substitute a
different application shall:

(1) Ideniify the different application.

(2) Certify that a complete copy of the file of the different
application, except fordocuments filed under § 1.131 or § 1.608,
has been served on all opponents.

(3) Show the patentability to the applicant of all claims in,
or proposed to be added 1o, the different application which cor-
respond to each count and apply the terms of the claims to the
disclosure of the different application; when necessary the
applicant shall filc with the motion an amendment adding a
claim to the different application,

(4) Beaccompanied by amotion under § 1.633(f) request-
ing the benefit of the filing date of an earlier application filed in
the United States or abroad.

(e) A preliminary motion to declare an additional interfer-
ence under § 1.633(c) shall ¢xplain why an additional interfer-
ence is necessary.

(1) When the preliminary motion secks an additional inter-
ference under § 1.633(¢)(1), the motion shall:

(i) Identify the additional application.

(ii) Certify thatacomplete copy of thefile of the additional
application, except for documents filed under § 1.131 or § 1,608,
has been served on all opponents.

(iii) Proposc a count for the additional interference.

(iv) Show the patentability to the applicant of all claims in,
or proposcd to be added to, the additional application which
correspond to each proposed count for the additional interfer-
ence and apply the terms of the claims to the disclosure of the
additional application; when necessary the applicant shall file
with the motion an amendment adding any claim to the addi-
tional application.

(v) When the opponent is an applicant, show the patenta-
bility to the opponent of any claims in, or proposed to be added
to,the opponent’sapplication which correspond to the proposed
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count and apply the terms of the claims to the disclosure of the
opponent’s application.

(vi) When the opponentis a patentee, designate the claims
of the patent which define the same patentable invention defined
by the proposed count,

(vii) Show that each proposed count for the additional
interference defines a separate patentable invention from all
counts of the interference in which the motion is filed.

(viii) Be accompanied by a motion under § 1.633(f) re-
questing the benefit of the filing date of an earlier application
filed in the United States or abroad.

(2) When the preliminary motion seeks an additional inter-
ference under § 1.633(e)(2), the motion shall:

(i) Identify any application or patent to be involved in the
additional interference. _

(ii) Propose a count for the additional interference.

(iii) When thc moving party is an applicant, show the
patentability to the applicant of all claims in, or proposed to be
added to, the party’s application which correspond to cach
proposed count and apply the terms of the claims to the disclo-
sure of the party's application; when necessary a moving party
applicant shall file with thc motion an amendment adding any
proposed claim to the application.

(iv) Identify all claims in any opponent’s application
which should be designated to correspond to cach proposed
count; if an opponent’s application does not contain such a
claim, the moving party shall propose a claim to be added to the
opponent’s application. The moving party shall show the pat-
entability of any proposed claim to the opponent and apply the
terms of the claim to the disclosure of the opponent’s applica-
tion,

(v) Designate the claims of any patent involved in the
interference which define the same patentable invention as cach
proposed count.

(vi) Show that cach proposed count for the additional
interference defines a separate patentable invention from all
counts in the interference in which the motion is filed.

(vii) Be accompanied by a motion under § 1.633(f)
requesting the beaefit of the filing date of an carlicr application
filed in the United States or abroad.

(©) A preliminary motion for benefit under § 1.633(f) shall:

(1) Identify the earlier application.

(2) When the earlier application is an application filed in
the United States, certify that a complete copy of the file of the
carlier application, except for documents filed under § 1.131 or
§ 1.608, has been served on all opponents. When the earfier
application is an application filed abroad, certify that a copy of
the application filed abroad has been served on all opponents. If
the carlier application filed abroad isnot in English, the require-
ments of § 1.647 must also be met.

(3) Show that the carlicr application constitutes aconstruc-
tive reduction to practice of each count,

(g) A preliminary motion to attack benefit under § 1.633(g)
shall explain, as to cach count, why an opponent should not be
accorded the benefit of the filing date of the carlier application.

(h) A preliminary motion to add an application for reissue
under § 1.633(h) shall:
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(1) Identify the application for reissue.

(2) Certify thatacomplete copy of the file of the application
for reissue has been served on all opponents.

(3) Show the patenwability of all claims in, or proposed to
beadded to, the application for reissue which correspond toeach
count and apply the terms of the claims to the disclosure of the
application for reissuc; when necessary a moving applicant for
reissue shall file with the motion an amendment adding any
proposed claim to the application for reissuc.

(4) Be accompanicd by amotion under § 1.633(f) request-
ing the benefit of the filing date of an carlicr application filed in
the United States or abroad.

[49FR 48416, Dec. 12, 1984, added eifective Feb. 11, 1985; 50FR
23124, May 31, 1985]

§ 1.638 Opposition and reply, time for filing
opposition and reply.

(a) Unless otherwise ordered by the examiner-in-chief, any
opposition to any motion shall be filed within 20 days after
service of the motion. An opposition shall (1) identify any
material fact sct forth in the motion which is in dispute and (2)
include an argument why the relief requested in the motion
should be denied.

(b) Unless otherwise ordered by an cxaminer-in-chief, a
reply shall be filed within 15 days after service of the opposition,
A reply shall be directed only (0 new points raised in the oppo-
sition,

[49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985]

§ 1.639 Evidence in support of motion, opposition,
or reply.

(a) Proof of any material fact alleged in a motion, opposi-
tion, or reply must be filed and served with the motion, opposi-
tion, or reply unless the proof relied upon is part of the interfer-
ence file or the filc of any patent or application involved in the
interference or any carlicr application filed in the United States
of which a party has been accorded or seeks to be accorded
benefit,

(b) Proof may be in the form of patents, printed publications,
and affidavits.

(¢) When a party belicves the testimony is necessary to
support or opposc a preliminary motion under § 1.633 or a
motion to correct inventorship under § 1.634, the party shall
describe the nature of the testimony needed, If the examiner-in-
chief finds that testimony is necded to decide the motion, the
examiner-in-chief may grant appropriate interlocutory relief
and cnter an order authorizing the taking of testimony and
deferring a decision on the motion to final hearing,

[49 FR 48416, Dcc. 12, 1984, added effective Feb. 11, 1985]

§ 1.640 Motions, iearing and decision, redeclaration
of interference, order to show cause,

(a) A hearing on a motion may be held in the discretion of
the examiner-in-chief, The examincr-in-chief shall set the date
and time for any hearing. The length of oral argument at a
hearing on a motion is a matter within the discretion of the
examiner-in-chicf, An cxaminer-in-chief may direct that a
hearing take place by telephonce.
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(b) Motions will be decided by an examiner-in-chief, An
cxaminer-in-chicf may consult with an examiner in deciding
motions involving a question of patentability, An cxaminer-in-
chief may grant or deny any motion or 1ake such other action
which will securc the just, speedy, and inexpensive determina-
tion of the interference.

(1) When preliminary motions under § 1.633 arc decided,
the examiner-in-chicf will, when necessary, set a time for filing
any amendment to an application involved in the interference
and for filing a supplemental preliminary statcment as to any
new counts involved in the interference. Failure or refusal of a
party to timely present an amendment required by an cxaminer-
in-chicf shali be taken without further action as a disclaimer by
that party of the invention involved. A supplemental prelimi-
nary statement shall meet the requirements specified in § 1.623,
§1.624,§1.625,0r § 1.626, but need not be filed if a party states
that it intends to rely on a preliminary statement previously filed
under § 1.621(a). After the time expires for filing any amend-
mentand supplemental preliminary statement, the cxaminer-in-
chief will, if necessary, redeclare the interference.

(2) Afteradecisionisentered on preliminary motions filed
under § 1.633, a further motion under § 1.633 will not be
considered cxcept as provided by § 1.655(b).

(c) When a decision on any motion under § 1.633, § 1.634,
or § 1.635 is entered which docs not result in the issuance of an
order to show cause under paragraph (d) of this section, a party
may file a request for reconsideration within 14 days after the
date of the decision, The filing of a request for reconsideration
will not stay any time period sct by the decision. The request for
reconsideration shall specify with particularity the points be-
lieved to have been misapprehended or overlooked inrendering
the decision. Noopposition to arequest for reconsideration shall
be filed unless requested by an cxaminer-in-chicf or the Board.
A decision of a single examiner-in-chief will not ordinarily be
modificd unless an opposition has been requested by an exam-
incr-in-chicf or the Board. The request for reconsideration shall
be acted on by a panel of the Board consisting of at Icast three
cxaminers-in-chicf, one of whom will normally be the ¢xam-
incr-in-chicf who decided the motion.

(d) Ancxaminer-in-chicf may issue an order to show causc
why judgment should not be entered against a party when:

(1) A decision ona motion is entered which is dispositive
of the interference against the party as o any count;

(2) The party is a junior party who fails to file a preliminary
statement; or

(3) The party is a junior party whose preliminary statement
fails to overcome the carlier of the filing date or effective filing
date of another party.

(¢) When an order to show cause is issued under paragraph
(d) of this scction, the Board shall enter a judgment in accor-
dance with the order uniess, within 20 days after the date of the
order, the party against whom the order issued files a paper
which shows good cause why judgment should not be entered in
accordance with the order. Any other party may file a response
to the paper within 20 days of the date of service of the paper.
If the party against whom the order was issued fails to show
good cause, the Board shall enter judgment against the party. If
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a party wishes to take testimony in response 0 an order to show
cause, the party’s response should be accompanied by a motion
(§ 1.635) requesting the testimony period. See § 1.651(c)(4).

[49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985; SOFR
23124, May 31, 1985]

§ 1.641 Unpatentability discovered by examiner-in-
chief,

During the pendency of an interference, if the examiner-in-
chief becomes aware of a reason why a claim corresponding to
acountmay not be patentable, the examiner-in-chief may notify
the parties of the reason and set a time within which each party
may present its views. After considering any timely filed views,
the examincr-in-chief shall decide how the interference shall
proceed.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.642 Addition of application or patent to
interference,

During the pendency of an interference, if the examiner-in-
chief becomes aware of an application or a patent not involved
in the interference which claims the same patentable invention
asacountin the interference, the examiner-in-chief may add the
application or patent to the interference on such terms as may be
fair to all partics.

(49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985}

§ 1.643 Prosecution of interference by assignee.

(a) An assignee of record in the Patent and Trademark
Office of the entire interest in an application or patent involved
in an interference is entitled to conduct prosecution of the inter-
ference to the exclusion of the inventor.

(b) An assignee of a part interest in an application or patent
involved in an interference may file amotion (§ 1.635) for entry
of an order authorizing it to prosecute the interference. The
motion shall show (1) the inability or refusal of the inventor to
prosccute the interference or (2) other cause why the ends of
justice require that the assignee of a partinterest be permitted to
prosccute the interference. The cxaminer-in-chief may allow
the assignee of a part interest to prosecute the interference upon
such terms as may be appropriate.

[49 FR 48416, Dec. 12, 1984, added cifective Feb. 11, 1985]

§ 1.644 Petitions in interferences.

(a) There is no appeal to the Commissioner in an interfer-
ence from a decision of an examiner-in-chicf or a panel consist-
ing of more than one examiner-in-chicf, The Commissioner will
not consider a petition in an interference unless:

(1) The petition is from a decision of an examiner-in-chief
or a pancl and the examiner-in-chief or the panel shall be of the
opinion (i) that the decision involves a controlling question of
procedure or an interpretation of a rule to which there is a
substantial ground for a difference of opinion and (ii) that an
immediate decision on petition by the Commissioner may
materially advance the ultimate termination of the interference;

(2) The petition secks to invoke the supervisory authority
of the Commissioner and is not filed prior to the decision of the
Board awarding judgment and docs not relate to (i) the merits of
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priority of invention or patentability or (ii) the admissibility of
evidence under the Federal Rules of Evidence; or
(3) The petition secks relief under § 1.183.

() A petition under paragraph (a)(1) of this section filed
mor¢ than 15 days after the date of the decision of the examiner-
in-chief or the panel may be dismissed as untimely. A petition
under paragraph (a)(2) of this section shall not be filed prior to
decision by the Board awarding judgment. Any petition under
paragraph (a)(3) of this section shall be timely if it is made as
part of, or simultaneously with, a proper motion under § 1.633,
§ 1.634, or § 1.635. Any opposition to a petition shall be filed
within 15 days of the date of service of the petition.

(¢) The filing of a petition shall not stay the proceeding
unless a stay is granted in the discretion of the examiner-in-
chief, the panel, or the Commissioner.

(d) Any petition must contain a statement of the facts
involved and the point or points to be reviewed and the action
requested. Briefs or memoranda, if any, in support of the
petition or opposition shall accompany or be embodicd therein.
The petition will be decided on the basis of the record made
before the examiner-in-chief or the panel and no new evidence
will be considered by the Commissioner in deciding the pcii-
tion. Copies of documents already of record in the interference
shall not be submitted with the petition or opposition.

(c) Any petition under paragraph (a) of this section shall be
accompanied by the petition fec sct forth in § 1.17(h).

(f) Any request for reconsideration of a decision by the
Commissioner shall be filed within 15 daysof the decision of the
Commissioner and must be accompanied by the fee st forth in
§ 1.17(h). Noopposition to arequest for reconsideration shall be
filed unless requested by the Commissioner. The decision will
not ordinarily be modified unless such an opposition has been
requested by the Commissioner.

(g) Where reasonably possible, service of any petition,
opposition, or request for reconsideration shall be such that
delivery is accomplished within one working day. Service by
hand or “Express Mail” complies with this paragraph.

(h) Anoralhearing on the petition will not be granted except
when considered necessary by the Commissioner,

(i) The Commissioner may delegate to appropriate Patent
and Trademark Office employees the determination of petitions
under this section.,

[49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985, 50 FR
23124, May 31, 1985)

§ 1.645 Extension of time, late papers, stay of
proceedings.

(a) A party may file a motion (§ 1.635) secking an extension
of time to take action in an interference, to file a notice of appeal
(§1.302, or § 1.304), or to commence a civil action ( § 1,303,
or § 1.304). The motion shall be filed within sufficient time to
actually reach the examiner-in-chief before expiration of the
time for taking action, filing the notice, or commencing the civil
action. A moving party should not assume that the motion will
be granted even if there is no objection by any other party. The
motion will be denied uniess the moving party shows good
cause why an extension should be granted. The press of other
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business arising after an examiner-in-chief sets a time for taking
action will not normally constitute good cause. A motion
secking additional time to take testimony because a party has not
been able to procure the testimony of a witness shall set forth the
name of the witness, any steps taken to procure the testimony of
the witness, the dates on which ihe sieps were taken, and the
facts expected to be proved through the witness.

{b) Any paper belatedly filed will not be considered except
upon motion (§ 1.635) which shows sufficient cause why the
paper was not timely filed.

(c) The provisions of § 1.136 do not apply to time periods
in interferences.

(d) In an appropriate circumstance, an examiner-in-chicf
may stay proceedings in an interference.

[49 FR 48416, Dec. 12,1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985]

§ 1.646 Service of papers, proof of service.

(a) A copy of every paper filed in the Patent and Trademark
Office inan interference or an application or patent involved in
the interference shall be served upon all other parties except:

(1) Preliminary statements when filed under § 1.621; pre-
liminary statements shall be served when service is ordered by
an examiner-in-chief.

(2) Certified transcripts and exhibits which accompany the
transcripts filed under §§ 1.676 or 1.684; copies of transcripts
shall be served as part of a party’s record under § 1.653(c).

(b) Service shall be on an attorney or agent for a party, If
there is no attorney or agent for the party, service shall be on the
party. An examiner-in-chicf may order additional service or
waive service where appropriate.

(c) Unless otherwise ordercd by an examiner-in-chief, or
except as otherwise provided by this subpart, service of a paper
shall be made as follows:

(1) By handing a copy of the paper to the person served.

(2) Byleaving a copy of the paper with someone employed
by the person at the person’s usual place of busincss.

(3) When the person served has no usual place of business,
by leaving a copy of the paper at the person’s residence with
someone of suitable age and discretion then residing therein,

(4) By mailing a copy of the paper by first class mail; when
service is by mail the date of mailing is regarded as the date of
service,

(5) When it is shown to the satisfaction of an examiner-in-
chief that nonc of the above methods of obtaining or serving the
copy of the paper was successful, the cxaminer-in-chief may
order service by publication of an appropriate notice in the
Official Gazeute.

(d) Ancxaminer-in-chicf may order that a paper be served
by hand or “Express Mail”.

(e) Proof of service must be made before a paper will be
considered in an interference. Proof of service may appear on or
be affixed to the paper. Proof of service shall include the date
and manner of service. In the case of personal service under
paragraphs (c)(1) through (c)(3) of this section, proof of service
shall include the names of any person served and the person who
made the service. Proof of service may be made by an acknowl-
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cdgment of service by or on behalf of the person served or a
statement signed by the party or the party’s attorney or agent
containing the information required by this section. A statement
of an attorney or agent attached to, or appearing in, the paper
stating the date and manner of service will be accepted as prima
facie proof of service.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11,1985; S0 FR
23124, May 31, 1985)

§ 1.647 Transiation of document in foreign language.
When a party relies on a document in a language other than
English, a translation of the document into English and an
affidavitattesting to the accuracy of the translation shall be filed
with the document.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.651 Setting times for discovery and taking
testimony, parties entitled to take testimony.
(a) Atan appropriate stage in an interference, an exam-
incr-in-chief shall set (1) a time for filing motions (§ 1.635) for
additional discovery under § 1.687(c) and (2) testimony periods
for taking any necessary testimony,
(b) Where appropriate, testimony periods will be set to
permit a party to:

(1) Prescnt its case-in-chief and/or case-in-rebuttal and/or

(2) Cross-examine an opponent’s case-in-chief and/or a
case-in-rebuttal,

(c) A party isnotentitled to take testimony to prescntacase-
in-chief unless:

(1) The examiner-in-chief orders the taking of testimony
under § 1.639(c);

(2) The party alleges in its preliminary statement a date of
invention prior to the earlier of the filing date or effective filing
date of the senior party;

(3) A testimony period has been set to permit an opponent
to prove a date of invention prior to the carlicr of the filing date
or cffective filing date of the party and the party has filed a
preliminary statement alleging a date of invention prior to that
date; or

(4) A motion (§ 1.635) is filed showing good cause why a
testimony period should be set.

(d) Testimony shall be taken during the testimony periods
sct under paragraph (a) of this section.
{49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985)

§ 1.652 Judgment for failure to take testimony or file
record.

I a junior party fails 1o timely take testimony authorized
under § 1,651, or file a record under § 1.653(c), an cxaminer-in-
chief, with or without a motion (§ 1.635) by another party, may
issuc an order to show cause why judgment should not be
centered against the junior party. When an order is issued under
this scction, the Board shall enter judgment in accordance with
the order uniess, within 15 days after the date of the order, the
junior party files apaper which shows good cause why judgment
should not be entered in accordance with the order. Any other
party may file a response (o the paper within 15 days of the date
of service of the paper. If the party against whom the order was
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issued fails to show good cause, the Board shall cnter judgment
against the party.
{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.653 Record and exhibits.

(a) Testimony shall consist of affidavits under § 1.672 (b)
and (e), transcripts of depositions under §§ 1.672 (b) and (c),
agreed statements of fact under § 1.672(f), and transcripts of
interrogatories, cross-interrogatories, and recorded answers
under § 1.684(c).

(b) An affidavit shall be filed as set forth in § 1.672 (b) or
(e). A certified transcript of a depesition including a deposition
cross-examining an affiant, shall be filed as set forth in § 1.676.
An original agreed statement shall be filed as set forth in §
1.672(f). A transcript of interrogatorics, cross-interrogatories,
andrecorded answers shall be filed as set forth under § 1.684(c).

(c) Inaddition to the items specified in paragraph (b) of this
section and within a time set by an examiner-in-chief each party
shall file three copies and serve orie copy of a record consisting
of:

(1) Anindex of the names of each witness giving the pages
of the record where the direct testimony and cross-examination
of each witness begins.

(2) An index of exhibits briefly describing the nature of
eachexhibitand giving the page of the record where each exhibit
is first identified and offered into evidence.

(3) The count or counts.

(4) Each (i) affidavit, (ii) transcript, including transcripts of
cross-examination of any affiant, (iii) agreed statement relied
upon by the party, and (iv) iranscript of interrogatories, cross-
interrogatories, and recorded answers filed under paragraph (b)
of this section.

(5) Eachnotice, official record, and publication relied upon
by the party and filed under § 1.682(a).

(6) Anyevidence from another interference, proceeding, or
action relied upon by the party under § 1.683.

(7) Each request for an admission and the admission and
cach written interrogatory and the answer upon which a party
intends to rely under § 1.688.

(d) The pages of the record shall be consecutively num-
bered.

(e) The naime of each witness shall appear at the top of each
page of each affidavit or transcript.

() The record may be typewritten or printed.

(g) When the record is printed, it may be produced by
standard typographical printing or by any process capable of
producing a clear black permanent image. All printed matter
excepton covers must appear in atleast 11 point type on opaque,
unglazed paper. Margins must be justified. Footnotes may not
be printed in type smaller than 9 point. The pages size shall be
8 1/2 by 11 inches (21.8 by 27.9 cm.) with type matter 6 1/2 by
91/2 inches (16.5 by 24.1 cm.). The record shall be bound to lie
flat when open,

(h) Whentherecord is typewritten, it mustbe clearly legible
on opaque, unglazed, durable paper approximately 8 1/2by 11
inches (21.8 by 27.9 cm.) in size (letter size). Typing shall be
double-spaced on one side of the paper in not smaller than pica-
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type with amarginof 1 1/2 (3.8 cm.) on the left-hand side of the
page. The pages of the record shall be bound with covers at their
left edges in such manner to lie flat when open in one or more
volumes of convenient size (approximately 100 pages per
volume is suggested). Multigraphed or otherwise reproduced
copies conforming to the standards specified in this paragraph
may be accepted.

(i) Each party shall file its exhibits with the record specified
in paragraph (c) of this section. One copy of each documentary
exhibit shall be served. Documentary exhibits shall be filed in
ancnvelope or folder and shall not be bound as part of the record.
Physical exhibits, if not filed by an officer under § 1.676(d),
shall be filed with the record. Each exhibit shall contain a labet
which identifies the party submitting the exhibit and an exhibit
number, the style of the interference (e.g., Jones v, Smith), and
the interference number., Where possible, the label should
appear at the bottom right-hand comer of each documentary
exhibit. Upon termination of an interference, an examiner-in-
chicf may return an exhibit to the party filing the exhibit. When
any exhibit is returncd, the examiner-in-chief shall enter an
appropriate order indicating that the exhibit has been returned.

(i) Any testimony, record, or exhibit which doesnot comply
with this section may be returned under § 1.618(a).

{49 FR 48465, Dec. 12, 1984, added effective Feb, 11, 1985; SOFR
23124, May 31, 1985]

§ 1.654 Final hearing.

(@) Atan appropriate stage of the interference, the partics
will be given an opportunity to appear before the Board to
present oral argument at a final hearing, An examiner-in-chief
shall set a date and time for final hearing, Unless otherwise
ordered by an examiner-in-chief or the Board, each party will be
entitled to no more than 60 minutes of oral argument at {inal
hearing,

(b) The opening argument of a junior party shall include a
fair statement of the junior party’s case and the junior party’s
position with respect to the case presented on behalf of any other
party. A junior party may reserve a portion of its time for
rebuttal.

(c) A party shall not be entitled to argue that an opponent
abandoned, suppressed, or concealed an actual reduction to
practice unless a notice under § 1.632 was timely filed.

(d) After final hearing, the interference shall be taken under
advisement by the Board. No further paper shall be filed except
under § 1.658(b) or as authorized by an examiner-in-chief or the
Board. No additional oral argument shall be had unless ordered

by the Board.
[49 FR 48466, Dec. 12, 1984, added cffective Feb, 11, 1985)

§ 1.655 Matters considered in rendering a final
decision,

(a) Inrendering a final decision, the Board may consider any
properly raised issue including (1) priority of invention, (2)
derivation by an opponent from a party who filed a preliminary
statement under § 1.625, (3) patentability of the invention, (4)
admissibility of evidence, (5) any interlocutory matter deferred
to final hearing, and (6) any other matter necessary toresolve the
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interference. The Board may also consider whether any inter-
locutory order was manifestly erroneous or an abuse of discre-
tion. All interlocutory orders shall be presumed to have been
correct and the burden of showing manifest error or an abuse of
discretion shall be on the party attacking the order.

(b) A party shall not be entitled to raise for consideration at
final hearing a matter which properly could have been raised by
a motion under §§ 1.633 or 1.634 unless (1) the motion was
properly filed, (2) the matter was properly raised by a party in
an opposition to a motion under §§ 1.633 or 1.634 and the
motion was granted over the opposition, or (3) the party shows
good cause why the issue was not timely raised by motion or
opposition.

(c) To prevent manifest injustice, the Board may consider
an issue even though it would not otherwise be entiiled to con-
sideration under this section.

[49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985])

§ 1.656 Briefs for final hearing,

(a) Each party shall beentitled to file briefs for final hearing.
The examiner-in-chief shall determine the briefs needed and
shall set the time and order for filing briefs.

(b) The opening brief of a junior party shall contain under
appropriate headings and in the order indicated:

(1) Aableof contents, with page references, and atable of
cases (alphabetically arranged), statutes, and other authoritics
cited, with references to the pages of the brief where they are
cited.

(2) A statement of the issues presented for decision in the
interference.

(3) Astatement of the facts relevant to the issues presented
for decision with appropriate references to the record.

(4) An argument, which may be preceded by a summary,
which shall contain the contentions of the party with respect to
the issues to be decided, and the reasons therefor, with citations
to the cases, statutes, other authorities, and parts of the record
relied on.

(5) A shortconclusion stating the precise relief requested.

(6) Anappendix containing a copy of the counts,

(c) Theopening brief of the senior party shall conform to the
requirements of paragraph (b) of this section except:

(1) A statement of the issues and of the facts need not be
madc unless the party is dissatisfied with the statement in the
opening brief of the junior party and

(2) An appendix containing a copy of the counts need not
be included if the copy of the counts in the opening brief of the
junior party is correct,

(d) Bricefs may be printed or typewritten, If typewritten,
legal-size paper may be used. The opening brief of cach party in
excess of 50 legal-size double-spaced typewritten pages or any
other bricf in excess of 25 legal-size double-spaced typewritten
pages shall be printed unless a satisfactory reason be given why
the bricf should not be printed. Any printed brief shall comply
with the requirements of § 1.653(g). Any typewritten brief shall
comply with the requircments of § 1.653(h), except legal-size
paper may be used and the binding and covers specified are not
required,
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(c) Anoriginal and three copies of each brief must be filed.

(1) Any brief which does not comply with the reguirements
of this section may be returned under § 1.618(a).

(g) Any party, scparate from its opening brief, but filed
concurrently therewith, may file an original and three copies of
concise proposed findings of fact and conclusions of law. Any
proposed findings of fact shall be supported by specific refer-
ences to the record. Any proposed conclusions of law shall be
supported by citation of cascs, statutes, or other authority. Any
opposing party, separate from its opening or reply brief, but filed
concurrently therewith, may file a paper accepting or objecting
to any proposed findings of fact or conclusions of law; when
objecting, a reason must be given. The Board may adopt the
proposed findings of fact and conclusions of law in whole or in
part.

(h) If a party wants the Board in rendering its final decision
to rule on the admissibility of any evidence, the party shall file
with its opening brief an original and three copics of a motion (§
1.635) to suppress the evidence. The provisions of § 1.637(b) do
not apply to a motion 0 suppress under this paragraph. Any
objection previously made to the admissibility of an opponent’s
cvidence is waived unless the motion required by this paragraph
is filed. An original and three copies of an opposition to the
motion may be filed with an opponent’s opening bricf or reply
bricf as may be appropriate.

(i) When a junior party fails to timely file an opening bricf,
an order may issuc requiring the junior party to show cause why
the Board should not treat failure to filc the bricf as a concession
of priority. If the junior party fails to respond within a time
period set in the order, judgment may be entered against the
junior party.

[49 FR 48466, Dec. 12, 1984, added effective Feb, 11, 1985)

§ 1.657 Burden of proof as to date of invention,

A rchuttable presumption shall exist that, as to cach count,
the inventors made their invention in the chronological order of
the carlier of their filing dates or effective filing dates. The
burden of proof shall be upon a party who contends otherwise,

[49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.658 Final decision.

(a) After final hearing, the Board shall enter a decision
resolving the issues raised at final hearing. The decision may (1)
enter judgment, in whole or in part, (2) remand the interference
to an cxaminer-in-chief for further proceedings, or (3) take
further action not inconsisient with law. A judgment as to a
count shall state whether or not cach party is entitled o a patent
containing the claims in the party's patent or application which
correspond to the ceuesi. When the Board enters a decision
awarding judgment as to all counts, the decision shall be
regarded as a final decision,

(b) Any request for reconsideration of a decision under
paragraph (a) of this scction shail be filed within 14 days after
the date of the decision. The request for reconsideration shall
specify with particularity the points believed to have been
misapprehended or overlooked in rendering the decision. Any
reply 1o a request for reconsideration shail be filed within 14
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days of the date of service of the request for reconsideration.
Where reasonably possible, service of the request for reconsid-
eration shall be such that delivery is accomplished by hand or
“Express Mail.” The Board shall enter a decision on the request
for reconsideration. If the Board shall be of the opinion that the
decision on the request for reconsideration significantly modi-
fics its original decision under paragraph (a) of this section, the
Board may designate the decision on the request for reconsid-
cration as a new decision,

(c) A judgmentin aninterference scttles all issues which (1)
werc raised and decided in the interference, (2) could have been
properly raised and decided in the interference by a motion
under § 1.633 (a) through (d) and (f) through (j) or § 1.634 and
(3) could have been properly raised and decided in an additional
interference witha motion under § 1.633(e). A losing party who
could have properly moved, but failed to move, under §§ 1.633
or 1,634, shall be estopped to take ex parte or inter partes action
in the Patent and Trademark Office after the interference which
isinconsistent with that party’s failure to properly move, except
that a losing party shall not be estopped with respect 1o any
claims which correspond, or properly could have corresponded,
to a count as to which that party was awarded a favorable

judgment,
[49 FR 48467, Dec. 12, 1984, added cffective Feb. 11, 1985]

§ 1.659 Recommendation.

(a) Should the Board have knowledge of any ground for
rejecting any application claim not involved in the judgment of
the interference, it may include in its decision a recommended
rejection of the claim, Upon resumption of ex parte prosecution
of the application, the cxaminer shall be bound by the recom-
mendation and shall enter and maintain the recommended
rejection unless an amendment or showing of facts not previ-
ously of record is filed which, in the opinion of the examiner,
overcomes the recommended rejection.

(b) Should the Board have knowledge of any ground for
reexamination of a patent involved in the interference as to a
patent claim not involved in the judgment of the interference, it
may include in its decision a recommendation to the Commis-
sioner that the patent be reexamined. The Commissioner will
determine whether reexamination will be ordered.

(c) The Board may make any other recommendation 1o the
cxaminer or the Commissioner as may be appropriate.

[49 FR 48467, Dec. 12, 1984, added effective Feb, 11, 1985)

§ 1.660 Notice of reexamination, reissue, protest or
litigation,

(a) When a request for reexamination of a patent involved
inaninterference is filed, the patentowner shall notify the Board
within 10 days of receiving notice that the request was filed.

(b) When an application for reissue is filed by a patentec
involved in an interference, the patentee shall notify the Board
within 10 days of the day the application for reissue is filed,

(c) Whena protest under § 1.291 is filed against an applica-
tion involved in an interference, the applicant shall notify the
Board within 10 days of receiving notice that the protest was
filed,
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(d) A party inaninterference shall notify the Board promptly
of any litigation related to any patent or application involved in
aninterference, including any civil action commenced under 35

U.S.C. 146,
[49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985])

§1.661 Termination of interference after judgment.
Afterafinal decisionisentered by the Board, an interference

is considercd terminated when no appeal (35 U.S.C. 141) or

other review (35 U.S.C. 146) has been or can be taken or had.
[49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.662 Request for entry of adverse judgement;
reissue filed by patentee.

(a) A party may, atany time during an interference, request
and agrec to entry of an adverse judgment. The filing by an
applicant or patentee of a written disclaimer of the invention
defined by a count, concession of priority or unpatentability of
the subject matter of a count, abandonment of the invention
defincd by a count, or abandonment of the contest as to a count
will be treated as a request for entry of an adverse judgment
against the applicant or patentee as to all claims which corre-
spond to the count. Abandonment of an application by an
applicant, other than an applicant for reissue having a claim of
the patent soughttobe reissued invelved in the interference, will
be treated as a request for entry of an adverse judgment against
the applicant as to all claims corresponding to all counts. Upon
thefiling by a party of arequest for entry of an adverse judgmient,
the Board may enter judgment against the party.

(b) If a patentee involved in an interference files an appli-
cation for reissue during the interference and omits all claims of
the patent corresponding to the counts of the interference for the
purpose of avoiding the interference, judgment may be entered
against the patentee. A patentee who files an application for
reissue other than for the purpose of avoiding the interference
shall timely file a preliminary motion under § 1.633 (h) or show
good cause why the motion could not have been timely filed,

(c) The filing of a statutory disclaimer under 35U.S.C. 253
by a patentee will delete any statutorily disclaimed claims from
being involved in the interference. A statutory disclaimer will
not be treated as a request for entry of an adverse judgment
against the patentee unless it results in the deletion of all patent
claims corresponding to a count,

[49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.663 Status of claim of defeated applicant after
interference,

Whenever an adverse judgment is entered as to a count
against an applicant from which no appeal (35 U.S.C. 141) or
otherreview (35 U.5.C, 146) has been or can be taken or had, the
claims of the application corresponding to the count stand
finally disposcd of without further action by the examiner, Such
claims are not open to further ex parte prosccution,

[49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1,664 Action after interference.
(a) After termination of an interference, the examiner will
promptly take such action in any application previously in-
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volved in the interference as may be necessary. Unless entered
by order of an cxaminer-in-chicf, amendments presented during
the interference shall not be entered, but may be subsequently
presented by the applicant subject to the provisions of this
subpart provided prosecution of the application is not otherwise
closed.

(b) After judgement, the apptlication of any party may be
held subject to further examination, including an interference
with another application.

[49 FR 48467, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985}

§ 1.665 Second interference.

A second interference between the same parties will not be
declared upon an application not involved in an earlier interfer-
ence for an invention defined by a count of the carlicr interfer-

ence. Scc § 1.658(c).
[49 FR 48468, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1,666 Filing of interference settlement
agreements,

(a) Any agrcement or understanding between parties to an
interference, including any collateral agreements referred to
thercin, made in connection with or in contemplation of the
termination of the interference, imust be in writing and a true
copy thereof must be filed before the termination of the interfer-
ence (§ 1.661) as between the parties to the agrecment or
understanding,.

(b) Ifany party filing thec agreement or understanding under
paragraph (a) of this scction so requests, the copy will be kept
separate from the file of the interference, and made available
only 0 Government agencics on written request, or to any
person upon petition accompanicd by the fee sct forth in §
1.17(i) and on a showing of good cause.

(c) Failure to file the copy of the agrecment or understand-
ing under paragraph (a) of this section will render permanently
unenforceable such agreement or understanding and any patent
of the partics involved in the interference or any patent subse-
quently issucd on any application of the parties so involved, The
Commissioner may, however, upon petition accompanied by
the fee set forth in § 1.17(h) and on a showing of good cause for
failure to file within the time prescribed, permit the filing of the
agreement or understanding during the six month period subsc-
quent to the termination of the interference as between the
partics to the agreement or understanding,

[49 FR 48468, Dec, 12, 1984, added cffective Feb, 11, 1985; SOFR
23124, May 31, 1985}

§ 1,671 Evidence must comply with rules,

(a) Evidence consists of testimony and cxhibits, official
records and publications filed under § 1.682, evidence from
another interference, proceeding, or action filed under § 1.683,
and discovery relied upon under § 1.688, and the specification
(including claims) and drawings of any application or patent:

(1) Involved in the interference.

(2) To which aparty has been accorded benefitin the notice
declaring the interference or by a preliminary motion granted
under § 1.633.
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(3) For which a party has sought, but has been denied,
benefit by a preliminary motion under § 1.633.

(4) For which bencfit was rescinded by a preliminary
motion granicd under § 1.633.

(b) Exceptasotherwise provided in this subpart, the Federal
Rules of Evidence shall apply to interference proceedings.
Those portions of the Federal Rules of Evidence relating to
criminal actions, juries, and other matters not relevant ¢o inter-
ferences shall not apply.

(c) Unlcss the context is otherwise clear, the following
terms of the Federal Rules of Evidence shall be construed as
follows:

(1) “Courts of the United States,” “U.S. Magisirate,”
“court,” “trial court,” or “trier of fact” means examiner-in-chief
or Board as may be appropriate.

(2) “Judge” means examiner-in-chief.

(3) “Judicial notice” means official notice.

(4) “Civil action,” “civil proceeding,” “action,” or *“trial”
mean interference.

(5) “Appellate court” means United States Court of Ap-
peals for the Federal Circuit or a United States district court
when judicial review is under 35 U.S.C. 146.

(6) “Before the hearing” in Rule 703 means before giving
testimony by oral deposition or affidavit.

(7) “The trial or hearing” in Rules 803(24) and 804(5)
means the taking of testimony by oral deposition.

(d) Certification is not necessary as a condition to admissi-
bitity when the record is a record of the Patent and Trademark
Office to which all partics have access.

(e) A party may not rely on an affidavit filed by that party
during exparte prosecution of an application, an affidavit under
§ 1.608, oran affidavitunder § 1.639(b) unless: (1) acopy of the
affidavit is or has been served and (2) a written notice is filed
prior to the close of the party’s relevant testimony period stating
that the party intends torely on the affidavit. When proper notice
is given under this paragraph, the affidavit shall be deemed filed
under § 1.672(b). A copy of the affidavit shall be included in the
record (§ 1.653).

(f) The significance of documentary and other exhibits shall
be discussed with particularity by a witness during oral deposi-
tion or in an affidavit.

(g) A party must filcamotion (§ 1.635) seeking permission
from an examiner-in-chicf prior to taking testimony or secking
documents or things under 35 U.S.C. 24, The motion shall
describe the genceral nature and the relevance of the testimony,
document, or thing.

(h) Evidence which is not taken or sought and filed in
accordance with this subpart shall not be admissible.

[49 FR 48468, Dec. 12, 1984, added effective Feb, 11, 1985; S0 FR
23124, May 31, 1985]

§ 1.672 Manner of taking testimony.

(a) Testimony of a witness may be taken by oral deposition
or affidavit in accordance with this subpart,

(b) Aparty wishing to take the testimony of a witness whose
testimony will not be compelled under 35 U.S.C. 24 may clect
to present the testimony of the witness by affidavit or deposi-
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tion. A party clecting to present testimony of a witness by
affidavit shall, prior to the close of the party’s relevant testi-
mony period, file and serve an affidavit of the witness or, where
appropriate, a notice under § 1.671(¢). To facililate preparation
of the record (§ 1.653 (g) and (h)), a party should file an affidavit
on paper which is 8 1/2 by 11 inches (21.8 by 27.9 cm). A party
shali not be entitied to rely on any document referred to in the
affidavit unless a copy of the document is filed with the
affidavit. A party shall not be entitled to rely on any thing
mentioned in the affidavit unless the opponent is given reason-
able access to the thing. A thing is something other than a
document. After the affidavit s filed and within a time set by an
examiner-in-chief, any opponent may file a request to cross-
examine the witness on oral deposition. If any opponent re-
quests cross-cxamination of an affiant, the party shall notice a
deposition under § 1.673(c) for the purpose of cross-examina-
tion by any opponent. Any redirect and recross shall take place
at the deposition. At any deposition for the purpose of cross-
examination of a witness whose testimony is presented by
affidavit, the party shall not be entitled to rely on any document
or thing not mentioned in one or more of the affidavits filed
under this paragraph, except (o the extent necessary to conduct
proper redirect. A parly clecting to present testimony of a
witness by deposition shall notice a deposition of the witness
under § 1.673(a), The party who gives notice of a deposition
shall be responsiblc for obtaining a court reporter and for filing
a certified transcript of the deposition as required by § 1.676.

(c) A party wishing to take the testimony of a witness whose
testimony will be compelled under 35 U.S.C. 24 must first
obtain permission from an examiner-in-chicf under § 1.67(g). If
permission is granted, the party shall notice a deposition of the
witnessunder § 1.673 and may proceed under 35U.8.C. 24. The
testimony of the witness shall be taken on oral deposition,

(d) Notwithstanding the provisions of this subpart, if the
partics agree in writing, a deposition may be taken before any
person authorized to administer oaths, at any place, upon any
notice, and in any manner, and when so taken may be used like
any other depositions.

(c) If the parties agree in writing, the testimony of any
witness may be submitted in the form of an affidavit without
opportunity for cross-examination, The affidavit of the witness
shall be filed in the Patent and Trademark Office.

(f) If the parties agree in writing, testimony may be submit-
ted in the form of an agreed statement setting forth: (1) How a
particular witness would testify if called or (2) the facts in the
case of one or more of the parties. The agreed statement shall be
filed in the Patent and Trademark Office. Sec § 1.653(a).

[49 FR 48468, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985]

§ 1.673 Notice of examination of witness.

(a) A party clecting to take testimony of a witness by
deposition shall, after complying with paragraphs (b) and (g) of
this section, file and serve a single notice of deposition stating
the time and place of each deposition to be taken. Depositions
may be noticed for a reasonable time and place in the United
States. Unless the partics agree in writing, a deposition may not
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be noticed for any other place without approval of an examiner-
in-chicf (sce § 1.684). The notice shall specify the name and
address of cach witness and the general nature of the testimony
to be given by the witness, If the name of a witness is not known,
a general description sufficient to identify the witness or a
particular class or group to which the witness belongs may be
given instead.

(b) Unless the partics agree otherwise, a party shall serve,
but not file, at icast three days prior to the conference required
by paragraph (g) of this section, if service is made by hand or
“Express Mail,” or at lcast ten days prior to the conference if
service is made by any other means, the following:

(1) A list and copy of ecach document in the party’s possecs-
sion, custody, or control and upon which the party intendstorely
at any deposition and

(2) A list of and a proffer of reasonable access (o things in
the party’s possession, custody, or control and upon which the
party intends to rely at the deposition.

(¢) A party shall not be permitted to rely at any deposition
on any witness not listed in the notice, or any document not
served or any thing not listed as required by paragraph (b) of this
scction: (1) Unless all opponents agree in writing or on the
record to permit the party to rely on the witness, document, or
thing or (2) exceptupon amotion (§ 1.635) promptly filed which
is accompanicd by any proposed notice, additional documents,
or lists and which shows sufficient cause why the notice,
documents, or lists were not served in accordance with this
scction.

(d) Each opposing party shall have a full opportunity to
attend a deposition and cross-examine. If an opposing party
attends adeposition of 2 witness not named in anotice and cross-
cxamines the witness or fails 10 object to the taking of the
deposition, the opposing party shall be deemed to have waived
any right to object to the wking of the deposition for lack of
proper notice.

() A party clecting to present testimony by affidavit and
who is required to notice depositions for the purpose of cross-
cxamination under § 1.672(b), shall, after complying with
paragraph (g) of this section, file and serve a single notice of
deposition stating the time and place of cach cross-cxamination
deposition 1o be taken.

(D) The partics shall not take depositions in more than onc
place at the same time or so nearly at the same time that
reasonable opportunity to travel from one place of deposition to
another cannot be had.

(#) Belore serving a notice of deposition and after comply-
ing with paragraph (b) of this section, a party shall have an oral
conference with all opponents to attempt to agree on a mutually
acceptable time and place for conducting the deposition, A
certificate shall appear in the notice stating that the oral confer-
ence took place or explaining why the conference could not be
had. If the partics cannot agree to a mutually acceptable place
and time for conducting the deposition at the conference, the
partics shall contact an cxaminer-in-chicf who shail then desig-
nate the time and place for conducting the deposition,

(h) A copy of the notice of deposition shall be attached to the
certificd transcript of the deposition filed under § 1.676(a).
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[49 FR 48469, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.674 Persons before whom depositions may be
taken.

(2) Within the United States or a territory or insular posses-
sion of the United States a deposition shall be taken before an
officer authorized to administer oaths by the laws of the United
States or of the place where the examination is held.

(b) Unlessthepartics agree in writing, the following persons
shall not be competent to serve as an officer: (1) A relative or
employee of aparty, (2) arelative or employce of an attorncy or
agent of aparty, or (3) a person interested, directly or indircctly,
in the interference either as counsel, atiorney, agent, or other-
wise,

{49 FR 48469, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.675 Examination of witness, reading and signing
transcript of deposition.

(a) Each witness before giving an oral deposition shall be
duly sworn according to law by the officer before whom the
deposition is to be taken.

(b) The testimony shall be taken in answer (o interrogatorics
with any guestions and answers recorded in their regular order
by the officer or by some other person, who shall be subject to
the provisions of § 1.674(b), in the presence of the officer unicss
the presence of the officer is waived on the record by agrecment
of all parties.

(c) All objections made at the time of the deposition to the
qualifications of the officer taking the deposition, the mannerof
taking it, the evidence presented, the conduct of any party, or
any other objection to the proceeding shall be noted on the
record by the officer, Evidence objected to shall be taken subject
to any objection,

(d) Unless the parties agree in writing or waive reading and
signature by the witness on the record at the deposition, when
the testimony has been transcribed a transcript of the deposition
shall be read by the witness and then signed by the witness in the
form of: (1) An affidavit in the presence of any notary or (2) a
declaration,

{49 FR 48469, Dec. 12, 1984, added cffective Feb. 11, 1985]

§ 1.676 Certification and filing by officer, marking
exhibits,

(a) The officer shall prepare a certified transcript of the
deposition by attaching to a transcript of the deposition a copy
of the notice of deposition, any cxhibits to be annexed 1o the
certificd transcript, and a certificate signed and scaled by the
officer and showing:

(1) The witness was duly sworn by the officer before com-
mencement of testimony by the witness,

(2) The iranscript is a true record of the testimony given by
the witness.

(3) The name of the person by whom the testimony was
recorded and, if not recorded by the officer, whether the testi-
mony was recorded in the presence of the officer.

(4) The presence or absence of any opposing party.

(5) The place where the deposition was taken and the day
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and hour when the deposition began and ended.
(6) The officer is not disqualified under § 1.674.

(b) If the partics waived any of the requirements of para-
graph (a) of this section, the certificate shall so state,

(c) Theofficer shall note on the certificate the circumstances
under which a witness refuses to sign a transcript.

(d) Unless the partics agree otherwise in writing or on the
record at the deposition, the officer shall securely seal the
certified transcript in an envelope endorsed with the style of the
interference (c.g., Smith v, Jones), the interference number, the
name of the witness, and the date of sealing and shall promptly
forward the envelope to BOX INTERFERENCE, Commis-
sioner of Patents and Trademarks, Washington, D.C. 20231.
Documents and things produced for inspection during the
cxamination of a witness, shall, upon request of a party, be
marked forideniification and annexed to the certificd transcript,
and may be inspected and copicd by any party, except that if the
person producing the documents and things desires o retain
them, the person may: (1) Offer copics to be marked for
identification and annexedtothe certificd transcriptand toserve
thereafter as originals if the person affords to all parties fair
opportunity o verify the copies by comparison with the origi-
nals or (2) offer the originals to be marked for identification,
after giving cach party an opportunity to inspect and copy them,
in which event the documents and things may be used in the
same manner as if anncxed to the certified transcript. The
exhibits shall then be filed as specified in § 1.653(i). If the
weight or bulk of a document or thing shall reasonably prevent
the document or thing from being annexed to the centified
transcript, it shall, unless waived on the record at the deposition
of all parties, be authenticated by the officer and forwarded to
the Commissioner in a separate package marked and addressed
as provided in this paragraph.

[49 FR 48469, Dcc. 12, 1984, added effective Feb. 11, 1985; SO FR
23124, May 31, 1985]

§ 1.677 Form of a transcript of deposition.

(a) A transcript of a deposition must be typewritten on
opaque, unglazed, durable paper approximaicly § 1/2 by 11
inches (21.8 by 27.9 cm.) in size (letter size). Typing shail be
double-spaced on one side of the paper in not smaller than pica-
type withamargin of 1 1/2 inches (3.8 cm.) on the left-hand side
of the page. The pages must be consccutively numbered
throughout the entire record of each party (§ 1.653(d)) and the
name of the witness must be typed at the top of cach page (§
1.653(e)). The questions propounded Lo cach witness must be
consccutively numbered unless paper with numbered lines is
used and cach question must be followed by its answer,

(b) Exhibits must be numbered consecutively and cach must
be marked as required by § 1.653().

[49 FR 48470, Dec. 12, 1984, added effective Feb, 11, 1985)

§ 1.678 Transcript of deposition must be filed,
Unless otherwise ordered by an examiner-in-chicf, a certi-
fied transcript of a deposition must be filed in the Patent and
Trademark Office within45 days from the date of deposition. If
aparty refusestofileacertificd transcript, theexaminer-in-chief
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or the Board may take appropriatc action under § 1.616. If a
party refuses to file a certificd transcript, any opponent may
move for leave io file the certified transcript and include a copy
of the transcript as part of the opponent’s record.

[49 FR 48470, Dec, 12, 1984, added effective Feb. 11, 1985]

§ 1.679 Inspection of transcript.

A certified transcript filed in the Patent and Trademark
Office may be inspected by any party. The certified transcript
may not be removed from the Patent and Trademark Office for
printing (§ 1.653(g)) unless authorized by an examiner-in-chief
upon such terms as may be appropriate.

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985])

§ 1.682 Official records and printed publications.

(a) A party may introduce intoevidence, if otherwise admis-
sible, any official record or printed publication not identified on
the record during the taking of testimony of a witness, by filing
anoticeoffering the official record or publication into evidence.
If the evidence relates to the party’s case-in-chief, the notice
shall be filed prior to the testimony of the party’s case-in-chief,
If the evidence relates to rebutial, the notice shall be filed prior
to the close of testimony of the party’s case-in-rebuttal, The
notice shall: (1) Identify the official record or printed publica-
tion, (2) identify the portion thereof to be introduced in evi-
dence, (3) indicate generally the relevance of the portion sought
to be introduced in evidence, and (4) where appropriate, be
accompanicd by a certified copy of the official record or a copy
of the printed publication (§ 1.671(d)).

(b) A copy of the notice, official record, and publication
shall be served.

(c) Unless otherwise ordered by an examiner-in-chief, any
writtcn objection to the notice or to the admissibility of the
official record or printed publication shall be filed within 15
days of service of the notice. Scc also § 1.656(h),

{49 FR 48470, Dec. 12, 1984, added cffective Feb. 11, 1985]

§ 1.683 Testimony in another interference,
proceeding, or action.

(a) Prior to close of a party’s appropriate testimony period
or within such time as may be sct by an examiner-in-chicf, a
party may file a motion (§ 1.635) for leave to use in an
interference testimony of a witness from another interference,
proceeding, or actioninvolving the same parties, subject to such
conditions as may be deemed appropriate by an examiner-in-
chief. The motion shall specify with particularity the exact
testimony to be used and shall demonstrate its relevance,

(b) Any objectionto the admissibility of the testimony of the
witness shall be made in an opposition to the motion. See also
§ 1.656(h).

[49 FR 48470, Dcc. 12, 1984, added effective Feb, 11, 1985)

§ 1.684 Testimony in a foreign country,

(a) An examincr-in-chief may authorize testimony of a
witness to be taken in a foreign country. A party seeking to take
testimony in a forcign country shall, prior to the close of the
party’s appropriate testimony period or within such time as may
be set by an examiner-in-chief, file a motion (§ 1.635):
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(1) Naming ti¢c witness,

(2) Describing the particular facts to which it is expected
that the witness will testify.

(3) Stating the grounds on which the moving party believes
that the witness will so testify,

(4) Demonstrating that the expected testimony is relevant,

(5) Demonstrating that the testimony cannot be taken in
this country at all or cannot be taken in this country without
hardship to the moving party greatly exceceding the hardship to
which all opposing parties will be exposed by the taking of the
testimony in a foreign country.

(6) Accompanicd by an affidavit stating that the motion is
made in good faith and not for the purpose of delay or harassing
any party.

(7) Accompanicd by written interrogatories to be asked of
the witncss.

(b) Any oppositionunder § 1.638(a) shall state any objection
to the written interrogatories and shall include any cross-
interrogatorics to be asked of the witness. A reply under §
1.638(b) may be filed and shall be limited o stating any
objection to any cross-interrogatories proposed in the opposi-
tion.

() If the motion is granted, the moving party shall be
responsible for obtaining answers to the interrogatories and
cross-interrogatorics before an officer qualified to administer
oaths in the foreign country under the laws of the United States
or the forcign country. The officer shall prepare a transcript of
the interrogatorics, cross-interrogatorics, and recorded answers
to the interrogatories and cross-interrogatorics and shall trans-
mit the transcript 10 BOX INTERFERENCE, Commissioner of
Patents and Trademarks, Washington, D.C. 20231, with a
ceriificate signed and scaled by the officer and showing:

(1) The witness was duly sworn by the officer before an-
swering the interrogatories and cross-interrogatorics.

(2) The recorded answers are a true record of the answers
given by the witness to the interrogatories and cross-interroga-
wries.

(3) The name of the person by whom the answers were
recorded and, if notrecorded by the officer, whetherthe answers
were recorded in the presence of the officer.

(4) The presence or absence of any party.

(5) Theplace, day, and hour that the answers were recorded.

(6) A copy of the recorded answers was read by or to the
witness before the witness signed the recorded answers and that
the witness signed the recorded answers in the presence of the
officer. The officer shall state the circumstances under which a
witness refuses 1o read or sign recorded answers,

(7) The officer is not disqualificd under § 1.674.

(d) If the partics agree in writing, the testimony may be taken
before the officer on oral deposition,

(¢) A party taking testimony in a foreign country shall have
the burden of proving that false swearing in the giving of
testimony is punishable as perjury under the laws of the foreign
country. Unless false swearing in the giving of testimony before
the officer shall be punishable as perjury under the laws of the
forcign country where testimony is taken, the testimony shall
not be entitled to the same weight as testimony taken in the
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United States. The weight of the testimony shall be determined
in each case.

[49FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985; 50FR
23124, May 31, 1985)

§ 1.685 Errors and irregularities in depositions.

(a) An error in a notice for taking a deposition is waived
unless a motion (§ 1.635) to quash the notice is filed as soon as
the crror is, or could have been, discovered.

(b) An objection to a qualification of ar officer taking a
deposition is waived unless:

(1) The objection is made on the record of the deposition
before a witness begins to testify.

(2) If discuvered after the deposition, amotion (§ 1.635) to
suppress the deposition is filed as soon as the objection is, or
could have been, discovered.

(c) Anerrorinirrcgularity in the manner in which testimony
is transcribed, a certified transcript is signed by a witness, or a
certified transcript is prepared, signed, certified, scaled, cn-
dorsed, forwarded, filed, or otherwise handled by the officer is
waived unless a motion (§ 1.635) to suppress the deposition is
filed as soon as the crror of irregularity is, or could have been,
discovered.

(d) An objection to the competency of a witness, admissi-
bility of evidence, manner of taking the deposition, the form of
questions and answers, any oath or affirmation, or conduct of
any party atthe deposition is waived unless an objectionis made
on the record at the deposition stating the specific ground of
objection. Any objection which a party wishes considered by
the Board at final hcaring shall be included in a motion to
suppress under § 1.656(h).

(c) Nothing in this section precludes taking notice of plain
crrors affecting substantial rights although they were not
brought 10 the attention of an examiner-in-chicf or the Board,

(49 FR 48471, Dec. 12, 1984, added effective Feb. 11, 1985; SO FR
23124, May 31, 1985,]

§ 1.687 Additional discovery.

(a) A party is not entitled to discovery except as authorized
in this subpart.

(b) Where appropriate, a party may obtain production of
documents and things during cross-cxamination of an
opponent’s witness or during the testimony period of the party's
case-in-rebuttal,

(¢) Upon a motion (§ 1.635) brought by a party within the
time set by an examiner-in-chief under § 1.651 or thereafter as
authorized by § 1.645 and upon a showing that the interest of
justice so requires, an examiner-in-chief may order additional
discovery, as to matters under the control of a party within the
scope of the Federal Rules of Civil Procedure, specifying the
terms and conditions of such additional discovery.

(dy The partics may agree to discovery among themsclves
at any time. In the absence of an agrecment, a motion for
additional discovery shall not be filed except as authorized by
this subpart,

[49 FR 48471, Dec. 12, 1984, added effective Feb. 11, 1985]
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§ 1.688 Use of discovery,

(a) If otherwise admissible a party may introduce into ev:
dence, an answer (0 a written request for an admission or 6
answer to a written interrogatory obtained by discovery under §
1.687 by filing a copy of the request for admission or the written
interrogatory and the answer. If the answer relates to a party’s
case-in-chief, the answer shall he filed prior to the close of
testimony of the party’s case-in-chicf. If the answer relates to
the party’s rebuttal, the admission or answer shall be filed prior
to the closc of testimony of the party’s case-in-rebuttal. Unless
otherwise ordered by an examiner-in-chicf, any written objec-
tion to the admissibility of an answer shall be filed within 15
days of service of the answer.

(b) A party may not rely upon any other matter obtained by
discovery unless it is introduced into evidence under this sub-

art.
P (49 FR 48471, Dec. 12, 1984, added effective Feb.11, 1985)

§ 1.690 Arbitration of interferences.

(a) Parties to a patent interference may determing the inter-
ference or any aspect thercof by arbitration, Such arbitration
shall be governed by the provisions of Title 9, United States
Code. The partics must notify the Board in writing of their
intention to arbitrate. An agrecement to arbitrate must be in
writing, specify the issues to be arbitrated, the name of the
arbitrator or a date not more than thirty (30) days after the
exccution of the agreement for the selection of the arbitrator,
and provide that the arbitrator’s award shall be binding on the
partics and that judgment thereon can be entered by the Board.
A copy of the agreement must be filed within twenty (20) days
afteritscxccution, The parties shall be solely responsible for the
selection of the arbitrator and the rules for conducting proceed-
ings before the arbitrator, Issues not disposed of by arbitration
will be resolved in accordance with the procedures established
in 37 CFR, Subpart E of Part 1, as determined by the examiner-
in-chicf.

(b) An arbitration procceding under this section shall be
conducted within such time as may be authorized on a case-by-
case basis by an cxaminer-in-chicf.

(c) An arbitration award will be given no consideration
unless it is binding on the partics, is in writing and states in a
clear and definite manner (1) the issue or issues arbitrated and
(2) the disposition of cach issue. The award may include a
statement of the grounds and reasoning in support thercof.
Unless otherwise ordered by an examiner-in-chicf, the partics
shall give notice to the Board of an arbitration award by filing
within twenty (20) days from the date of the award a copy of the
award signed by the arbitrator or arbitrators, When an award is
timely filed, the award shall, as to the parties to the arbitration,
be dispositive of the issue or issucs to which it relates.

(d) An arbitration award shalf not preclude the Office from
determining patentability of any invention involved in the
interference.

[52 FR 13838, Apr. 27, 1987]

Subpart F - Extension of Patent Term
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Authority: 35 U.S.C. 6 and 156.

§ 1.710 Patents subject to extension of the patent
term,

(a) A patent is cligible for extension of the patent term if the
patent claims a product as defined in paragraph (b) of this
section, or a method of using such a produci, or a meinod of
manufacturing such a product, and meets all other conditions
and requirements of this subpart.

(b) The term “product” referred to in paragraph (a) of this
section means——

() a human drug product which means the active ingredi-
entof anew drug, antibiotic drug, or human biological product
(asthose terms are used in the Federal Food, Drug, and Cosmetic
Act and the Public Health Service Act) including any salt or
ester of the active ingredient, as a single entity or incombination
with another active ingredient; or

(2) any medical device, food additive, or color additive
subject to regulation under the Federal Food, Drug, and Cos-

metic Act.
[Added 52 FR 9394, Mar. 24, 1987]

§ 1.720 Conditions for extension of patent term.

The term of a patent may be extended if;

(a) the patent claims a product or amethod of using or manu-
facturing a product as defined in 1.710;

(b) the term of the patent has never been previously extended
except for any interim extension issued pursuant to 1.760;

(c) an application for extension is submitted incompliance
with 1,740;

(d) the product has been subject to a regulatory review
period as defined in 35 U.S.C. 156(g) before its commercial
marketing or usc;

(¢) the product has received permission for commercial mar-
keting or use and--

(i) the permission for the commercial marketing or use of
the product is the first received permission for commercial mar-
keting or use under the provision of law under which the
applicable regulatory review occurred, or

(ii) in the casc of a patent claiming a method of manufac-
turing the product which primarily uses recombinant DNA
technology in the manufacture of the product, the permission for
the commercial marketing or useis the firstreccived permission
for the commercial marketing or use of a product manufacturcd
under the process claimed in the patent;

(f) the application is submitted within the sixty day period
beginning on the date the product first received permission for
commercial marketing or usc under the provisions of law under
which the applicable regulatory review period occurred, or in
the casc of a patent claiming a method of manufacturing the
product which primarily uses recombinant DNA technology in
the manufacture of the product, the application for cxtension is
submitted within the sixty day period beginning on the date of
the first permitted commercial marketing or use of a product
manufactured under the process claimed in the patent;

(g) the term of the patent has not expired before the submis-
sion of an application in compliance § 1,741; and
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(h) no other patent termni has been extended for the same
regulatory review period for the product.
[Added 52 FR 9394, Mar. 24, 1987}

§ 1.730 Applicant for extension of patent term.
Any application for extension of a patent term must be sub-
mitted by the owner of record of the patent or its agent and must
comply with the requirements of 1.740.
[Added 52 FR 9394, Mar. 24, 1987]

§ 1.740 Application for extension of patent term.
(a) Anapplication for extension of patent terin must be made

in writing to the Commissioner of Patents and Trademarks. A

formal application for the extension of patent term shall include:

(1) acomplete identification of the approved product as by
appropriate chemical and generic name, physical structure or
characieristics;

(2) a complete identification of the Federal statute includ-
ing the applicablc provision of law under which the regulatory
review occurred;

(3) an identification of the datc on which the product
received permission for commercial marketing or use under the
provision of law under which the applicable regulatory review
period occurred;

(4) inthe case of a human drug product, an identification of
cach active ingredient in the product and as to each active
ingredient, a statement that it has not been previously approved
for commercial marketing or usc under the Federal Food, Drug
and Cosmetic Act, or a statement of when the active ingredicnt
was approved for commercial marketing or use (cither alone or
in combination with other active ingredients) and the provision
of law under which it was approved.

(5) a statement that the application is being submitied
within the sixty day period permitted for subiission pursuant to
§ 1.720(f) and an identification of the datc of the last day on
which the application could be submitted;

(6) a complete identification of the patent for which an
extension is being sought by the name of the inventor, the patent
number, the date of issuc, and the date of expiration;

(7) a copy of the patent for which an extension is being
sought, including the entire specification (including claims) and
drawings;

(8) a copy of any disclaimer, certificate of correction,
receipt of maintenance fee payment, or recxamination certifi-
cate issued in the patent;

(9) a statement beginning on a new page that the patent
claims the approved product or a method of using or manufac-
turing the approved product, and a showing which lists cach
applicable patent claim and demonstrates the manner in which
cach applicable patent claim reads on the approved product or
a method of using or manufacturing the approved product;

(10) a statement beginning on a new page of the relevant
dates and information pursuant to 35 U.S.C. 156(g) in order to
cnable the Sccretary of Health and Human Services (o deter-
mine the applicable regulatory review period as follows:

(i) for a patent that claims a human drug product, the
effective date of the investigational new drug (IND) application
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and the IND number; the date on which a new drug application
(NDA) was initially submitted and the NDA number; and the
date on which the NDA was approved;

(i) for a patent that claims a food or color additive, the date
amajor health or environmental effects test on the additive was
initiated and any available substantiation of that date; the datcon
which a petition for product approval under the Federal Food,
Drug and Cosmetic Act was initially submitted and the petition
number; and the date on which the FDA published a Federal
Register notice listing the additive for use;

(iii) for a patent that claims a medical device, the effective
date of the investigational device exemption (IDE) and the IDE
number, if applicable, or the date on which the applicant began
the first clinica! investigation involving the device if no IDE was
submitted and any available substantiation of that date; the date
on which an application for product approval under section 515
of the Federal Food, Drug and Cosmetic Act was initially
submitted and the number of the application; and the date on
which the application was approved.

(11)abrief description beginning on a new page of the sig-
nificant activitics undertaken by the marketing applicant during
the applicable regulatory review period with respect to the ap-
proved product and the significant dates applicable to such
activitics;

(12) astatement beginning ona new page that in the opinion
of the applicant the patent is eligible for the extension and a
statcment as to the length of extension claimed, including how
the length of extension was determined;

(13) a statement that applicant acknowledges a duty to
disclose to the Commissioner of Patents and Trademarks and
the Sccretary of Health and Human Services any information
which is material to the determination of entitlement to the
extension sought (see § 1.765);

(14) the prescribed fee for receiving and acting upon the
application for extension (scc § 1.20(n));

(15) the name, address, and telephone number of the person
o whom inquiries and correspondence relating to the applica-
tion for patent term extension are to be directed;

(16) aduplicate of the application papers, certified as such;
and

(17) an oath or declaration as set forth in paragraph (b) of
this section.

(b) Any oath or declaration submitted in compliance with
paragraph (a) of this scction must be signed by the owner of
record of the patent or its agent, specifically identify the papers
and the patent for which an extension is sought and aver that the
person signing the oath or declaration:

(1) is the owner, an official of a corporate owner authorized
to obligate the corporation, or a patent attorney or agent author-
ized to practice before the Patent and Trademark Office and who
has general authority from the owner to act on behalf of the
owner in patent matters,

(2) has reviewed and understands the contents of the appli-
cation being submitted pursuant to this section;

(3) believes the patent is subject to extension pursuant to §
1.710;

(4) believes an extension of the length claimed is justified
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under 35 U.S.C. 156 and the applicable regulations; and

(5) believes the patent for which the exiension is being
sought meets the conditions for extension of the term of a patent
as set forth in § 1.720.

(c) If any application for extension of patent term submitted
pursuant to this section is held to be informal, applicant may
scck to have that holding reviewed by filing a petition with the
required fee, as necessary, pursuant to 1.181, 1182 or 1183, as
appropriate, within such time as may be setin the notice that the
application has been held to be informal, or if no time is set,
within one month of the date on which the application was held
informal. The time periods set forth herein are subject to the

provisions of 37 CFR 1.136.
{Added 52 FR 9394, Mar. 24, 1987]

§ 1.741 Filing date of application.

(a) The filing date of an application for extension of patent
lerm is the date on which a complete application is received in
the Patent and Trademark Office or filed pursuant to the “Cer-
tificate of Mailing” provisions of 37 CFR1.8 or “Express Mail”
provisions of 37 CFR 1.10.

A complete application shall include:

(1) An identification of the approved product;

(2) An identification of the Fcderal statute under which
regulatory review occurred;

(3) Anidentification of the patent for which an extension is
being sought;

(4) An identification of each claim of the patent which
claims the approved product or a method of using or manufac-
turing the approved product;

(5) Sufficient information to enable the Commissioner 1o
determine under 35 U.S.C. 156 subscctions (a) and (b) the
cligibility of a patent for extension and the rights that will be
derived from the extension and information to enable the
Commissioner and the Secretary of Health and Human Services
to determine the period of the extension; and

(6) A bricf description of the activities undertaken by the
marketing applicant during the applicable reguiatory review
period with respect to the approved product and the significant
dates applicable to such activitics.

(b) If any application submitted pursuant to this section is
held to be incomplete, applicant may seek to have this holding
reviewed under § 1.181.

[Added 52 FR 9394, Mar. 24, 1987]

§ 1.750 Determination of eligibility for extension of
patent term

A determination as to whether a patent is eligible for
extension may be made by the Commissioner solely on the basis
of the representations contained in the application for extension
filed in compliance with § 1.740. This determination may be
delegated to appropriate Patent and Trademark Office officials
and may be made at any time before the certificate of extension
is issucd. The Commissioner or other appropriate officials may
require from applicant further information or make such inde-
pendentinquiries asdesired beforea final determination is made
on whether a patent is eligible for extension. A notice will be
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mailed 1o applicant containing the determination as to the
eligibility of the patent for extension and the period of time of
the extension, if any. This notice shall constitute the final
determination as to the eligibility and any period of extension of
the patent. A single request for reconsideration of a final
determination may be made if filed by the applicant within such
time as may be set in the notice of final determination or, if no
time is set, within one month from the daie of the final determi-
nation. The time periods set forth herein are subject to the
provisions of 37 CFR 1.136.

§ 1.760 Interim extension of patent term.

An applicant who has filed a formal application for
extension in compliance with § 1.740 may request one or more
interim extensions fur periods of up to one year each pending a
final determination on the application pursuant to § 1.750. Any
such request should be filed at least three months prior to the
expiration date of the patent. The Commissioner may issue
interim extensions, without a request by the applicant, for
periods of up to onc year cach until a final determination is
made. The patent owner or agent will be notified when an
interim extension is granted and notice of the extension will be
published in the Official Gazette of the Patent and Trademark
Office. The notice will be recorded in the official file of the
patent and will be considered as part of the original patent. In no
event will the interim extensions granted under this section be
longer than the maximum period for extension to which the
applicant would be cligible.

§ 1.765 Duty of disclosure in patent term extension
proceedings.

(a) A duty of candor and good faith toward the Patent and
Trademark Office and the Secretary of Health and Human
Services rests on the patent owner or its agent, on cach attorney
or agent who represents the patent owner and on every other
individual who is substantively involved on behalf of the patent
owner inapatent term extension procecding. All such individu-
als who are aware, or become aware, of material information
adverse to a determination of cntitlement to the extension
sought, which has not been previously made of record in the
patent term extension proceeding must bring such information
to the attention of the Office or the Sccretary, as appropriate, in
accordance with paragraph (b) of this section, as soon as it is
practical to do so after the individual becomes aware of the
information, Information is matcrial where there is a substantial
likelihood that the Office or the Secretary would consider it
important in determinations to be made in the patent term
extension proceeding,

(b) Disclosures pursuant (o this section must be accompa-
nied by a copy of cach written document which is being
disclosed. The disclosure must be made to the Office or the
Secretary, as appropriate, unless the disclosure is material to
determinations to be made by both the Office and the Secretary,
in which case duplicate copies, certificd as such, must be filed
inthe Office and with the Sccretary. Disclosures pursuant tothis
section may be made to the Office or the Secretary, as appropri-
ate, through an attorney or agent having responsibility on behalf
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of the patent awner or its agent for the patent term extension
proceeding or through a patent owner acting on his or her own
behalf. Disclosure to such an attorney, agent or paient owner
shall satisfy the duty of any other individual. Such an attorey,
agent or patent owner has no duty to transmit information which
is not material to the determination of entitlement o the
extension sought.

(c) No patent will be determined cligible for extension and
no extension will be issued if it is determined that fraud on the
Office or the Secretary was practiced or attempiced or the duty of
disclosure was violated through bad faith or gross negligence in
connection with the patent term extension proceeding. If it is
established by clear and convincing cvidence thatany fraud was
practiced or attempted on the Office or the Secretary in connee-
tion with the patent term extension proceeding or that there was
any violation of the duty of disclosurc through bad faith or gross
negligence in conncction with the patent term extension pro-
ceeding, a final determination will be made pursuantto § 1.750
that the patent is not eligible for extension,

(d) The duty of disclosure pursuani to this section rests on the
individuals identificd in paragraph (a) of this scction and no
submission on behalf of third partics, in the form of protests or
otherwise, will be considered by the Office. Any such submis-
sions by third partics to the Office will be returned to the party
making the submission, or otherwise disposed of, without
consideration by the Office.

§ 1,770 Express withdrawal of application for
extension of patent term,

An application for cxtension of patent term may be ex-
pressly withdrawn before a determination is made pursuantto §
1.750 by filing in the Office, in duplicate, a written declaration
of withdrawal signed by the owncr of record of the patent or ity
agent. An application may not be expressly withdrawn afier the
date permitted for response to the final determination on the
application. An express withdrawal pursuant to this section is
effective when acknowledged in writing by the Office. The
filing of an express withdrawal pursuant to this section and its
acceptance by the Office does not entide applicant to a refund
of the filing fee (§ 1.20(n)) or any portion ihercof,

§ 1.775 Calculation of patent term extension for a
human drug product.

(@) If a determination is made pursuant 10 § 1,750 that a
patent fer a human drug product is eligible for extension, the
term shall be extended by the time as calculated in days in the
manner indicated by this section, The palentterm extension will
run from the original expiration date of the patent or any carlier
daie set by terminal disclaimer (§ 1.321),

(b) The term of the patent for a human drug product will be
extended by the length of the regulatory review period for the
product as determined by the Secretary of Health and Human
Services, reduced as appropriate pursuant to paragraphs (d)(1)
through (d)(6) of this scction.

(c) The length of the regulatory review period for a human
drug product will be determined by the Secretary of Health and
Human Services, Under 35 U.S.C. 156(g)(1)(B), it is the sum
of --
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(1) The number of days in the period beginning on the date
an exemption under subsection (i) of section 505 or subsection
(d) of section 507 of the Federal Food, Drug and Cosmetic Act
became effective for the approved human drug product and
ending on the date an application was initially submitted for
such drug product under those sections or under section 351 of
the Public Health Service Act; and

(2) The number of days in the period beginning on the date
the application was initially submitted for the approved human
drug productunder section 351 of the Public Health Service Act,
subsection (b) of section 505 or section 507 of the Federal Food,
Drug, and Cosmetic Act and ending on the date such application
was approved under such section.

(d) The term of the patent as extended for a human drug
procduct will be determined by —-

(1) Subtracting from the number of days determined by the
Secretary of Health and Human Services to be in the regulatory
review period:

(i) The number of days in the periods of paragraphs (¢)(1)
and (¢)(2) of this section which were on and before the date on
which the patent issucd;

(ii) The number of days in the periods of paragraphs (c)(1)
and (¢)(2) of this section during which it is determined under 35
U.S.C. 156(d)(2)(B) by the Secretary of Health and Human
Services that applicant did not act with due diligence;

(iii) Onc-half the number of days remaining in the period
defined by paragraph (c)(1) of this section after that period is
reduced in accordance with paragraphs (d)(1)(i) and (i) of this
section; half days will be ignored for purposes of subtraction;

(2) By adding the number of days determined in paragraph
(d)(1) of this scction to the original term of the patent as
shortencd by any terminal disclaimer;

(3) By adding 14 ycars to the date of approval of the
application under section 351 of the Public Health Service Act,
or subsection (b) of section 505 or section 507 of the Federal
Food, Drug and Cosmetic Act;

(4) By comparing the dates for the ends of the periods
obtained pursuant to paragraphs (d)(2) and (d)(3) of this section
with cach other and selecting the carlier date;

(5) If the original patent was issued after September 24,
1984,

(i) By adding 5 years to the original cxpiration date of the
patent or any carlicr date set by terminal disclaimer; and

(it) By comparing the dates obtained pursuant o para-
graphs (d)(@) and (d)(5)(i) of this section with cach other and
selecting the carlier date;

(6) If the original patent was issued before September 24,
1984, and

(i) If no request was submitted foran exemption under sub-
section (i) of section 505 or subscction (d) of section 507 of the
Federal Food, Drug and Cosmetic Act before September 24,
1084, by -

(A) Adding 5 ycars to the original expiration date of the
patent or carlier date sct by terminal disclaimer; and

(B) By comparing the dates oblained pursuant to para-
graphs (d)(4) and (d)(6)(i)(A) of this scction with cach other and
selecting the carlier date; or
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(ii) If arequest was submitied for an exemption under sub-
section (i) of section 505 or subsection (d) of section 507 of the
Federal Food, Drug, or Cosmetic Act before September 24,
1984 and the commercial marketing or use of the product was
not approved before Scptember 24, 1984, by -

(A) Adding 2 ycars to the original expiration date of the
patent or earlicr date set by terminal disclaimer, and

(B) By comparing the dates obtained pursuant (o para-
graphs (d)(4) and (d)(6)(ii)(A) of this section with cach other
and selecting the earlier filing date.

§ 1.776 Calculation of patent term extension for a
food additive or color additive.

(a) If a determination is made pursuant to § 1.750 that a
patent for a food additive or color additive is eligible for
cxtension, the term shall be cxtended by the time as calculated
in days in the manner indicated by this section. The patent term
extension will run from the original expiration date of the patent
or carlier date set by terminal disclaimer (§ 1.321).

(b) The term of the patent for a food additive or color
additive will be extended by the length of the regulatory review
period for the product as determined by the Secretary of Health
and Human Services, reduced as appropriate pursuant to para-
graphs (d)(1) through (d)(6) of this scction.

(c) The length of the regulatory review period for a food
additive orcolor additive will be determined by the Secretary of
Health and Human Services, Under 35 U.S.C. 156(g)(2)(B), it
is the sum of -

(1) The number of days in the period beginning on the date
a major health or environmental effects test on the additive was
initiated and ending on the date a petition was initially submitted
with respect to the approved product under the Federal Food,
Drug, and Cosmetic Act requesting the issuance of a regulation
for use of the product; and

(2) The number of days in the period beginning on the date
a petition was initially submitted with respect to the approved
product under the Federal Food, Drug and Cosmetic Act re-
questing the issuance of a regulation for use of the product, and
ending on the date such regulation became cffective or, if
objections were filed to such regulation, ending on the date such
objections were resolved and commercial marketing was per-
mitted or, if commercial marketing was permitted and later
revoked pending further procecdings as a result of such objec-
tions,ending on the date such proceedings were finally resolved
and commercial marketing was permitted.

(d) The term of the patent as exiended for a food additive or
color additive will be determined by

(1) Subtracting from the number of days determined by the
Sccretary of Health and Human Services to be in the regulatory
review period:

(i) The number of days in the periods of paragraphs (c)(1)
and (¢)(2) of this section which were on and before the date on
which the patent issued;

(ii) The number of days in the periods of paragraphs (¢)(1)
and (¢)(2) of this section during which it is determined under 35
U.S.C. 156(d)(2)(B) by the Sccretary of Health and Human
Scrvices that applicant did not act with due diligence;
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(iii) The number of days equal 1o one-half the number of
days remaining in the period defined by paragraph (c)(1) of this
section after that period is reduced in accordance with para-
graphs (d)(1) (i) and (ii) of this section; balf days will be ignored
for purposes of substraction;

(2) By adding the number of days determined in paragraph
(d)(1) of this section to the original term of the patent as
shortened by any terminal disclaimer;

(3) By adding 14 years to the date a regulation for use of the
product became cffective or, if objections were filed to such
regulation, to the date such objections were resolved and com-
mercial marketing was permitted or, if commercial marketing
was permitted and later revoked pending further proceedings as
a result of such objections, to the date such proceedings were
finally resolved and commercial marketing was permitted;

(4) By comparing the dates for the ends of the periods
obtained pursuant to paragraphs (d)(2) and (d)(3) of this section
with each other and selecting the earlicr date;

(5) If the original patent was issued after September 24,
1984,

(i) By adding 5 years to the original expiration date of the
patent or carlier date sct by terminal disclaimer; and

(ii) By comparing the dates obiained pursuant to para-
graphs (d)(@) and (d)(5)(i) of this section with each other and
sclecting the earlicr date;

(6) If the original patent was issued before September 24,
1984, and

(i) If no major health or environmental cffects test was
initiated and no petiticn for a regulation or application for
registration was submitted before September 24, 1984, by

(A) Adding 5 years Lo the original expiration date of the
patent or earlier date set by terminal disclaimer, and

(B) By comparing the dates obtained pursuant to para-
graphs (d)(4) and {d)(6)(i)(A) of this section with each otherand
sclecting the carlier date; or

(ii) If a major health or environmental cffects test was
initiated or a petition for a regulation or application for registra-
tion was submitted by September 24, 1984, and the commercial
marketing or use of the product was not approved before
Scptember 24, 1984, by

(A) Adding 2 years to the original expiration date of the
patent or earlier date set by terminal disclaimer, and

(B) By comparing the dates obtained pursuant to para-
graphs (d)(4) and (d)(6)(ii)(A) of this section with each other
and sclecting the earlicr date.

§ 1.777 Calculation of patent term extension for a
medical device,

(a) If a determination is made pursuanti to § 1,750 that a
patent for a medical device is cligible for extension, the term
shall be extended by the time as calculated in days in the manner
indicated by this section, The patent term exiension will run
from the original cxpiraticn date of the patent or earlier date as
set by terminal disclaimer (§ 1.321),

(b) The term of the patent for a medical device will be
extended by the length of the regulatory review period for the
product as determined by the Secretary of Health and Human
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Services, reduced as appropriate pursuant to paragraphs (d)(1)
through (d)(6) of this section.

(c) The length of the regulatory review period for a medical
device willbe determined by the Secretary of Healthand Human
Services, Under 35 U.S.C. 156(g)(3)XB), it is the sum of

(1) The number of days in the period beginning on the date
a clinical investigation on humans involving the device was
begun and ending on the date an application was initially
submitted with respect to the device under section 515 of the
Federal Food, Drug, and Cosmetic Act; and

(2) The number of days in the period beginning on the date
the application was initially submitted with respect to the device
under section 515 of the Federal Food, Drug, and Cosmetic Act,
and ending on the date such application was approved under
such Act or the period beginning on the date a notice of
completion of a product development protocol was initially
submitted under section 515(f)(5) of the Act and ecnding on the
date the protocol was declared completed under section
515(£)(6) of the Act.

(d) The term of the patent as extended for a medical device
will be determined by -

(1) Subtracting from the number of days determined by the
Secretary of Health and Human Services 1o be in the regulatory
review period pursuant to paragraph (c) of this section:

(i) The number of days in the periods of paragraphs (c)(1)
and (c)(2) of this section which were on and before the date on
which the patent issued;

(ii) The number of days in the periods of paragraphs (c)(1)
and (c)(2) of this section during which itis determined under 35
U.S.C. 156(d)(2)(B) by the Secrctary of Health and Human
Scrvices that applicant did not act with due diligence;

(iii) One-half the number of days remaining in the period
defined by paragraph (c)(1) of this section after that period is
reduced in accordance with paragraphs (d)(1) (i) and (ii) of this
section; half days will be ignored for purposes of subtraction;

(2) By adding the number of days determined in paragraph
(d)(1) of this section to the original term of the patent as
shortened by any terminal disclaimer;

(3) By adding 14 ycars to the date of approval of the
application under section 515 of the Federal Food, Drug, and
Cosmetic Act or the date a product development protocol was
declared completed under section 515(£)(6) of the Act;

(4) By comparing the dates for the ends of the periods
obtained pursuant to paragraphs (d)(2) and (d)(3) of this section
with each other and sclecting the carlier date;

(5) If the original patent was issucd after September 24,
1984,

(i) By adding 5 ycarsto the original expiration date of the
patent or carlier date set by terminal disclaimer; and

(ii) By comparing the dates obtained pursuant to para-
graphs (d)(4) and (d)(5)(i) of this section with cach other and
selecting the carlier date;

(6) If the original patent was issucd before Scptember 24,
1984, and

(i) If no clinical investigation on humans involving the
device was begun or no product development protocol was
submitted under section 515(£)(5) of the Federal Food, Drug and
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Cosmetic Act before September 24, 1984, by

(A) Adding § ycars to the original expiration date of the
patent or carlicr date set by terminal disclaimer and

(B) By comparing the dates obtained pursuant 1o para-
graphs (d)(4) and (d)(6)(i)(A) of this section with each other and
selecting the earlier date; or

(i) If a clinical investigation on humans involving the

device was begun or a product development protocol was
submitted under scction 515(£)(5) of the Federal Food, Drug,
and Cosmetic Act before September 24, 1984 and the commer-
cial marketing or use of the product was not approved before
Scptember 24, 1984, by

(A) Adding 2 years to the original expiration date of the
patent or carlier date set by terminal disclaimer, and

(B) By ~omparing the dates obtained pursuant to para-
graphs (d)(4) and (d)(6)(ii)(A) of this scction with each other
and sclecting the carlier date.

§ 1.780 Certificate of extension of patent term.

If a determination is made pursuant to § 1.750 that a patent
is cligible for extension and that the term of the patent is to be
extended, a certificate of extension, under scal, will be issued to
the applicant for the extension of the patent term. Such certifi-
cate will be recorded in the official file of the patent and will be
considered as part of the original patent. Notification of the
issuance of the certificate of extension will be published in the
Official Gazette of the Patent and Trademark Office. No certifi-
cate of extension will be issued if the term of the patent cannot
be extended, even though the patent is otherwise determined to
be eligible for extension, In such situations the final determina-
tion made pursuant to § 1.750 will indicate that no certificate
will issue,

§ 1.785 Multiple applications for extension of term
of the same patent or of different patents for
the same regulatory review period for a product.

(a) Only one patent may be extended for a regulatory review
period forany product (§ 1.720(g)). If more than onc application
for extension of the same patent is filed, the certificate of
extension of patent term, if appropriate, will be issucd bascd
upon the first filed application for extension,

(b) If more than one application for extension is filed by a
single applicant which secks the extension of the term of two or
more patents basced upon the same regulatory review period, and
the applications arc otherwisc eligible for extension pursuant to
the requirement of this subpart, the certificate of extension of
patent term, if appropriate, will be issued upon the application
for extension of the patent having the carliest date of issuance of
those patents for which extension is sought,

(¢) If an application for extension is filed which secks the
extension of the term of a patent based upon the same regulatory
review period as that relied upon in one or more applications for
extension pursuant 0 the requirements of this subpart, the
certificate of extension of patent term will be issued on the
application only if -

(1) The applicant for extension is the holder of the regula-
tory approval granted with respect to the regulatory review
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period, or

(2) The holder of the regulatory approval granted with
respect to the regulatory review period is not an applicant and
the applicant for extension holds express and exclusive authori-
zation from the holder of the regulatory approval to rely upon
the regulatory review period as the basis for the application for
extension, or

(3) The holder of the regulatory approval granted with
respect to the regulatory review period is notan applicant and no
applicant for extension holds an express and exclusive authori-
zation from the holder of the regulatory approval to rely upon
the regulatory review period as the basis for the application for
extension and the application is for exiension of the patent
having the earliest date of issuance of thos¢ patents for which
extension is sought based upon the same regulatory review
period.

(d) An application for extension shall be considered com-
plete and formal regardless of whether it contains the identifica-
tion of the holder of the regulatory approval granted with respect
tothe regulatory review period or express and exclusive authori-
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zation from the holder of the regulatory approval to rely on the
regulatory review period for extension. When an application
comtains such information, or is amended to contain such
information, it will be considered in determining whether an
application is eligible for an extension under this section, A
request may be made of any applicant to supply such inforia-
tion within a non-extendable period of not less than one (1)
month whenever multiple applications for extension of more
than one patent are received and rely upon the same regulatory
review period. Failure to provide such information within the
period for response set shall be regarded as conclusively estab-
lishing that the applicant is not the holder of the regulatory
approval and is not expressly and exclusively authorized by the
holder of the regulatory approval to seck the extension being
sought,

(e) Determinations made under this section shall be included
in the notice of final determination of eligibility for extension of
the patent term pursuant to § 1,750 and shall be regarded as part
of that determination.
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PART 5 - SECRECY OF CERTAIN
INVENTIONS AND LICENSES TO
EXPORT AND FILE APPLICA-
TIONS IN FOREIGN COUNTRIES

SECRECY ORDERS
Sec.
5.1 Defense inspection of certain applications,
5.2 Secrecy order.
5.3 Prosecution of application under secrecy orders; withholding
patent.
5.4 Petition for rescission of secrecy order
5.5 Permit to disclose or modification of secrecy order
5.6 General and group permits.
5.7 Compensation.
5.8 Appeal to Secretary.

LICENSES FOR FOREIGN EXPORTING AND FILING

5.11 License for filing in a foreign country an application on an
invention made in the United States or for transmitting
international application.

5.12 Petition for license

5.13 Petition for license; no corresponding application,

5.14 Petition for license; corresponding U.S. application.

5.15 Scope of license.

5.16 Effect of secrecy order.

5.17 Who may use license.

5.18 Arms, ammunition, and implements of war.

5.19 Export of technical data.

5.20 Export of technical data relating to sensitive nuclear technology.

5.25 Peition for retroactive license.

GENERAL
5.31 Effect of modification, rescission or license.
5.32 Papers in English language.
5.33 Correspondence,

SECRECY ORDERS

§ 8.1 Defense inspection of certain applications.

(a) The provisions of this part shalt apply to both national and
international applications filed in the Patent and Trademark
Office and, with respect to inventions made in the United States,
to applications filed in any forcign country or any international
authority other than the United States Receiving Office. The (1)
filing of a national or an international application in a forcign
country or with an international authority other than the United
States Receiving Office, or (2) transmittal of an international
application to a forcign agency or an international authority other
than the United States Receiving Office is considered to be a
forcign filing within the meaning of Chapter 17 of Title 35,
United States Code.

(b) Inaccordance with the provisions of 35 U.S.C. 181, patent
applications containing subject matter the disclosure of which
might be detrimental to the national security are made available
for inspection by defense agencices as specified in said section,
Only applications obviously relating to national security, and
applications within ficlds indicated to the Patent and Trademark
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Office by the defense agencies as so related, are made available.
The inspection will be made only be responsible representatives
authorized by the agency to review applications. Such represen-
tatives are required to sign a dated acknowledgment of access
accepting the condition that informaiion obtained from the in-
spection will be used for no purpose other than the administration
of 35 U.S.C. 181-188. Copies of applications may be made
available tosuch representatives for inspection outside the Patent
and Trademark Office under conditions assuring that the confi-
dentiality of the applications will be maintained, including the
conditions that: (1) all copies will be returned to the Patent and
Trademark Office promptly if no secrecy order is imposed, or
upon rescission of such order if one is imposed, and (2) no
additional copies will be made by the defense agencics. A record
of the removal and return of copics made available for defense
inspection will be maintained by the Patent and Trademark
Office, Applicationsrelating to atomic energy are madc available
to the Department of Energy as specified in section 1.14 of this
chapter,
[43 FR 20470, May 11, 1978]

§ 5.2 Secrecy order.

(a) When notified by thechicf officer of a defense agency that
publication or disclosure of the invention by the granting of a
patent would be detrimental to the national security, an order that
the invention be kept secret will be issued by the Commissioner
of Patents and Trademarks.

(b) The secrecy order is directed to the applicant, his succes-
sors, any and all assignees, and their legal representatives;
hercinafter designated as principals.

(c) A copy of the secrecy order will be forwarded 10 cach
principal of record in the application and will be accompanied by
a receipt, identifying the particular principal, to be signed and
returned.

(d) The secrecy order is directed to the subject matter of the
application. Where any other applicationin whichasecrecy order
has not been issued discloses a significant part of the subject
matter of the application under secreey order, the giher applica-
tion and the common subject matter should be called to the
attention of the Patent and Trademark Office. Such a notice may
include any material such as would be urged in a petition to
rescind secrecy orders on cither of the applications.

§ 5.3 Prosecution of application under secrecy orders;
withholding patent.

Unless specifically ordered otherwise, action on the applica-
tion by the Office and prosecution by the applicant will proceed
during the time an application is under secrecy order to the point
indicated in this section;

(a) National applications under secrecy order which come 1o
a final rejection must be appealed or otherwise prosecuted to
avoid abandonment. Appeals in such cases must be completed by
the applicant but unless otherwise specifically ordered by the
Commissioner will not be set for hearing until the secrecy order
is removed.

(b) An interference will not be declared involving national
applications under secrecy order, However, if an applicant whose
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application under secrecy order copics claims from an issued
patent, a notice of that fact will be placed in the file wrapper of
the patent. (See § 1.205(c)).

(¢) When the national application is found to be in condition
for allowance except for the secrecy order the applicant and the
agency which caused the secrecy order to be issued will be
notificd, This notice {(which is not & notice of allowance under §
1.311 of this chapter) does not require response by the applicant
and places the national application in a condition of suspension
until the secrecy order is removed. When the secrecy order is
removed the Patent and Trademark Office will issue a notice of
allowance under § 1.311 of this chapter, or take such other action
as may then be warranted

(d) International applications under secrecy order wiii not be
mailed, delivered or otherwise transmitted o the international
authoritics or the applicant. International applications under
secreey order will be processed up to the point where, if it were
not for the secrecy order, record and scarch copies would be
transmitted o the international authoritics or the applicant,

{43 FR 20470, May 11, 1978; amended 43 FR 28479, June 30,
1978.]

§ 5.4 Petition for rescission of secrecy order,

() A petition for rescission or cemoval of a secrecy order may
be filed by , or on behalf of, any principal affected thereby. Such
petition may be in letter form, and it must be in duplicate. The
petition must be accompaniced by onc copy of thie application or
an order for the same, unless a showing is made that such a copy
has alrcady been furnished (o the department or agency which
caused the secrecy order to be issucd,

(b) The petition must recite any and all facts that purport (0
render the order incffectual or futile if this is the basis of the
petitiva, When prior publications or patents are alicged the
petition must give complete data as to such publications or
patents and should be accompanicd by copics thercof.

(¢) The petition must identify any contract between the Gov-
crnmentand any of the principals, under which the subjectmatter
of the application or any significant part thereof was developed,
or to which the subject matter is otherwise related. If there is no
such contract, the netition must $o state.

(d) Unless based upon facts of public record, the petition must
be verificd.

§ 5.5 Permit to disclose or modification of secrecy
order,

(a) Consent to disclosure, or to the filing of an application
abroad, asprovided in 35 U.S.C. 182, shall be made by a“permit”
or “modification” of the scerecy order,

(b) Petitions for a permit or modification must fully recite the
reason or purpose for the proposed disclosure, Where any pro-
posed disclosee is known o be cleared by a defense agency 1o
receive classified information, adequate explanation of such
clearance should be made inthe petition including the name of the
agency or department granting the clearance and the date and
degree thereof. The petition must be filed in duplicate and be
accompanicd by one copy of the application or an order for the
same, unless a showing is made that such a copy has alrcady been
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furnished to the department or agency which caused the scerecy
order 10 be issued.

() In a petition for modification of a sccrecy order to permit
filing abroad, all countries in which it is proposed to file must be
made known, as well as all attorneys, agents and others to whom
the material will be consigned prior to being lodged in the forcign
patent office. The petition should include a statement vouching
for the loyalty and integrity of the proposed disclosures and
where their clearance status in this or the forcign country is
known all details should be given.

(d) Consent to the disclosure of subject matter from one
application under secrecy order may be deemed to be consent to
the disclosure of common subject matter in other applications
under secrecy order so long as not taken out of context in a
manner disclosing material beyond the modification granted in
the first application.

(¢) The permit or modification may contain conditions and
limitations,

§ 5.6 General and group permits.

(a) Organizations requiring consent for disclosurc of applica-
tions under secrecy order Lo persons or organizations in connec-
tion with repeated routine operation may petition for such con-
sent in the form of a general permit. To be successful such
petitions mustordinarily recite the security clearance status of the
discloses as sufficient for the highest classification of maierial
that may be involved,

(b) Where identical disclosces and circumstances arc in-
volved, and consent is desired for the disclosure of cach of a
specific list of applications, the petitions may be joined.

$ 8.7 Compensation,

Any request for compensation as provided in 35 U.S.C. 183
must not be made to the Patent and Trademark Office but should
be made directly to the departmeni or agency which caused the
secrecy order to be issucd. Upon written request persons having
aright to such information will be informed as to the department
or agency which caused the secrecy order 1o be issued.

$ 5.8 Appeal to Secretary,

Appeal 10 the Secretary of Commerce, as provided by 35
U.S.C. 181, from a sccrecy order cannot be taken until after a
petition for rescission of the secrecy order has been made and
denicd. Appeal must be taken within 60 days from the Jate of the
denial, and the party appealing, as well as the department or
agency which caused the order to be issued will be nutified of the
time and place of hearing. The appeal will be heard and decided
by the Sceretary or such officer or officers as he may designate,

LICENSES FOR FOREIGN EXPORTING AND
FILING

§ 5.11 License for filing in a foreign country an
application on an invention made in the
United States or for transmitting
international application,
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(a) A license from the Commissioner of Patents and Trade-
marks under 35 U,S.C. 184 is required before filing any applica-
tion for patent or for the registration of a utility model, industrial
design, or model, in a foreign country or in a foreign patent office
or any international agency other than the United States Receiv-
ing Office if:

(1) An application on the invention has been filed in the
United States less than six months prior to the date on which the
application is to be filed, or

(2) Noforeign application on the invention has been filed in
the United States.

(b) The license from the Commissioner of Patents and Trade-
marks referrcd to in paragraph (a) would also authorize the export
of technical data abroad for purposes relating to the preparation,
filing or possible filing and prosecution of a foreign patent
application without separately complying with the regulations
contained in 22 CFR Parts 121 through 130 (International Traffic
in Arms Regulations of the Department of State), 15 CFR Part
379 (Regulations of the Office of Export Administration, Inter-
national Trade Administration, Department of Commerce)
and10 CFR Part 810 (Foreign Atomic Encrgy Programs of the
Department of Energy).

(c) Where technical data in the form of a patent application,
or in any form, is being exported for purposes related to the
preparation, filing or possible filing and prosecution of a foreign
patentapplication, without the license from the Commissioner of
Patents and Trademarks referred to in paragraphs (a) or (b) of this
section, or on an invention not made in the United States, the
export regulations contained in 22 CFR Parts 121 through 130
((International Traffic in Arms Regulations of the Department of
State), 15 CFR Part 379 (Regulations of the Office of Export
Administration, International Trade Adiministration, Depart-
ment of Commerce) and10 CFR Part 810 (Forcign Atomic En-
ergy Programs of the Department of Energy) must be complied
with unless a license is not required because a United States
application was on file at the time of export for at least six months
without a secrecy order under § 5.2 being placed thercon. The
term "exported” means export asitis defiried in 22 CFR Parts 121
through 130, 15 CFR Parts 379 and 10 CFR Part 810,

.(d) If a sccrecy order has been issued under § 5.2, an applica-
tion cannot be exported to, or filed in, a foreign country (includ-
ing an international agency in a foreign country), except in accor-
dance with § 5.5.

(e) No license pursuant to paragraph (a) of this scction is
required if?

(1) The invention was not made in the United States, or

(2) The United States application is not subject to a secrecy
order under A 5.2, and was filed at least six months prior to the
date on which the application is filed in a foreign country,

(DA license pursuant to paragraph (a) of this section can be
revoked at any time upon written notification by the Patent and
Trademark Office. An authorization o file a forcign patent
application resulting from the passage of six months from the
date of filing of a United States patent application may be revoked
by the imposition of a secrecy order.

(49 FR 134, Apr, 4, 1984..]
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§ §.i2 Petition for license.

(a) Filing of an application for patent for inventions made in
the United States will be considered to include a petition for
license under 35 U.S.C. 184 for the subject matter of the applica-
tion. The filing receipt will indicate if a license is granted. If the
initial automatic petition is not granted, a subsequent petition
may be filed under paragraph (b) of this section.

(b) Petitions for license should be presented in letter from and
must include the required fee (§ 1.17(h)). If expedited handling
of the petition is also sought, the petitioner’s address, and full in-
structions for delivery of the requested license when it is to be
delivered to other than the petitioner.

{48 FR 2714, Jan. 20, 1983; amended 49 FR 13462, Apr. 4, 1984.]

§ 5.13 Petition for license; no corresponding
application.

If no corresponding national or international application has
been filed in the United States, the petition for license under §
5.12(b) must be accompanied by the required fee (§ 1.17(h)), if
expedited handling of the petition is sought, and a legible copy of
the material upon which license is desired. This copy will be
retained as a measure of the license granted. For assistance in the
identification of the subject matter of cach license so issued, it is
suggested that the petition be submitted in duplicate and provide
atitle and other description of the material, The duplicate copy of
the petition will be returned with the license or other action on the
petition,

[49 FR 13462, Apr. 4, 1984.]

§ 5.14 Petition for license; corresponding U.S.
application.

(a) Where there is a corresponding United States application
on file, a petition for license under § 5.12(b) must iclude the
required fee (§ 1.17(h)), if expedited handling of the petition is
also sought, and must identify this application by serial number,
filing date, inventor, and title, and a copy of the material upon
which the license is desired is not required. The subject matter
licensed will be measured by the disclosure of the United States
application. Where the title is not descriptive, and the subject
matter is clearly of no interest from a security standpoint, time
may be saved by a short statement in the petition as to the nature
of the invention,

(b) Two or more United States applications should not be
referred to in the same petition for license unless they are to be
combined in the foreign or international application, in which
event the petition should so state and the identification of each
United States application should be in separate paragraphs.

(c) Where the application to be filed orexported abroad con-
tains matter not disclosed in the United States application or ap-
plications, including the casc where the combining of two or
more United States applications introduces subject matter not
disclosed in any of them, a copy of the application as it is to be
filed in the forcign country or international application which is
to be transmitted to a forcign international or national agency for
filing in the Receiving Office, must be furnished with the peti-
tion, If, however, all new matter in the foreign or international ap-
plication to be filed is readily identifiable, the new matter may be
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submitted in detail and theremainder by reference to the pertinent

United States application or applications.
[43 FR 20471, May 11, 1978; 49 FR 13462, Aps. 4, 1984]

§ 5.15 Scope of license.

(a) Grant of a licenseunder § 5.12(a) authorizes the export
and to filing of an application in a foreign country or the
transmitting of an international application to any foreign patent
agency or international patent agency when the subject matter of
the foreign orimternational application correspondsto that of the
domestic application. This license includes authority

(1) To export and file all duplicate and formal papers to the
foreign country or international agencies;

(2) To make amendments, modifications and supplements,
including divisions, changes or supporting matter consisting of
the illustration, exemplification, comparison, or explanation of
subject matter disclosed in the application;

(3) To take any action in the prosecution of the foreign or
international application; and

(4)Toadd subject matter or take any action under paragraphs
() throught (3) of this section which does not change the general
nature of the subject matter disclosed at the time of filing, unless
the subject matter added involves technical data pertaining to:

(i) Defense services or articles designated in the United
States Munitions List applicable at the time of foreign filing, the
unlicensed exportation of which is prohibited pursuant to the
Arms Export Control Act, as amended, and 22 CFR Parts 121
through 130; or

(ii) Restricted Data, sensitive technology or technology
useful in the production or utilization of special nuclear or atomic
energy, the dissemination of which is subject to restrictions of the
Atomic Energy Act of 1954, as amended, and the Nuclear Non-
Proliferation Act of 1978, as implemented by the regulations for
Unclassified Activities in Foreign Atomic Energy Programs, 10
CFR Part 810, in effect at the time of foreign filing.

(b)Grant of license under § 5.12(b) authorizes the export and
filing of an application in a foreign country or the transmitting of
an international application to any foreign patent agency or
international patent agency. Futher this license includes author-
ity to forward all duplicate and forma! papers to the foreign patent
agency or international patent agency and to make amendments,
modifications or supplemenis to and take any action in the
prosccution of the foreign or international application, provided
subject matter additional to that covered by the license is nor
involved,

(c) A license granted under § 5.1(b) pursuant to § 5.13 or §
5.14 shall have the scope indicated in paragraph (a) of this
section, if itis so specified in the license. A petition, accompanicd
by the required fee (§ 1.17(h)), may also be filed to change a
license having the scope indicated in paragraph (b) of this section
to a license having the scope indicated in paragraph (a) of this
section, The change in the scope of a license will be as of the date
of the grant of the change in scope.

(d) In those cases in which no license is required to file the
forcign application or transmit the international appplication, no
license is required to file papers in connection with the prosecu-
tion of the foreign or international application not involving the
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disclosure of additional subject matier.

(e) Any paper filed abroad or transmiticd 1o an intemational
patentagency following the filing of a foreign or international ap-
plication which changes the general nature of the subject matter
disclosed at the time of filing or which involves the disclosure of
must be separately licensed in the same manner as a foreign or
international application. Further, if no license has been granted
under # 5.12(a) on filing the corresponding United States appli-
cation, any paper filed abroad or with an international patent
agency which involves the disclosure of additional subject mat-
ter must be licensed in the same manner as a foreign or interna-
tional application.

(f) Licenses scparately granted in connection with two or
more United States applications may be exercised by combining
or dividing the disclosures, as desired, provided:

(1) Subject matter which changes the general nature of the
subject amtter disclosed at the time of filing or which involves
subject matter listed in paragraphs (a)(4) (i) or (ii) of this section
is not introduced and,

(2) In the case where at lcast one of the licenses was obtained
under § 5.2(b), additional subject matter is not introduced.

(g) A license does not apply to acts done before the license
was granted. See § 5.25 for petitions for retroactive licenses,

[49 FR 13462, Apr. 4, 1984.]

§ 5.16 Effect of secrecy order.

Any license obtained under 35 U.S.C. 184 isineffective if the
subject matter is under a secrecy order, and a sccrecy order
prohibits the excrcise of or any further action under the license
unless scparately specifically authorized by a modification of the
secrecy order in accordance with § 5.5.

§ 5.17 Who may use license.
Licenses may be used by anyone interested in the export,
foreign filing, or international transmittal for or on behalf of the

inventor or the inventor’s assigns.
49 FR 13463, Apr. 4, 1984.]

§ 5.18 Arms, ammunition, and implements of war.

(a) The exportation of technical data relating tc arms, ammu-
nition, and implements of war generally is subject to the Interna-
tional Traffic in Arms Regulations of the Department of State (22
CFR Paris 121 through 128); the articles designated as arms, am-
munition, and implements of war arc cnumerated in the U.S. Mu-
nitions List, 22 CFR 121.01. However, if a patent applicant
complics with regulations issued by the Commissioner of Patents
and Trademarks under 35 U.S.C. 184, no separate approval from
the Department of State is required unless the applicant seeks to
export technical data excceding that used 0 support a patent
application in a forcign country, This exemption from Depart-
ment of State regulations is applicable regardless of whether a
license from the Commissioner is required by the provisions of
§8 5.11 and 5.15 (22 CFR 125.04(b), 125.20(b)).

(b) When a patent application containing subject matter on
the Munitions List (22 CFR 121.01) is subject to a secrecy order
under § 5.2 anc, & petition is made under § 5.5 for a modification
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of the secrecy order 1o permit filing abroad, a separate request (o
the Department of State for authority to export classified infor-
mation is it required (22 CFR 125.05(d)).

{35 FR 6430. Apr. 22, 1970.]

§ 5.19 Export of technical data,

(@) Under regulations (15 CFR 370.10(j)) established by the
U.S. Department of Commerce, International Trade Administra-
tion, Office of Export Administration, a validated export license
is not required in any case to file a patent application or part
thercof in a foreign country if the foreign filing is in accordance
with theregulations (37 CFR 5.11 through 5.23) of the Patent and
Trademark Office.

(b) A validated export license is not required for data con-
tained in a patent application prepared wholly from foreign-
origin technical data where such application is being sent to the
forcign inventor to be executed and returned to the United States
for subsequent filing in the U.S. Patent and Trademark Office (15
CFR 379.3(c)).

(c) Inquiries concerning the export control regulations for the
foreign filing of technical data other than patent applications
should be made to the Office of Export Administration, Interna-
tional Trade Administration, Department of Commerce, Wash-
ington, D.C. 20230.

{45 FR 72654, Nov. 3, 1980.]

§ 5.20 Export of tecnical data relating to sensitive
nuclear technology.

(@) Under regulations (10 CFR 810.7) established by the
United States Department of Energy, an application filed in
accordance with the regulations (37 CFR §.11 through 5.33) of
the United States Patent and Trademark Office and eligible for
foreign filing under 35 U.S.C. 184, is considered to be informa-
tion available to the public in published form and a gencrally
authorized activity for the purposcs of the Departmenr of Energy
regulations,

(b) Inquiries concerning the export of sensitive nuclear tech-
nology otherthan related to the filing or prosecution of a forcign
patent application should be made to the Auention: Sccretary,
United States Department of Encrgy, Office of International
Security Affairs, Washington, D.C. 20858,

[49 FR 13463, Apr. 4, 1984.}

§ 5,25 Petition for retroactive license
(a) A petition of retroactive license under 35 U.S.C. 184 shall

be presented in accordance with § 5.13 or § 5.14, and shall
include:

(1) A listing of the foreign countries in which the patent
application material was filed,

(2) The dates on which the material was filed,

(3) A verificd statement containing:

(i) An averment that the subject matter in question was not
under a secrecy order at the time it was filed abroad, and that it
is not currentl;y under a sececy order,

(ii) A showing that the license has been diligently sought
after discovery of the proscribed foreign filing, and

(iii) An cxplanation of why the material was inadvertently
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filed abroad without the required ticense under » 5.11 first having
been obtained, and
(4) The required fee (§ 1.17(h)).

The above explanation must include a showing of facts rather
than a mere allegation of inadvertance. The showing of facts
should include staiemenis by those persons having personal
knowledge of the acts regarding filing in a foreign country and
should be accompanied by copies of any necessary supporting
documents such as letters of transmittal or instructions for filing.
The acts which are alleged to constitute inadvertence should
cover the period from the time of filing until acwal filing of the
petition under this section,

(b) If a petition for a retroactive license is denied, a time
period of not less than thirty days shall be set, during which the
petition may be rencwed, Failure to renew the petition within the
set time period will result in a final denial of the petition. A final
denial of apetition stands unless a petition is filed under § 1,181
within two months of the date of the denial. If the petition for a
retroactive license is denied with respect o the invention of a
pending application and no petition under & 1.181 has been filed,
a final rejection of the application under 35 U.S.C. 185 will be
made

(c) The granting of a retroactive license does not excuse any
violation of the export regulations contained in 22 CFR Parts 121
through 130 (International Traffic in Arms Regu'ations of the
Department of State), 15 CFRPart 379 (Regulations of Office of
Export Administration, International Trade Administration, De-
partment of Commerce) and 10 CFR Part 810 (Forcign Atomic
Encrgy Programs of the Department of Encrgy) which may have
occurred because of failure to obtain an appropriate license prior

to export,
{49 FR 13463, Apr. 4, 1984.}

GENERAL

§5.31 Effect of modification, rescission or license,
Any consent, rescission or license under the provisions of this
part does not lessen the responsibilities of the principals in
respect to any Government contract or the requirements of any
other Government agency.
[24 FR 10381, Dec. 22, 1959; Redesignated at 49 FR 13463, Apr. 4,
1984.]

§5.32 Papers in English language.

All papers submitted in connection with petitions must be in
the English language, or be accompanicd by an English transla-
tion and a translator’s certificate as to the true, faithful and exact
character of the translation,

[24 FR 10381, Dec. 22, 1959; Redesignated at 49 FR 13463, Apr. 4,
1984.]

§ 5.33 Correspondence.

All correspondence in connection with this part, including
petitions, should be addressed to “Commissioner of Patents and
Trademarks (Auention Licensing and Review), Washington,
D.C. 20231.”

[49 FR 13463, Apr. 4, 1984,
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(Applicant for patent) (Assignee:)
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Sole changed (0 JOINL ..winicnmnminirissnmensossssessssen 148 TEIE5UC Of PALCIIE cooveorreviniensnssscrissiiscnsressesrascnsenns 1.171, 1,172
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Cross-references of related applications ......cuenenmseconses 1.78 10 BSSIBNCE 1uvvrversvissrersmsesmrsrsssnsesssresssarsssssnsssssasscnsessassess 1.334
Deceased or insane inVENLOT uuevieiversissmssssssvsrsmsesssess 1.42, 1.43 Must be recorded in Patent and Trademark Office to issue
DeClaration ... 1.68 patent 0 BSSIZNCE ...uvvevrrimsmcnsorsensessseinsmssorarssssesssrsrersss 1.334
Duty of diSCIOSUFE ...cvvevvirnrnrinerscrnniminssssmnmssssonessasssssssssssessons 1.56 Orders fOr COPICS Of .cvvcrurverineniisnnssinsneinsiei i 1.12
Exccution in blank forbidden ........ueemminsonneamssniminn 1.56 Patent may is5U€ L0 ASSIZNEE .vuvvvrvvrirerrvnsnineressnmronmsissisinns 1.334
File Wrapper Continuing application ... 1.62 Receipt of, acknowledged ..., 1.332
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FIling date ...cvvviniminssmissoimommmimssisme 1.53 Recording of assignments ..., 1.331
Foreign language oath or declaration ........coveeeisrcesiniennns 1.69 Records open to public inSpection .........cccccvcninviniinioniens 1.12
Formulas and tables ..o 1.58 Should identify patent or application ..........ounsersrisesecnsens 1.331
General TeqUISIEES cuuvvvrveiininiicsissssimisisisesesesmmemsssmsens 1.51 What will be accepted for recording ........vnvvsvsisnninsnns 1.331
Identification required in letters CONCerning .....c.coiesenmsiersssancns 1.5 Atomic energy applications reported to Department of Energy 1.14
Improper appliCations ........ccuverinrisnmsrssionmsenssesssesssrsmmesesns 1.56 Attorneys and agents:
Incomplete papers not accepted and filed for examination.... 1.53 Acting in representative Capacity ....oeerensesmsmscssrsisron 1.33,1.34
Interlineations, etc., to be indicated ......covvvnercrnnsisrsesesinnns 1.52 AdVETHSING 1o 10.32
Language, paper, writing, Margin ..........cceeensenessnmsnins 1.52 Agents, registration of .. .. 10.6(b)
Later filing of oath and filing fee .......c.ccorirererensssorcsinsnnisscnons 1.53 Assignment will not opcratc as a revocation of powcr .......... 1.36
Must be made by actual inventor, with exceptions ....... 141, 1.46 ASSOCIBLE (ovvrveerenrrrressnrner drreeressreererersnse e era e ens e eo R reraasrasrerer .1.34
Names of all inventors required ......oooooeevrmnsnmesensesinees 1.41,1.53 Attomneys at law, 1egistration of ..., 10.6(a)
New, after abandonment, may use old drawings .....coovsinnins 1.88 Certificate of good standing ..ovcorrmirincnecnrimiemn 1.21(a)
Non-English language ......coecvnienccrnsirimonsosesnesmiin 1.52 Code of professional responsibility .......covvrivrensisimnsinscrennns 10.20
Owned by GOVETNMENL ...cvcueriicerenmnsiinmminscnersinsssresrsssmeresses 1.103 Committee on Enrollment ........cvcenceniimsnnnccsnnnsmnennesssens 103
Papers having filing date not to be retumned ....cvivcvsnincnnn. 1.59 Fee on admission ... 1.21(a)
Parts filed separately ... 1.54 Foreign patent attorneys and agents, registration of .......... 10.6(c)
Parts of application desirably filed together ......cooccvvvinervnsnne 1.54 Former examiners, registration of ...........coocvneecinnninsnncnn 10.6(c)
Parts of complete application ... 1.51 General powers ot TeCOGNIZEd vucvvvvnrivisissesnsersrsmmesssrensens 1.34
Patent open for inSPeCtion ....v.uvvmsvsienssimirssmisssmsissssissisisies 1.11 Government officers and employees a5 ......ovenenvmserssnns 10.6(d)
Processing fes ..o vvvvmmmnimmminismmmoi i 1.17 Limited recognition .........curaammmicmemommmmmena o 109
Relating 16 alOmicC CNCILY c.ccsurerminremmsrossiesivesssosssssessrsrssserssns 1.14 Must be refused recognition for misconduct......cvevcriireees 10.15
Reservation for future application not permitted ..oconuererens 1.79 Oath and registration fee ... 10.8
Retention fCC.uuuiminmicriieresivncrvomenstvarsessanioreersessssssssssnneans 1.53(d) Office cannot aid in selection of ... 1.31
SCCTCCY OFACT .ovvirrirrcvsrecnsrecnscrnsnsssesmsesssssrermsssssssmssssons 5.1.5.8 Personal interviews with eXaminers ........cocvovieennnnnse e 1.133
Sceret while pending .....vceviismmimimmmmnsssiiommn 1.14 Persons not registered or recognized ...c.oovvevcnnivnenenenin 10.10
Scrial number and filing JAte ...ocvvirivncsinnimnneeme 1.54 Power of attorney or authorization of agent........cc.cvciseninee, 1.34
Stricken from the files for irregularitics ...vvvesrsvenenssmennns 1.56 Professional cCONAUCL ....ovienrimnniesisnsms e 10.20
Tables and fOrmMulEs .o 1.58 Registration of attomneys and GgENts ... 10.6
To contain but one invention unless connected ....vvvinrenens 1,141 Removing names from registers v 10.11
To WHOM MAAC .. e srisisssrvnssesessnsessssssss sisssens v 1,51 Representative CAPACILY oo, 133,134
Two or more by same party with conflicting claims ...ouii 1,78 Representing conflicting partics ... e 1.613
Use of old drawing in new application .......... searsesrerenen - 1.88 Required 1o conduct business with decorum and courtesy ...... 1.3
Asbitration award Glng ..oenmnmninonnnn. . 1,338 Requirements for registration . 10.7
Arbitration of iEIfEreniCes i, 1.690 Revocation of POWET ... 1.36
Assignee: Signature and certificate of ALOMEY ..ociveneniinineinn 10.18
Correspondence held with assignee of entire interest ..., 1,33 Suspension or disbarment proceedings ........cocoeenin 10.130-10.170
If of entire interest, patent may issue to him ............... 1.46, 1.334 WHO MBY BCL 85 vvvvuvussseseirsnensissnesnsmmmesssssrorsmmiimeens 10.40
If of undivided part interest, correspondence will be held Withdrawal of ... 1.36
WILH INVEDLOT v nicrrenresemensennsienessssiensssesnsin 1.33 Authorization of agents. (Sce Attorneys and agents),
Award in arbitration, Filing of .. 1.335
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B Concurrent office proceadings .....ecveminminissicsomnsessenssn 1.565
Balance in deposit 8ccount ....mu peersss et esase st ers e asEveretsen 1.25  Conduct of reexamination proceedings. 1.550
B8IC filiNg [8€ ..covererrrvrsemsrenrresssesrsmessessssssssrsssssorssnssasssssonsraress 1.16  Conflicting claims, same applicant or owner in two or more
Benefit of earlier application .......ouccceiienmcnsinnnieisisiines 1.78 SPHCALONS Livvvsisissssissesesessmmmmnssssstssessss st s massnnase 1.78
Bill in equity (See Civil action.) Continuing application for invention discloscd and claimed in
Board of Appeals. (See Appeal to Board of Patent Appeals prior application ... prmnensaesssesseannassansasrsnns 1.60, 1.62
and Interferences.) Copies of patentz, TeCords, €1C. wuvwenimmessssssresises 1.11, 1,12, 1.13
BOX FWGC auviriiiiriennecsssossssssssnesssss ssnstessesensansssssnmsnensoses 1.1(b), 1.62 Copies of records, fees ......coovmmecnns ereeresniensessasnsensassare 1.19(b), 1.59
BOX PCT cuorrvevenresnsinsmnsssssssrsssssssssssssssessesssnssessssasssans vessereresenns 1.1(b)  Correction, certificate of v...ovcniermrsnrrsensassrsncsnires 1.322,1.323
BoX RCEXAM ..uvivrrennrecriserssesssnanes rereeseses s sa e sbsssssbesssees 1.1¢c)  Correction of iNVENtOrShIP ....ocevremsrrsrerrsrssmssrsessnssssussssssssnenenns 1.48
Briefs: Correspondence:
At final hearing in interference .......ovuemmscesomnsssseressesesns 1.656 All letters and communications to the Office to be addressed to
In petitions t0 COMMISSIONET .....cererrrmrreresenseesessnrssssasernns 1,181 the Commissioner of Patents and Trademarks .......cecenvvccsnennes 1.1
On appeal t0 BOAId ..covvuvueivrecmmsissccssnssmssnsssemmesmssssssesssssnes 1.192 Business with the Office to be transacted by ....c.oo.ccuvvireirssnne 1.2
Business to be conducted with decorum and courtesy ........ceuvenns 13 Discourteous communications returned..........oeevcsnnrecsnsannas 1.3
Business to be ransacied in WING ...eccvvvrerrsnreerrsnsssssenrmrnnseass 1.2 Double, with different parties in interest not allowed............ 133
Held with attorney or 8gent .......ocewermncmisnsmnsssnienssnes 1.33
' Identification of application or patent in letter relating to ....... 1.5
Certificate Of COTTECHION .. ressssssserssesesssnssencrsssssscse 1.322,1.323 May be held exclusively with assignec of entire interest....... 1.32
= et atsta et satins 1.20 NBIULE Of wovvvvirrcisirinrissenssnsesinmmossmssssiessnisessessessser s 14
Mistakes N0t COTTECIEd .uuvvnrunnrsnrrsmsiremnrarersonsissrsomssssssssnsess 1.325 Patent owners in reeXamination ..., 1.33(c)
Certificate of MATlING v..vvvevreerrrersscrssomrernsnsonssinssimssmssssssesssnsens 1.8 Receipt of letters and papers .......cocvsnismsisnscrnssasmmisssmesines 1.6
EXPICSS ML evvvoonnvecrasmsosnsrenmsrssmssesssssamassssissansmsssssmssssssssannonss 1.10 Resumed with principal, if power or authorization is revoked1.36
Certificate, RecXaMINAtON ......oc.ervvevrnervererersrrrmsresssssmssrossens 1.570 Rules for conducting in general iinninissisniiinnas 1.1-1.8
Certified copies of 1ecoTds, PAPETS, CLC. ..v.uvwrrrusersssssensssrenrinnss 1.13 Separate letter for cach subject of iNQUIrY woueimneciniissininess 1.4
Fee fOT CErtifiCation ..uumvrvessesscrsesssmsmmsnsossssssssesssssssssssssnenns 1.19(b) When no tomey O 8ENL ......wvvwssssererssssssssssssssrissssisasne 1.33
Chemical and mathematical formulas and tables ...........cccrveens 1.58 With attorney or agent after power or authorization is filed ..1.33
Citation of Prior art iii PAENL........ccevvererernersessersrscrrnsseescesrasns 1.501  Coupons sold by the Office .....oovvvvsnrinscsssenimisisnnnsinsssinnonsnens 1.24
Citation Of TEICTENCES ...urenserserrmeresississsssnssissssssssssssessssssssssnes 1.107  Court of Appeals for the Federal Circuit, appeal to.
CHVl BCHON wovvvvevvevvevssssssesssssessmssssssessssasssssasssssssssensseees 1.303, 1.304 (See Appeal to Court of Appeals for the Federal Circuit).
Claims (sec also Examination of applications):
Amendment of ..u....crsissorissece, SN 1.119 D
Conflicting, same appliCant OF OWIET ....vrerrrersroreersmrreonsens 1.78 Date of invention of subject matter of individual claims ......... 1.110
Date Of INVENLION O vuuvvrvervscvrssmmsnsmsssnmssessssessssmassarsssessssns 1.110  Day for taking any action or paying any fce falling on Saturday,
DIEPENACNL ..curirarrerrcssssseismearnssssssrimessssinssnsassrssmssassassassssssasnss 1.75 Sunday, or Federal holiday ........cocuimnimn 1.7
May be in dependent fOrm ......icinmiinies oo 1.75  Death or insanity of inventor ... 1.42,1.43
More than onc permitted ......... srrsrereressrstor s arastars R b s b astores 1.75 Decision by the Board of Patent Appeals and Interferences ....1.196
Multiple dependent ............... SO 1.75 Action following decision ..., 1.197
Must conform to invention and specification ... 1.75  Declaration (See also Qath in patent application):
Notice of reECtion Of c.ovcevenmrircnrersmrnsrssessersesrsssssssssersesnssns 1.104 Foreign language ........c.ccunvnnmmsmimmsnanmimnis e, 1.69
NUMDBELNG Of .evvevsvrcreerresrivnssnessssesnrenrrosseserserrsssassessssones 1.126 Inlicu of 0aLh «....cviriviicssriir e 1.68
Part of complete application ... eersenmsesssersromsemsneensns 1.51 In patent appliCAlION ....ovvunsmsesssssirsmin e essssrssssssresens 1.68
PIANIt PAICNL c.vvvvreverrrsesnrensrennrenssssssnessssssisesssssesssaessaimssssssssss 1.164  Definitions:
REJECHON OF w.crvvrnrverrentsssuvismrunensissntsnissanesssssssosansessensrasesssins 1.106 Independent INVENOr......onviiiinns s 1.9
REGUITEA c.vvvveeeeeesnsssissssnrssnssssssssssssssssssstsssssssssmsssssssssssssaens 1.75 National and international applications ......c.umsenmsssisssinnn 1.9
Twice or finally rejected before appeal....o.cvvecvemereninnrens 1,191 Nonprofit organization ............. ferses s e s an 1.9
Commissioner of Patents and Trademarks (sce also Petition to Small business CONCEIT .uuvmeronsirsmernsenisimsssssessensrnsersssessessonnen 1.9
Commissioner); SMAll ENLILY ovvvir i st st 1.9
AUIESS OF 1uvvvvrvenrnirisvrrsnsssrssmesssssssssmsssssssnsssessasssersemsissens 1.1 Terms under Patent Coopcrauon Treaty .oouenensinen. 1,401
All communications to Patent and Trademark Office 1o be Delivery of patent......... rers e s vresrr e s erseaanats 1.315
BAAICESCA 10 covvunvroseinnssorsecrsrssssssrissnssesissssersesesssnssasssssssasres 1.1 Deposit acCOUNtSs wo.evrrvivsvurennrnsarinns vrernaee cssnennnens P 1.25
Cases decided by Board rcopcncd only by vovecrninnsnin weeeens 1,198 Fees......... s DTSRI s 1.21(b)
Conduct of disbarment proceedings ........vevvrereimirisessivsserns 10.130  Deposit of computer program listings .....u...... Vs 1.96
INItAlEs FECKAMINALION vvvvvverererensiresrsirsieresismssors msssene 1.520 Depositions (Sce also Testimony in interferences):
May discipline attomeys and agents ......c.ecevvenrnnvensernernns 10,130 Certificate of officer to 4cCOMPANY .vvvvevserininrerinnsesersseen: 1.676
Reconsideration of cases decided by former.......oo.ccvrennnr, 1,184 Formalities to be observed in preparing ..c.oviveevvnnscrenreens 1.677
Reissue in divisions referred 10 oo 1.177 Person before whom taken ..vennes vennaenes e b 1.674
Return of papers in violation of rule ....... pevsrebetetarartrsionstasesens 1.3 To be sealed up, addressed, and forwarded to the
Complaints against examiners, how presented .......ovvreevrrirens 1.3 Commissioner ........ s e e 1.676
Composition of matter, specimens of ingredients may be When taken must be filed .....ooovvenienonmminnsannon, 1.678
TEQUITCA everervrrerrnrecsssssmarsirersrsonsssesrsssssssessrsssssessosssversassses 1.93  Description of invention, (Sce Specification.)
Computer program liStngs ..o vrsassnsrene ,1.96
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MANUAL OF PATENT EXAMINING PROCEDURE

Design Patent Applications: (Duty of disclosure)
Arrangement of specification ..o eommmmmsioronsssnn 1.154 Patent term eXtension ......eusmesesrssssorssns - . 1.765
ClaIM oot sssrosssarses 1.153 E
DIawing oo e 1,152 Eleciion of species .. " RN 1.146
Filing f€€ vovovnvmvevmrnnmsnnsmmssmsnnisssnsmsssssvesmmesnssssssnssessone 1.16(f)  Establishing small cnmy BLBLUS ovversrsmeronsensnssmmnssensissonsenns 1.27,1.28
Issue aNd (e i smsmsssosssnsmsssosssarsnssosses 1.155  Evidence. (See Testimony in interferences.)
ISSUC € coevrrerrenrerersivererenmsisresssresesssreessessrorsnsecrsssssnsonasassoses 1o 3 (D) Examination of applications:
D8l coevvnrseesemmrsnessmmssmmssnssssss s 1.153 Abandoned and forfeited applications not cited in ......ovveess 1.108
Rules applicable ... 1,151 Advancement Of eXaMINBLON v.rvmmsssssensimesssssssssenssssssasens 1.102
Title, description and €1aim ....vccmenvreinmnnnensmmmsien. 1.153 AS 10 FOTIN 1uversrversrorisnsonssssrsrssssssasssssssensessassassssnsssnes 1.104, 1.105
Determination of request for reexamination ......uevsenrsemmonns 1.515 Citation of rEferenCes .. 1.107
Disbarment of attorneys and AgENLS ....uevemscissmssrsieassesnes 10.23 Completeness 0 CXBININET’S BCHON wuvvivveosmrscssmsrassnsrsassess 1.108
Disclaimer, Statutory: EXaminer’s 8CHHOM vuvvurversrennmssssonsssnrssssnsssssissessresonsesssssasaes 1.104
During interference ... 1.662(a) International-type £eAICH v..irininimm i e 1.104
FEE vovrereireserrnemssnessimsrsassasesssassessssssasssssmsasssersossssssssnsrsssssssrens 1.20(d) Nature of CXAMINALON ...verererrrarecssesersrssessssasesssersssrsrsessas 1.104
Requirements of ... 1.321 Order of eXAMINALON 1uvvseinsissmmmmsmssesnssssssrssmmssisn 1.101
TEIMINGL ....vovisssrerrsirsasirenssissrsnssessisssseresssssssnsenssssssrsssorsesens 1.321 Reasons for alloWANCE ....ovvsisrsmssssvermmsersnsessesessssorsesess 1.19
Disclosure, amendments to not permitted ..ov s 1.118 Reexamination after rejection if requested ...ovivieinneninnnes 1111
Disclosure docUment fE2 ....crvvrirresmrerreserirersersersreressarsesss 1.21(c) Reexamination of original ¢laims upon reissue .o 1,176
Discovery in interferences ..ovmmmnsissersnsmsisorsernns 1.671,1.687 REIBSUC vovvvvvrimmsnsrirsnrnsisssmissrsmmssssrsnssarsssssssssssassssnssensissesess 1.176
Division. (See Restriction of application.) Rejection of claims ...iauinrcnmnimeimmmemommin, 1,106
Division of patent on FEiSSUC ... ummmsmsmssmesssiessmernsines 1.177 SUSPENSION Of wvovvrsurecsrsmmsarmarssrsarsssssrssnassssssesons e 1103
Document supply £Ee5 ....uvcsisermmismsnmmsmsmsmisssnessessmsssmsmsssnin 1.19 Examination of papers by attorney or agent not permitted
Drawing: without authOTIZAON wvvuenrmsrmreersssmreresssmsrssaesssrsisesn 1,34
Amendment of ..., 1.118,1.123 Examiners:
Arrangement of VIEWS ....ovcvmvsisncnsimmnmmmimmsminn 1.84(j) ANSWETS ON BPPEA] 1vovvvecrsreniminrernmsmscssssessiressmesessssor renses 1.193
Character of lines .....crvnmmirissimminmsmmmcimmssiiosmsinn 1.84(c) Complaints AZAINSL vv.vvieecesronmssursrrsessssesssmmasassionronssessrssossssss 1.3
Content of draWING cccvuisisescssssssnnmmmsinssnmemssm 1.83 TEIVIEWS Wil covvevevrrrseerenvssmrirssonsnrssorsensesssnssenemnssvasvessevens 1.133
Cost Of COPICS Of .vvvvivvsnrersesnssscmsmnnsmsmssinsrsronseseassassssrassrensaons 1.19 EXCCULOTE vvvverermmsrersensnvresassassererusesssssossssssrsssassorssvessavaserses 1.42,1.44
Design application .......oummsevmmmssssmsmsmssmorsessessssmisssssnns 1.152  Exhibits. (See Models and exhibits.)
EXLrancous maller ......vvusvermreesmseressasessnisssssesessesssssssssrseses 1.84(1) Export of (echnical data ....c.cvvsirinvsissssnssesmiserenmne 5.19,5.20
Figure for Official Gazetle ....ovrvvnvvninermssssnnonssioserinnins 1.84(k)  Express abandonment ..o ervesersenner 1.138
Filed with application ..., 1.81  “Express Mail” certificate of mailing ....oouvereenirsscerrisisessanes 1.6, 1.10
Hatching and shading ........cvvereemrmnienninmsmmosessinesines 1.84(d)  Extension of patent term
If of an improvement, must show connection with Applicant for ... P s 1,730
O SITUCLUTE ovvocvsssrvrnesnrmnsvensssrenssessassnmirerssssvosssssssssasssans 1.83 ApDHCALON fOF wuueruimrcnnmrminissmmssssmsnimms 1.740
Inferior or defective drawings will be rejected ...vnvviiriione 1.85 Calculation of term
Informal drawings ......ouversercissmssnmsnmssssssssessnsssmmssssssssnns 1.85 Food or color additive ..o 1,776
Location of Names ..o 1.84(1) Medical devICe ..vvvvverminreririmnossressrennsemmsrsssnsernsesressins 1.777
Must be described in and referred to specification ... 1.74 CertifiCale vuvvvmrrmemrersererrsrsrsnses drerer s e or e s e Yebees 1,780
Must show every feature of the invention ... 1.83 CONAILIONS fOF .ovvrvernnrirsmvernissvrremmnsessenessevssssesisasessasssser 1.720
Number of Sheets ... 1.84(c) Determination of eligibility ..oeeommsnucneesmsnnenenmenn 1.750
Original may be used with application for reissue.............. 1,174 Duty of dISCIOBUNE .vvcvveeirmnrnscassronnmersisssserssrosessrerasssmserssres 1.765
Paper and ink s 1.84(a) Filing date of application ......ccvmniersmmmmme 1.741
Plant patent appliclion ......uecrevsiesmmsssosmermnessssnssesns 1.81, 1.165 INLETIM CXLENBION vuvrsersursissesssasriermsasmisnsarsnrssesssisarsarsssssneres 1.760
Printed and published by Office when patented ........oorvnrens 1.84 Multiple appliCBUONS c...cvveiresmmmisicmememanmsersermasams 1.785
Reference characters .. 1.74, 1.84(f) Patents subJECt 10 s sssons 1.710
REISSUC wvvvvvsvnrvenssmissmmusmssissssssnsmissssisismsisssssssrmsesssssmsansarsssns 1.174 Withdrawal of appliCation ..o 1770
Required by law when necessary for understanding ......vees 1.81 EX1ension of IME ...cvvvcvmerverrmmvmmin oo - 1,136
L LN N 1.84(e) Fees cvvennernimeneininns e sosnerenns e w117
SHAMING vovvvrrcnsmrnmmmmsesnssmsmssstssssimesssssssssssans rsvsrsnsenonts 1.84(d) Interference proceedings o e .1.645
Size of sheet and marging .oovvemnmiimo, fenressnn 1.84(b) Reexamination proceedings ..o vttt e e rees 1.55((c)
Specific rules relating to preparation of drawings
will be enforced oo 1.85 F
Standards for drawings .......ccemmonmmmsmmmnin, 1.84  Fedoral Register, publication of rules in ... e 1.351, 1,352
Symbols, legends ...c.cmvimininimrismmiminsisiimin 1.84(8)  Fees and payment of money:
TranSICr cuvcvirinrninsmimnsmoissmenmimmisnmsn OO 1.88 COupons ..e.vvme: et rorasnesROE AL eEe IR e L LR et st RO veRoEenEREenERtROSORsEREROE 1.24
Transmission of drawings ..o 1.84(m) Deposit accounts ......... R rotorrersssesnenseosene rerserenetereresenes 1.25
Use of old drawings in new application ... 1.88 BXIENEION OF LME 1vvevesereserssrssssscrsesesesssesessorsesessreserssesssosstssens 1,136
VICWS oo smssnsssssnssisses 1.84(), (§) Fee on appeal to the Court of Appeals for the Federal Circuit
When necessary, part of complete application .....rirenn 1.51 provided by rules of court .. rerestesnnes rervennnee 1.301
Duty of dISCIOBUTE .vvvirsicssmrserssssasssssrenmsnssnssrsessssrearss 1.56, 1.555 Fees in case of petitions v S voeoresessnen [ 1.181
Rev. 7, Dec. 1987 R-100
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(Fees and payment of money:)

Fees payable in advance .o SR, 1.22
Foreign filing license petition .. 1.17(h)
For international-type search report ..o 1.21(e)
Method of PAYIMENE v 1.23
Money by mail at risk of 8ender ... 1.23
Money paid by MiBLEKE ..o.ivicsmmmsimonssmensnnsmnani 1.26
Petitions ovciniimnsniss s mmisesscsmmnein s 1.17
Reexamination request .ot 1.20{c)
REfUAAS .covnrvcenrnrcnmnmmmninimimsnimsnssssinmsssessmn 1.26
Relating to international applications ... 1.445
Schedule of fees and Charges ......cecrvsvmsmissnscsesecssosins 1.16-1.21
File wrapper continuing application procedure ... 1.62
Files and papers of abandoned applications, disposition ...........1.14
Files open to the public ... 1.11
Filing date of application ... 1.55
Filing fee part of complete application ......msesenamimons 1.51
FIlING fECB ivvnnenmmmmmninnnmisnosmssssosnsnmmnsst s s snssismonosns 1.16
Filing in Post Office oo 1.10
Filing of interference settlement agreements ... 1.666
Final rejection:
APPEB] fTOM wuvviiininiscsnmmsimsessssmimmo . 1.191
RESPONBE L0 wovvirercsrmaressmrersisresensusnsrsmesmsossassssssssessaans 1.113,1.116
When and how given.....icismimmmiomiinainnn 1,113
Foreign application ..o 1.55
License 10 file v..vcommmmmmmimiememmmsmnmemn 5.11-5.33
Foreign country:
Taking 0ath in ..o 1.66
Taking testimony in .o 1.684
Foreign patent rights acquired by government ........... 101,1-101.11
LACCIBING cvovornnnsurnermsmsmsssereversaranmsirerssssussssersssossssssines 102.1-102.6
Forfeited application, for nonpayment of issue fee....coumin 1,316
Not cited 88 TEfETENCe i 1,108
Formulas and tables in patent applications ... 1.58
Fraud practiced or attempted on OfiCe .cvvvrmonessesersisacorsnns 1.56
G
Gazette (Sce Official Gazette,)
General authorization to charge deposit 8CCOUNL wvvvversieririssis 1.25
General information and COeSpONUENCe .c..vrvivircrmesssresrsorsnn 1.1-1.8
Govermnment acquisition of foreign patent rights ......... 101.1-101.11
Government employee invention ... 1G0.1-100.11
Government employees, a5 aUOMEy OF AZENt vuuwrssmerisiienes 10.6
Government interest in patent, recording of c..ovveviinnsnsinns 7.1-7.7
Government invention jurisdiction ... 100.1-100.11
Government Patents Board ....onvovininiircrininnn 101.5-101.10, 102.5
Guardian of insane person may apply for patent ....oivinnoen 143
H
Hearings:
Before the Board of Patents Appeals and Interferences ... 1.194
Fee for appeal REAring ..o 1.17
In disbarment proceedings v 10.144
Of motions in INIEr{Erences ... e 1,640
Holiday, time for action expiring On ..o 1.6, 1.7
|
Identification of spplication, patent or registration ... 1.5
Independent inventor:
DefINON v 19
S1AIS BLAICMCENL cociirisiis i s s snessns 1.27
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Information disclosure siatement:

At time of filing application ..o s snessasrsrsane 1.51
Content of vvcvonnienmmnnsimoioeemmss. 1.98
Reex8MINGUON wuiamommissmsmmsoasnimonsensmosamens 1.555
To comply with duty of diBCIOBUTE wuivsenicmnesiniie 1.97
Updating prier (o issuance of Patent ... 1.99
Information, PUblIC .....cciimmmmmmmissnsmsiiisisssossissrsresssssss 1.15
Insane inventor, application by guardian of v 143

Interferences (See also Depositions, Motions in interferences,
Preliminary Ststement in interferer:ces):

Abandonment of the CONLERL ... 1.662
Access 10 apPlICALIONS suvemmimm i 1.612
Access 10 preliminary S11EMENL ..uvrevonincniiserassssons 1.631
Action by examiner after inferference ..o 1.664
Action if SIGILOTY bar 8PPEATS wereinernreinmsmiossnin s 1.659
Addition of new party by examiner-in-chief .......cvvvvirininnns 1.642
Amendment during .o, 1.615, 1.633, 1.634
Appeal to the Court of Appeals for the

Federal Circuit.. i 1.301, 1.302
ATDIHIBLON oot 1.690
Bricfs at final hearing ..., 1.656
Burden of proof ... 1.657
Civil 8CLON .o s 1.303
Claims copied from palent ..., 1.606, 1,607
Cleims of defented parties stand finally disposed of ............ 1,633
Concession Of PHOTILY v e 1.662
Conflicting partics having same 8UOINEY wuiimresssisesninnn 1,613
Copying claims from patent ... 1.606, 1.607
Declaration of interference v 1.611
Definition wccuioommmnmmmminimmnicssssssonisseossmsassnissssisiess 1.601
Disclaimer 10 avoid interference ..o 1.662(8)
DISCOVEIY wviivinnmninisien s 1.671, 1.658
Dissolution of ... . 1.633
Dissolution on mouon Of CXAMINCT wovvvnvrccrinenrrsninnsnininn 1.641
EX1ension of tIME .o 1.645
Failure of junior party to take 1eStmMONY v 1.652
Failure to preparc fOr v, 1.603-1.606
Final deciBion v oo 1.658
Final Rearing .ccvvuimionmmnnonmmmimisimm 1.654
Final hearing briefs .....ooovmmmmomimmimin 1.656
In what cases declared ...oovimnmanimimamismn 1.601
Inspection of cases of Opposing PATLES .o, 1.612
Interference with 8 patent .o 1.606-1.608
Junior party fails to overcome filing date of senior party ....1.640
Jurisdiction of INErfErence i, 1.614
Manner of service of PAPEIS i, 1.646
Matters congidered in determining priority ..coviiiisin. 1,658
MOUONS e 1.635-1.638
Nonpatentability argued at final hearing oo, 1,655
Notice and access o applications of opposing parties ....... 1.612
Notice of intent to argue abandonment ..... v 1,632
Notice 16 file civil RCLHON v o 1.303
Notices and BIBLEMENIS v.vvvcrvemrerirencsscssinersssmsmrimssesssssansns 1.611
Order 10 show cause, judgment on the record i, 1.640
Ownership of applications or patents involved . 1.602
Preliminary statement CONLENLS cuvueeririssmensensnes 1.622-1.625
Preparation fOr v 1.603-1.605
Presumption a8 10 order of invention ..., 1.657
Prosecution by 888IgNCE «vvviivemiminnimsmmnsssion, 1.643
Recommendation by Board of Patent Appeals and

INLErferenCes v 1,659
Records of, when open to public v 1.11
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MANUAL OF PATENT EXAMINING PROCEDURE

(Interferences:) Maintenance fecs
Reissue filed by patentee dUring .o, 1.662 Tirme for payment of .....cvcieninmsnssssmossmme. 1.362
Requests for {indings of fact and conclusions of law .......... 1.656  Microfiche COPY 6@ vuwerimcnnmsnmommmssssniinms 1.19(a)
Return of unauthorized papers oo wionmessns 1.618 Microfiche deposit .. mmnesmnenminems e 1.96
Review of decision by civil 86UHON .inninnsismisssinnin 1.303 Minimum balance in deposit 8CCOUNLS ...vvveininninsennn 1.25
SOME PATLY 1vrcrvnrerisronsmsosmnmesmarsissssmssi s sasssssssssssns 1.602  Misjoinder of INVERLOT i, 1.48, 1.324
Sanctions for failure to comply with rules of order ....ucunni .1.616  Mistake in patent, certificate thereof issued.......couuu. 1.322, 1,323
Second interference betwean same parties wu.wercmcinn, 1.665 Models and exhibits:
Service of PAPETS covi i 1.646 Copies Of 1o 1.95
Statement of, from examiner 10 Board ......icummeeanninnmsinnn 1.609 If not claimed within reasonable time, may be disposed
Status of claims of defeated applicant after interference .....1.663 of by COMMIBEIONET ...ovveninenmmencnessssmssnmoins 1.94
Statutory disclaimer by patentee during.......c.covvmsicesernsiesnns 1.662 If on examination r-odel be found necessary request
Suggestion of claims for INIEHErence ... 1.605 therefor will be made ... 1.91
Summary JUdgment ...coiisimonnssismesinonin 1.617 In contested CABEE ... misimesimmcnsmmisnesaanes s 1.676
Suspension of ex parte proseculioN .o 1.615 May be r3quired ..o 1.92
Termination of INterference ..o, 1.661 Model not generally required as part of application or patent 1.91
Testimony COPICS wivunioseremuscsmmssssmmmisisisn 1.653 Not to be taken from the Office except in custody of sworn
Time periods for cOMPIELON «.uvveiccisisinmnisesirsssisiresorsin 1.610 EMPIOYEE 1ovvinsisrersnsnissnsesmsrinssrsrsmisnsessssnsrssssemssssosssssises 1.95
Times for discovery and taking testimony ......oomimsmonin 1.651 RN Of .oovoviimniiemmamninnnmmnminsmmmmien st e 1.94
TrANSIAtONS covvirerssivrrersresssrsrnrersesorssssssssonsmsssssssssssessssssssssssses 1.647 Working model may be required ... 1.92
International application. (See Patent Cooperation Treaty.) Money. (See Fees and payment of money.)
International Preliminary Examining Authority ..c.vecsnin 1.416 Motions in iNteIference i 1.633-1.637
INIErVIEW SUMMELY woovcrmnersorsissercasssissensonmesmssssesssessssssiosissss 1.133 To take testimony in foreign COURtIies «.ovuvevciesnesierorsen 1.684
Interviews With eXaMINET c.o v, 1.133,1.560
Inventor (see also Applicant for patent, Qath in patent application): N
Death or insanity of ..o 142,143  Name of appliCant ..oueverenmmsmnersressmssmsmssnsiaers 1.41
Refuses to sign application .....uvsmvenminenmeisssesmienmessmosne 147  New matter inadmissible in application ... evvimniinirinerens 1.118
To make appliCAtion ..u.ceiniomrssmsmcimsmmmanmmsmi, 1.41 New matter inadmissible in reexamination ........ 1.530(d), 1.552(b)
Unavailable i 147  New matter inadmissible in TCIS8UE .v.vvviveriererireenisrssnsssrnnree 1.173
Inventor's certificate priority benefit ..o 1.55  Non-English language specification fee ......uummmcisssrorinrns 1.17(k)
Inventorship and date of invention of the subject matter of Nonprofit organization: Definition .....uvememiminanmi 19
individual ClaMS .ooviominnmmmmnssn o, 1.110 S181US SUALEINCAL .cvoireresreriressinsssnsesissssssssessrstostsssstsssassssssssnis 1.27
[SSUC SEC 1vuvsvisensersssssrmsnsenssssssrssossssssnssssssssossssesmissassarsonsnssssassenss 1.18  Notice:
Issuc of patent (See Allowance and issue of patent.) Of allowance of ppliCAION wu.uvvvvverssssinenrsemmesirasmninsrenne 1.311
Of appeal to the Court of Appeals for the Federal
J L8370 1 1.301, 1.302
Joinder of inventions in one application ... 1.141 Of arbitration BWArd ..., 1.335
JOINLIDVENMOTS civvvosisnnressimsmsssrensenimasessessansaenssissionns 1,45,147,1.324 Of defective reexamination request ...oee v vnssisineernns 1.510(€)
Joint patent 10 inventor and 88SIgNEE ..ovvevinmisrerisiesisees 1.46,1.334 OF INtErference .ovemmminmmmsmmimmismonm 1,611
Jurisdiction: Of oral hearings before the Board of Patent Appeals
After decision by Board of Patent Appeals and and Interferences .o, 1.194
INEITCrenCes v svevesvsiiimmssmsssssssssssmsmnsissssssssesses 1.197, 1.198 Of rejection of an application ... 1.104
After notice of lIOWANCE wevvieiemsesmmmmmiimsnoesmmin 1.312 Of taking testimony i 1.673
Government INVENLONS ....cvcommimienieercrmisesesesiirn 100.1-100.11 Of use of official records as evidence .....c.vuvirinniniinenns 1.682
Of contested Ca3¢ v 1.614 To conflicting parties who have the same atiorney or agent 1.613
L To parties in interference CasEs ... 1.611
Lapsed PRENUS (v 1.317
Legal representative of deceased or incapacitated inventor1.42-1.43 0
Letters to the Office. (See Correspondence.,) Outh i» patent application:(See also declaration)
LADFUEY SCIVICE FEC curvnrvimmmmsnssessnisssrsssssrsssuonssrasesssrorsansssssssinine 1.19(d) Apostilles ..ovnriiorinns he e R e S e st e Re RO R e bR R e srsn s 1.66
License and assignment of govemment interest in patent .... 7.1-7.3 Before whom taken in foreign COUNtries ..o 1.66
License for foreign filing ..o 5.11-5.17 Before whom taken in United States v 1.66
Licensing of government owned foreign patents.......... 102.1-102.6 By adminisirator or CXecutor . ucminsimenmisminmen 1.42,1.63
List of U.S, Patents classificd in a subclass, cost of ....vveniees 1.19(c) By guardian of insane person ... 1.43,1.63
Local delivery Dox rental.imiise oo 1.21(d) Certificate of Officer adminiSering .. 1.66
CONtAUAHOR-IN-PATL vovrerrnririmnnniiisesnnisanm. 1.63(d)
M DECIBEAUON cvvvvceisensssneeniessvennsienmmensssresmssmsssensssrssemmensesesses 1.68
MAINICTIANCE TEES vvvververrimrvrserersmererrsosssrstnurniressrsssenmmmesrsrsensines 1.20 Foreign IaNGUAEE ouiniiiinmmmrmmincsmminsnme s 1.69
Acceptance of delayed payment of i 1.378 International application ... 1.497
Fee adAress FO .o 1.363 Inventor's Cerlificate ... 1.63
Review of decision refusing to 46Cept .o, 1.377 Made by INVERLOr .vveenerenmnminminismismsnineni. 141,1.63
SUDINISEION OF cvovsrvrerersssrsesersrarsrassassssrssnsssarossarorss veerersensassrans 1.366 New oath required if original 60 01d . vererersrsnenn .1.63
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(Oath in patent application:) (Patent Cooperation Treaty)
Officers authorized o administer 08B ivininenniean v 1,66 International application reqUITEMENIE ..uwimieresniissnin: 1.431
Part of complete application ... SRR S— .} | ABBEACE 21vvcismvsesverssnrsssnsmaisserssiesss s s s o 1438
Person making .....ovcvenaness sersrsas e eneens S S— CIRIMB .vovvvrvnrsenssssnsmsnsissnmmsonsssosonssssnsnnrossssnssesssrasssarasess 1.436
Plant patent application ... Dt 1.162 DesCrplioN suveriisssinnsconsmsssmisnsinn s 1.435
Requirements of .....covnmeonaenmni prr s o 1.63 DEBWINGS wvvvenriscsnsnsmnimmmsssmsssmssaisssnscassmossssssmsssmaseen 1.437
Ribboned to other PAPEIS uvncirenorrimmmsmiseerssonsns visersaenens 1.66 Physical reqUIrements v mnnsinssoins 1.433
Sealed v rorst s n s bons 1.66 REQUEBL vvouvivenenrsrsmsesssmmsmnsnsissessassasssnssssossasans PR 1.434
SIgNALULE (0 wuvvcreennisrsasersrensnrons v e weener 1,57, 1,63 Internetional BUFBBU ....vuusiscmronssmsssisssrssscssssrsssssssnisssisse 1415
Supplemental oath for matier disclosed but not International Preliminary Examining Authority .....connins 1.416
originally claimed ...ocvmiimamemimmneominsin 1.67 Inventor deceasEd iuiimmmimsemsmessimnsnn e 1.422
To acknowledge duty of disclOsUre ... 1.63 Inventor insane or legally incapacitated . 1.423
When taken abroad to seal all papers ......imcosiensinnne sorornsnss 1 .66 Inventors, joint ..., e e s 1424
Oath in reissue application ovieusimimmmnmmanmm 1.175 National stage eXBMINALON ..o 1.496
Oath or declaration Ouarh or declaration at national BLAEE ....covvivevsissmicnniiiisiinns 1.497
Plant patent application .o i 1.162 Priority, claim fOF .o, 1.451
When international application cnters national 8tage ......... 1,497 Record copy to International Bureau, Transmittal
Object of the INVENLON .vvevsirissrnssssnsnrenns sesiss e 1.73 PrOCEAUEESE vrorerrrimrnsnescsnsns S s s 1.461
Office action time fOF TEEPONSE .ovenrivvsmsrmmmsismmisnisssssamsrmisens 1.134 Representation by attomey o 88ent. .. 1.455
Office fees. (See Fees and payment of money.) Rule 13 o mssmssenmmmsssssmsis 1.475
Officers and employecs, Government, acting as attorneys Time limits for processing applications .....uwmimen 1.465, 1.468
OF BEENB wvrvvervirvesmmsiensimsmsmsmnasesinans s v 10.6 United States as:
Official action, based exclusively upon the written record ..o 1.2 Designated Office ..o 1.414,1.497
Official business, should be transacted in WHUNEG vvovvnimronerernns 12 International Searching AUthority i 1413
Official Gazette: Receiving Office v 1.412
Amendments to rules published in......cooomnronseinriinnn prenens 1.351 Unity of invention:
One view of drawing published in ...cencnmimimmmnin 1.84 Before International Searching Authoriiy ... 1.475, 1476
Service of DOLCES IN vvvenrionemionmenmen et s seres 1.646 Before International Preliminary Examining
Oral BLAEMENLE v s s s s 1.2 AUOTILY sovsrnronsnrarnssensinor s e 1.487, 1,468
Order of eXamination ... P 1.101 National SUEE .venmenimmmmsmenmmiimmmsmimmn 1.499
Order 10 TEEXAMING uvuvvinrinrvssmsssssssnmsersinimasssissssissssonssursrsnmns 1.525 Protest to lack of .vvnmmien s 1,477, 1.489
Patent policy, government ... Ve 100.1-100.11
P Patentee notificd of interference .o R 1.602
Papers badly written, printing or typewriting required ....c..uue .1.52  Patents (see also Allowance and issue of Patent):
Papers nol received on Saturday, Sunday or holidays ... w 1.6 Available for license or sale, publication of notice ...ue 1.21(8)
Patent application (See Application for patent.) Certified copies of ...vmieinirss Do s 1.13
Patent attorneys and agents. (See Attomeys and agents,) Copying claims of .viiiinnn TN 1.606, 1.607
Patent Cooperation Treaty: Correction of errors in ... preren 1.322,1.323, 1.324
Amendments and corrections during international Date, duration and form ........... N 1.317
PIOCESBING vovvrseservrssmrreressesronssinresssisnssssssssessessssessmorssnarsse 1.471 DElIVEry Of wuovuororniesmuimsismmessnssnmmis s mmnrorsssorons 1,315
Amendments during preliminary examination ... v 1,485 Disclaimer ......... - . 1,321
Applicant for international application ......uemervmrereneas we 1421 Identification required in letters CONCEMING .ovvuinniinviriniens 1.5
Changes in person, name or address, where filed ..o 1.472 Lapsed, for nonpayment of i88u6 {C€ vi.uummmnimiie 1.317
Conduct of international preliminary examination ............ 1.484 Obtainable by civil action .......... D 1.303
DEfinition 0f LEEME weevenermemmmemmenmmisessssssssrorssees 1.401 Price of copies .cvmuimnininn Cr e e 1.19
Delays in meeting time limils .o e 1,468 Records of, open 10 public .vnmnunmimiimmnm 1.11
Demand for intemational preliminary examination ... 1,480 Reissuing of, when defective .o.civvvvnmnnnmninnnn 1.171-1.179
Designation of S181E8 . o 1,432 Payment of 668 v, 1.23
Entry into national BLAEE ...vv s e 1,491 Personal attendance UNNECEBEALY .uvuimii i 1.2
As 8 Gesignaicd office .o 1,494 Petition fOF reissue ocenanimmn ST 1.171,1172
As a1 elected OffiCe oo s v 1,495 Petition to Commissioner:
Fees: T O RS 10 ¥ |
Designation fecs . errstar s et nererseres wrerner 1,432 For delayed payment of iB8UE (86 vueivimnmnevricnnnemnn 1.317
Due on filing of international applicalion ..o 1.431(c) For license for foreign filing .....comnenimmmissmmmnin 5.12
Failure to pay results in withdrawal of For the revival of an abandoned application ....ussmmmsn 1137
application .o peesreen 1431(c),1.432 From formal objections or requirements ... 1,113, 1,181
Filing and processing fCe8 uenmmmmmminmssrsnsrismene wer 1,445 From requirement for restriction v Voo 1,144
NGUONAT SLALC vevvvrrvrrivresmirinsonsensinsrmsrvsrssssssmerarisrssnins e 1,402 Cieneral TGUITEMENIE v vru v s 1.181
International Preliminary Examination .. e 1,482 In interferences .....o.ou.e PR 1,644
REfUNUE vvvnvinsromeenismmmmsisisisssisrsesrsesssmessrens 1,446 In reexemination ... e e e s as e 1.515(c)
Filing by other than inVenlor ..o weeenns 1,425 On refusel of examiner to admit amendment ...c.couvivinininn 1,127
Questions not specifically provided foF v oo 1,182
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(Petition to Commissioner:)
Reconsideration of cases decided by former

COMMIBBIONETE sovsrsnsnrirsssursssssssssesssssssmsmsnssssesssasssnsrsenasnes 1.184
Suspension of FUlEE ..o 1.183
To exercise supervisory authorily wueeemneesmssosin 1.181
To make SPECIBI vrvvrerrcrrvcsnmsrnemsssimsnsnionssnssrsrsemssssssees 1.102
To strike apPlCBUONS .ovuvvircrnnirirmrenmesisrsnmsnsnssanesssses 1.56
Upon objection that appeal is informal ... 1.193

Plant patent applications:
APPHCANL covvtisrsnsnsnisnsnsnsenisnsisssssssee s s s 1.162
ClAIM vovirnsnairsnissmmsismsisnisnisnssssinmesmsmssessms 1.164
Declaration e 1.162
DeSCRIBLON wrirmrenssnioscsimnssmenissenesesarcesssenmmassssisassssssssssssons 1.162
DIBWINGE 1ovvrivinsisnsnsnsnsnsnsmmssni e sssnassissenssmasssans 1.165
EXGMINAtON vvorvvscvsinsesmsinrsnsmmsssssnscsosssssrsrsmsasssosssssssssssnns 1.167
Fee fOr COPICE v s smsssans 1.19
Filing feC. .o 1.16(g)
TBBUC fCL covvriirnsinvsminsnniniininsiisninii s ssssensessnsesrens 1.18(c)
L 1 PO 1.162
Rules applicable ..ouucninmmiinniisniniiisimn 1.161
SPECHfICAtON v vvsisere s sssimrni s sncsinssssssnssar s ssrsrssssssserssssess 1.163
SPECIMENS vovinivcinsvmmsnmmsnummsssmmism 1.166
Post i88URNCE FEES vvvvesnmirsmmssmninissmisi s scronissre 1.20
Post Office receipt a5 filing date ...vvvirensssinnsnnernsinniinenes 1.10
Postal emergency or iNIEmuplion ... 1.6(d)
Power of attorney. (See Attorneys or agents,)
Preliminary Examining Authority, International ...........ceunes 1416
Preliminary statement in interferences:
ACCEES 10 vovcrinsrsvssorsrssssssnmmsissssssrisssnssnsssmessisssnssasssisssessnsessseass 1.631
CONLENE 10 ivrverssnvasssrsssiinesissssssississaassseronsasssssnensaarenss 1.622-1.627
Contents of, invention made abroad ... 1.624
Correction of statement on MOUON ..uvvvvsrvvrnsiensrrrresorsrsrersesns 1.628
Effect of StAEMENt ...covmimsnsissmmmsnsimmmnmminiceinissonins 1.629
Failuge 10 file .ovrinesnsonesssissmsminensinsssonssessssnssises 1.639, 1.640
In case of motion 10 smend INCHEICNCE ..cvvvvire v ierenererreses 1.633
May be amended if defective .ovimiimcinninniinin 1.628
Reliance on prior application ....c.uimmcnenescmmnensinnions 1.630
Requirement fOr ...umessnvsninnnnssienccsmsnsinsmmsenns 1.621
Sealed before filing .o 1.627
Service on OpposINg PArtics v 1.621
Subsequent testimony alleging prior dates excluded ........... 1.629
When opened to iNEPECLION wuviviercvsissssisiriremmsnirsasssissssesesns 1.631
Printing teStimOnY ...oeumcnvnmsmsnisnrssmssisissinsrossisisisssnin 1.653
Prior art citation in Patent ... 1.501
Prior art may be made of record in patent file .......cocvenivenvnsnne 1.501
Prior art statement:
CONLENL OF vurvivrraisnrecsnsvsissinvessisisisismmsesssnmmmimsrsassssssesssrsmssns 1.98
In FECXAMINALON .ovvnssvsnernrivsmimusssissisisismssnisssissmssssisrsssns 1.555
To comply with duty of disclosure ... 1.97
Updating prior to issuance of patent ... vvvvcmimsmnminsin 199
Priority of invention, (Sece Interferences.)
Priority, sight of, under treaty or 1aw . 1.55
Processing and retention fEes ..vvnviircisnnsinnsineenissnin 1.21(b)
Protests 1o grants of PAIENL v, 1.291
Public InfOrmation ... 1.15
Public use proceedings ...oovvvmuniunsiniominmmmsnimesos 1.292
FEE wrvrinsmsmrimsssnsasssnsissssisimimsisissssssnsnsnsinsseasssssnsain 1.17¢j)
Publication:
Of patent based on international application ....wierens 1.318
Of reexamination CerifiCAIC ...vviivmnvmrirmmmmmmismrirsrern 1.570(f)
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Reasons for allowance ........ 1.109
Reconsideration of cases decided by a former Commissioner 1.184

Reconsideration of Office aCHHOM ...ccvcveiniccsnisnssrmmusniniens 1.112
Recording of assignments. (See Assignments and recording.)
Records of the Patent and Trademark Office .ovcurcrirararsns 1.11-1.15
Records used as evidence in iNferference v.vowemmmmeismoiscens 1.682
Reexamination:
Amendments, manner of MAaKing ........ceeienmeerenrsonsosscrrens 1.121(f)
Announcement in O.G. .o i.11(c)
Appeal 10 Board ......occninenineieinaninssn s 1.191
Appeal 10 CLAF.C. . o 1.301
CertifiCALE vvverevvnsnnrsserninsssssseraersnsissonsersnssassssessessasssssissssossen 1.570
CiVil BCHOM 1ocvvvinrinsmssssrsnsssissssssarsnsssiasnsssssssssssasssmressansasassses 1.303
Concurrent office proceedings .......ccuuccerrisnsmsssssnsisssesssnsess 1.565
Conduct of proceedings ..cevvverercrsisriminrscsssmssmrisrenseesssssnses 1.550
Correspondence address e 1.33(c)
Decision of TEQUESE ... rereriesmenisiiressssissssisnsiesesisronsons 1.515
Duty of diSClOSUTE ..covrirsinsisniiniisnsnsnsninsssinsnssssssonssrssersssnnss 1.555
EXaminer’s aCtion ....cucossevsssmmimnsnsiciesmesssenisisssnsrsrsasssns 1.104
FEL ovvvvernnmsnmiminsnmniensnsnismssmesninonasnssenssnssssssassssssssvassoss 1.20(c)
Fee charged to deposit 8CCOUNLE ..ocurrrvuvirreremsrarirsssrammasisnssrenes 1.25
Fee 1efund .....viinsnisnninsissisnsinioeam s 1.26
Identification in JEUET ... vereniernninmnssenecsmsessrerssssnenes 1.5(d)
Initiated by CommISSIONer ...cccvurivrsrervemsenrsercormisesaresessessssies 1.520
INErfErence ....vvieicissiiienssisnnnsinn e ssssnans 1.565
INLEPVIEWS cuvsrrimsisnssssnsisnssinsiensssnsesssnnsssensisssisssasessssmssessssnes 1.560
Open 10 PUDLIC wovvnmmnmsmimnmmnmmom e 1.11(c)
OFAET wiririinrsremsmmrssrmsmsesnonmemsssssmiiis s s ssssmssssrsasss 1.525
Reconsideration cu e 1.112
Refund of fee. oo, 1.26
Reply bY reqUEsIEr .uvmimiiimimmsmsosmioimsoismisissons 1.535
Reply to 8Ction ..cceniimisminminmiimmiimmie 1111
REQUEBL ...vvovnesr s s misssissssnssns 1.510
Response ConSideration ........cvweeseeirmensosiessesssesevensseessense 1.540
SCOPEL vvvrirnsrsrsrsrmnimarsssi s s seesssesssssssssssress sessraons 1.552
SEIVICE civvresrsrarersentrasnesniss s snsese s sisesssrassssesssssssesssssssanns 1.248
Statement of PALENt OWHET ..ucuciccirisninsimssnnni e 1.530
Reference characters in drawings ....cocee...vvinevnsvnsnrinns 1.74, 1.84(H)
References cited on examination ....ieeniivenns 1.104, 1.106, 1.107
Refund of money paid by miStake ... 1,26
Register of Government interest in patents ......covecnrvrvesevesens 7.1-1.7
Rehearing:
On appeal 10 Board ....ocoovevviinininonimninsemssssnsimnie 1.197
Petition for, when time for appeal stayed ...ovovvverniennisisonas 1.302
Reissues:
Applicants, 885INCES ...oivivisrsmmmimsininmsmnssismson 1.172
ApDLCAtion fOr TEISEUC .uverssoissisisirsninirmrersmsessssrsssmssssssssess 1171
Application made and sworn to by inventor, if living ......... 1.172
DeClarBtion v s 1.175
DIaWings oo s i 1.174
Examination of FEIBEUC .uvuuinsmrimsrsrnvensreesserrsirssensrnsesmrsens 1.176
Filed dusing interference ..o 1.662(b)
Filed during reeXamingtion ... 1.565
FIling fEe covimnmemonmncnnsmmisnmaniomisssssisms 1.16
Filing of announcement in Official Gazetie ..o 1.11
Grounds for and requirements .....ovusneersmesnserinen 1.171-1.179
JSBUE fEE wvvvvrvrnrmrncrsrnminsininunnsieiiiemenesssismsneres s 1.18(a)
Loss of original patent.....veineinmonmmmsnmesmimin 1.178
Notice of reissue applicaton .. 1.179
Qath oo 1.175
Open 10 PUBLIC v 1.11
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(Reissues:) Service of papers:
Original claims subject to reexamination......eeserssmmeinen 1.176 RELXAMINALION ...ceivireine st st sessesasssnenone 1.248
Original patent surrendered......coconeeee wesesnsseress 1,178 Shortened period for response ......cvieeserieens 1.136
Reissue in divisions 1.177 Signature:
Specification.... . . 1173 Of atlorney Or 8ZENL ..covrrcenrmreceessossonscsanens 1.346
Take precedence in order of examination .......uewsessussasss 1.176 To amendments, etc., When No BUHOMEY ......covrercrnserrssersesesss 1.33
To contain No NEW MAET ......ccmsinsnsisieesmmsisrmsessssess 1.173 To express abandonmMENLt ... .c.eccierererenastsismseserssmeeses 1.138
What must accompany application ........ceusesusesecesses 1.171, 1.172 TO 08N crvevcrrenriennerre e sisesssnersaresesnsesessarsasessessensae 1.57, 1.63
When in interference ...cumismsmssnmsnmsiiserormsmsseseres 1.660 To reissue oath or deClaration .........c.ouemerssserscsessssnenseenns 1.172
Rejection: $mall business concern:
After two rejections appeal may be taken from DEfIftiOn ...ccovveriireiriisianstirsisnscensinmessisssmsossssssssnssessasssssrommenes 1.9
examiner to Board ..... sesenenarsrenesas . 1.191 SLAtUS SLALGMENL . .cuivitencnessicternrersninesesnersmsnssnsssssnesss T 1.27
Applicant will be notified of rejection with reasons and Small entity:
references ..... . e 1.104 DefiNition ... 1.9
Based on fraud or violation of duty of disclosure .......ocecenene 1.56 License to Federal AEncy ........cvvenninnesssssssssssssissssnsenns 127
Examiner may rely on admissions by applicant or StALEMENL ceeeeirrirrcr sttt s rer s ssaasesaonsasnsasns 1.27
patent owner, or facts within examiner’s knowledge ....1.106 Statement in parent appliCAtion ......cuuivecrisssresisncssssssssesuctsases 1.28
FANEL cvoicecereensiinnsnsnimsrsssisisnssennisonsissssssssvssssssisaenosssseses 1.113 Status establiShment .........ccocovicvininninnecsnsneisrnenssnsnnenne 1.27,1.28
Formal objections .......ucerseerseens 1.104, 1.105 SLAtus UPALe ...c.cvviirimiionintinnnsicsinssnssssssrsseneissresssssssserens 1.28
On account of invention shown by others but not claimed, Species of invention claimed ..........ccccceorvneecrernscncsinins 1.141, 1.146
ROW OVETCOME cuvrirerirsisrneinesisisnsesessssssssssnasssssssssassnsens 1.131 Specification (see also Application for patent, Claims):
References will be Cited .......cccvievccncscenricrscrcrenscrcsnnesennns 1.106 ADSIACE ocvnicnieriniemsestinsnessinisssisssssssessssstoressssssssssnsessassnsnes 1.72
Requisites of notice of .......cmennminsesisnienersienss 1.104, 1.106, 1.107 AMENAMENLS 10 vvvveerrerersicrrisnerresserssemsressesaose 1,117, 1.118, 1.125
Reply brief...ccnmecmincicrensminsscsssmisinnsssnsamissinsmassssiasssnoasaes 1.193 ATTangement Of .........covvevermreericorseneessesnssensassorsrsssessssssssssnses 1.77
Reply by applicant or patent owner ..........c.ccc.... . 1L111 BeSt MOGE ...cuvneveiriiirirrinniniss i asiosesrosensaasssnssonss 1.7
Reply DY FEQUESLET .....ovnvenrmsisnsnsssmscsismsrasssesnsiansasarsossassessscsns 1.535 ClBIN vt svosssessse s sessrseses e seserssesssssssssssssssssss 1.75
Representative CaPACItY . e sessssssnsssnsssoress 1.34(a) Contents Of ...uvvivereicisiicisrctrssis e 1.71-1.75
Request for reconsideration ..., 1.112 Cross-references to other applications ........ceveeesesensernenseens 1.78
Request for reeXamination ... sismseresessssassnsssssssssrsns 1.510 Description of the inVention............ccovmmemiminemenmn 1.71
Reservation clauses not permitted.........ccocvvrrcencmsnsnrermncnsianseens 1.79 Erasures and insertions must not be made by applicant.......1.121
Response time to Office aCtioN ...coivciviniescsenssnrerssssmnsssssssessanss 1.134 If defective, reissue to COITECt ....cuvmmvininisnuiserenises 1.171-1.179
Restriction of application...........cocecvereremrerersesenesansscssssns 1.141-1.146 Must conclude with specific and distinct claim ........coeneiervenne 1.75
Claims to nonelected invention withdrawn .......oevecesiinnes 1.142 Must point out new improvements specifically ........c.cuerenes 1.71
Constructive eleCtion e ssmmcssesssssssseessaserssesnsessssesssasrscesess 1.145 Must refer by figures to drawings .......uiieissssmmnsen 1.74
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PRACTICE BEFORE THE PATENT AND
TRADEMARK OFFICE

PART 10 - REPRESENTATION OF
OTHERS BEFORE THE PATENT AND
TRADEMARK OFFICE

§ 10.1 Definitions.

§ 10.2 Director of Enrollment and Discipline.
§ 10.3 Commitiee on Enrollment,

§ 10.4 Commiutee on Discipline.

INDIVIDUALS ENTITLED TQ PRACTICE BEFORE THE
PATENT AND TRADEMARK QOFFICE

§ 10.5 Register of attorneys and agents in patent cases.

£ 10.6 Registration of attomneys and agents,

§ 10.7 Requirementst for registration,

§ 10.8 Oath and registration fee.

§ 10.9 Limited recognition in patent cases,

£ 10.10 Individuals not registered or recognized to practice in patent
cascs,

§ 10,11 Removing names from the register,

8 10.12 - 10,13 [Reserved)

§ 10.14 Individuals who may practice before the Office in trademark
and other non-patent cases.

§ 10.15 Refusal to recognize a practitioner.

§6 10,16 - 10,17 [Reserved)

§ 10.18 Signature and certificate of practitioner.

£10.19 [Reserved])

PATENT AND TRADEMARK OFFICE CODE OF
PROFESSIONAL RESPONSIBILITY

§ 10.20 Canons and Disciplinary Rules.

§10.21 Canon 1,

§ 10,22 Maintaining integrity and competence of the legal profession.
8 10.23 Misconduct

§ 10.24 Disclosure of information to authoritics.

66 10.25 - 10.29 [Reserved]

£ 10.30 Canon 2.

§ 10.31 Communications concerning & practitioner’s services,
§ 10.32 Advertiging,

§ 10.33 Direct contact with perspective clicnis.

§ 10.34 Communications of fields of practice.

£10.35 Firm names and letterheads,

§ 10,36 Fees for legal services,

§ 10,37 Division of fees among practitioners,

4§ 10.38 Agreements restricting the practice of a practitioner,
§10.39 Acceptance of employment,

§ 10.40 Withdrawal from employment.

£810.41 - 1045 [Reserved)

§10.46 Canon 3.

§ 10,47 Aiding unauthorized practice of law,

§10.48 Sharing legal fees,

¢ 10.49 Forming a partniership with a non-practitioner,

§6 10,50 - 10.55 [Reserved]

£ 10.56 Canon 4,

§ 10,57 Preservation of confidences and seerets of a client,
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§8 10.58 - 10.60 {Reserved]

§ 10.61 Canon 5.

§10.62 Refusing employment when the interest of the practitioner may
impair the practitioner's independent professional judgment.

§ 10.63 Withdrawal when the practitioner becomes a witness.

§ 10.64 Avoiding acquisition of interest in litigation ot proceeding
before the Office.

§ 10.65 Limiting business relations with a client,

§ 10.66 Refusing to accept or continue employment if the interests of
another client may impair the independent profersional
judgment of the practitioner.

§ 10.67 Settling similar claims of clients.

§ 10,68 Avoiding influence by others than the client.

§8 10.69 - 10.75 [Reserved)

§ 10.76 Canon 6.

§ 10.77 Failing to act competently.

§ 10.78 Limiting liability to client.

§§ 10.79 - 10.82 [Reserved]

§10.83 Canon7.

§ 10.84 Representing a client zealously.

§ 10.85 Representing a client within the bounds of the law.

§10.86 [Reserved]

§ 10.87 Communicating with one of adverse interest.

§ 10.88 Threatening criminal prosecution.

£10.89 Conduct in proceedings.

§§ 10.90-1091 [Reserved]

§ 10,92 Contact with witnesses.

§ 10.93 Contact with officials.

§610.94 - 10.99 (Reserved]

§ 10.100 Canon 8,

§ 10.101 Action as a public officisl.

§10.102 Statements concerning officials.

§ 10,103 Practitioner candidate for judicial office.

§6 10,104 - 10.109 [Reserved]

£10.110 Canon 9.

§ 10.111 Avoiding even the appearance of impropriety.

§ 10,112 Preserving identiiy of funds and property of client,

$§ 10.113 - 10.129 [Reserved)

INVESTIGATIONS AND DISCIPLINARY PROCEEDINGS

§ 10.130 Reprimand, suspension or exclusion.

§10.131 Investigations.

§ 10.132 Initinting a disciplinary proceeding; reference o an
administrative Jaw judge.

§10.133 Conference between Director and practitioner; resignation,

§ 10.134 Complaint.

$ 10.135 Service of complaint.

§10.136 Answer to complaint.

§ 10.137 Supplemental complaint.

§ 10.138 Contested cose.

§ 10,139 Administrative law judge; appoiniment; responsibilities;
review of interlocutory orders; stays.

§10.140 Representative for Dircctor or respondent,

§ 10.141 Filing of papers.

§ 10,142 Service of Papers.

§ 10.143 Motions,

§ 10,144 Hearings.

& 10,145 Proof; varience; amendment of pleadings.

§ 10,145 - 10.148 [Rserved].

§ 10,149 Burden of Proof.

£ 10.150 Evidence,
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§ 10,151 Depositions.

§ 10,152 Discovery.

§ 10.153 Proposed findings and conclusions; post-hearing me
morandum,

§ 10.154 Initial decision of administrative law judge.

§ 10.155 Appeal to the Commissioner.

§ 10.156 Decision of the Commissioner.

§ 10.157 Review of the Commissioner's final decision.

§ 10.158 Suspended or excluded practioner.

§ 10.159 Notice of suspension or exclusion.

§ 10.160 Petition for reinstatement.

§ 10.161 Savings clause.

§§ 10.162 - 10.169 [Reserved].

§ 10.170 Suspension of rules.

§ 10.1 Definitions.

This part governs solely the practice of patent, trademark,
and other law before the Patent and Trademark Office. Nothing
in this part shall be construed to preempt the authority of each
State to regulate the practice of law, except (o the extent
necessary for the Patent and Trademark Office to accomplish its
federal objectives. Unless otherwise clear from the context, the
following definitions apply to this part:

(a) “ Aflidavit” means affidavit, declaration under 35 U.S.C.
25 (sce § 1.68 and § 2.20 of this subchapter), or statutory
declaration under 28 U.S.C. 1746.

(b) “Application” includes an application for a design,
plant, or utility patent, an application to reissue any patent, and
an application to register a trademark.

(c) “Attorney” or “lawyer” means an individual who is a
member in good standing of the bar of any United States court
orthe highestcourtof any State. A “non-lawyer” isaperson who
is not an attorney or lawyer,

(d) “Canon” is defined in § 10.20(a).

(¢) “Confidence” is defined in §10.57().

(H “Differing interests” include every interest that may
adversely affect cither the judgment or the loyalty of a practitio-
ner to aclient, whether it be a conflicting, inconsistent, diverse,
or other interest.

(g) “Director” me¢ans the Director of Enrollment and Disci-
plinc.

(h) “Disciplinary Rule” is defined in § 10.20(b).

(i) “Employee of a tribunal” includes all employees of
courts, the Office, and other adjudicatory bodies.

() “Giving information” within the meaning of § 10.23(c
(2) includes making (1) a written statement or representation or
(2) an oral statement or representation,

(k) “Law firm"” includes a professional legal corporation or
a partnership.

() “Legal counsel” means practitioner.

(m) “Legal profession” includes the individuals who are
lawfully engaged in practice of patent, trademark, and other law
before the Office.

(n) “Legal service” mecans any legal service which may
lawfully be performed by a practitioner befcre the Office,

(0) “Legal System” includes the Office and courts and
adjudicatory bodies which review matters on which the Office
has acted.
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(p) “Office” means Patent and Trademark Office.

(@) “Person” includes a corporation, an association, a trust,
a partnership, and any other organization or legal entity.

(r) “Practitioner” means (1) an attorney or agent registered
to practice before the Office in patent cases or (2) an individual
authorized under 5 U.S.C. 500(b) or otherwisc as provided by
this Subchapter, to practice before the Office in trademark cases
or oiher non-patent cases, A “suspended or excluded practitio-
ner” is a practitioner who is suspended or excluded under §
10.156. A “non-practitioncr” is an individual who is not a
practitioner.

(s) A “proceeding before the Office” includes an applica-
tion,arccxamination,a protest, a public use procceding, a patent
interference, an inter partes trademark proceeding, or any other
proceeding which is pending before the Office.

(1) “Professional legal corporation” means a corporation
authorized by law to practice law for profit.

(u) “Registration” means registration to practice before the
Oflice in patent cases.

(v) “Respondent” is defined in § 10.134(a)(1).

(w) “Secret” is defined in § 10.57(a).

(x) “Solicit” is defined in § 10.33,

(y) “State” includes the District of Columbia, Puerto Rico,
and other federal territorics and possessions.

(z) “Tribunal” includes courts, the Office, and other adjudi-
catory bodies.

(aa) “United States™ means the United States of America, its
territorics and possessions.

[Added 50 FR 5172, Feb. 6, 19885, cffective Mar, 8, 1985}

§ 10.2 Director of Enrollment and Discipline.

(@) Appointment. The Commissioner shall appoint a
Director of Enrollment and Discipline. In the event of the
absence of the Director or a vacancy in the Office of the
Director, the Commissioner may designate an employee of the
Office to serve as acting Director of Enrollment and Discipline.
The Director and any acting Dircctor shall be an active member
in good standing of the bar of a State.

(b) Duties. The Dircctor shall:

(1) Receive and act upon applications for registration,
prepare and grade the examination provided for in § 10.7(b),
maintain the register provided for in § 10.5, and perform such
other duties in connection with enrollment and recognition of
attorneys and agents as may be necessary.,

(2) Conductinvestigations into possible violations by prac-
titioners of Disciplinary Rules, with the consent of the Commit-
tee on Discipline initiate disciplinary proceedings under §
10.132(b), and perform such other duties in connection with
investigations and disciplinary proceedings as may be neces-
sary.

(¢) Review of Director' s decision. Any final decision of the
Dircctor refusing to register an individual under § 10,6, recog-
nize an individual under § 10.9 or § 10.14(c), or rcinstate &
suspended or excluded petitioner under § 10,160, may be
reviewed by petition to the Commissioner upon payment of the
fee sct forth in § 1.21(a)(5). A petition filed more than 30 days
after the date of the decision of the Dircctor may be dismissed
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as untimely. Any petition shall contain (1) a statcment of the
facts involved and the points to be reviewed and (2) the action
requested.  Briefs or memoranda, if any, in support of the
petition shall accompany or be embodied therein. The petition
will be decided on the basis of the record made before the
Dircctor and no new evidence will be considered by the
Commissioner in deciding the petition, Copies of documents
already of record before the Director shall not be submitted with
the petition. An oral hearing on the petition will not be granted
except when considered necessary by the Commissioner.,

(OMB Control No. 0651-0012.]

|Added 50 FR 5173, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.3 Committee on Enroilment.
(a) The Commissioner may establish a Committee on En-
rollment composed of one or more employees of the Office.
(b) The Committee on Enroliment shall, as necessary, ad-
vie the Director in connection with the Director’s duties under

§ 10.2(b)(1).
|Added 50 FR 5173, Feb. 6, 1985, effective Mar, §, 1985)

§ 10.4 Committee on Discipline.

(a) The Commissioner shall appoint a Committce on Disci-
pline, The Committec on Discipline shall consist of at least
three employees of the Office, none of whom reports directly or
indircctly to the Director or the Solicitor. Each member of the
Committee on Discipline shall be a member in good standing of
the bar of a State.

(b) The Committee on Discipline shall meet at the request
of the Director and after reviewing evidence presented by the
Dircctor shall, by majority vote, determine whether there is
probable cause 1o bring charges under § 10.132 against a
practitioncr. When charges are brought against a practitioner,
no member of the Committee on Discipline, employee underthe
dircction of the Director, or associate solicitor or assistant
solicitor in the Office of Solicitor shall participate in rendering
a decision on the charges.

(¢) Nodiscovery shall be authorized of, and no member of
the Committee on Discipline shall be required to testify about,
deliberations of the Committee on Discipline.

[Added 50 FR 5173, Feb, 6, 1985, effective Mar. 8, 1985)

INDIVIDUALS ENTITLED TO PRACTICE BE-
FORE THE PATENT AND TRADEMARK OFFICE

§ 10.5 Register of attorneys and agents in patent
cases,

A register of attorneys and agents is kept in the Office on
which are entered the names of all individuals recognized as
entitled to represent applicants before the Office in the prepara-
tion and prosecution of applications for patent, Registration in
the Office under the provisions of this part shal{ only entitle the
individuals registered to practice before the Office in patent
cases,

[Added 50 FR 5173, Feb, 6, 1985, effective Mar. 8, 1985)

§ 10.6 Registration of attorneys and agents,
@) Auorneys. Any citizen of the United States who is an
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attorney and who fulfills the requirements of this part may be
registered as a patent attorney to practice before the Office.
When appropriate, any alien who is an auorney, who lawfully
resides in the United States, and who fulfills the requirements of
this part may be registered as a patent attorney Lo practice before
the Office, provided: Registration is not inconsistent with the
terms upon which the alien was admitied 1o, and resides in, the
United States and further provided: The alien may remain
registered only (1) if the alien continues to lawfully reside in the
United States and registration does not become inconsistent
with the terms upon which the alien continues to lawfully reside
in the United States or (2) if the alien ceases to reside in the
United States, the alien is qualified to be registered under
paragraph (c) of this section. See also § 10.9(b).

(b) Agents. Any citizen of the United States who is not an
attorney and who fulfills the requirements of this part may be
registered as a patent agent 1o practice before the Office. When
appropriate, any alien who is not an attorney, who lawfully
resides in the United States, and who fulfiils the requirements of
this part may be registered as a patent agent to practice before the
Office, provided: Registration is not inconsistent with the terms
upon which the alien was admitted to, and resides in, the United
States, and further provided: The alicn may remain registered
only (1) if the alien continues to lawfully reside in the United
States and registration does not become inconsistent with the
terms upon which the alien continues to lawfully reside in the
United States or (2) if the alien ceases to reside in the United
States, the alien is qualified to be registered under paragraph (c)
of this section. Sec also § 10.9(b).

NOTE: Allindividuals registered prior to November 15, 1938, were
registered as attorneys, whether they were attomeys or not, and such
registrations have not been changed.

(¢) Foreigners. Any foreigner not a resident of the United
States who shall file proof to the satisfaction of the Director that
he or she is registered and in good standing before the patent
office of the country in which he or she resides and practices and
who is possessed of the qualifications stated in § 10.7, may be
registered as a patent agent to practice before the Office for the
limited purpose of presenting and prosecuting patent applica-
tions of applicants located insuch country, provided: The patent
office of such country allows substantially reciprocal privileges
to those admitted to practice before the United States Patentand
Trademark Office. Registration as a patent agent under this
paragraph shall continuc only during the period that the condi-
tions specified in this paragraph obtain.

(d) Government employees. Any officer or employee of the
United States who is disqualified by statute (18 U.S.C. 203,205)
from practicing as an attorney or agent in proceedings or other
matters before Government departments or agencies, may not
be registered to practice before the Office. If any registered
attorney or agent becomes an officer or employce of the United
States who is disqualilied by statuie from practicing as an
attorney or agent in proceedings and other matters before
Government departments or agencies, his or her name shall be
endorsed as inactive on the register during the period of any
employment by the United States. An officer or employee of the
United States whose official dutics require the preparation and
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prosecution of applications for patent and who fulfills the
requirements of this part may be registered to practice before the
Office to the extent necessary to carry out his or her official
duties, A written statement describing the official duties of the
officer or employee and signed on behalf of the agency employ-
ing the officer or employee may be required by the Director.

(¢) Former Office employees. Noindividual who hasserved
in the Office will be registered after termination of his or her
services, nor if registered before such service, be reinstated,
unless he or she signs a written statement indicating that he or
shchasread 18 U.S.C. 207. No individual who has served in the
patent examining corps of the Office will be registered after
termination of his or her services, nor if registered before such
service, be reinstated, unless he or she signs a written undertak-
ing (1) not to prosecute or aid in any manner in the prosecution
of any patent application pending in any patent examining group
during his or her period of service therein and (2) not to prepare
or prosecute or to assist in any manner in the preparation or
prosccution of any patent application of another (i) assigned to
such group for examination and (ii) filed within two years after
the date he or she left such group, without written authorization
of the Director. Associated and related classes in other patent
cxamining groups may be required to be included in the under-
taking or designated classes may be excluded from the under-
taking. When an application for registration or rcinstatement is
made after resignation from the Office, the applicant will notbe
registered or reinstated if he or she has prepared or prosecuted
or assisted in the preparation or prosecution of any patent
application as indicated in this paragraph,

[OMB Control No, 0651-0012.]

[Added 50 FR 5173, Feb. 6, 1985, effective Mar, 8, 1985]

§ 10.7 Requirements for registration.

(a) No individual will be registered to practice before the
Officc unless he or she shall:

(1) Apply to the Commissioner in writing on a form
supplied by the Director and furnish all requested information
and material and

(2) Establish to the satisfaction of the Director thathe or she
is:

(i) Of good moral character and repute;

(ii) Possessed of the legal, scientific, and technical quali-
fications necessary to enable him or her to render applicants
valuable service; and

(iii) Is otherwise competent to advise and assistapplicants
for patents in the presentation and prosecution of their applica-
tions before the Office.

(b) In order that the Dircctor may determine whether an
individual sccking to have his or her name placed upon the
register has the qualifications specificd in paragraph (a) of this
section, satisfactory proof of good moral character and repute
and of sufficient basic training in scientific and technical mat-
ters must be submitted to the Director, Except as provided in this
paragraph, cach applicant for registration must take and pass an
examination which is held from time to time, Each application
for admission to take the examination for registration must be
accompanicd by the fee set forth in § 1,21(a)(1) of this subchap-
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ter. The taking of an examination may be waived in the case of
any individual who has actively served for at lcast four years in
the patent examining corps of the Office. The examination will
not be administered as a mere academic exercise.

(¢) Within two months from the date an applicant is notified
that he or she failed an examination, the applicant may request
regrading of the examiaation upon payment of the fee set forth
in § 1.21(a)(6). Any applicant requesting regrading shall par-
ticularly point out the errors which the applicant believed
occurred in the grading of his or her examination. ‘

[OMB Control No. 0651-0012.]

[Added 50 FR 5174, Feb. 6, 1985, cffective Mar, 8, 1985]

§ 10.8 Oath and registration fee.

Before an individual may have hisor her name entercd onthe
register of attorneys and agents, the individual must, after his or
her application is approved, subscribe and swear to an oath or
make adeclaration prescribed by the Commissioner and pay the
registration fee set forth in § 1.21(a)(2) of this subchapter.

[OMB Ccntrol No. 0651-0012.]

[Added 50 FR 5174, Feb. 6, 1985, cffective Mar, 8, 1985]

$ 10.2 Limited recognition in patent cases.

(a) Any individual not registered under § 10,6 may, upon a
showing of circumstances which render it necessary or justifi-
able, be given limited recognition by the Director to prosecute
asattorney or agenta specified application or specified applica-
tions, but limited recognition under this paragraph shall not
extend further than the application or applications specified.

(b) When registration of a resident alien under paragraphs
(a) or (b) of § 10.6 is not appropriate, the resident alien may be
given limited recognition as may be appropriate under para-
graph (a) of this section,

[Added 50 FR 5174,Feb. 6, 1985, effective Mar. 8, 1985)

§ 10.10 Individuals not registered or recognized to
practice in patent cases.

Only practitioners who are registered under § 10.6 or indi-
viduals given limited recognition under § 10.9 will be permitted
to prosecute patent applications of others before the Office,

[Added 50 FR 5175, Fcb. 6, 1985, effectiveMar, 8, 1985)

§ 10.11 Removing names from the register,

(a) Registered attorneys and agents shall notify the Direc-
tor of any change of address. Any notification to the Director of
any change of address shall be separate from any notice of
change of address filed in individual applications.

(b) A letter may be addressed to any individual on the
register, at the address of which separate notice was last re-
ceived by the Director, for the purpose of ascertaining whether
such individual desires to remain on the register, The name of
any individual failing to reply and give any information re-
quested by the Dircctor within a time limit specified will be
removed from the register and the names of individuals so
removed will be published in the Official Gazette. The name of
any individual so removed may be reinstated on the register as
may be appropriate and upon payment of the fee set forth in §
1.21(a)(3) of this subchapter.
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[OMB Control No, 0651-0012.)
{Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985)

€8 106.12 - 10.13 [Reserved]

§ 10.14 Individuals who may practice before the
Office in trademark and other non-patent
cases.

(8) Attorneys. Any individual who is an attorney may
represent others before the Office in trademark and other non-
patentcases. Anattorney is not required to apply for registration
or recognition to practice before the Office in trademark and
other non-patent cases.

(b) Non-lawyers. Individuals who arc not attorneys are not
recognized to practice before the Office in rademark and other
non-patent cases, except that individuals not attorneys who
were recognized to practice before the Office in trademark cases
under this chapter prior to January 1, 1957, will be recognized
as agents to continue practice before the Office in trademark
cases.

(c) Foreigners. Any foreign attomey or agentnot a resident
of the United States who shall prove to the satisfaction of the
Director that he or she is registered or in good standing before
the patent or trademark office of the country in which he or she
resides and practices, may be recognized for the limited purpose
of representing parties located in such country before the Office
in the presentation and prosecution of trademark cases, pro-
vided: The patent or trademark office of such country allows
substantially reciprocal privileges to those permitied to practice
in trademark cases before the United States Patent and Trade-
mark Office. Recognition under this paragraph shall continue
only during the period that the conditions specified in this
paragraph obtain.

(d) Recognition of any individual under this section shall
not be construed as sanctioning or authorizing the performance
of any act regarded in the jurisdiction where performed as the
unauthorized practice of law.

(e) No individual other than those specified in paragraphs
(a), (b), and (c) of this section will be permitted to practice
before the Office in trademark cases. Any individual may
appear in a trademark or other non-patent case in his or her own
behalf, Any individual may appear in a trademark case for (1) a
firm of which he or she is an member or (2) a corporation or
association of which he or she is an officer and which he or she
is authorized to represent, if such firm, corporation, or associa-
tion is a party to a trademark proceeding pending before the
Office,

[Added 50 FR 5175, Feb, 6, 1985, effective Mar. 8, 1985]

§ 10.15 Refusal to recognize a practitioner,

Any practitioner authorized to appear before the Office may
be suspended or excluded in accordance with the provisions of
this part. Any practitioner who is suspended or excluded under
this subpart or removed under § 10,11(b) shall notbe entitled to
practice before the Office,

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985]

§6 10.16 - 10,17 [Reserved]
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§ 10.22

§ 10.18 Signature and certificate of practitioner,

(a) Every paper filed by a practitioner representing an appli-
cant or pariy 10 a proceeding in the Office must bear the
signature of, and be personally signed by, such practitioner
except those papers which are required to be signed by the
applicant or party. The signature of practitioner to a paper filed
by him or her, constitutes a certificate that:

(1) The paper has been read by the practitioner;

(2) The paper’s filing is authorized;

(3) To the best of his or her knowledge, information, and
belief, there is good ground to support the paper, including any
allegations of improper conduct contained or alleged therein;
and

(4) 1tis not interposed for delay.

(b) Any practitioner knowingly violating the provisions of
this section is subject to disciplinary action. See § 10.23(c)(15).
[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985]

10.19 [Reserved]

PATENT AND TRADEMARK OFFICE CODE OF
PROFESSIONAL RESPONSIBILITY

10.20 Canons and Disciplinary Rules.

(a) Canons are set out in §§ 10.21, 10.30, 10.46, 10.56,
10.61, 10.76,10.83, 10.100, and 10.110, Canons are statcients
of axiomatic norms, expressing in general terms the standards of
professional conduct expected of practitioners in their relation-
ships with the public, with the legal system, and with the legal
profession.

(b) Disciplinary Rules are set out in §§ 10.22-10.24, 10.31-
10.40, 10.47-10.57, 10.62-10.68, 10,77, 10,78, 10.84, 10.85,
10.87-10.89,10.92, 10.93, 10.101-10.103,10.111, and 10.112,
Disciplinary Rules are mandatory in character and state the
minimum level of conduct below which no practitioner can fall
without being subjected to disciplinary action.

{Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.21 Canon 1,

A practitioner should assist in maintaining the integrity and
competence of the legal profession.

{Added 50 FR 5175, Feb. 6, 1985, cffective Mar, 8, 1985)

§ 10,22 Maintaining integrity and competence of the
legal profession,

(a) A practitioner is subject to discipline if the practitioner
hasmade amaterially false statement in, or if the practitioner has
deliberately failed to disclose a material fact requested in
connection with, the practitioner’s application for registration
or membership in the bar of any United States court or any State
court or his or her authority to otherwise practice before the
Office in trademark and other non-patent cases.

(b) A practitioner shall not further the application for reg-
istration or membership in the bar of any United States court,
State court, or administrative agency of another person known
by the practitioner to be unqualificd in respect to character,
cducation, or other relative attribute.

[Added 50 FR 5178, Feb, 6, 1985, effective Mar. 8, 1985]
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§ 10.23 Misconduct.

(a) A practitioner shall not engage in disreputable or gross
misconduct.

(b) A practitioner shall not;

(1) Violate a Disciplinary Rule.

(2) Circumvent a Disciplinary Rule through actions of an-
other.

(3) Engage in illegal conduct involving moral turpitude.

(4) Engage in conduct involving dishonesty, fraud, deceit,
or misrepresentation,

(5) Engage in conduct that is prejudicial to the administra-
tion of justice.

(6) Engage in any other conduct that adversely reflects on
the practitioner’s fitness to practice before the Office.

(¢) Conduct which constitutes a violation of paragraphs (a)
and (b) of this section includes, but is not limited to:

(1) Conviction of a criminal offense involving moral turpi-
tude, dishonesty, or breach of trust.

(2] Knowingly giving false or misleading information or
knowingly participating in a material way in giving false or
misleading information, to:

(i) A client in connection with any immediate, prospec-
tive, or pending business before the Office,
(ii) The Office or any employee of the Office.

(3) Misappropriation of, or failure to properly or timely
remit, funds reccived by a practitioner or the practitioner’s firm
from a client to pay a fee which the client is required by law to
pay to the Office.

(4) Directly or indirectly improperly influencing, attempt-
ing to improperly influence, offering or agreeing to improperly
influence, or attempting to offer or agree to improperly influ-
ence an official action of any employee of the Office by:

(i) Use of threats, false accusations, duress, or coercion,

(ii) An offer of any special inducement or promise of ad-
vantage, or

(iii) Improperly bestowing of any gift, favor, or thing of
value,

(5) Suspension or disbarment from practice as an attorney
or agent on cthical grounds by any duly constituted authority of
a State or the United States or, in the case of a practitioner who
resides in a foreign country or is registered under § 10.6(c), by
any duly constituted authority of:

(i) A State,
(ii) The United States, or
(iii) The country in which the practitioner resides.

(6) Knowingly aiding or abetting a practitioner suspended
or excluded from practice before the Office in engaging in
unauthorized practice before the Office under § 10.158.

(7) Knowingly withholding from the Office information
identifying a patent or patent application of another from which
onc or more claims have been copicd. See §§ 1.604(b) and
1.607(c) of this subchapter.

(8) Failing to inform a client or former client or failing to
timely notify the Office of an inability tonotify aclientor former
client of correspondence received from the Office or the client’s
or former client’s opponent in an inter partes proceeding before
the Office when the correspondence (i) could have a significant
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effect on a matter pending before the Office, (ii) is received by
the practitioner on behalf of a client or former client and (iii) is
cormrespondence of which a reasonable practitioner would be-
lieve under the circumstances the client or former client should
be notified.

(9) Knowingly misusing acertificate of mailing under § 1.8
of this subchapter cracertificate of “Express Mail” under § 1.10
of this subchapter.

(10) Violating the duty of candor or good faith require-
ments of § 1.56(a) of this subchapter.

(11)Knowingly filing, or causing to be filed, an application
which is subject to being stricken under § 1.56(c) of this
subchapter,

(12) Knowingly filing, or causing to be filed, a frivolous
complaintalleging a violation by a practitioner of the Patentand
Trademark Officc Code of Professional Responsibility.

(13) Knowingly preparing or prosecuting a patent applica-
tion in violation of an undertaking signed under § 10.6(e).

(14) Knowingly failing to advise the Director in writing of
any change which would preclude continued registration under
§ 10.6.

(15) Knowingly signing a paper filed in the Office in
violation of the provisions of § 10.18 or making a scandalous or
indecent statement in a paper filed in the Office.

(16) Willfully refusing to reveal or report knowledge or evi-
dence to the Dircctor contrary to § 10.24 or paragraph (b) of §
10.131.

(17) Representing before the Office in a patent case cither a
jointventure comprising an inventor and an invention developer
oran inventor referred to the registered practitionerby an inven-
tion developer when (i) the registered practitioner knows, or has
been advised by the Office, that a formal complaint filed by a
federal or state agency, based on any violation of any law
rclating to sccurities, unfair methods of competition, unfair or
deceptive acts or practices, mail fraud, or other civil or criminal
conduct, is pending before a federal or state court or federal or
state agency, or has been resolved unfavorably by such courtor
agency, against the invention developer in connection with
invention development services and (i) the registered practitio-
ner fails to fully advise the inventor of the existence of the
pending complaint or unfavorable resolution thereof prior to
undertaking or continuing representation of the joint venture or
inventor. “Invention developer” means any person, and any
agent, employce, officer, partner, or independent contractor
thereof, who is not a registered practitioner and who advertises
invention development services in media of general circulation
or who enters into contracts for invention development services
with customers as a result of such advertisement. “Invention
development services” means acts of invention development
required or promised to be performed, or actually performed, or
both, by an invention developer for a customer, “Invention
development” means the evaluation, perfection, marketing,
brokering, or promotion of an invention on behalf of a customer
by an invention developer, including a patent search, prepara-
tion of a patentapplication, orany other actdone by an invention
developer for consideration toward the end of procuring or
attempting to procure a license, buyer, or patent for an inven-
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tion, “Customer” means any individual who has made an
invention and who cnters into a contract for invention develop-
ment services with an invention developer with respect to the
invention by which the inventor becomes obligated to pay the
invention developer less than $5,000 (not to include any addi-
tional sums which the invention developer is to receive as a
result of successful development of the invention), “Contract
forinvention developmentservices” meansacontract forinven-
tion development services with an invention developer with
respect to an invention made by a customer by which the
inventor becomes obligated to pay the invention developer less
than $5,000 (not to include any additional sums which the
invention developer is to receive as a result of successful
development of the invention).

(18) In the absence of information sufficient to establish a
reasonable belief that fraud or inequitable conduct has occurred,
alleging before a tribunal that anyone has committed a fraud on
the Office or engaged in inequitable conduct in a proceeding
before the Office.

(d) A practitioner who acts with reckless indifference to
whether a representation is true or false is chargeable with
knowledge of its falsity. Deceitful staicments of half)truths or
conccalment of material facts shall be deemed actual fraud
within the meaning of this part.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985; amended
50 FR 25073, June 17, 1985; 50 FR 25980, June 24, 1985]

§ 10.24 Disclosure of information to authorities.

(a) A practitioner possessing unprivileged knowledge of a
violation of a Disciplinary Rule shall report such knowledge to
the Director.

(b) A practitioner possessing unprivileged knowledge or
cvidence concerning another practitioner, employee of the
Office, ora judge shall reveal fully such knowledge or evidence
upon proper request of a tribunal or other authority empowered
to investigate or act upon the conduct of practitioners, employ-
ces of the Office, or judges.

[OMB Control No. 0651-0017.]

[Added 50 FR 5176, Feb. 6, 1985, cffective Mar. 8, 1985]

§8 10.25 - 10.29 [Reserved]

§ 10.30 Canon 2.

A practitioner should assist the legal profession in fulfilling
its duty to make legal counsel available.

[Added 50 FR 5177, Feb. 6, 1985, cffective Mar. 8, 1985]

§10.31 Communications concerning a practitioner’s
services.

(a) No practitioner shall with respect 10 any prospective
business before the Office, by word, circular, letter, or advertis-
ing, with intent to defraud in any manner, deccive, mislead, or
threaten any prospective applicant or other person having
immediate or prospective business before the Office,

(b) A practitioner may not use the name of a Member of
cither Housce of Congress or of an individual in the service of the
United States in advertising the practitioner’s practice before
the Office.
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§ 10.34

(c) Unless authorized under § 10.14(b), a non-lawyer prac-
titioner shall not hold himself or herself out as authorized to
practice before the Office in trademark cases.

(d) Unless a practitioner is an attorney, the practitioner shall
not hold himself or herself out:

(1) To be an attorney or lawyer or

(2) Asauihorized to practice before the Office ir. non-patent
and trademark cases.
[Added 50 FR 5177, Feb. 6, 1985, effective Mar, 8, 1985]

§ 10.32 Advertising.

(a) Subject to § 10.31, a practitioner may advertise services
through public media, including a telephone directory, legal
directory, newspaper, orother periodical, radio, or television, or
through written communications not involving solicitation as
defined by § 10.33.

(b) A practitioner shall not give anything of value to a person
for recommending the practitioner’s services, except that a
practitioner may pay the reasonable cost of advertising or
written communication permitted by this section and may pay
the usual charges of a not-for-profit lawyer referral service or
other legal service organization.

(c) Any communication made pursuant to this section shall
include the name of at least one practitioner responsible for its
content,

[Added 50 FR 5177, Feb., 6, 1985, effective Mar. 8, 1985]

§ 10.33 Direct contact with perspective clients.

A practitioner may not solicit professional employment
from a prospective client with whom the practitioner has no
family or prior professional relationship, by mail, in-person or
otherwise, whena significant motive for the practitioner’s doing
so is the practitioner’s pecuniary gain under circumstances
evidencing undue influence, intimidation, or overreaching. The
term “solicit” includes contact in person, by telephone or
telegraph, by letter or other writing, or by other communication
directed to a specific recipient, but does not include letters
addressed or advertising circulars distributed generally o per-
sons not specifically known to need legal services of the kind
provided by the practitioner in a particular manner, but who arc
so situated that they might in general find such services uscful.

{Added 50 FR 5177, Feb.6, 19835, eficctive Mar. 8, 1985]

§ 10.34 Communications of fields of practice.

A registered practitioner may state or imply that the practi-
tioner is a specialist as follows:

(a) A registered practitioner who is an attorney may usc the
designation “Paients,” “Patent Attorney,” “Patent Lawyer,”
“Registered Patent Attorney,” or a substantially similar desig-
nation,

(b) A registered practitioner who is not an attorney may use
the designation “Patents,” “Patent Agent,” “Registered Patent
Agent,” or a substantially similar designation, except that any
practitioner who was registered prior to November 15, 1938,
may refer to himself or herself as a “patent attorney,”

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]
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§ 10.38 Firm names and letterheads.

(a) A practitioner shall not use a firm name, letterhead, or
other professional designation that violates § 10.31. A trade
name may be used by a practitioner in private practice if it does
not imply a current connection with a government agency or
with a public or charitable legal services organization and is not
otherwisce in violation of § 10,31,

(b) Practitioners may state or imply that they practice in a
partnership or other organization only when that is the fact.

{Added 50 FR 5177, Feb, 6, 1985, effective Mar. 8, 1985]

§ 10.36 Fees for lega! services.

(a) A practitioner shall not enter into an agreement for,
charge, or collect an illegal or clearly excessive fee.

(b) A fee is clearly excessive when, after a review of the
facts, a practitioner of ordinary prudence would be left with a
definite and firm conviction that the fec is in excess of a
reasonable fee. Factors to be considered as guides in determin-
ing the reasonableness of a fee include the {ollowing:

(1) The time and labor required, the novelty and difficulty
of the questions involved, and the skill requisite to perform the
legal service properly.

(2) The likelihood, if apparent to the client, that the accep-
tance of the particular employment will preclude other employ-
ment by the practitioner.

(3) The fee customarily charged for similar legal services.

(4) The amount involved and the results obtained,

(5) The time limitations imposed by the client or by the
circumstances.

(6) The nature and length of the professional relationship
with the client,

(7) The expericnce, reputation, and ability of the practitio-
ner or practitioners performing the services,

(8) Whether the fee is fixed or contingent.

{Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.37 Division of fees among practitioners,

(a) A practitioner shall not divide a fee for legal services with
another practitioner who is not a partner in or associate of the
practitioner’s law firm or law office, unless:

(1) The client consents to employment of the other practi-
tioner after a full disclosure that a division of fees will be made.

(2) The division is made in proportion to the services per-
formed and responsibility assumed by cach,

(3) The total fee of the practitioners does not clearly exceed
reasonable compensation for all legal services rendered to the
client.

(b) This section docs not prohibit payment to a former
partner or associate pursuant 10 a scparation or retirement
agreement,

[Added 50 FR 5177, Feb, 6, 1985, effective Muar. 8, 1985)

§ 10.38 Agreements restricting the practice of a
practitioner,

(a) A practitioner shall not be a party 10 or participate in a
partnership or employment agreement with another practitioner
that restricts the right of a practitioner (o practice before the
Office after the termination of a relationship created by the
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agreement, except as a condition to payment of retirement
benefits.

(b) In connection with the settlement of a controversy or suit,
a practitioner shall not enter into an agreement that restricts the
practitioner’s right to practice before the Office.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985)

§ 10.39 Acceptance of employment.

A practitioner shall not accept employment on behalf of a
person if the practitioner knows or it is obvious that such person
wishes to:

(a) Bring a legal action, commence a proceeding before the
Office, conduct a defense, assert a position in any proceeding
pending before the Office, or otherwise have steps taken for the
person, merely for the purpose of harassing or maliciously
injuring any other person.

(b) Presentaclaim or defense in litigation or any proceeding
before the Office that it is not warranted under cxisting law,
unless it can be supported by good faith argument for an
cxtension, modification, or reversal of existing law.,

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985)

§ 10.40 Withdrawal from employment,.

(a) A practitioner shall not withdraw from employmentin a
proceeding before the Office without permission from the
Office (see §§ 1.36 and 2.19 of this subchapter), In any event, a
practitioner shall not withdraw from employment until the
practitioner has taken reasonable steps to avoid foreseeable
prejudice to the rights of the client, including giving due notice
to his or her client, allowing time for employment of another
practitioner, delivering to the client all papers and property to
which the client is entitled, and complying with applicable laws
and rules. A practitioner who withdraws from employment shall
refund promptly any part of a fee paid in advance that has not
been carned.

(Mandatory withdrawal. A practitioner representing a
clicnt before the Office shall withdraw from employment if:

(1) The practitioner knows or it is obvious that the client is
bringing a legal action, commencing a proceeding before the
Office, conducting a defense, or asserting a position in litigation
or any proceeding pending before the Office, or is otherwise
having steps taken for the client, merely for the purpose of
harassing or maliciously injuring any person;

(2) The practitioner knows or it is obvious that the
practitioner’s continued employment will result in violation of
a Disciplinary rule;

(3) The practitioner’s mental or physical condition renders
it unreasonably difficult for the practitioner to carry out the
employment effectively; or

(4) The practitioner is discharged by the clicnt,

(¢) Permissive withdrawal. If paragraph (b) of this section
is not applicable, a practitioner may not request permission to
withdraw in matters pending before the Office unless such
request or such withdrawal is because:

(1) The petitioner’s client:

(i) Insists upon presenting a claim or defense that is not
warranted under existing law and cannot be supported by good

R-114




PATENT RULES

faith argument for an cxtension, modification, or reversal of
existing law;

(ii) Personally secks to pursuc an ilicgal course of con-
duct;

(iii) Insists that the practitioner pursue a course of conduct
that is illegal or that is prohibited under a Disciplinary Rule;

(iv) By other conduct renders it unreasonably difficult for
the practitioner to carry out the employment effectively;

(v) Insists, in a matter not pending before a tribunal, that
the practitioner engage in conduct that is contrary to the judg-
ment and advice of the practitioner but not prohibited under the
Disciplinary Rule; or

(vi) Has failed to pay one or more bills rendercd by the
practitioner for an unreasonablec period of time or has failed to
honor an agreement (0 pay a retainer in advance of the perform-
ance of legal services. )

(2) The practitioner's continued employment is likely to
result in a violation of a Disciplinary Rule;

(3) The practitioner’s inability to work with co-counsel
indicates that the best interests of the client likely will be served
by withdrawal;

(4) The practitioner’s mental or physical condition renders
itdifficult for the practitioner to carry out the employmenteffec-
tively;

(5) The practitioner’s client knowingly and freely assents
to termination of the employment; or

(6) The practitioner believes in good faith, in a proceeding
pending before the Office, that the Office will find the existence
of other good cause for withdrawal.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar, 8, 1985]

§8 10.41 - 10.45 [Reserved]

¢ 10.46 Canon 3.

A practitioner should assist in preventing the unauthorized
practice of law.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985)

§ 10.47 Aiding unauthorized practice of law.

(a) A practitioner shall not zid a non-practitioncr in the
unauthorized practice of law before the Office.,

(b) A practitioner shall not aid a suspended or excluded
practitioner in the practice of law before the Office.

(c) A practitioner shall not aid a non-lawyer in the
unauthorized practice of law.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar, §, 1985]

§ 10.48 Sharing legal fees.

A practitioner or a firm of practitioners shall not share legal
fees with a non-practitioner except that:

(a) An agrcement by a practitioner with the practitioner’s
firm, partner, or associate may provide for the payment of
money, over a reasonable period of time after the practitioner’s
death, to the practitioner's estate or to one or more specified
persons,

(b) A practitioner who undertakes to complete unfinished
legal business of a deccased practitioner may pay to the estate
of the deccased practitioner that proportion of the total compen-
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§ 10.57

sation which fairly represents the services rendered by the
deccased practitioner.

(c) A practitioner or firm of practitioners may include non-
practitioner employces in a compensation or retirement plan,
cven though the plan is based in whole or in part on a profit-
sharing arrangement, providing such plan does not circumvent
another Disciplinary Rule.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.49 Forming a partnership with a non-
practitioner.

A practitioner shall not form a partnership with a non-prac-
titioner if any of the activities of the partnership consist of the
practice of patent, trademark, or other law before the Office.

{Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985]

§§ 10.50 - 10.55 [Reserved]
§ 10.56 Canon 4.

A practitioner should preserve the confidences and sccrets
of a client.
[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.57 Preservation of confidences and secrets of a
client,

(a) “Confidence” refers to information protected by the
attorney-clicnt or agent-client privilege under applicable law.
“Secret” refers to the other information gained in the profes-
sional relationship that the client has requested be held inviolate
or the disclosure of which would be embarrassing or would be
likely to be detrimental to the client,

(b) Except when permitted under paragraph (c) of this
section, a practitioner shall not knowingly:

(1) Reveal a confidence or sccret of a client.

(2) Use a confidence or secret of a client to the disadvan-
tage of the client.

(3) Usc aconfidence or secret of a client for the advantage
of the practitioner or of a third person, unless the client consents
after full disclosure.

(¢) A practitioner may reveal:

(1) Confidences or sccrets with the consent of the client
affected but only after a full disclosure to the client.

(2) Confidences or sccrets when permitted under Discipli-
nary Rules or required by law or court order,

(3) The intention of a client to commit a crime and the
information necessary to prevent the crime.

(4) Confidences or sccrets necessary 1o establish or collect
the practitioner’s fee or to defend the practitioner or the
practitioner’s employees or associates against an accusation of
wrongful conduct.

(d) A practitioner shall exercise reasonable care 1o prevent
the practitioner’s employces, associates, and others whose
services are utilized by the practitioner from disclosing or using
confidences or secrets of a client, except that a practitioncr may
reveal the information allowed by paragraph (¢) of this section
through an cmployee.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985}
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§§ 10.58 - 10.60 [Reserved)

§ 10.61 Canon &,

A practitioner should exercise independent professional
judgment on behalf of a client,

{Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.62 Refusing employment when the interest of
the practitioner may impair the practitioner’s
independent professional judgment.

(a) Except with the consent of a client after full disclosure,
a practitioner shall not accept employment if the exercise of the
practitioner’s professional judgment on behalf of the client will
be or reasonably may be affected by the practitioner’s own
financial, business, property, or personal interests.

(b) A practitioner shall not accept employment in a proceed-
ing before the Office if the practitioner knows or it is obvious
that the practitioner or another practitioner in the practitioner’s
firm ought (o sign an affidavit to be filed in the Office or be
called as a witness, except that the practitioner may undertake
the employment and the practitioner or another practitioner in
the practitioner’s firm may testify:

(1) If the testimony will relate solely to an uncontested
matter.

(2)If the testimony will relate solely to a matter of formality
and there is no reason to belicve that substantial evidence will
be offered in opposition 16 the testimony.

(3) Ifthe testimony will relate solely to the nature and value
of legal services rendered in the case by the practitioner or the
practitioner’s firm to the client.

(4) As 1o any matter, if refusal would work a substantial
hardship on the client because of the distinctive value of the
practitioner or the practitioner’s firm as counsel in the particular
case.

{Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.63 Withdrawal when the practitioner becomes
a witness.

(a) If, after undertaking employment in a proceeding in the
Office, a practitioner learns or it is obvious that the practitioner
or another practitioner in the practitioner’s firm ought to signan
affidavit to be filed in the Office or be called as a witness on
behalf of a practitioner’s client, the practitioner shall withdraw
from the conduct of the proceeding and the practitioner’s firm,
if any, shall not continue representation in the proceeding,
except that the practitioner may continuc the representatinn and
the practitioner or another practitioner in the practitioner’s firm
may testify in the circumstances enumerated in paragraphs (1)
through (4) of § 10.62(b).

(b) If, after undertaking employment in a proceeding before
the Office, a practitioner lcams or it is obvious that the practi-
tioner or another practitioner in the practitioner’s firm may be
asked to sign an affidavit o be filed in the Office or be called as
a witness other than on behalf of the practitioner’s client, the
practitioner may continue the representation until it is apparent
that the practitioner’s affidavit or testimony is or may be
prejudicial to the practitioner’s client.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985]
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§ 10.64 Avoiding acquisition of interest in litigation
or proceeding before the Office.

(a) A practitioner shall not acquire a proprietary interest in
the subizc: matter of a proceeding before the Office which the
practitioner is conducting for a client, except that the practitio-
ner may:

(1) Acquirealien granted by law to secure the practitioner’s
fee or expenses; or

(2) Contractwith aclicnt for a reasonable contingent fec; or

(3) In a patent case, take an interest in the patent as part or
all of his or her fee.

(b) While representing a client in connection with a contem-
plated or pending proceeding before the Office, a practitioner
shall not advance or guarantee financial assistance to a client,
except that a practitioner may advance or guarantce the cx-
penses of going forward in a proceeding before the Office
including fees required by law to be paid to the Office, expenses
of investigation, expenses of medical examination, and costs of
obtaining and presenting cvidence, provided the client remains
ultimately liable for such expenses. A practitioner may, how-
ever, advance any fee required to prevent or remedy an aban-
donment ofaclient’s application by reason of an act or omission
attributable to the practitioner and not to the client, whether or
not the client is ultimately liable for such fee.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.65 Limiting business relations with a client.
A practitioncer shall not enter intoa business transaction with
a client if they have differing interests therein and if the client
cxpects the practitioner to excrcise professional judgment
therein for the protection of the client, unless the clicnt has
consented after full disclosure,
[Added 50 FR 5179, Feb. 6, 1985, effective Mar, 8, 1985}

§ 10.66 Refusing to accept or continue employment
if the interests of anoiher client may impair
the independent professional judgment of
the practitioner.

(a) A practitioner shall decline proffered employment if the
exercise of the practitioner’s independent professional judg-
ment in behalf of a client will be or is likely to be adversely
affected by the acceptance of the proffered employment, or if it
would be likely to involve the practitioner in representing
differing interests, except to the extent permitted under para-
graph (c) of this section.

(b) A practitioner shall not continue multiple employment if
theexercise of the practitioner’s independent professional judg-
ment in behalf of a client will be or is likely to be adversely
affected by the practitioner’s representation of another client, or
if it would be likely to involve the practitioner in representing
differing interests, except to the extent permiited under para-
graph (c) of this section.

(c) Inthessituations covered by paragraphs (a) and (b) of this
section a practitioner may represent multiple clients if it is
obvious that the practitioner can adequately represent the inter-
est of each and if cach consents to the representation after full
disclosure of the possible effect of such representation on the
exercise of the practitioner’s independent professional judg-
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ment on behalf of each.

(d) If a practitioner is required to decline employment or (0
withdraw from employment under a Disciplinary Rule, no
partner, or associate, or any other practitioner affiliated with the
practitioner or the practitioner’s firm, may accapt or continue
such employment unless otherwise ordered by the Director or
Commissioner.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar, 8, 1985]

§ 10.67 Settling similar claims of clients,

A practitioner who represents two or more clients shall not
make or participate in the making of an aggregate settlement of
the claims of or against the practitioner’s clients, unless each
client has consented to the settlement after being advised of the
existence and nature of all the claims involved in the proposed
settlement, of the total amount of the settlement, and of the
participation of each person in the settlement.

[Added 50 FR 5179, Feb, 6, 1985, effective Mar, 8, 1985]

§ 10.68 Avoiding influence by others than the client.

(a) Except with the consent of the practitioner’s client after
full disclosure, a practitioner shall not;

(1) Accept compensation from onc other than the
practitioner’s client for the practitioner’s legal services to or for
the client,

(2) Accept from one other than the practitioner’s client any
thing of value related to the practitioner’s representation of or
the practitioner’s employment by the client.

(b) A practitioner shall not permit a person who recom-
mends, employs, or pays the practitioner to render legal services
for another, to direct or regulate the practitioner’s professional
judgment in rendering such legal services,

(c) A practitioner shall not practice with or in the form of a
professional corporation or association authorized to practice
law for a profit, if a non-practitioner has the right to direct or
contro! the professional judgment of a practitioner.

[Added 50 FR 5180, Feb. 6, 1985, cffective Mar. 8, 1985]

§6 10.69 - 10.75 [Reserved]

§ 10.76 Canon 6.
A practitioner should represent a client competently,
[Added 50 FR 5180, Feb. 6, 19835, effective Mar. 8, 1985}

§ 10.77 Failing to act competently.

A practitioner shall not:

(a) Handle a legal matter which the practitioner knows or
should know that the practitioner is not competent to handle,
without associating with the practitioner another practitioncer
who is competent to handle it

(b) Handle alegal matter without preparation adequate in the
circumstances.

(¢) Neglect a legal mater entrusted 10 the practitioner.

[Added 50 FR 5180, Fcb. 6, 1985, cffg:c.liye Mar. 8, 1985]

§ 10.78 Limiting liability to client,
A practitioner shall not attempt to exonerate himself or
herself from, or limit his or her liability to, a client for his or her
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§ 10.85

personal malpractice,
{Added 50 FR 5180, Feb. 6, 1985, effective Mar, 8, 1985]

g6 10,79 - 10.82 [Reserved]

§ 10.83 Cunon 7.

A practitioner should represent a client zealously within the
bounds of the law.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar, 8, 1985]

§ 10.84 Represcnting a client zealously,
(a) A practitioner shall not intentionally:

(1) Fail 1o seck the lawful objectives of a client through
reasonable available means permitted by law and the Discipli-
nary Rules, except as provided by paragraph (b) of this section.
A practitioner does not violate the provisions of this section,
however, by acceding to reasonable requests of opposing coun-
sel which do not prejudice the rights of the client, by being
punctual in fulfilling all professional commitmenis, by avoiding
offensive tactics, or by treating with courtesy and consideration
all persons involved in the legal process.

(2) Fail to carry out a contract of employment entered into
with a client for professional services, but a practitioner may
withdraw as permitted under §§ 10.40, 10,63, and 10.66.

(3) Prejudice or damage a client during the course of a
professional relationship, except as required under this part,

(b) In representation of a client, a practitioner may;

(1) Where permissible, exercise professional judgment to
waive or fail to assert a right or position of the client,

(2) Refuse to aid or participate in conduct that the practitio-
ner believes to be unlawful, even though there is some support
for an argument that the conduct is legal,

[Added 50 FR 5180, Feb. 6, 1988, effective Mar, 8, 1985)

§ 10.85 Representing a client within the bounds of
the law.
(a) In representation of a client, a practitioner shall not;

(1) Initiate or defend any proceeding before the Cifice,
assert a position, conduct a defense, delay a trial or proceeding
before the Office, or take other action on behalf of the
practitioner’s client when the practitioner knows or when it is
obvious that such action would serve merely to harass or
maliciously injure another,

(2) Knowingly advance a ¢laim or defense that is unwar-
ranted under existing law, except that a practitioner may ad-
vance such claim or defense if it can be supported by good faith
argument for an extension, modification, or reversal of existing
law,

(3) Conceal or knowingly fail to disclose that which the
practitioner is required by law to reveal,

(4) Knowingly use perjured testimony or false evidence.

(5) Knowingly make a false statement of law or fact,

(6) Participate in the creation or preservation of evidence
when the practitioner knows or it is obvious that the evidence is
false.

(7) Counsel or assist a client in conduct that the practitioner
knows to be illegal or fraudulent,

(8) Knowingly engage in other illegal conduct or conduct
Rev, 7, Dec. 1987



§ 10.87

contrary 1o a Disciplinary Rule.
(b) A practitioner who receives information clearly estab-
lishing that;

(1) A client has, in the course of the representation, perpe-
trated a fraud upon a person or tribunal shalt promptly call upon
the client to rectify the same, and if the clientrefuses or is unable
10 do so the practitioner shall reveal the fraud to the affected
person or tribunal,

(2) Apersonother thana client has perpetrated a fraud upon
a tribunal shall promptly reveal the fraud o the tribunal,

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985)

§ 10.86 [Reserved]

$10.87 Communicating with one of adverse interest.

During the course of representation of a client, a practitioner
shall not;

(2) Communicate or cause another to communicate on the
subject of the representation with a party the practitioner knows
1o berepresented by another practitioner in that matter unless the
practitioner has the prior consent of the other practitioner
representing such other party or is authorized by law to do so. It
is not improper, however, for apractitionertoencourage aclient
1o meet with an opposing party for settlement discussions.

(b) Give advice to a person who is not represented by a
practitioner other than the advice to secure counsel, if the
interests of such person arc to have a reasonable possibility of
being in conflict with the interests of the practitioner’s client,

{Added 50 FR 5180, Feb. 6, 1985, effective Mar, 8, 1985]

§ 10.88 Threatening criminal prosecution,

A practitioner shall not present, participate in presenting, or
threaten to present criminal charges solely to obtain an advan-
tage in any prospective or pending proceeding before the Office.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar, 8, 1985)

§ 10.89 Conduct in proceedings.

(a) A practitioner shall not disregard or advise a client to
disregard any provision of this Subchapter or a decision of the
Office made in the course of a proceeding before the Office, but
the practitioner may take appropriate steps in good faith to test
the validity of such provision or decision,

(b) In presenting a matter 10 the Office, a practitioner shall
disclosc:

(1) Controlling legal authority known to the practitioner to
be dircctly adverse to the position of the client and which is not
disclosed by opposing counsel or an employee of the Office.

(2) Unless privileged or irrelevant, the identities of the
client the practitioner represents and of the persons who em-
ployed the practitioner,

(¢} Inappearing in a professional capacity before a tribunal,
a practitioner shall not:

(1) State or aflude to any matter that the practitioner has no
reasonable basis to believe is relevant 1o the case or that will not
be supported by admissible evidence,

(2) Ask any question that the practitioner has no reasonable
basis to belicve is relevant to the case and that is intended to
degrade a witness or other person.
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(3) Assert the practitioner’s personal knowledge of the
facts in issue, except when testifying as a witness,

(4) Assert the practitiones’s personal opinion as o the
justness of a cause, as (o the credibility of a witness, as to the
culpability of a civil Izigant, or as to the guilt or innocence of an
accused; but the practitioner may argue, on the practitioner’s
analysis of the evidence, for any position or conclusion with
respect to the mauters stated herein.

(5) Engage in undignified or discourtcous conduct before
the Office (see § 1.3 of the subchapter).

(6) Intentionally or habitually violate any provision of this
subchapter or established rule of evidence.

{Added 50 FR 5180, Fcb. 6, 1985, effective Mar. 8, 1985]

§§ 10.90-10.91 [Reserved]

§ 10.92 Contact with witnesses.

(a) A practitioner shall not suppress any evidence that the
practitioner or the practitioner’s client has a legal obligation to
reveal or produce.

(b) A practitioner shall not advisc or cause a person to be
secreted or to leave the jurisdiction of a tribunal for the purpose
of making the person unavailable as a witness therein.

(c) A practitioner shall not pay, offer to pay, or acquiesce in
payment of compensation to a witness contingent upon the
content of the witness' affidavit, testimony or the outcome of the
case. Buta practitioner may advance, guarantee, or acquiesce in
the payment of:

(1) Expenses reasonably incurred by a witness in atiending,
testifying, or making an affidavit.

(2) Reasonable compensation to a witness for the witness’
loss of time in attending, testifying, or making an affidavit,

(3) A rcasonable fec for the professional services of an
expert witness.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.93 Contact with officials,

(a) A practitioner shall not give or lend anything of value to
ajudge, official, or employee of a tribunal under circumstances
which might give the appearance that the gift or loan is made to
influence official action.

(b) In an adversary proceeding, including any inter partes
proceeding before the Office, a practitioner shall not communi-
cate, or cause another to communicate, as to the merits of the
cause with a judge, official, or Office employee before whom
the proceeding is pending, except:

(1) In the course of official proceedings in the cause.

(2) In writing if the practitioner promptly delivers a copy
of the writing to opposing counsel or to the adverse party if the
adverse party is not represented by a practitioner.

(3) Orally upon adequate notice to opposing counsel or o
the adverse party if the adverse party is not represented by a
practitioner.

(4) As otherwise authorized by law,

[Added 50 FR 5181, Feb. 6, 1985, cffective Mar. 8, 1985]

§6 10.94 - 10.99 [Reserved]
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§ 10.100 Canon 8.
A practitioner should assist in improving the legal system.
[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985}

§ 10.101 Action as a public official.

(a) A practitioner who holds public office shall not:

(1) Use the practitioner’s public position to obtain, or
attempt to obtain, a special advantage in legislative matters for
the practitioner or for a client under circumstances where the
practitioner knows or it is obvious that such action is not in the
public interest.

(2) Use the practitioner’s public position to influence, or
attempt to influence, a tribunal to act in favor of the practitioner
or of a client.

(3) Accept any thing of valuc from any person when the
practitioner knows or it is obvious that the offer is for the
purpose of influencing the practitioner’s action as a public
official.

(b) A practitioner who is an officer or employee of the
United States shall not practice before the Office in patent cascs
except as provided in § 10.6(d).

{Added S0 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.102 Statements concerning officials,

(a) Apractitioner shall notknowingly make false statements
of fact concerning the qualifications of a candidate for election
or appointment to a judicial office or to a position in the Office.

(b) A practitioner shall not knowingly make false accusa-
tions against a judge, other adjudicatory officer, or employee of

the Office.
[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.103 Practitioner candidate for judicial office.
A practitioner who is a candidate for judicial office shall
comply with applicable provisions of law.
[Added 50 FR 5181, Feb, 6, 1985, effective Mar, 8, 1985]

§8 10.104 - 10.109 [Reserved]

§ 16.110 Canon 9,

A practitioner should avoid even the appearance of profes-
sional impropriety.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.111 Avoiding even the appearance of
impropriety.

(a) A practitioner shall not accept privatc employment in a
matter upon the merits of which he or she has acted in a judicial
capacity.

(b) A practitioner shall not accept private employment in a
matter in which he or she had personal responsibility while a
public employee.

(c) A practitioner shall not state orimply that the practitioner
is able to influence improperly or upon irrelevant grounds any
tribunal, legislative body, or public official.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar, 8, 1985]
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§ 10.131

§10.112 Preserving identity of funds and property of
client.

(a) All funds of clicnts paid to a practitioner or a
practitioner’s firm, other than advances for costs and expenses,
shall be deposited in one or more identifiable bank accounts
maintained in the United States or, in the case of a practitioner
having an office in a foreign country or registered under §
10.6(c), in the United States or the foreign country.

(b) No funds belonging to the practitioner or the
practitioner’s firm shall be deposited in the bank accounts
required by paragraph (a) of this section except as follows:

(1) Funds reasonably sufficicnt to pay bank charges may be
deposited therein.

(2) Funds belonging in part to a client and in part presently
or potentially to the practitioner or the practitioner’s firm must
be deposited therein, but the portion belonging to the practitio-
neror the practitioner’s firm may be withdrawn when due unless
the right of the practitioner or the practitioner’s firm to receive
itis disputed by the client, in which event the disputed portion
shall not be withdrawn until the dispute is finally resolved.

(¢) A practitioner shall:

(1) Promptly notify a client of the receipt of the client’s
funds, sccurities, or other properties.

(2) 1dentify and label securities and properties of a client
promptly upon receipt and place them in a safe deposit box or
other place of safekeeping as soon as practicable.

(3) Maintain complete records of all funds, securities, and
other propertics of a client coming into the possession of the
practitioner and render appropriate accounts to the client re-
garding the funds, securities, or other propertics.

(4) Promptly pay or deliver to the client as requested by a
client the funds, securities, or other propertics in the possession
of the practitioner which the client is entitled to receive.

[OMB Control No. 0651-0017.)

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

§§ 10.113 - 10.129 [Reserved]

INVESTIGATIONS AND DISCIPLINARY
PROCEEDINGS

§ 10.130 Reprimand, suspension or exclusion,

(a) The Commissioner may, after notice and opportunity for
a hearing, (1) reprimand or (2) suspend or exclude, either gen-
crally orin any particular case, any individual, attorney, or agent
shown to be incompetent or disreputable, who is guilty of gross
misconduct, or who violates a Disciplinary Rule,

(b) Petitions to disqualify a practitioner in ex parte or inter
partescases in the Office are not governed by §§ 10,130 through
10.170 and will be handled on a case-by-case basis under such
conditions as the Commissioner deems appropriate.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10,131 Investigations.,
(8) The Director is authorized to investigate possibie viola-
tions of Disciplinary Rules by practitioners, Sce § 10.2(b)(2).
(b) Practitioners shall report and reveal to the Director any
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§10.132

knowledge or evidence required by § 10.24, A practitioner shall
cooperaie with the Direclor in connection with any investiga-
tion under paragraph (a) of this section and with officials of the
Office in connection with any disciplinary proceeding instituted
under § 10.132(b).

(c) Any non-practitioner possessing knowledge or informa-
tion concerning a violation of a Disciplinary Rule by a practitio-
ner may report the violation 1o the Director, The Director may
require that the report be presented in the form of an affidavit,

{Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985)

§ 10.132 Initiating a disciplinary proceeding;
reference to an administrative law judge.

(a) If after conducting an investigation under § 10,131(a) the
Director is of the opinion that a practitioner has violated a
Disciplinary Rule, the Dircctor shall, after complying where
necessary with the provisions of 5 U.S.C. 558(c), call ameeting
of the Committee on Discipline, The Committec on Discipline
shall then determine as specified in § 10.4(b) whether adiscipli-
nary proceeding shall be instituted under paragraph (b) of this
section,

(b) If the Committce on Discipline determines that probable
cause exists to belicve that a practitioner has violated a Discipli-
nary Rule, the Director shall institute a disciplinary proceceding
by filing a complaint under § 10.134. The complaint shall be
filed in the Office of the Director. A disciplinary proceeding
may result in:

(1) A reprimand, or
(2) Suspension or cxclusion of a practitioner from practice
before the Office.

(c) Upon the filing of a complaint under § 10,134, the
Commissioner will refer the disciplinary proceeding to an
administrative law judge.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985)

§ 10.133 Conference between Director and
practitioner; resignation,

(a) General. The Director may confer with a practitioner
concerning possible violations by the practitioner of a Discipli-
nary Rule whether or not a disciplinary proceeding has been
instituted.

(b) Resignation. Any practitioner who is the subject of an
investigation under § 10,131 or against whom a complaint has
been filed under § 10.134 may resign from practice before the
Office only by submitting with the Dircctor an affidavit stating
his or her desire o resign,

(c) If filed prior to the date sct by the administrative law
judge for a hearing, the affidavit shall state that:

(1) The resignation is freely and voluntarily proffered;

(2) The practitioner is not acting under duress or coercion
from the Office;

(3) The practitioner is fully aware of the implications of
filing the resignation;

(4) The practitioner ig aware (i) of a pending investigation
or (ii) of charges arising from the complaint alleging that he or
she is guilty of a violation of the Patent and Trademark Office
Code of Professional Responsibility, the nature of which shall
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be set forth by the practitioner to the satisfaction of the Director;
(5) The practitioner acknowledges that, if and when he or

she applies for reinstatement under § 10,160, the Director will
conclusively presume, for the limited purpose of determining
the application for rzinstatement, that:

(i) The facts upon which the complaint is based are true
and

(ii) The practitioner could not have successfully defended
himself or herself against (A) charges predicated on the viola-
tion under investigation or (B) charges set out in the complaint
filed against the practitioner,

(d) If filed on or after the date set by the administrative law
judge for 3 hearing, the affidavit shall make the statements
requircd by paragraphs (b) (1) through (4) of this section and
shall state that:

(1) The practitioner acknowledges the facts upon which the
complaint is based are true; and

(2) The resignation is being submitted because the practi-
tioner could not successfully defend himself or herself against
(i) charges predicated on the violation under investigation or (i)
charges sct out in the complaint.

(e) When an affidavit under paragraphs (b) or (¢) of this
section is received while an investigation is pending, the
Commissioner shall enter an order excluding the practitioner
“onconsent.” When an affidavit under paragraphs (b) or (c) of
this section is received after acomplaintunder § 10.134 hasbeen
filed, the Director shall notity the administrative law judge. The
administrative law judge shail enter an order transferring the
disciplinary proceeding to the Commissioner and the Commisg-
sioner shall enter an order excluding the practitioner “on con-
sent.”

(f) Any practitioner who resigns from practice before the
Office under this scction and who intends Lo reapply for admis-
sion o practice before the Office must comply with the provi-
sions of § 10,158,

@) Settlement, Before or after a complaint is filed under §
10.134, a scutlement conference may occur between she Direc-
tor and a practitioner for the purpose of seutling any disciplinary
matter, If an offer of settlement is made by the Director or the
practitioner and is not accepted by the other, no reference to the
offer of scttlement or its refusal shall be admissible in evidence
in the disciplinary procceding unless both the Director and the
practitioner agree in writing,

[Added 50 FR 5181, Feb, 6, 1985, offective Mar, 8, 1985]

§ 10.134 Complaint,
(n) A complaint instituting a disciplinary proceeding shall:
(1) Name the practitioner, who may then be referred 1o as
the “respondent,”
(2) Give a plain and concise description of the alleged
violations of the Disciplinary Rules by the practitioner,
(3) State the place and time for filing an answer by the
respondent,
(4) State that a decision by default may be entered against
the respondent if an answer is not timely filed,
(5) Be signed by the Director,
(b) Acompliant will be deemed sufficient if it fairly informs
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the respondent of any violation of the Disciplinary Rules which
form the basis for the disciplinary proceeding so that the
respondent is able o adequately prepare a defense.

[Added 50 FR 5182, Feb, 6, 1985, effective Mar. 8, 1985]

§ 10.135 Service of complaint.

(a) A complaint may be served on arespondent in any of the
following methods:

(1) By handing a copy of the compiaint personally to the
respondent, in which case the individual handing the complaint
to the respondent shall file an affidavit with the Director
indicating the time and place the complaint was handed to the
respondent,

(2) By mailing a copy of thc complaint by “Express Mail”
or first-class mail to:

(i) A registered practitioner at the address for which
separate notice was last received by the Director or

(ii) A non-registered practitionerto the last address for the
respondent known to the Director,

(3) By any method mutually agreeable to the Director and
the respondent.

(b) If a complaint served by mail under paragraph (a)(2) of
this section is returned by the U.S. Postal Service, the Director
shall mail a second copy of the complaint to the respondent. If
the second copy of the complaint is also returned by the U.S.
Postal Scrvice, the Director shall serve the respondent by
publishing an appropriate notice in the Official Gazette for four
consecutive weeks, in which case the time for answer shall be at
least thirty days from the fourth publication of the notice.

(¢) If a respondent is a registered practitioner, the Director
may serve simultancously with the complaint a letter under §
10.11(b). The Director may require the respondent to answer the
& 10.11(b) letter within a period of not less than 15 days. An
answer to the § 10.11(b) letter shall constitute proof of service.,
If the respondent fails to answer the § 10.11(b) letter, his or her
name will be removed from the register as provided by §
10.11(b).

(d) If the respondent is represented by an attorney under §
10.140(a), a copy of the complaint shall also be served on the
attorney,

[Added 50 FR 5183, Feb. 6, 1985, cffective Mar, 8, 1985]

§ 10.136 Answer to complaint,

(@) Time for answer. An answerto acomplaint shall be filed
within a time sct in the complaint which shall be not less than
thirty days.

(b)With whom filed. The answer shall be filed in writing
with the administrative law judge. The time for filing an answer
may be extended once for a period of no more than thirty days
by the administrative law judge upon a showing of good causc
provided a motion requesting an extension of time isfiled within
thirty days after the date the complaint is filed by the Director.
A copy of the answer shall be served on the Director,

(¢) Content. The respondent shall include in the answer a
statement of the facts which constitute the grounds of defense
and shall specifically admit or deny cach allegation set forth in
the complaint, The respondent shall not deny a material allega-
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tion in the complaint which the respondent knows to be true or
state that respondent is without sufficient information to form a
belief as to the truth of an allegation when in fact the respondent
possesses the: information. The respondent shall also state
affirmatively special matiers of defense.

(d) Failure to deny allegations in complaint. Every allega-
tion in the complaint which is not denied by a respondent in the
answer is dcemed to be admitted and may be considered proven.
No further evidence in respect of that allegation need be re-
ceived by the administrative law judge at any hearing. Failure
to timely file an answer will constitute an admission of the
allegations in the complaint.

(e) Reply by the Director. Noreply to an answer is required
by the Dircctor and any affirmative defense in the answer shall
be deemed to be denicd. The Director may, however, file areply
ifhe or she chooscs or if ordercd by the administrative law judge.

[Added S0 FR 5183, Feb., 6, 1985, effective Mar. 8, 1985; amended
50 FR 25073, June 17, 1985, )

§$ 10.137 Supplemental complaint.

False statements in an answer may be made the basis of a
supplemental complaint.

{Added 50 FR 5183, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.138 Contested case.

Upon the filing of an answer by the respondent, a discipli-
nary procecding shall be regarded as a contested case within the
meaning of 35 U.S.C. 24. Evidence obtained by a subpoena
issued under 35 U.S.C. 24 shall not be admitted into the record
or considered unless Icave to proceed under 35 U.S.C. 24 was
previously authorized by the administrative law judge.

[Added 50 FR 5183, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.139 Administrative law judge; appointment;
responsibilities; review of interiocutory
orders; stays.

(a) Appointment. An administrative law judge, appointed
under 5 U.S.C. 3105, shall conduct disciplinary proceedings as
provided by this part.

(b) Responsibilities. The administrative law judge shall
have authority to:

(1) Administer oaths and affirmations;

(2) Make rulings upon motions and other requests;

(3) Rule upon offers of proof, receive relevant evi-
dence, and examine witnesses;

(4) Authorize the taking of a deposition of a witness in
licu of personal appearance of the witness before the adminis-
trative law judge;

(5) Determine the time and place of any hearing and
regulate its course and conduct;

(6) Hold or provide for the holding of conferences to
settle or simplify the issues.

(7) Receive and consider oral or written arguments on
facts and law;

(8) Adopt procedures and modify procedures from time to
time as occasion requires for the orderly disposition of proceed-
ings;

(9) Make initial decisions under § 10.154; and
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(10) Perform acts and take measures as necessary to pro-
mote the cfficient and timely conduct of any disciplinary pro-
ceeding.

(¢) Time for making initial decision. The administrative law
judge shall set times and exercise control over a disciplinary
procceding such that an initial decision under § 10.154 is
normally issued within six months of the date a complaint is
filed. The administrative law judge may, however, issue an
initial decision more than six months after a complaint is filed
if in his or her opinion there exist unusual circumstances which
preclude issuance of an initial decision within six months of the
filing of the complaint.

(d) Review of interlocutory orders. An interlocutory order
of an administrative law judge will not be reviewed by the
Commissioner except:

(1) when the administrative law judge shall be of the
opinion (i) that the interlocutory order involves a controlling
question of procedure or law as to which there is a substantial
ground for a difference of opinion and (ii) that an immediate
decision by the Commissioner may materially advance the
ultimate termination of the proceeding; or

(2) in an extraordinary situation where justice requires
review,

(¢) Stayspending review of interlocutory order . If the Direc-
tor or a respondent secks review of an interlocutory order of an
administrative law judge under paragraph (b)(2) of this section,
any time period set for taking action by the administrative law
judge shallnot be stayed unless ordered by the Commissioner or
the administrative law judge.

[Added SOFR 5183, Feb. 6, 1985, effective Mar. 8, 1985; amended
50 FR 25073, June 17, 1985]

§ 10.140 Representative for Director or
respondent.

(a) A respondent may be represented before the Office in
connection with an investigation or disciplinary proceeding by
an attorney. The attorney shall file a written declaration that he
or she is an attomey within the meaning of § 10.1(c) and shall
state:

(1) The address to which the attorney wants correspon-
dence related to the investigation or disciplinary proceeding
sent; and

(2) Atclephonenumber where the atiorney may be reached
during normal business hours.

(b) The Commissioner shalil designate at least two associate
solicitors in the Office of the Solicitor to act as representatives
for the Dircctor in disciplinary proceedings. In prosecuting
disciplinary proceedings, the designated associate solicitors
shall not involve the Solicitor or the Deputy Solicitor, The
Solicitor and the Deputy Solicitor shall remain insulated from
the investigation and prosccution of all disciplinary proceed-
ings in order that they shall be available as counsel to the
Commissioner in deciding disciplinary proccedings.

[Added 50 FR 5183, Feb. 6, 1985, effective Mar, 8, 1985)

§ 10,141 Filing of papers.

(a) The provisions of § 1.8 of this subchapter do not apply
to disciplinary proceedings.
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(b) All papers filed after the complain and prior to entry of
an initial decision by the administrative law judge shall be filed
with the administrative law judge at an address or place desig-
nated by the administrative law judge. All papers filed after
entry of an initial decision by the administrative law judge shall
be filed with the Director. The Dircctor shall promptly forward
to the Commissioner any paper which requires action under this
pait by the Commissioner.

(¢) The administrative law judge or the Director may
provide for filing papers and other matters by hand or “Express

Mail.”
[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.142 Service of papers.

(a) All papers other than a complaint shall be served on a
respondent represcnted by an attorney by:

(1) Delivering a copy of the paper to the office of the
attorney; or

(2) Mailing a copy of the paper by first-class mail or
“Express Mail” to the attorney at the address provided by the
attorney under § 10.140(a)(1); or

(3) Any other mcthod mutually agreeable to the attorney
and a representative for the Director.

(b) All papers other than a complaint shall be served on a
respondent who is not represented by an attorney by:

(1) Delivering a copy of the paper to the respondent; or

(2) Mailing a copy of the paper by first)class mail or
“Express Mail” to the respondent at the address to which a
complaint may be served or such other address as may be
designated in writing by the respondent; or

(3) Any other method mutually agrecable to the respondent
and a representative of the Director.

(c) A respondent shall serve on the represcentative for the
Director one copy of cach paper filed with the administrative
law judge or the Director. A paper may be served on the
representative of the Director by:

(1) Delivering acopy of the paper to the representative; or

(2) Mailing a copy of the paper by first-class mail or
“Express Mail” to an address designated in writing by the
representative; or

(3) Any othermethod mutually agrecable to the respondent
and the representative.

(d) Each paper filed in a disciplinary procceding shall
contain therein a certificate of service indicating:

(1) The date of which service was made; and
(2) The method by which service was made.

(e) Te administrative law judge or the Commissioner may
require that a paper be served by hand or by “Express Mail.”

(f) Service by mail is completed when the paper mailed in
the United States is placed into the custody of the U.S. Postal

Service.
[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.143 Motions.

Motions may be filed with the administrative law judge. The
administrative law judge will determine on a case-by-case basis
the time period for response to a motion and whether replies to
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responses will be authorized. No motion shall be filed with the
administrative law judge unless such motion is supporied by a
written statement by the moving party that the moving party or
attommey for the moving party has conferred with the opposing
party or attorney for the opposing party in an effort in good faith
1o resolve by agreement the issues raised by the motion and has
been unable to reach agreement. If issues raised by a motionare
resolved by the parties prior to a decision on the motion by the
administrative law judge, the parties shall promptly notify the
administrative law judge.
[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.144 Hearings.

(@) The administrative law judge shall preside at hearings in
disciplinary proceedings. Hearings will be stenographically
recorded and transcribed and the testimony of witnesses will be
received under oath or affirmation. The administrative law
judge shall conduct hearings in accordance with 5 U.S.C. 556.
A copy of the transcript of the hearing shall become part of the
record. A copy of the transcript shall be provided to the Director
and the respondent at the expense of the Office.

(b) If the respondent to a disciplinary proceeding fails to
appear at the hearing after a notice of hearing has been given by
the administrative law judge, the administrative law judge may
deem the respondent to have waived the right to a hearing and
may proceed with the hearing in the absence of the respondent.

(c) Ahearing under thissection will not beopen to the public
except that the Director may grant a request by a respondent to
open his or her hearing to the public and make the record of the
disciplinary proceeding available for public inspection, pro-
vided, Agreement is reached in advance to exclude from public
disclosure information which is privileged or confidential under
applicable laws or regulations. If a disciplinary proceeding
results in disciplinary action against a practitioner, and subject
to § 10.159(c), the record of the entire disciplinary proceeding,
including any settlement agreement, will be available for public
inspection.

[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.145 Proof; variance; amendment of pleadings.

In case of a variance between the evidence and the allega-
tions ina complaint, answer, or reply, if any, the administrative
law judge may order or authorize amendment of the complaint,
answer, or reply to conform to the evidence, Any party who
would otherwise be prejudiced by the amendment will be given
reasonable opportunity to meet the allegations in the complaint,
answer, or reply, as amended, and the administrative law judge
shall make findings on any issue presented by the complaint,
answer, or reply as amended,

[Added 50 FR 5184, Feb. 6, 1988, effective Mar, 8, 1985]

&6 10,146 - 10.148 [Reserved]

§ 10.149 Burden of proof.

In a disciplinary proceeding, the Director shall have the
burden of proving his or her case by clear and convincing
evidence and a respondent shall have the burden of providing
any affirmative defense by clear and convincing evidence.
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[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.150 EviZence.

(@) Rules of evidence. The rules of evidence prevailing in
courts of law and equity are not controlling in hearings in
discipiinary proceedings. However, the administrative law
judge shallexclude evidence which is irrelevant, immaterial, or
unduly repetitious.

(b) Depositions. Depositions of witnesses taken pursuant 1o
§ 10.151 may be admitted as evidence.

(c) Government documents. Official documents, records,
and papers of the Office are admissible without extrinsic evi-
dence of authenticity. These documents, records and papers
may be evidenced by a copy certified as correct by an employce
of the Office.

(d) Exhibits. If any document, record, or other paper is in-
troduced in evidence as an exhibit, the administrative law judge
may authorize the withdrawal of the exhibit subject to any
conditions the administrative law judge deems appropriate.

(e) Objections. Objections to evidence will be inshort form,
stating the grounds of objection. Objections and rulings on
objections will be a part of the record. No exception to the ruling
is necessary to preserve the rights of the parties.

[Added S0 FR 5184, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.151 Depositions.

(a) Depositions for use at the hearing in lieu of personal
appearance of a witness before the administrative law judge
may be taken by respondent or the Director upon a showing of
good causce and with the approval of, and under such conditions
as may be deemed appropriate by, the administrative law judge.
Depositions may be taken upon oral or written questions, upon
notless than tendays writtcn notice to the other party, before any
officer authorized to administer an oath or affirmation in the
place where the deposition is to be taken. The requirement of ten
days notice may be waived by the parties and depositions may
then be taken of a witness at a time and place mutually agreed
to by the partics. When a deposition is taken upon written
questions, copies of the written questions will be served upon
the other party with the notice and copies of any written cross-
questions will be served by hand or “Express Mail” not less than
five days before the date of the taking of the deposition unless
the parties mutually agree otherwise. A party on whose behalf
a deposition is taken shall file a copy of a transcript of the
deposition signed by acourtreporter with the administrative law
judge and shall serve one copy upon the opposing party. Ex-
penses for a court reporter and preparing serving, and filing
depositions shall be borne by the part at whose instance the
deposition is taken.

(b) When the Dircctor and the respondent agree in writing,
adeposition of any witness who will appear voluntarily may be
taken under such terms and conditions as may be mutually
agrecable to the Dircctor and the respondent, The deposition
shall not be filed with the administrative law judge and may not
be admiticd in evidence before the administrative law judge
unless he or she orders the deposition admitted in evidence. The
admissibility of the deposition shall lie within the discretion of
the administrative law judge who may reject the deposition on
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any rcasonable basis including the fact that demeanor is in-
volved and that the witness should have been called to appear
personally before the administrative law judge.

{Added 50 FR 5185, Feb. 6, 1985, effective Mar. 8, 1985)

§ 10.152 Discovery.

Discovery shall not be authorized except as follows:

(a) After ananswer is filed under§ 10.136 and when a party
establishes in a clear and convincing manner that discovery is
necessary and relevant, the administrative law judge, under
such conditions as he or she deems appropriate, mayorder an
opposing party to:

(1) Answer a reasonable number of written requests for
admission or interrogatorics;

(2) Produce for inspection and copying a reasonable
number of documents; and

(3) Produce for inspection a reasonable number of things
other than documents.

(b) Discovery shall not be authorized under paragraph (a) of
this section of any matter which:

(1) Will be used by another party solely for impcachment
or cross)cxamination;

(2) Is not available to the party under 35 U.S.C.§ 122;

(3) Relates to any disciplinary proceeding commenced in
the Patent and Trademark Office prior to March 8, 1985;

(4) Relaies to experts except as the administrative law
judge may require under paragraph (e) of this scction.

(5) Is privileged; or

(6) Relates to mental impressions, conclusions, opinions,
or legal theorics of any attorney or other representative of a
party.

(c) The administrative law judge may deny discovery re-
quested under paragraph (a) of this section if the discovery
sought:

(1) Will unduly delay the disciplinary proceeding;

(2) Will place an unduc burden on the party required Lo
produce the discovery sought; or

(3) Isavailable (i) generally (o the public, (ii) equally o the
partics; or (iii) to the party sccking the discovery through
another source.

(d) Priortoauthorizing discovery under paragraph (a) o{this
section, the administrative law judge shall require the party
secking discovery to file a motion (a]a10.143) and explain in
detail for each request made how the discovery sought is
necessary and relevant to an issuc actually raised in the com-
plaint or the answer.

(¢) The administrative faw judge may require partics to file
and scrve, prior (o any hearing, a pre)hcaring statement which
contains:

(1) Alist(together with a copy) of all proposed exhibits to
be used in connection with a party‘s case-in-chief,

(2) A list of proposed expert witness,

(3) As to cach proposed expert witness:

(i) An identification of the filed in which the individual

will be qualified as an expert;

(ii) A statement as to the subject matter on which the
expert is expected o testify; and
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(iii) A siatement of the substance of the facts and opinions
to which the expert is expected o testify,
(4) Theidentity of governmentemployees who have inves-
tigated the case, and
(5) Copies of memoranda reflecting respondent’s own
statements to administrative representatives.

(f) Aftera witness testifies fora party, if the opposing party
requests, the party may be required to produce, prior to
cross)examination, any written statement made by the witness.

[Added 50 FR 5185, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.153 Propesed findings and conclusions; post-
hearing memorandum,

Except in cases when the respondenthas failed to answer the
complaint, the administrative law judge, prior to making an
initial decision, shall afford the partics a rcasonable opportunity
to submit proposed findings and conclusions and a post-hearing
memorandum in support of the proposed findings and conclu-
sions,

[Added 50 FR 5185, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.154 Initial decision of administrative law judge.

(a) The administrative law judge shall make an initial
decision in the case. The decision will include (1) a statement
of findings and conclusions, as well as the reasons or basis
therefore with appropriate references to the record, upon all the
material issucs of fact, law, or discretion presented on the
rccord, and (2) an order of suspension or exclusion from
practice, an order of reprimand, or an order dismissing the
compliant. The administrative law judge shall file the decision
with the Dircctor and shall transmit a copy to the representative
of the Dircctor and to therespondent. In the absence of an appeal
to the Commissioncr, the decision of the administrative law
judge will, without further proceedings, become the decision of
the Commissioncr of Patents and Trademarks thirty (30) day
s\ from the date of the decision of the administrative law judge.

(b) The initial decision of the administrative law judge shali
explain the reason for any penalty or reprimand, suspension or
exclusion. In determining any penalty, the following should
normally be considered:

(1) The public interest;

(2) Theseriousnessof the violation of the Disciplinary Rule;

(3) The deterrent effects deemed necessary;

(4) The integrity of the legal profession; and

(5) Any cxtenuating circumstances.

[Addced SOFR 5185, Feb. 6, 1985, effective Mar. 8, 1985; amended
50 FR 25073, June 17, 1985,]

§ 10.155 Appeal to the Commissioner.

(a) Within thirty (30) days from the date of the initial
decision of the administrative law judge under § 10.154, either
party may appeal to the Commissioner. An appecal by the
respondent will be filed with the Director in duplicate and will
include exceptions to the decisions of the administrative law
judge and supporting reasons for those exceptions. If the Direc-
tor files the appeal, the Director shall serve a copy of the appeal.
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Within thirty (30) days afier receipt of an appeal or copy thereof,
the other party may file a reply brief, in duplicate with the
Director. If the Director files the reply brief, the Director shall
serve a copy of the reply brief. Upon the filing of an appeal and
areply brief, if any, the Director shall transmit the entire record
to the Commissioner.

(b) The appeal will be decided by the Commissioner on the
record made before the administrative law judge.

(c) The Commissioner may order reopening of a discipli-
nary proceeding in accordance with the principles which govern
the granting of new trials. Any request to reopen a disciplinary
proceeding on the basis of newly discovered evidence must
demonstrate that the newly discovered evidence could not have
been discovered by due diligence.

[Added 50 FR 5185, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.156 Decision of the Commissioner ,

(a) An appeal from an initial decision of the administrative
law judge shall be decided by the Commissioner, The Commis-
sioner may affirm, reverse, or modify the initial decision or
remand the matter to the administrative law judge for such fur-
ther proceedings as the Commissioner may deem appropriate.
Entry of adecision by the Commissioner is a final agency action
in a disciplinary proceeding. In making a final decision, the
Commissioner shall review the record or these portions of the
record as may be cited by the parties in order to limit the issues.
The Commissioner shall transmit a copy of the final decision to
the Director and to the respondent.

(b) A final decision of the Commissioner may dismiss a
disciplinary proceeding, reprimand a practitioner, or may sus-
pend or exclude the practitioner from practice before the Office.

[Added 50 FR 5186, Feb. 6, 1985, effective Mar, 8, 1985]

§ 10.187 Review of Commissioner’s final decision.

(a) Review of the Commissioner’s final decision in a disci-
plinary case may be had by a petition filed in the United States
District Court for the Districtof Columtia. See 35U.S.C. 32 and
Local Rule 1-26 of the United States District Court for the
District of Columbia.

(b) The Commissioner may stay a final decision pending
review of the Commissioner’s {inal decision.

' [Added 50 FR 5186, Feb. 6, 1985, effective Mar. 8, 1985)

§ 10.158 Suspended or excluded practitioner.

(a) A practitioner who is suspended or excluded from
practice before the Office under a]a10.156(b) shall not engage
in unauthorized practice of patent, trademark and other non-
patent law before the Office.

(b) Unless otherwise ordered by the Commissioner, any
practitioner who is suspended or excluded from practice before
the Office under § 10.156(b) shall;

(1) Within 30 days of entry of the order of suspension or
cxclusion, notify all bars of which he or she is amember and all
clicnts of the practitioner for whom he or she is handling matter
before the Office in separate written communications of the
suspension or cxclusion and shall file a copy of cach written
communication with the Director.

(2) Within 30 days of entry of the order of suspension or
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exclusion, surrender a client’s active Office case files to (i) the
client or (ii) another practitioner designated by the client.

(3) Nothcid himself or herself out as authorized ‘o practice
law before the Office.

(4) Promptly take any necessary and appropriatc steps to
remove from any telephone, legal, or other directory any adver-
tisement, statement, or representation which would reasonably
suggest that the practitioner is authorized to practice patent,
trademark or other non)patent law before the Office, and within
30 days of taking those steps, file with the Director an affidavit
describing the precise nature of the steps taken.

(5) Notadvertise the practitioner’s availability or ability to
perform or render legal services for any person having immedi-
ate, prospective, or pending business before the Office.

(6) Notrender legal advice or services to any person having
immediate, prospective, or pending business before the Office
as 1o that business.

(7) Promptly take steps to change any sign identifying a
practitioner’s or the practitioner’s firm’s office and
practitioner’s or the practitioner’s firm’s stationery to delete
therefrom any advertisement, statement, or representation
which would reasonably suggest that the practitioner is author-
ized to practice iaw before the Office.

(8) Within 30days, return to any clientany unearned funds,
including any unearned retainer fee, and any securities and
property of the clicnt,

(c) A practitioner who is suspended or cxcluded from
practice before the Office and who aids another practitioner in
any way in the other practitioner’s practicc of law before
theOffice, may, under the direct supervision of the other prac-
titioner, act as a para-legal for the other practitioner or perform
other services for the other practitioner which are normally
performed by lay-persons, provided:

(1) The practitioner who is suspended or excluded is:

(i) A salaried employee of:
(A) The other practitioner;
(B) The other practitioner’s law firm; or
(C) A client)employer who employs the other practitio-
ner as a salaried employce;

(2) The other practitioner assumes full professional respon-
sibility to any client and the Office for any work performed by
the suspended or excluded practitioner for the other practitio-
ner;

(3) The suspended or excluded practitioner, in connection
with any immediate, prospective, or pending business before
the Office, does not;

(i) Communicate dircctly in writing, orally, or otherwise
with a client of the other practitioner;

(ii) Renderany legal advice or any legal services to aclient
of the other practitioner; or

(iii) Meet in person or in the presence of the other
practitioner with;

(A) Any Office official in connection with the prosecu-
tion of any patent, trademark, or other case;

(B) Any client of the other practitioner, the other
practitioner’s law firm, or the client)employer of the other
practitioncr;
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(C) Any witness or potential witness which the other
practitioner, the other practitioner’s law firm, or the other
practitioner’sclient-employer may or intends to call as a witness
in any proceeding before the Office. The term “witness” in-
cludes individuals who will testify orally in a proceeding
before, or sign an affidavit or any other document to be filed in,
the Office.

(d) When a suspended or excluded practitioner acts as a
para-legal or performs services under paragraph (c) of this
scction, the suspended or excluded practitioner shall not there-
after be reinstated to practice before the Office unless:

(1) The suspended or excluded practitioner shall have filed
with the Dircector an affidavit which (i) explains in detail the
precise nature of all para)legal or other services performed by
the suspended or excluded practitioner and (ii) shows by clear
nd convincing evidence that the suspended or excluded practi-
tioner has complied with the provisions of this section and all
Disciplinary Rules, and

(2) The other practitioner shall have filed with the Director
a written statement which (i) shows that the other practitioner
has read the affidavit required by subparagraph (d)(1) of this
scction and that the other practitioner belicves every statement
intheaffidavitto be true and (ii) states why the other practitioner
belicves that the suspended or excluded practitioner has com-
plicd with paragraph (c) of this section,

[Added 50 FR 5186, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.159 Notice of suspension or exclusion.

(a) Upon issuance of a final decision reprimanding a prac-
titioner or suspending or excluding a practitioner from practice
before the Office, the Director shall give notice of the final
decision to appropriate employees of the Office and to inter-
csted departments, agencies, and courts of the United States.
The Director shall also give notice to appropriate authorities of
any State in which a practitioner is known to be amember of the
bar and any appropriate bar association,

(b) The Dircector shall cause to be published in the Official
Gazeue the name of any practitioner suspended or excluded
from practice. Unless otherwise ordered by the Commissioner,
the Director shall publish in the Official Gazette the namc of any
practitioner reprimanded by the Commissioner.

(¢c) The Director shall maintain records, which shall be
available for public inspection, of every disciplinary proceeding
where  practitioner is reprimanded, suspended, or excluded
unless the Commissioner orders that the proceeding be kept
confidential,

fAdded 50 FR 5186, Feb, 6, 1985, effective Mar. 8, 19851

§ 10,160 Petitioner for reinstatement,

(0) A petition for reinstatement of a practitioner suspended
for a period of less than five years will not be considered until
the period of suspension has been passed.

(b) A petition for reinstatement of a practitioner excluded
from practice will not be considered until five years after the
cffective date of the exclusion,

Rev. 7, Dec. 1987

MANUAL OF PATENT RXAMINING PROCEDURE

(c) An individual who has resigned under § 10.133 or who
has been suspended or excluded may file a petition for reinstate-
ment. The Dircctor may grant a petition for reinstatement wiren
the individual makes a clear and convincing showing that the
individual will conduct himself or herself in accordance with
the regulations of this part and that granting a petition for
reinstatement is not contrary (o the public interest. As a
condition toreinstatement, the Director may require the individ-
ual to:

(1) Meet the requirements of § 10.7, including taking and
passing an examination under § 10.7(b) and

(2) Pay all or a portion of the costs and expenses, not to
exceed $1,500, of the disciplinary proceeding which led to
suspension or exclusion.

(d) Any suspended or excluded practitioner who has vio-
lated the provisions of § 10.158 during his or her period of
suspension or cxclusion shall not be entitled to reinstatement
until such time as the Director is satisfied that a period of
suspension equal intime to that ordered by the Commissioner or
exclusion for five ycars has passed during which the suspended
or excluded practitioner has complied with the provisions of §
10.158.

(¢) Procecdings on any petition for reinstatement shall be
open to the public. Before reinstating any suspended or ex-
cluded practitioner, the Director shall publish in the Official
Gazette a notice of the suspended or excluded practitioner's
petition for reinstatement and shall permit the public a reason-
able opportunity to comment or submit evidence with respect to
the petition for reinstatement,

[Added 50 FR 5186, Feb. 6, 1985, cffective Mar. 8, 1985]

§ 10.161  Savings clause.

(a) A disciplinary procecding based on conduct engaged in
prior to the effcctive date of these regulations may be instituted
subscquent to such effective date, if such conduct would con-
tinue to justify suspension or exclusion under the provisions of
this part,

(b) No practitioner shall be subjecttoadisciplinary proceed-
ing under this part based on conduct cngaged in before the
effective date hereof if such conduct would not have been
subject to disciplinary action before such cffective date,

[Added S0 FR 5186, Feb, 6, 1983, cffectiveMar, 8, 1985]

§8 10.162 - 10.169 [Reserved)

§ 10.170 Suspension of rules.

(@) Inan cxtraordinary situation, when justice requires, any
requirement of the regulations of this part which is not a
requirement of the statutes may be suspended or waived by the
Commissioncr or the Commissioner’s designee, sua sponte, or
on petition of any party, including the Director or the Director’s
representative, subject to such other requirements as may be
imposed,

(b) Any petition under this section will not stay a discipli-
nary proceeding unless ordered by the Commissioner or an
administrative law judge.

[Added 50 FR 5186, Feb. 6, 1985, effective Mar. 8, 1985)
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INDEX III - RULES RELATING TO PRACTICE

BEFORE THE PATENT AND TRADEMARK

OFFICE
A
AdVertising .....ovenseenses verstsnereasasess s st sRsasnbereane 10.31, 10.32
Agreements restricting practice wuiemamsiines 10.38
ALIENS uovivveercrnnsunnsnsnsmmnnnsessssssnssessasssssssssensrssesssonsss 10.6, 109
Applicant for patent, Representative of ......cuvmneresnsssens 1.31
Applicant for trademark, Representative of .....uesesssens 2.11
Automeys, Recognition of to practice in trademark
CASES sevvsesssnssssnorsssssnsaossssssonsssnssesossssssssassssssassssssssssonss 10.14
Attomneys, Registration of to practice in patent
CASES sversrnsnsssssssrssnrasasssnsssresssnsnsssnsnsssasssassannsssnans 10.6, 10.7
B
Breach of trust .o 10.23
Business transactions or relations with client ..o 10.65
C
Candidate for judiCial OffiCe ...uurereresesneseaserseressessesnss 10.103
Canons and disciplinary rules ......ouinienenns 10.20 - 10.112
Certificate Of MATHNG ..oveveeerrerernearerernssnsnrnssareresersns 1.8,10.23
Circumventing a disciplinary rule,
amendment .....ueninnne servsrsnssssnrnennen - 10.20 - 10,112
Code of Professional Responsibility ....eveeseenns 10.20 - 10,112
Coercion, USE Of oimimnssssssnmmsmssssssssnsssssssssssssrssnss 10.23
Committee on Discipling .....oeree veserensnessesss s snntnssnsrsnnanee 104
Committee on EnrolIment ... v ermsnsnssssnsnsersnsnssserssssssenns .10.3
Communicating with person having adverse interest ...10.67
Communications concerning practitioner’s service ......10.31
Compensation for legal SEIVICES w.uwmmmmismesssseasessasees 10.68
COMPEIENCE 1ovirvrnssssrssssasssnsrsnssssssasrsnsssssnsssasssrans 10.76, 10.77
Complaint instituting disciplinary proceedings ........... 10.134
Concealment of material information ......cucemsensssssnsnns 10.23
Conduct in proceeding before Office ...uuummnimismnns 10.89
Conduct prejudicial to the administration of justice .....10.23
Conflict Of INLEIESt vuevviriersrsrsrsssssmnssssssnsrsarsssssasssssnssnssanns 10.66
Conviction of criminal OffenSe .......omsssmrsnssssesssssseners 10.23
D
DIECEIL sevnrsrsesnsssnsorsssnssssnnesssersssersassssassssssssssssensrssnsassssnses 10.23
Decisions of the Commnssnoner. ..................... 10,156, 10,157
Definitions:
ASTIGAVIL vuevsirvnrsrsnsnnsasnsnsranes versesnsnensensrensens S ()X |
AZENL rovcrirrneninsnsnssssnnissssssssnssenins versrenaens verstsensrernrone 10.6
Application ...cceveee voensnnnes S (| |
Canon ...unessssnssesss verssnnsssasrenessres wrenens vesnrsannenens 10,20
Confidence . N voesssnns 10.57
Differing «.o.ovverees oSS SRRSO R SRR RO RS 10.1
Director of Enroliment and Discipling .o.vouvmsenes w 10,1
Disciplinary rule .oumesmmmsmnnninn sersssorsrssenes 10.20
Employee of a tribunal ...cocvsrersssessssssssosesssssasasesns 10.1
Excessive legal fees o vesrerins v stone 10.36
Excluded practitioner......... warrsnssnanes covennennssseans e 1041
Giving information ... versrsrones vrsorsnsnonns 10.1

INDEX III
(Definitions:)
Invention development services “ .10.23
LAW fIETN oovveecrnrnnnvesssnniesnsnnnsssmmsssasssnssassassnssasssnsasssenss 10.1
LAWYEE vivivisinstinnscsmnnnssnsnssmsonsseissssssssrasssanies 10.1
Legal Counsel ..o 10.1
Legal profession ... 10.1
Legal SEIVICE vvvuvrnnmmnsesnsnisssnessusssscssasesssnsnsnssisssossens 10.1
Legal SYSIEM wuvsneinsmssssesssisssmsssnassinssasssnssssssrsssssasssss 10.1
NOR-PraCtitIONEr .o.vvvviiisireesseesssasenssessssssssessssssssnssones 10.1
OffICE vuvurvsnrnsnssnresnsmrmsmnssssistossssssnsesssssnssssssessssssssnsnsans 10.1
PEISON wvvvisssnsnssnsnssmneresssnsnsnsssssisssssinsssssssssssssssssssnsans 10.1
Practitioner ..o 10.1
Proceeding before the Office .....umvnmsnsirimnssesssnnnns 10.1
Professional legal cOrporation .......cumessensssrssssscnses 10.1
RegiStration . 10.1
RESPONACNL .cvvviiniriisssssnsnsnsssnssssssssmsssssssnssnsssnsnsas 10.134
SECIEL ovirrvnresssrsrinnnirissssssrsnsesssssresnsissssrssssancs 10.33,10.57
SUALE covvirvernrinsrsnsnrmrnnsns s s sranas 10.1
Suspended praclitioner .....esssnsmmsssassssorsrssosssans 10.1
TrbUnal ..o 10.1
United States v, 10.1
Designation as registered attorney or agent ....oeenines 10.34
Direct contact with prospective ClIents .....uvvevnrereseene 10.33
Director of Enrollment and Discipline:
ADPPOINLMENL cviverirerininsssrsnsnsassssricassmasssnsrsssasssnsassorsens 10.2
DULES wroirnrnsnsnnrerensmmmninismesimsemims oo 10.2
Review of decisions of the Director ....cvuvnmnisseens 10.2
Disbarment from practice on ethical grounds ........ueuee 10.23
Discharge of attorney or agent by client ...........cvirenee 10.40
Disciplinary proceedings and investigations:
Administrative Law JUAZe ..o.vnvnvesnniesnennssnnenins 10.139
Administrative Procedures Act.....o.ovmreennnrinirinns 10,132
Review of interlocutory orders by Administrative
Law JUAEE .ovvvnnninnnnnminisnsnineimssmnssinene 10.139
Amendment of COmPIAING ..c.ovvrievreinirersrinenensnrane 10.145
Amendment Of pleadings ..cuvereweesmnisssesnrsesrseinn 10.145
Answer t0 comPlaINt .o..vvcrenivsininsisroresnsnssssseseons 10.136
Appeal of initial decision of Administrative
Law JUdZe vovvcnirnrnmnsninnnmssmnnneniniie, 10.155
Burden of proof ..., 10.149
Certificate of MailiNg .....ocvvverienvvnnnassrnnensncsenssnssnnnns 1.8
Complaint ....covvervnvnsnrssrsrsesressssisssnsssasanns veresrsassnnne 10.134
Contested CASE vummnnrsmsrsnsssssssrassnnsnsssrasssssersssses 10.138
Deliberations of Committee on Discipling ..veueeenee 104
Discovery (see also Discovery in Disciplinary
Proceedings) vouverens vasnrsronns verssrernses vnnensrsnnin 10.152
Exception t0 rUling ... eeesessmssiessssnsssmnssessanns 10.151
Filing papers after complaint filed.....overeeceenens 10,141
Hearings before Administrative Law Judge ........ 10,144
Initial decision of Administrative Law
VT 10.139, 10,154
Initiating discilinary proceeding ....cove. vesesnsnnnaee 10.132

Investigations of violations of disciplinary rules. 10,131
Notice of suspension or exclusion of practitioner 10,159

Objections (0 eVIdEnCe ..o, 10.150
Post hearing memorandum ..o, 10,153
Pre-hearing Statement ..o 10.152

Rev. 7, Dec. 1987



INDEX III

(Disciplinary proceedings and investigations:}
Reinstatement of suspended or excluded

12161 1H 1071 1) OO 10.160
Reprimand of registered attorney or
AEENL covisseensnrnsnrsresresnensssssresssasesesess 10.130, 10.132
Resignation of practitioner ........eveisesssssssasesssnns 10.133
Review of Commissioner’s final decision........... 10.157
Review of decision denying reinstatement of
PrACUHEONET wvvuivereiroressossrensmsessoscorsnsrssasensessasarsees 10.2
SaAVINGS CIAUSE .ovcvvvrvencecrrnernsesstvasrernsssossonsorssnsstonse 10.161
Service of cOMPIAING ..vevcivereermimmmorssiseasi 10.135
Settlement of COMPIAINL .....coveriicnviinsescrisennsasnens 10.133
Stay pending review of interlocutory order ......... 10.139
Supplemental complaing .......cocevecsnrssncrvrerecsscnnees 10.137
Disciplinary rule violation,
Disclosure of ......cververense 10.23, 10.24, 10.84, 10.85, 10.131
Discourteous CONAUCE ..ucerenemsrmnrorssnsssssererssssnsesrorssssnens 10.89
Discovery in Disciplinary Proceedings:
Copying of dOCUMCNLS ...covercrerenrsnniimscsesemnscasessssene 10.152
Cross-examination ......esmesssmimasese 10.152
Deliberations of Committee on Enrollment............. 10.4
DCPOSILIONS ..evreerrrermrecrmrensrresssssrmsaeresssnsessisesassssnnae 10.151
220 141 10.150, 10.152
IMpPeachment ...ovvivcvvnicrmniniesmmnaroe 10.152
Inspection of dOCUMENLS .....cvvininiirircssensasnsnsannes 10.152
INLCITOZALONICS 1 ovvsrinresusssesensssnsnsasssrensususesssssnennnes 10.152
Motions filed with Administrative Law
JUAZE .oovcrvinrcrirersrossreesserisnnsaerenssinss 10.143, 10.152
Privileged infOrmation .........cevrevevecrmserersnionressrens 10.152
Undue delay in proceedings .o veommerensece 10.152
Division of 16gal fECS ...cvvvnirerivermornsninsnsssmeiniessiseenes 10.37
DUress, USC Of ....verivnennsmnencnnmssissosssmnssnsonnssssonsres 10.23
Duty to make counsel available ........ccocvrvivvvvenevsninnnnns 10.30
E
Employment:
ACCCPLANCE ucvrrivirninrmnencrcnsnsrssossssermssessororsasnsensssss 10.39
Faillure 10 Carry Oul CORLIACL .c.everieerirerssrerersesaressares 10.84
Refusing employment .......ocienncencnnns 10.62, 10.63
Withdrawal from cmployment........couvneee. 10.40, 10.63
EXCeption (0 FUNNE .ccvevvviisniienssssisisseisinsmssssssscossosane 10,151
Excessive 168al fECS vuvvenimiennmnnmmnimminssmrsnmon 10.36
Exclusion of practitioner ......eeeeerereens 10.130, 10,132, 10,158
F
Failure to disclose material fact with regard to
registration ....... rebrerererssesteaseseresatserrsaresearaases 10.22
Failure to notify ClCNt ....cvvnnenicmmrimsmnce 10.23
False aCCUSALIONS wrvvvvsivieenresmnnmsnnssriionsesnssnesssissessseonens 10.23
False statcments concerning officials ....vvevevveerisisserens 10.102
Favors, Improperly bestowing ... 10.23
Fees:
Ingeneral .o, 1,21
Petition to review decision of Director of
Enrollment and DisCipling .....ccevevnerinnsisscennn 10.2
ReGISUALON coeornvessenmririrmsnnerissierionsranssressrssssiens 10.8
REINSIACMENL covvevrrrcrvrirarninsenseserirensmsonsnnssrssianns 10.11
Request regard of examination ........coumsssmnn 10.6
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Fees for legal SErviCes .o, 10.36
Firm name, USE Of ....covvininiinnissnenenssmsnsens 10.35
Fitness to practice before the Office ......... resaenrerorees 10.23
FOTGIENCTS «ovirvevnrevaressessosroreensrsorerssorsssssssssassassnseans 10.6, 10.14
Former Patent and Trademark Office
EMPIOYEES wuvvrrerinrerrsrersesnssrassssmsasrsressonses 10.6, 10.23
Fraud or inequitable CONGUCE ...ovvvereerssnsaenrsinscnsnonesssnsne 10.23
Frivolous COMPIAINt.......cceecenmenrosicnsneensestsnnensessonns 10.23
Funds of client, Preserving identity of .......ccuvniveerenes 10.112
G
Gift, Improperly beSOWINE ..cvvvevnvnmsrcissmmmsmscssnsssnssssesne 10.23
Government employees, Registration of to
Practice in Patenl CaSCS..uueimmismmesesrsesnisssessses 10.6
I
Iliegal conduct involving moral turpitude ...o.venirecnnna 10.23
Illegal fees for SEIVICES v 10.36
Improper alteration of patent application ..........ceen 10.23
Improper execution of oath or declaration ......cvvvvseenie 10.23
Improper inflUCNCE .....cvvcevrineinisinersnsnm. 10.23
Improper SigRature ..., 10.18, 10.23
Improperly bestowing thing of value ........cueiiene 10.23
INCOMPCLENCE ...vvvvveririirrcenremsnnrcrerenninniesninssesense 10.77, 10.78
Indecent statement, Making of ... 10.23

Independent professional

judgment, Exercise of ....10.61, 10.62, 10.66, 10.68
Individual unqualified in respect to character,

education, 1C. vuuervvinerenrerinsrereeerenres 10..7, 10.22
Influence by others than client ... 10.68
Information precluding registration, Failure to disclose 10,23
Initial decision of Administrative Law Judge 10.139, 10.154
Integrity and competence of the legal profession,

Maintaining of ......ovvurmiernnnnsininenaenmmn. 10.22
Interest in litigation or proceeding before Office,

ACQUITING Of vuviviverisnnnrenenmnnscsnnmmaronsnien 10.64
Investigation of violations of disciplinary rules .......... 10.131
J
JOINE VENIUIC covvviviiriririsicrmnnsnsssnmnmmeesimessesmnanssnan 10.23
Judicial office, Candidate for ........commivniminiernensn. 10.103
L

Legal fees:
Division of w...iieniinn SRR 10,37
Failure (0 pay v vevrororers SO 10.40
Sharing of ....... prsssesnns s e 10.48
Legal system, Assistance in improving the ... 10.100
Letterheads, USe Of i 10.35
Limited rccognition to practice in patent ¢ases ......... v 10,9
M
Malpractice, Limiting client’s lability v 10.78
Matcrially false statements in application for
TCEISIFALION 1ovvvvvsnvessssnsnnnininsrsinsssrssnsesmsssnrasnnes 10.22
Misappropriation of funds ..., 10.23
Misconduct ..cvevrineresiinnsnses ST e 10.23
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MiSTCPIESEIBLIONS wiivvervrorerrersrcrserernsserssersesreseases 10.22, 10.23
Multiple emploYMEnL ....co.vvevevrenmemrmnmomsrenissnesioresssrsssnns 10.66
N
Neglecting legal MAUCES ...vvccinensieisecrssmenmesonn 10.77
Non-practitioner, Formation of parincrship with .......... 10.49
Notice of suspension Or eXCIUSION ..ccercreemssrsereseseeraees 10.159
o)
Oath FEQUITCMENL .ovvverirrecsrveorsresesraressssesesnareesersrssesnesssases 10.8
Officials, Contact With .......ccuvsmensincnnmsnemeisonsenns 10.93
P
Petitions:
Fees in general ... 1.21
Regrade of examination........cevrvvveeseseenrssensosnenne 10.6
RCINSIAICMENL 1vvevevervrerecreresssssssirarmresesesssassorsssrerss 10.160
Review decision of Commissioner .......ouvreiinene. 10.157
Review decision of Director of Enrollment and
DiISCIPIING ...vvvvrveicrinrerinmessesnsssssssrersrisasssssense 10.2
Suspension Of TUICS ..o, 10.170
Preserve secrets and confidence of client........... 10.56, 10.57
Pro-sc applicant ........coveecsrireensanrersins veersssrsnsasnesrnne 1,31, 2.11
Professional impropricty, Avoiding
appearance Of .o.c.cvvenvromsensennmreranenns 1.110,10.111
Promise of advantage, Offer of ......cvvnvinmerisnisninn 10.23
Property of ClICNL .cviivenneeiversecisnsessvessersersssrrsinesssssns 10.112
Proprictary intcrest in subject matter ......ovcirmvinesserceens 10.64
Publication in Official Gazette ............ 10.11, 10.159, 10.160
R

Recognition to practice before the Patent and Trademark
Office:

AZCNLS oo s ssoressssns 10.6, 10.7
ALICNS cuvvevnriisiinienrienmnnsonsisisnminsnsen 10.6, 10.7
AUOIMCYS 1evrvsrsermrercrcorenssssosossrsrsessrassesssssssossssssssnss 10.6
Change of address, Requirement to notify

DIrCCLOT wuvvrvenneresssssssesisriessinsnsmsserssisasesesssssnane 10.11
Contents of petition for reinstatement of

FCEISLIALION wvovveevrirmvnrisissnssarsnssesensisssrarsrnsone 10.2
Examination of registration in patent cascs ..., 10.7
FOrCIZNCTS vovvvsvcrnnirnessssissessosensssesssninasssessranses 10.6, 10.14
Former Patent and Trademark Office employees ... 10.6
Government CMPIOYCES ..ovuvivivimercisrsscesersemrsrsennrese 10.6
Limited recognition in patent Cases ..vvveererssssirerens 109
Non-lawyers, Recognition in trademark cascs ...... 10.10
Patent CASCS wovvrvvemarmmssssrinisnsmsmmenssanssririn 10,6 - 10.10
Recognition for representation ..., 1.32,2.17,10.14
Recognition 10 practicC s 10.6 - 10.18
Refusal to recognize practitioner ..., vwersirennns 10,15
Register of attorneys and agents in patent cases...... 10.5
Registration fEC .o 10.8, 10.21
Registration number . oo 1,34

Removal of attorneys and agents from the register10.11
Representation by registered attorney or agent

iN PALCNL CASCS wvvvrvrermimrereresseremsmesmersssmersrnmens 1.31
Request for regrade of examination ... 10.6
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(Recognition to practice before the Patent and Trademark
Office:)

Requirements fOF Fegistration .....eenesnioenns 10.7
Review cf Director’s decision refusing registration 10.2
Trademark Cases ....ovemenonesnnmne. 10.14
Unauthorized representation by an agent .......eueue. 10.31
Recurds, property and funds of client, Maintaining of 10.112
Reinstatement after removal from the register ..... 10.2, 10.11
Reinstatement of suspended or excluded practitioner . 10.160
Representing client within bounds of the law ............... 10.85
Reprimand of registered attorney or agent ..... 10,130, 10,132
RESIZNALON wuvviveriiesinisissneninnninisssssissssnsssiesissesser 10.133
Revocation of power of attorney in trademark case ........ 2.19
S
Scandalous statements, Making of ........cccrminiiinininens 10.23
Sccrets and confidence, Preservation of clients . 10,56, 10.57
Scttlement of claims Of ClICNS wvvvvivveneisniiiennnnns 10.67
Sharing 1egal fCCS .vvvvrvrirnrnimnnnnnminnnionissinmsaisin 10.48
Signature and certificate of practitioner ......coviievieerinns 10.18
SOlCIALON vivvervvrersveresrivsnisermaeresnirserssrsessosiene 10.32,10.33
Statement concerning officials, Making false ............. 10.102
Suspension of practitioner ......10.23, 10.130, 10.132, 10.158
Suspension Of TUICS ... 10.170
T
Threats of criminal prosecution ... 10.88
Threats, Use of ..., 10.23
U
Unauthorized practice ....... 10.14, 10.23, 10.31, 10.46, 10.47
Undignificd conduct .c..conmmmniincnaimninemonn. 10.89
\Y
Violating duty of candor and good faith .........cecuvivenrinns 10.23
Violauon of disciplinary rule, misconduct ............oeevnnn. 10.23
W
Withdrawal from cmployment ......ccovevnnnnnnnieinn: 10.40
Withdrawal material information ........coisniincne 10.22,10.23
WINCSSCS vovverernaninecnsonmnimiersrennimersssssnseorsrsins 10.63, 10,92
y/
Zcalously representing the client ......vovviriironne 10.83, 10.84
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