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701  Statutory Authority for Examination
[R-1]

>35 U.S.C. 131. Examination of application.

The Commissioner shall cause an examination to be made of the
application and the alleged new invention; and if on such examination it
appears that the applicant is entitled to a patent under the law, the
Commissioner shall issue a patent therefor.

The main conditions precedent to the grant of a pat-
ent to an applicant are set forth in 35 U.S.C. 101, 102,
103.

35 US.C. 101. Inventions patentable.

Whoever invents or discovers anynew and useful process, machine,
manufacture, or composition of matter, or any new and useful improve-
ment thereof, may obtain a patent therefor, subject to the conditions and
requirements of this title.

Form Paragraph 7.04 copies 35 U.S.C. 101.

35 US.C. 100. Definitions.

When used in this title unless the context otherwise indicates —

(a) The term “invention” means invention or discovery.

(b) The term “ process” means process, art or method, and includes a
new use of a known process, machine, manufacture, compasition of matter,
or material,
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702

(c) Theterms“UnitedStates” and “this country” mean the Umted
States of America, its territories and possessions. ;

(d) The word “patentee” includes not only the patentee. to whom

the patenit was issued but also the successors in title to the patentee.<
702 - Requisites of the Application [R-1]

>When a new application is assigned in the examin-
ing group, the examiner should review the contents of
the application to determine if the application meets the

requirements of 35 U.S.C. 111(a). Any matters affectmg_

the filing date or abandonment of the applrcatron, such

as lack of an oath or declaration, filing fee, or claims

should be checked before the application is placed in the
 storage racks to await the first action.

The examiner should be careful to see that the ap-
plication meets all the requisites set forth in MPEP
Chapter 600 both as to formal matters and as to the com-
pleteness and clarity of the disclosure. If all of the requi-
sites are not met, applicant may be called upon for neces-
sary amendments. Such amendments, however, must not
include new matter.<

702,01 Obviously Informal Cases [R—2]

When an application is reached for its first action and it is
then discovered to be impractical to give a complete ac-
tion on the merits because of an informal or insufficient
disclosure, the following procedure may be followed:

(1) A reasonable search should be made of the in-
vention so far as it can be understood from the disclo-
sure, objects of invention and claims and any apparently
pertinent art cited. In the rare case in which the disclo-
sure is so incomprehensible as to preclude a reasonable
search the action should clearly inform applicant that no
search was made;

(2) Informalities noted by the Application Divi-
sion and deficiencies in the drawing should be pointed
out by means of attachments to the examiner’s letter (see
MPEP § 707.07(a));

(3) Arequirement should be made that the specifi-
cation be revised to conform to idiomatic English and
United States practice;

(4) The claims should be rejected as failing to de-
fine the invention in the manner required by 35 U.S.C.
112 if they are informal. A blanket rejection is usually
sufficient.

The examiner should * attempt to point out the *
points of informality in the specification and claims. The
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“burden is on the applrcant to revise the applrcatron to; ’

render it in proper form for a complete examination.
‘Ifa number of obvrously informal claims are filed i m '

‘an apphcatlon such claims should be treated as bemg a
-single claim for fee and examination purposes.

- Itis obviously to applicant’s advantage to file the ap-
plication with an adequate disclosure -and- with claims
which conform to the U.S. Patent and Trademark Office
usages and requrrements This should be done whenever
poss1ble If, however, due to the pressure ofa Conven- _
tion deadline or other reasons, this is not possible, appli-
cants are urged to submit promptly, -preferably within
3 months after filing, a preliminary amendment which
corrects the obvious informalities. The informalities
should be corrected to the extent that the disclosure is
readily understood and the claims to be initially ex-
amined are in proper form, particularly as to dependen-
cy, and otherwise clearly define the invention. “New
matter” must be excluded from these amendments since
preliminary amendments do not enjoy original disclo-
sure status, MPEP § 608.04(b).

Whenever, upon examination, it is found that the
terms or phrases or modes of characterization used to
describe the invention are not sufficiently consonant
with the art to which the invention pertains, or with
which it is most nearly connected, to enable the examiner
to make the examination specified in 37 CFR 1.104, the
examiner should make a reasonable search of the inven-
tion so far as it can be understood from the disclosure.
The action of the examiner may be limited to a citation of
what appears to be the most pertinent prior art found
and a request that applicant correlate the terminology of
the specification with art—accepted terminology before
further action is made. '

Use Form Paragraph 7.01 where the terminology is
such that a proper search cannot be made.

q 7.01 Use of Terminology, Cannot Be Examined

A preliminary examination of this application reveals that it
includes terminofogy which is so different from that which is generaily
accepted in the art towhich thisinvention pertains that it is impractical to
make a proper search of the prior art.

For example: [1]

Applicant is required to provide a clarification of these matters or
correlation with art—accepted terminology so that a proper comparison
with the prior art can be made. Applicant should be careful not to
introduce any new matter into the disclosure (i.e., matter which is not
supposted by the disclosure as originally filed).

Ashortenedstatutoryperiodfor responsetothis actionis
set to expire THIRTY DAYS from the date of this letter.
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Examiner Note: ;

1. - Use this orparagraph 7.02 when a proper search cannot be
made.

2. Inbracket1, fillinan approprrate mdlcatlon of the terminolo-
gy, properties, unitsof data, etc., thatare the problem aswell asthe pages
of specification involved.

3. For the procedure to be followed when only the drawmg is
informal, see MPEP $§ 608.02(a) and 608.02(b). :

Use Form Paragraph 7.02 where the application is so
incomprehensible that a reasonable search cannot be
made.

S 7.02 Disclosure is Incomprehensible

The disclosure is objected to under 37 CFR 1.71, as being so
incomprehensible as to preclude a reasonable search of the prior art by
the examiner. For example, the following items are not understood: [1}.

Applicant is required to submit an amendment which clarifies the
disclosure so that the examiner may make a proper comparison of the
invention with the prior art.

Applicant should be careful not to introduce any new matter into the
disclosure (ie., matter which is not supported by the disclosure as originally
filed).

Ashortenedstatutory periodfor responsetothis actionis
set to expire THIRTY DAYS from the date of this letter.

Examiner Note:

1 Use this paragraph when a search cannot be made.

2. Inbracket 1, indicate the page numbers and featureswhich are
not understood.

3. See form paragraphs 6.28 and 6.30 for improper idiomatic
English.

Use Form Paragraph 7.03 where the invention cannot
be understood because of illegible handwritten pages.

§ 7.03 Pages Are Hllegible

The examiner cannot understand the invention because certain
portions of the disclosure are illegible. The illegible portion(s) con-
sist of {1].

Applicant is required to submit an appropriate amendment
rectifying this deficiency. In the alternative, a substitute specification,
preferably in typed, double spaced format, may be filed. The filing of a
substitute specification requires the submission of a hand—corrected
copyofthe portionsof the original specificationwhich arebeingadded or
deleted with additions being underlined and deletions being bracketed.
Inaddition, a statement that the substitute specification contains np new
matter and that the substitute specification includes the same changes as
are indicated in the hand corrected original specification is required.
Such statement must be a verified statement if made by a person not
registered to practice before the Office. See MPEP § 714.20.

Ashortenedstatutory periodfor responsetothis actionis
set to expire THIRTY DAYS from the date of this letter.

Examiner Note:

1. Inbracket 1,identify the pertionsof the specificationwhich are
illegible.

2. This form paragraph is to be used only when the invention
cannot be understood because of the illegible material; see MPEP
§ 702.01.
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3, See Chapter 1700 for handwrrtten specrflcatlons frled byprose :
applicants, ‘
4. Use form paragraph 7.02 when the dlsclosure is mcompre- :

.hensrble

For the procedure to be followed when only the draw-“
ing is mformal see MPEP § 608.02(a) and § 608 02(b) v

703  “General Informatlon Concermng
Patents” [R— 1] ‘

>The pamphlet “General Informatron Concern- o
ing Patents” for use by applrcants contemplatmg the
filing or prosecution of their own applications, may be
purchased from the Superintendent of Documents, U.S.
Government Printing Office, Washington, D.C, 20402.<

704 Search [R—1]

> After reading the specification and claims, the ex-
aminer searches the prior art.

The subject of searching is more fully treated
in MPEP Chapter 900. See MPEP § 904 through
§ 904.02. The invention should be thoroughly under-
stood before a search is undertaken. However, infor-
mal cases, or those which can only be imperfectly un-
derstocod when they come up for action in their regular
turn are also given a search, in order to avoid piece-
meal prosecution.

PREVIOUS EXAMINER'S SEARCH

When an examiner is assigned to act on an applica-
tion which has received one or more actions by some oth-
er examiner, full faith and credit should be given to the
search and action of the previous examiner unless there
is a clear error in the previous action or knowledge of
other prior art. In general the second examiner should
not take an entirely new approach to the case or attempt
to reorient the point of view of the previous examiner, or
make a new search in the mere hope of finding some-
thing. See MPEP § 717.05.<

705  Patentability Reports [R—1]

>Where an application, properly assigned to one ex-
amining group, is found to contain one or more claims,
per se, classifiable in one or more other groups, which
claims are not divisible infer se or from the claims which
govern classification of the application in the first group,
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705.01

the application_may be referred to the other group or -

groups concerned for a report as to the patentability of
certain designated claims. This report is known as a Pat-
entability Report (P.R.) and is signed by the primary ex-
aminer in the reporting group.

The report, if legibly written, need not be typed.

Note that the Patentability Report practice is sus-
pended, except in extraordinary circumstances. See
MPEP § 705.01(e).<

705.01 Instructions re Patentability Reports
[R—1]

>When an application comes up for any action and
the primary examiners involved (i.e., from both the re-
questing and the requested group) agree that a Patent-
ability Report is necessary, and if the Group Director of
the requesting group approves, the application is for-
warded to the proper group with a memorandum at-
tached, for instance, “For Patentability Report from
group — - as to claims —-.”<

705.01(a) Nature of ER., Its Use and Disposal
[R-1]

>The primary examiner in the group from which the
Patentability Report is requested, if he or she approves
the request, will direct the preparation of the Patentabil-
ity Report. This Patentability Report is written or typed
on a memorandum form and will include the citation of
all pertinent references and a complete action on all
claims involved. The field of search covered should be
endorsed on the file wrapper by the examiner making the
report. When an examiner to whom a case has been for-
warded for a Patentability Report is of the opinion that
final action is in order as to the referred claims, he or she
should so state. The Patentability Report when signed by
the primary examiner in the reporting group will be re-
turned to the group to which the application is regularly
assigned and placed in the file wrapper.

The examiner preparing the Patentability Report will
be entitled to receive an explanation of the disclosure
from the examiner to whom the case is assigned to avoid
duplication of work.

If the primary examiner in a reporting group is of the
opinion that a Patentability Report is not in order, he or
she should so advise the primary examiner in the for-
warding group.
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 DISAGREEMENT ASTO CLASSIFICATION

Conflict of oplmon as to- classmcatlon may be

‘referred to a patent classnfler for decision:

If the primary examiner in the group. havmg jurisdic-

. tion of the case agrees with the Patentablhty.Report he

or she should incorporate the substance thereof in his or
her action, which action will be complete as to all claims.

The Patentability Report in such a case is not given apa-

per number but is allowed to remain in the file until the
case is finally disposed of by allowance or abandonment
at which time it should be removed.

DISAGREEMENT ON PATENTABILITY REPORT

If the primary examiner does not agree with the Pat-
entability Report or any portion thereof, he or she may
consult with the primary examiner responsible for the re-
port. If agreement as to the resulting action cannot be
reached, the primary examiner having jurisdiction of the
case need not rely on the Patentability Report but may
make his or her own action on the referred claims, in
which case the Patentability Report should be removed
from the file.

APPEAL TAKEN

When an appeal is taken from the rejection of claims,
all of which are examinable in the group preparing a Pat-
entability Report, and the application is otherwise allow-
able, formal transfer of the case to said group should be
made for the purpose of appeal only. The receiving
group will take jurisdiction of the application and pre-
pare the examiner’s answer. At the time of allowance,
the application may be sent to issue by said group with its
classification determined by the controlling claims re-
maining in the case.<

705.01(b) Sequence of Examination [R—1]

>In the event that the supervisory primary examin-
ers concerned in a P.R. case cannot agree as to the order
of examination by their groups, the supervisory primary
examiner having jurisdiction of the case will direct that a
complete search be made of the art relevant to his or her
claims prior to referring the case to another group for re-
port. The group to which the case is referred will be ad-
vised of the results of this search.

If the supervisory primary examiners are of the opin-
ion that a different sequence of search is expedient, the
order of search should be correspondingly modified. <
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705.01(c) Counting and Recording FR.’s
[R-1]

>The forwarding of the application for a Patentabili-
ty Report is not to be treated as a transfer by the forward-
ing group. When the PR. is completed and the applica-
tion is ready for return to the forwarding group, it is not
counted either as a receipt or action by transfer. Credit,
however, is given for the time spent. See MPEP § 1705.

The date status of the application in the reporting
group will be determined on the basis of the dates in the
group of original jurisdiction. To ensure orderly progress
in"the reported dates, a timely reminder should be fur-
nished to the group making the PR.<

705.01(d) Duplicate Prints of Drawings [R—1]

>1In Patentability Report cases having drawings, the
examiner to whom the case is assigned will furnish to the
group to which the case is referred, prints of such sheets
of the drawings as are applicable, for interference search
purposes. That this has been done may be indicated by a
pencil notation on the file wrapper.

When a case that has had Patentability Report pro-
secution is passed for issue or becomes abandoned, NO-
TIFICATION of this fact will AT ONCE be given by the
group having jurisdiction of the case to each group that
submitted a Patentability Report. The examiner of each
such reporting group will note the date of allowance or
abandonmenton the duplicate set of prints. At such time
as these prints become of no value to the reporting
group, they may be destroyed. <

705.01(e) Limitation as to Use [R—1]

>The above outlined Patentability Report practice is
not obligatory and should be resorted to only where it
will save total examiner time or result in improved quali-
ty of action due to specialized knowledge. A saving of to-
tal examiner time that is required to give a complete ex-
amination of an application is of primary importance.
Patentability Report practice is based on the proposition
that when plural, indivisible inventions are claimed, in
some instances either less time is required for examina-
tion, or the results are of better quality, when specialists
on each character of claimed invention treat the claims
directed to their specialty. However, in many instances a
single examiner can give a complete examination of as
good quality on all claims, and in less total examiner time
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than would be consumed by the use of the Patentabnhty |
Report practice.
Where claims are directed to the same character of

“invention but differ in scope only, prosecution by Patent-

ability Report is never proper..
- Exemplary situation where Patentablhty Reports are
ordinarily not proper are as follows:”

(1) Where the claims are related as a manufactur-
ing process and a product defined by the process of
manufacture. The examiner having jurisdiction of the
process can usually give a complete, adequate examina-
tion in less total examiner time than would be consumed
by the use of a Patentability Report.

(2) Where the claims are related as product and a
process which involves merely the fact that a product
having certain characteristics is made. The examiner
having jurisdiction of the product can usually make a
complete and adequate examination.

(3) Where the claims are related as a combination
distinguished solely by the characteristics of a
subcombination and such subcombination, per se. The
examiner having jurisdiction of the subcombination can
usually make a complete and adequate examination.

Where it can be shown that a Patentability Report
will save total examiner time, one is permitted with the
approval of the group director of the group to which the
application is assigned. The “Approved” stamp should
be impressed on the memorandum requesting the Pat-
entability Report.<

705.01(f) Interviews With Applicants [R—1]

>In situations where an interview is held on an ap-
plication in which a Patentability Report has been adopted,
the reporting group may be called on for assistance at the
interview when it concerns claims treated by them. See
MPEP § 713 to § 713.10 regarding interviews in general. <

706 Rejection of Claims [R—1]

> Although this part of the Manual explains the proce-
dure in rejecting claims, the examiner should never over-
look the importance of his or her role in allowing claims
which properly define the invention.

37 CFR 1.106. Rejection of Claims

(a) Iftheinventionisnotconsidered patentable, ornot considered
patentable as claimed, the claims, or those considered unpatentable will
be rejected.

(b) In rejecting claims for want of novelty or for obviousness, the
examiner must cite the best references at his command. When a
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reference is complex or shows or describes inventions other than that
claimed by the applicant, the particular part relied on mustbe designated
as nearly as practicable. The pertinence of each reference, if not
apparent, must be clearly explained and each rejected claim specified.

(c) Inirejecting claims the examiner may rely upon admissions by
the applicant, or the patent owner in a reexamination proceeding, as to
any matter affecting patentability and, insofar as rejections in applica-
tions are concemed, may also rely upon facts within his orher knowledge
pursuant to § 1.107.

(d) Subject matter which is developed by another person which
qualifies as prior art only under 35 U.S.C. 102(f) or (g) may be used as
prior art under 35 U.S.C. 103 against a claimed invention unless the
entire rights to the subject matter and the claimed invention were
commonly owned by the same person or organization or subject to an
obligation of assignment to the same person or organization at the tlme
the claimed invention was made.

(e) The claims in any original application naming an inventor will
be rejected as being precluded by a waiver in a published statutory
invention registration naming that inventor if the same subject matter is
claimed in the application and the statutory invention registration. The
claims in any reissue application naming an inventor will be rejected as
being precluded by a waiver in a published statutory invention registra-
tion naming that inventor if the reissue application seeks to claim subject
matter (1) which was not covered by claims issued in the patent prior to
the date of publication of the statutory invention registration and (2)
which was the same subject matter waived in the statutory invention
registration.

UNIFORM APPLICATION OF THE
PATENTABILITY STANDARD

The standards of patentability applied in the ex-
amination of claims must be the same throughout the Of-
fice. In every art, whether it be considered “complex,”
“newly developed,” “crowded,” or “competitive,” all of
the requirements for patentability (e.g., novelty, useful-
ness and unobviousness, as provided in 35 U.S.C. 101,
102, and 103) must be met before a claim is allowed. The
mere fact that a claim recites in detail all of the features
of an invention (i.e., is a “picture” claim) is never, in it-
self, justification for the allowance of such a claim.

An application should not be allowed , unless and un-
til issues pertinent to patentability have been raised and
resolved in the course of examination and prosecution,
since otherwise the resultant patent would not justify the
statutory presumption of validity (35 U.S.C. 282), nor
would it “strictly adhere” to the requirements laid down
by Congress in the 1952 Act as interpreted by the Su-
preme Court. The standard to be applied in all cases is
the “preponderance of the evidence” test. In other
words, an examiner should reject a claim if, in view of the
prior art and evidence of record, it is more likely than not
that the claim is unpatentable.
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DEFECTS IN FORM OR OMISSION OF .
A LIMITATION CLAIMS OTHERWISE
ALLOWABLE o '

When an’ apphcatnon dnscloses patentable subject -
matter and it is apparent from the claxms and the appli-

_cant’s arguments that the claims are intended to be di-
rected to such patentable subject matter, but the claims

in their present form cannot be allowed because of de-
fects in form or omission of a limitation, the examiner
should not stop with a bare objection or rejection of the
claims. The examiner’s action should be constructive in
nature and when possible should offer a definite sugges-
tion for correction.

PATENTABLE SUBJECT MATTER DISCLOSED
BUT NOT CLAIMED

If the examiner is satisfied after the search has been
completed that patentable subject matter has been dis-
closed and the record indicates that the applicant in-
tends to claim such subject matter, he or she may note in
the Office action that certain aspects or features of the
patentable invention have not been claimed and that if
properly claimed such claims may be given favorable
consideration.

RECONSIDERATION OF CLAIMS AFTER
RESPONSE BY APPLICANT

37 CFR 1.112. Reconsideration.

After response by applicant or patent owner (§ 1.111), the
application or patent under reexamination will be reconsidered and
again examined. The applicant or patent owner will be notified if claims
arerejected, or objections or requirements made, in the same manner as
after the first examination. Applicant or patent owner may respond to
such Office action in the same manner provided in § 1.111, with or
without amendment. Any amendments after the second Office action
must ordinarily be restricted to the rejection or to the objections or
requirements made. The application or patent under reexamination will
be again considered, and so on repeatedly, unless the examiner has
indicated that the action is final,

See 37 CFR 1.112 for reexamination and reconsidera-
tion of a patent under reexamination after responses by
the patent owner.

700 - 8



EXAMINATION OF APPLICATIONS |

REJECTIONS IN STATUTORY INVENTION :
REGISTRATIONS

See MPEP Chapter 1100 for rejection of claims in an
application for a Statutory Invention Registration. <

706.01 Contrasted With Objections [R—1]

>The refusal to grant claims because the subject mat-
ter as claimed is considered unpatentable is called a “re
jection.” The term “rejected” must be applied to such
claims in the examiner’s letter. If the form of the claim
(as distinguished from its substance) is improper, an “ob-
jection” is made. An example of a matter of form as to
which objection is made is dependency of a claim on a re-
jected claim, if the dependent claim is otherwise allow-
able. See MPEP § 608.01(n). The practical difference be-
tween a rejection and an objection is that a rejection, in-
volving the merits of the claim, is subject to review by the
Board of Patent Appeals and Interferences, while an ob-
jection, if persisted, may be reviewed only by way of peti-
tion to the Commissioner.

Similarly, the Board will not hear or decide issues
pertaining to objections and formal matters which are
not properly before the Board. These formal matters
should not be combined in appeals to the Board. <

706.02 Rejection on Prior Art [R—2)

35US.C. 102. Conditions for patentability; novelty and loss of right to
patent.
A person shall be entitled to a patent unfess ——

(a) theinventionwasknown or used by others in this country, or
patented or described ina printed publication in this oraforeign country,
before the invention thereof by the applicant for a patent, or

(b) the invention was patented or described in a printed
publication in this or a foreign country or in public use or on sale in this
country, more than one year prior to the date of application for patent in
the United States, or

(c) he has abandoned the invention, or

(d) theinvention was first patented or caused to be patented, or
was the subject of an inventor’s certificate, by the applicant or his legal
representatives or assigns in a foreign country prior to the date of the
application for patent in this country on an application for patent or
inventor’s certificate filed more than twelve months before the filing of
the application in the United States, or

(e) the invention was described in a patent granted on an
application for patent by another filed in the United States before the
invention thereof by the applicant for patent, or on an international
application by another who has fulfilled the requirements of paragraphs
(1),(2), and (4) of section 371(c) of this title before the invention thercof
by the applicant for patent, or

(f) he did not himself invent the subject matter sought to be
patented, or
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(e before the appllcant’s mventlon thereof the: mventlon was
made in this country by anotherwho had not abandoned, suppressed or
concealed it. In determmmg priority “of invention' there shall be
considered not only the respective dates of conception and reductlon to -

 practice of the invention, but also the reasonable-diligence of one who

was first to conceive and last to reduce to practlce, from atime prlor to
conceptlon by the other

35 U S.C. 103. Condztzonsforpatentabtlzty, non —-obvzoussub]ect
matter.
>(a)<A patent may not be obtamed though the mventmn is not
identically disclosed or described as set forth in section 102 of this title, if
the differences between the subject mattersoughtto be patented andthe -
prior art are such that the subject matteras a whole would have been
obvious at the time the invention was made to a person having ordinary
skill in the art to which said subject matter pertains. Patentability shall
not be negatived by the manner in which the invention was made.
>(b)(1) Notwithstanding subsection (a), and upon timely election
by the applicant for patent to proceed under this subsection, a
biotechnological pracess using or resulting in a composition of matter
that is novel under section 102 and nonobvious under subsection (a) of
this section shall be considered nonobvious i~
(A) claims to the process and the composition of matter are
contained in either the same application for patent or in separate
applications having the same effective filing date; and
(B) the composition of matter, and the process at the time it was
invented, were owned by the same person or subject to an obligation of
assignment to the same person.
(2) A patent issued on a process under paragraph (1)——
(A)shall also contain the claimsto the composition of matter used
in or made by that process, or
(B) shall, if such composition of maiter is claimed in another
patent, be set to expire on the same date as such other patent,
notwithstanding section 154
(3) For purposes of paragraph (1), the term ‘biotechnological
process’ means— —
(A) a process of genetically altering or otherwise inducing a
single — or multi—celled organism to——
(i) express an exogenous nucleotide sequence,
(i) inhibit, eliminate, augment, or alter expression of an
endogenous nucleotide sequence or
(iii) express a specific physiological characteristic not natu-
rally associated with said organism;
(B) celt fusion procedures yielding a cell line that expresses a
specific protein, such as a monoclonal antibody; and
(C)amethod of using a product produced by a process defined by
subparagraph (A) or (B), or a combination of subparagraphs (A) and
(B).<
>(c) <Subjectmaiterdevelopedby anotherperson,whichqualifies
as prior art only under subsection (f) or (g) of section 102 of this tiile,
shall not preclude patentability under this section where the subject
matter and the claimed invention were, at the time the invention was
made, owned by the same person or subject to an obligation of
assignment to the same person.

By far the most frequent ground of rejection is on the
ground of unpatentability in view of the prior art, that is,
that the claimed subject matter is either not novel under

Rev. 2, July 1996



706.02(a)

35 U.S.C. 102, or else it is obvious under 35 U.S.C. 103.
The language to be used in rejecting claims should be un-
equivocal. See MPEP § 707.07(d). '

CHOICE OF PRIOR ART; BEST AVAILABLE

Prior art rejections should ordinarily be confined
strictly to the best available art. Exceptions may properly
be made, e.g., (1) where the propriety of a 35 U.S.C. 102
or 103 rejection depends on a particular interpretation
of a claim; (2) where a claim is met only in terms by a ref-
erence which does not disclose the inventive concept in-
volved; or (3) where the most pertinent reference seems
likely to be antedated by a 37 CFR 1.131 affidavit or dec-
laration. Such rejections should be backed up by the best
other art rejections available. Merely cumulative rejec-
tions, i.e., those which would clearly fall if the primary-
rejection were not sustained, should be avoided.

See also MPEP § 707.05.

REEXAMINATION

For scope of rejections in reexamination proceedings
see MPEP § 2258.

DISTINCTION BETWEEN 35 U.S.C. 102 AND 103

The distinction between rejections based on
35 U.S.C. 102 and those based on 35 U.S.C. 103 should
be kept in mind. Under the former, the claim is antici-
pated by the reference. No question of obviousness
is present. In other words, for anticipation under
35 U.S.C. 102, the reference must teach every aspect of
the claimed invention either explicitly or impliedly. Any
feature not directly taught must be inherently present.
Whereas, in a rejection based on 35 U.S.C. 103, the ref-
erence teachings must somehow be modified in order to
meet the claims. The modification must be one which
would have been obvious to one of ordinary skill in the
art at the time the invention was made. See MPEP
§ 2131 ~ § 2146 for guidance on patentability determina-
tions under 35 U.S.C. 102 and 103.

DETERMINING THE EFFECTIVE FILING
DATE OF THE APPLICATION

(1) If the application is a continuation or division-
al of one or more earlier U.S. applications and if the re-
quirements of 35 U.S.C. 120 have been satisfied, the ef-
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fective filing date is the same as the earliest filing date in
the line of continuation or divisional applications.

(2) If the application is a continuation—in—part of
an earlier U.S. application, any -claims in the new ap-
plication not supported by the specification and claims
of the parent application have alj effective filing date
equal to the filing date of the new application. Any
claims which are fully supported under 35 U.S.C. 112 by
the earlier parent application have the effective filing
date of that earlier parent application.

(3) Ifthe application claims foreign priority under
35 U.S.C. 119(a)~(d), the effective filing date is the fil-
ing date of the U.S. application, unless situation 1 or 2 as
set forth above applies. The filing date of the foreign
priority document is not the effective filing date, al-
though the filing date of the foreign priority document
may be used to overcome certain references. See MPEP
§ 706.02(b) and § 2136.05.

(4) If the application is entitled to priority under
35 U.S.C. 119(e) from a provisional application, the ef-
fective filing date is the filing date of the provisional ap-
plication.

706.02(a) Rejections Under 35 U.S.C.
102(a), (b), or (e); Printed
Publication or Patent [R—1]

>Once the examiner conducts a search and finds a
printed publication or patent which discloses the
claimed invention, the examiner should delermine
whether the rejection should be made under 35 U.S.C.
102(a), (b), or ().

In order to determine which section of 35 U.S.C. 102
applies, the effective filing date of the application must
be determined and compared with the date of the refer-
ence. See MPEP § 706.02 regarding determination of ef-
fective filing date of the application.

DETERMINING THE REFERENCE ISSUE
OR PUBLICATION DATE

The examiner must also determine the issue or publi-
cation date of the reference so that a proper comparison
between the application and reference dates can be
made. Where the last day of the year dated from the date
of publication falls on a Saturday, Sunday or Federal hol-
iday, the publication is not a statutory bar under
35 U.S.C. 102(b) if the application was filed on the next
succeeding business day. Ex parte Olah and Kukhn,
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131 USPQ 41 (Bd. App. 1960). It Should;also be noted :

that a magazine is effective as a printed publication un-
der 35 U.S.C. 102(b) as of the date it reached the ad-

dressee and not the date it was placed in the mail. Protein -

Foundation Inc. v. Brenner, 260 F. Supp. 519, 151 USPQ
561 (D.D.C. 1966). See MPEP § 707.05(f) for more in-
formation. For foreign patents see MPEP § 901.05. See
MPEP § 2124, § 2126, and § 2128 — § 2128.02 for case law
holdings in regard to reference date determination.

DETERMINING WHETHER TO APPLY
35 US.C. 102(a), (b), or ()

First, the examiner should consider whether the ref-
erence qualifies as prior art under 35 U.S.C. 102(b) be-
cause this section results in a statutory bar to obtaining a
patent. If the publication or issue date of the reference is
more than 1 year prior to the effective filing date of the
application (MPEP § 706.02), the reference qualifies as
prior art under 35 U.S.C. 102(b).

If the publication or issue date of the reference is too
recent for 35 U.S.C. 102(b) to apply, then the examiner
should consider 35 U.S.C. 102(e). For section 102(e) to
apply:

(1) The reference must be a U.S. Patent with a fil-
ing date earlier than the effective filing date of the ap-
plication. Note that, for purposes of 35 U.S.C. 102(e),
the filing date of the reference patent which has issued
on an application entitled to priority from a provisional
application under 35 U.S.C. 119(e) is the filing date of
the provisional application, except for a patent granted
on an international application (PCT) in which applicant
has fulfiiled the requirements of paragraphs (1), (2) and
(4) of 35 U.S.C. 371. The filing date of a patent granted
on such a 35 U.S.C. 371 application is the date on which
paragraphs (1), (2) and (4) of 35 U.S.C. 371 have been
fulfifled; and

(2) The inventive entity of the application must be
different than that of the reference. Note that, where
there are joint inventors, only one inventor need be dif-
ferent for the inventive entities to be different and a re-
jection under 35 U.S.C. 102(e) is applicable even if there
are some common inventors.

If 35 U.S.C. 102(e) does not apply, then the examiner
should consider 35 U.S.C. 102(a). For section 102(a) to
apply, the reference must have a publication date earlier
in time than the effective filing date of the application,
and must not be applicant’s own work.<
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706 02(b) Overcommg a 35 U S. C 102
Re,]ectmn Based ona Prmted
Pubhcatlon or Patent [R 2]

Re]ectlon based on 35 U. S C. 102(b)

The rejection can be overcome by: ,
(1) Persuasively arguing that the claims are patent-
ably distinguishable from the prior art; or
(2) Amending the claims to patentably dlstmgmsh
over the prior art.

Rejection based on 35 U.S.C. 102(e)

The rejection can be overcome by:

(1) Persuasively arguing that the claims are patent-
ably distinguishable from the prior art;

(2) Amending the claims to patentably distinguish
over the prior art;

(3) Filing an affidavit or declaration under 37 CFR
1.132 showing that the reference invention is not by
“another.” See MPEP § 715.01(a), § 715.01(c), and
§ *>716.10<;

(4) Filing an affidavit or declaration under 37 CFR
1.131 showing prior invention, if the reference is not a
U.S. patent or application claiming the same patentable
invention as defined in 37 CFR 1.601(n). See MPEP
§ 715 for more information on 37 CFR 1.131 affidavits.
When the claims of the reference and the application are
directed to the same invention or are obvious variants,
an affidavit or declaration under 37 CFR 1.131 is not an
acceptable method of overcoming the rejection unless a
petition under 37 CFR 1.183 is granted in a common
ownership situation. See MPEP § 715. Under these cir-
cumstances, the examiner must determine whether a
double patenting rejection or interference is appropri-
ate. If there is a common assignee or inventor between
the application and patent, a double patenting rejection
must be made. See MPEP § 804. If there is no common
assignee or inventor and the rejection under 35 U.S.C.
102(e) is the only possible rejection, the examiner must
determine whether an interference should be declared.
See MPEP Chapter 2300 for more information regard-
ing interferences; or

(5) Perfecting a claim to priority under 35 U.S.C.
119(a)—(d). The foreign priority filing date must ante-
date the reference and be perfected. The filing date of
the priority document is not perfected unless applicant
has filed a certified priority document in the application
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(and an English language translation, if the document is

not in English) (see 37 CFR 1.55) and-the examiner has
established that the priority document satisfies the
enablement and description r'equirements.of 35 US.C.
112, first paragraph;

(6) Perfecting priority under 35 U.S.C. 119(¢) by
amending the specification of the application to contain
a specific reference to a provisional application in accor-
dance with 37 CFR 1.78(a)(4).

Rejection based on 35 U.S.C. 102(a)

The rejection can be overcome by:

(1) Persuasively arguing that the claims are patent-
ably distinguishable from the prior art;

(2) Amending the claims to patentably distinguish
over the prior art;

(3) Filing an affidavit or declaration under 37 CFR
1.131. See MPEP § 715 for information on the require-
ments of 37 CFR 1.131 affidavits.

(4) Filing an affidavit or declaration under 37 CFR
1.132 showing that the reference invention is not
by “another.” See MPEP § 715.01(a), § 715.01(c), and
§ 716.10;

(5) Perfecting a claim to priority under 35 U.S.C.
119(a)—(d) as explained in reference to 35 U.S.C. 102(e)
above;

(6) Perfecting priority under 35 U.S.C. 119(e) by
amending the specification of the application to contain
a specific reference to a provisional application in accor-
dance with 37 CFR 1.78(a)(4).

706.02(c) Rejections under 35 U.S.C.
102(a) or (b); Knowledge by
Others or Public Use or Sale [R~2]

An applicant may make an admission, or submit evi-
dence of sale of the invention or knowledge of the inven-
tion by others, or the examiner may have personal knowl-
edge that the invention was sold by applicant or known
by others in this country. The language “in this country”
means in the United States only and does not include
other WTO or NAFTA member countries. In these cases
the examiner must determine if 35 U.S.C. 102(a) or
102(b) applies. See MPEP § 2133.03 for a discussion of
case law treating the “public use” and “on sale” statutory
bars.

If the activity is by an entity other than the inventors
or assignee, such as sale by another, manufacture by
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" another or dlsclosure of the mventmn by appllcant to

another then both 35 U.S.C. 102(a) and (b) may be appli-

_cable. If the evidence only points to knowledge within

the year prior to the effective fllmg date-then 35 U S.C.

1102(a) applies. However, no rejection under 35USC..

102(a) should be made if there is evidence that applicant
made the invention and only disclosed it to others within
the year prior to the effective filing date. - '

* 35 U.S.C. 102(b) is applicable if the activity ** oc-
curred more than 1 year prior to the effective filing date
of the application **. See MPEP § 2133.03 for a discus-
sion of “on sale” and “public use” bars under 35 U.S.C.
102(b).

Note that as an aid to resolving public use or on sale
issues, as well as to other related matters of 35 U.S.C.
102(b) activity, an applicant may be required to answer
specific questions posed by the examiner and to explain
or supplement any evidence of record. 35 U.S.C. 132,
37 CFR 1.104(b). Regarding reissues see 37 CFR
1.175(b). Information sought should be restricted to that
which is reasonably necessary for the examiner to render
a decision on patentability.

A 1- or 2—month time period should be set by the
examiner for any response to the requirement, unless the
requirement is part of an Office action having a short-
ened statutory period, in which case the period for re-
sponse to the Office Action will also apply to the require-
ment. If applicant fails to respond in a timely fashion to
a requirement for information, the application will be
regarded as abandoned, 35 U.S.C. 133. See MPEP
§ 2133.03.

If there is not enough information on which to base a
public use or on sale rejection, the examiner should
make a requirement for more information. Form para-
graph *>7.104< can be used.

§*>7.104< Requirement for information, public use or sale.

An issue of public use or on sale activity has been raised in this
application. Inorder for the examiner to properly consider patentability
of the claimed invention under 35 U.S.C. 102(b), additional information
regarding this issue is required as follows: [1].

Applicant is reminded that failure to fully respond to this
requirement for information will result in a holding of abandonment,

Examiner Note:

1. Information sought should be restricied to that which is
reasonably necessary for the examiiner to render a decision on patent-
ability, See MPEP § 2133.03.
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2. Aoneortwomonth time period should be set by the examiner
for response to the requirement unless it is part of an Office action
having an SSB, inwhich case the period for response will apply also to the
requirement. ;

3. [If sufficient evidence already exists to establish a prima facie
case of public use or on sale, use form paragraph 7.16 to make arejection
under 35 U.S.C. 102(b). See MPEP § 2133.03.

706.02(d) Rejections Under 35 U.S.C.
102(c) [R—-1]

>Under 35 U.S.C. 102(c), abandonment of the “in-
vention” (as distinguished from abandonment of an ap-
plication) results in loss of right to a patent. See MPEP
§ 2134 for case law which sets forth the criteria for aban-
donment under 35 U.S.C. 102(c).<

706.02(e) Rejections Under 35 U.S.C.
102(d) [R~1]

>35 U.S.C. 102(d) establishes four conditions which,
if all are present, establish a statutory bar against the
granting of a patent in this country:

(1) The foreign application must be filed more
than 12 months before the effective filing date of the
United States application. See MPEP § 706.02 regarding
determination of the effective filing date of the applica-
tion.

(2) The foreign and United States applications
must be filed by the same applicant, his or her legal rep-
resentatives or assigns.

(3) The foreign application must have actually is-
sued as a patent or inventor’s certificate (e.g., granted by
sealing of the papers in Great Britain) before the filing
in the United States. It need not be published but the
patent rights granted must be enforceable.

(4) The same invention must be involved.

If such a foreign patent or inventor’s certificate is dis-
covered by the examiner, the rejection is made under
35 U.S.C. 102(d) on the ground of statutory bar.

See MPEP § 2135.01 for case law which further clari-
fies each of the four requirements of 35 U.S.C. 102(d).

SEARCHING FOR 35 U.S.C. 102(d) PRIOR ART

The examiner should only undertake a search for an
issued foreign patent for use as 35 U.S.C. 102(d) prior art
if there is a reasonable possibility that a foreign patent
covering the same subject matter as the U.S. application
has been granted to the same inventive entity before the
U.S. effective filing date, i.e., the time period between
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foreign and U.S. filings is greater than the usual time it
takes for a patent to issue in the foreign country. Nor-

-mally, the probability of the inventor’s foreign patent is-

suing before the U.S. filing date is so slight as to make
such a search unproductive. ‘However, it should be kept
in mind that the average pendency varies greatly be- -
tween foreign countries. In Belgium, for instance, a pat-
ent may be granted in just a month after its filing, while in
Japan the patent may not issue for a decade.

The search for a granted patent can be accomplished
on an electronic database either by the examiner or by
the staff of the Scientific and Technical Information
Center. See MPEP § 901.06 (a) STIC SERVICES (2) for
more information on online searching. The document
must be a patent or inventor’s certificate and not merely
a published or laid open application. <

706.02(f) Provisional Rejections Under
35 U.S.C. 102(e); Reference
is a Copending U.S. Patent
Application [R—1]

>If a copending U.S. patent application discloses
subject matter which would anticipate the claims in
another pending U.S. application which has a different
inventive entity, the examiner should determine wheth-
er a provisional 35 U.S.C. 102(e) rejection can be made.

1. Copending U.S. applications; at least one com-
mon inventor or are commonly assigned.

If (1) at least one common inventor exists between
the applications or the applications are commonly as-
signed and (2) the effective filing dates are different,
then a provisional rejection of the later filed application
should be made. The provisional rejection is appropriate
because if the earlier filed application becomes a patent
it would constitute actual prior art under 35 U.S.C, 102.
Since neither application is published at the time of the
provisional rejection, the rejection must be made under
35 U.S.C. 102(e).

A provisional rejection under 35 U.S.C. 102(¢) can be
overcome in the same manner that a 35 U.S.C. 102(e) re-
jection can be overcome. See MPEP § 706.02(b). The
provisional rejection can also be overcome by abandon-
ing the applications and filing a new application contain-
ing the subject matter of both.
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Form paragraph 7.15.01 should be used when making
a provisional rejection under 35 U.S.C. 102(e).

§ 7.15.01 Provisional Rejection, 35 U.S.C. 102(e) — Common
Assignee or At Least One Common Inventor

Claim{1] provisionally rejected under 35 U.S.C. 102(¢e) as being
anticipated by copendingapplication no. [2}which hasacommon[3] with
the instant application.

Based upon the earlier effective U.S. filing date of the copending
application, it would constitute prior art under 35 U.S.C: 102(e) if
patented. This provisional rejection under 35 U.S.C. 102(e) is based
upon a presumption of future patenting of the copending applica-
tion. [4].

This provisional rejection under 35 U.S.C. 102(e) might be
overcomie either by a showing under 37 CFR 1.132 that any invention
disclosed but not claimed in the copending applicationwas derived from
the inventor of this application and is thus not the invention “by
another,” or by an appropriate showing under 37 CFR 1.131.

This rejection may not be overcome by the filing of a terminal
disclaimer. See In re Bartfeid, 17 USPQ2d 1885 (Fed. Cir. 1991).

Examiner Note:

1. Thisparagraph isused to provisionally reject over a copending
application with an earlier filing date that discloses the claimed
invention. The copending application must have either a common
assignee or at least one common inventor.

2. If the claims are obvious over the invention disclosed in the
other copending application, use paragraph 7.21.01.

3. [Inbracket 3, insert either “assignee” or “inventor.”

4. Inbracket 4, an appropriate explanation may be provided in
support of the Examiner’s position on anticipation, if necessary.

5. If the claims of the copending application conflict with the
claimsoftheinstantapplication, a provisional double patenting rejection
should also be given using paragraphs 8.30 and 8.32.

6. If evidence is additionally of record to show that either
invention is prior art unto the other under 35 U.S.C. 102(f) or (g), a
rejection using paragraphs 7.13 and/or 7.14 should also be made.

2. Copending applications; no common inventor or
assignee

If there is no common assignee or common inventor,
the confidential status of applications under 35 U.S.C.
122 must be maintained and no rejection can be made re-
lying on the earlier filed application as prior art under
35 U.S.C. 102(e). If the filing dates of the applications
are within 6 months of each other (3 months for simple
subject matter) then interference may be proper. See
MPEP Chapter 2300. Otherwise, the application with
the earliest effective U.S. filing date must be allowed to
issue. After the allowed application is published, it can
be used as a reference in a rejection under 35 U.S.C.
102(¢) in the still pending application. <
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706.02(g) Rejections Under 35 U.S.C. 102(f)
[R-1] -

>35U.S.C. 102(f) bars the issuance of a patent where
an applicant did not invent the subject matter being
claimed and sought to be patented. See also, 35 U.S.C.
101, which requires that whoever invents or discovers is
the party who may obtain a patent for the particular in-
vention or discovery. The examiner must presume the
applicants are the proper inventors unless there is proof
that another made the invention and that applicant de-
rived the invention from the true inventor.

See MPEP § 2137 — § 2137.02 for more information
on the substantive requirements of rejections under
35 U.S.C. 102(f).<

706.02(h) Rejections Under 35 U.S.C. 102(g)
[R~-1]

>35 U.S.C. 102(g) bars the issuance of a patent
where another made the invention in the United States
before applicant and had not abandoned, suppressed, or
concealed it. This section of 35 U.S.C. 102 forms a basis
for interference practice. See MPEP Chapter 2300 for
more information on interference procedure. See
MPEP § 2138 ~ § 2138.07 for more information on the
requirements of 35 U.S.C. 102(g).<

706.02(i) Ferm paragraphs for Use in
Rejections Under 35 U.S.C. 102
(R-2]

The following form paragraphs should be used in
making the appropriate rejections.

Note that the particular of the refence relied upon to
support the rejection shouid be identified.

§ 7.07 Statement of Statutory Basis, 35 U.S.C. 102

The following is a quotation of the appropriate paragraphs of
35 U.S.C. 102 that form the basis for the rejections under this section
made in this Office action:

A person shall be entitled to a patent unless—

Examiner Note:

1. Thestatute is nolongerbeing *>recited < in all Office actions.
It is only required in first actions on the merits and final rejections.
Where the statute is not being cited in an action on the merits, use
paragraph *>7.103<.

2. Paragraphs7.07to 7.14 are to be used ONLY ONCE inagiven
Office action.
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9 7.08 102(a), Activity by Another Before Invention by Applicant

(a) the invention was known or used by others i_n‘ this country, or
patented or describedina printed publication in this or a foreign country,
before the invention thereof by the applicant for a patent.

Examiner Note:
This paragraph must be preceded by paragraph 7.07.

9 7.09 102(b), Activity More Than One Year Prior to filing

(b) the invention was patented or described in a printed publica-
tion in this or a foreign country or in public use or on sale in this country,
more than one year prior to the date of application for patent in the
United States.

Examiner Note:
This paragraph must be preceded by paragraph 7.07, and may be
preceded by paragraph 7.08.

§ 7.10 102(c), Invention Abandoned
{c) he has abandoned the invention.

Examiner Note:
This paragraph must be preceded by paragraph 7.07, and may be
preceded by one or more of paragraphs 7.08 and 7.09.

§ 7.11 102(d), Foreign Patenting

(d) the invention was first patented or caused to be patented, or
was the subject of an inventor’s certificate, by the applicant or his legal
representatives or assigns in a foreign country prior to the date of the
application for patent in this country on an application for patent or
inventor’s certificate filed more than twelve months before the filing of
the application in the United States.

Examiner Note:
This paragraph must be preceded by paragraph 7.07, and may be
preceded by one or more of paragraphs 7.08 to 7.10.

§| 7.12 102(e), Patent to Another With Earlier Filing Date

(e) the invention was described in a patent granted on an
application for patent by another filed in the United States before the
invention thereof by the applicant for patent, or on an international
application by another who has fulfilled the requirements of paragraphs
(1), (2), and (4) of section 371(c) of thistitle before the invention thereof
by the appficant for patent.

Examiner Note:
This paragraph must be preceded by paragraph 7.07, and may be
preceded by one or more of paragraphs 7.08 to 7.11.

§i 7.13 102(f), Applicant not the Inventor
(f) he did not himself invent the subject matter sought to be
patented.

Examiner Note:
This paragraph must be preceded by paragraph 7.07, and may be
preceded by one or more of paragraphs 7.08 to 7.12,

§ 7.1¢4 102(g), Priority of Invention

(g) before the applicant’s invention thercof the invention was
made in this country by another who had not abandoned, suppressed, or
concealed it. In determining priority of invention there shall be
considered not only the respective dates of conception and reduction to
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__practice of the invention, but also the reasonable diligence of orie who

was first to conceive and last to reduce to practrce, from a time prior to

' conceptlon by the other. -

Exammer Nnte : ’ 1
This paragraph must be preceded by paragraph 7. 07 and may be
preceded by one or more of paragraphs 7.08 to7.12.

q 715 Rejection, 35 US.C. 102(a), (b) Patent or Publtcatton, ‘

and ()
Claim 1} rejected under 35 U S.C. 102 ([2}) as bemg [3} by{4]. *

Exammer Note:

1. Inbracket 2, insert the appropriate paragraph letter or letters
0f 35 U.8.C>.< 102 in parentheses. If paragraph (e) of 35U.S.C.102is
applicable, use form paragraph 7.15.02.: ;

2. In bracket 3, insert either ** “clearly anticipated” >or
“anticipated” with an explanation at the end of the paragraph<.

3. Inbracket 4, insert the prior art relied upon.

L 1d

*>4.< This rejection must be preceded either by paragraph 7.07
and paragraphs 7.08, 7.09, and 7.14 -as appropriate, or by paragraph
*>7.103<,

*>5.< If 35 U.S.C. 102(e) is also being applied, this paragraph
must be followed by either form paragraph 7.15.02 or 7.15.03.

§1 7.15.01 Provisional Rejection, 35 U.S.C. 102(e) — Common
Assignee or At Least One Common Inventor

Claim{1] provisionally rejected under 35 U.S.C. 102(e) as being
anticipated by copendingapplicationno. 2] whichhasa common [3}with
the instant application.

Based upon the earlier effective U.S. filing date of the copending
application, it would constitute prior art under 35 U.S.C. 102(e) if
patented. This provisional rejection under 35 U.S.C. 102(e) is based
upon a presumption of future patenting of the copending application.
{4},

This provisional rejectionunder Section 102(e) might be overcome
either by a showing under 37 CFR 1.132 that any invention disclosed but
not claimed in the copending application was derived from the inventor
of this application and is thus not the invention “by another,” or by an
appropriate showing under 37 CFR 1.131.

This rejection may not be overcome by the filing of 2 terminal
disclaimer. See Ir re Bartfeld, 17 USPQ2d 1885 (Fed. Cir. 1991).

Examiner Note:

1. Thisparagraphisused to provisionally reject over a copending
application with an earlier filing date that discloses the claimed
invention. The copending application must have either a common
assignee or at least one common inventor.

2 If the claims are obvious over the invention disclosed in the
other copending application, use paragraph 7.21.01,

3. Inbracket 3, insert either “assignee” or “inventor.”

4. Inbracket 4, an appropriate explanation may be provided in
support of the Examiner’s position on anticipation, if necessary.

5. If the ¢laims of the copending application conflict with the
glaimsoftheinstantapplication, a provisional double patentingrejection
should also be given using paragraphs 8.30 and 8.32.

6. 1If evidence is additionally of record to show that either
invention is prior art unto the other under 35 U.S.C. 102(f) or (g), a
rejection using paragraphs 7.13 and/or 7.14 should also be made.
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9 7.15.02 Re]ectton, 35 US C 102(e), Common Asszgnee or

Inventor(s )

Claim[1] re_;ected under 35 U S. C 102(e) as bemg anncrpated by‘ 4

2.

The applied reference has a common [3] with the instant apphca-

tion. Based upon the earlier effective U. S. filing date of the reference, 3

it constitutes prior art under 35 US.C. 102(e) This rejectxon under
35U.5.C.102(e) might be overcome eitherbya showing under 37.CFR
1.132 that any invention disclosed but not claimed in the reference was
derived from the inventor of thisapplication andisthugnot themventlon
“by another,” or by an appropriate showmg under 37 CFR 1. 131

Examiner Note:

1. This paragraph is used to reject over a patent with an earlier

filing date that discloses but does not claim the same invention. The
patent must have either a common assignee or a common inventor.
2. Inbracket 3, insert either “assignee™ or “inventor.”

§l 7.15.03 Regjection, 35U.S.C. 102(e), No Common Assigneeor
Inventor(s)

Claim{1] rejected under 35 U.S.C. 102(e) as being *>[2]< by
*>[3]<.

Examiner Note:

>1.< This paragraph is used to reject over a patent with an earlier
filing date that discloses but does not claim the same invention. The
patent must have neither a common assignee nor a common inventor.

>Inbracket 2, insert either “clearly anticipated” or “anticipated”
with an explanation at the end of the paragraph.

In bracket 3, insert the prior art relied upon.<

9 7.16 Rejection, 35 U.S.C. 102(b), Public use or on Sale
Claim([1] rejected under 35 U.S.C. 102(b) based upon a public use
or sale of the invention. {2].

Examiner Note:

1. 'This paragraph must be preceded either by paragraphs 7.07
and 7.09 or by paragraph *>7.103.<

2. A fult explanation of the evidence establishing a public use or
sale must be provided in bracket 2.

9 7.17 Rejection, 35 U.S.C. 102(c), Abandonment of Invention
Claim[1]}rejectedunder 35U.S.C. 102(c) because the invention has
been abandoned. [2].

Examiner Note:

1. 'This paragraphmustbe preceded eitherby paragraph 7.07 and
7.10 or by paragraph *>7.103.<

2. Inbracket?2, insert a full explanation of the evidence estabhsh-
ing abandonment of the invention. See MPEP § 2134.

9§ 7.18 Rejection, 35 U.S.C. 102(d), Foreign Patenting
Claim [1] rejected under 35 U.S.C. 102(d) as being barred by
applicant’s {2]. [3].

Examiner Note:

1. This paragraph must be preceded either by paragraphs 7.07
and 7.1 or by paragraph #*>7.103.<

2. Inbracket 3, insert an explanation of this rejection which must
include appropriate dates and how they make the foreign patent
available under 35 U.S.C. 102(d).
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. ,Examlner Note.

and7.13 or by paragraph- *57.103.<;. : ¥
02, In bracket 2, insertan explanatro of the supportmg evrdence s
:estabhshmg that applrcant was not. the mventor e -

3 Refer to MPEP § 2135 fo

1] 719 Rejectton, 35 USC 10 o,

1 Thrs paragraph must be, receded elther by paragraphs 7'07 o

‘ 706 02(]) Contents of a 35 U S C 193

Re]ectlon [R—2]

35 U.S.C. 103 authorizes a rejeetion where to meet
the claim, it is necessary to modify a single reference or
to combine it with one or more other references. After
indicating that the rejection is under 35 U. S C. 103, the
examiner should set forth in the Office action (1) the
relevant teachings of the prior art relied upon, prefer-
ably with reference to the relevant column or page num-
ber(s) and line number(s) where appropriate, (2) the dif-
ference or differences in the claim overthe applied refer-
ence(s), (3) the proposed modification of the applied
reference(s) necessary to arrive at the claimed subject
matter, and (4) an explanation why **>one of ordinary
skill in the art at the time the invention was made would
have been motivated to make the proposed modifica-
tion<.

To establish a prima facie case of obviousness, three
basic criteria must be met. First, there must be some
suggestion or motivation, either in the references them-
selves or in the knowledge generally available to one of
ordinary skill in the art, to modify the reference-or to
combine reference teachings. Second, there must be a
reasonable expectation of success. Finally, the prior art
reference (or references when combined) must teach or
suggest all the claim limitations. The teaching or sugges-
tion to make the claimed combination and the reason-
abie expectation of success must both be found in the
prior art, and not based on applicant’s disclosure. In re
Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991).
See MPEP § 2143 ~ § 2143.03 for decisions pertinent to
each of these criteria. .

The initial burden is on the examiner to provide some
suggestion of the desirability of doing what the inventor
has done. “To support the conclusion that the claimed in-
vention is directed to obvious subject matter, either the
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references must expressly or impliedly suggest - the
claimed invention or the examiner must present a con-
vincing line of reasoning as to why the artisan would have
found the claimed invention to have been obvious in
light of the teachings of the references.” Ex parte Clapp,
227 USPQ 972, 973 (Bd. Pat. App. & Inter. 1985). See
MPEP § 2144 — § 2144.09 for examples of reasoning sup-
porting obviousness rejections.

Where a reference is relied on to support a rejection,
whether or not in a minor capacity, that reference should
be positively included in the statement of the rejection.
See In re Hoch, ** 428 F.2d 1341, 166 USPQ 406, *>n.<
3 (>CCPA<1970).

It is important for an examiner to properly communi-
cate the basis for a rejection so that the issues can be
identified early and the applicant can be given fair op-
portunity to respond. Furthermore, if an initially re-
jected application issues as a patent, the rationale be-
hind an earlier rejection may be important in interpret-
ing the scope of the patent claims. Since issued patents
are presumed valid (35 U.S.C. 282) and constitute a
property right (35 U.S.C. 261), the written record must
be clear as to the basis for the grant. Since patent ex-
aminers cannot normally be compelled to testify in legal
proceedings regarding their mental processes (see
MPEP § 1701.01), it is important that the written record
clearly explain the rationale for decisions made during
prosecution of the application.

See MPEP § 2141 — § 2144.09 generally for guidance
on patentability determinations under 35 U.S.C. 103, in-
cluding a discussion of the requirements of Graham v.
John Deere, 383 U.S. 1, 148 USPQ 459 (1966). See
MPEP § 2145 for consideration of applicant’s rebuttal
arguments. See MPEP § 706.02(1) for a discussion of **
35U.8.C.103>(c)<.

706.02(k) Provisional Rejection
(Obviousness) Under 35 U.S.C. -
102(e)/103 [R—~2]

Where two applications of different inventive enti-
ties are copending and the filing dates differ, a provision-
al rejection under 35 U.S.C. 102(e)/103 should be made
in the later filed application if the applications have a
common assignee or a common inventor. Otherwise the
confidential status of applications under 35 U.S.C.
122 must be maintained. Such a rejection alerts the ap-
plicant that he or she can expect an actual rejection on

700 -~ 17

706.02(K)

the same ground if one of the applications issues and also
lets applicant know that action must be taken to avoid

‘the rejection. »

This gives applicant the opportunity to analyze the
propriety of the rejection and' possibly avoid the loss of
rights to desired subject matter. Provisional rejections of
the obviousness type under 35 U.S.C. 102(e)/103 are re-
jections applied to copending applications having differ-
ent effective filing dates wherein each application has a
common assignee or a common inventor. The earlier
filed application, if patented, would constitute prior art
under 35 U.S.C. 102(e). The rejection can be overcome
by:

(1) arguing patentability over the earlier filed ap-
plication,

(2) combining the subject matter of the copending
applications into a single application claiming benefit
under 35 U.S.C. 120 of the prior applications and aban-
doning the copending applications,

(3) filing an affidavit or declaration under 37 CFR
1.132 showing that any unclaimed invention disclosed in
the copending application was derived from the inventor
of the other application and is thus not invention
“by another” (see MPEP § 715.01(a), § 715.01(c), and
§ 716.10), or

(4) filing an affidavit or declaration under 37 CFR
1.131 showing a date of invention prior to the effective
U.S. filing date of the copending application. Where the
applications are claiming the same patentable invention,
an affidavit or declaration under 37 CFR 1.131 may be
used to overcome a rejection under 35 U.S.C. 102 or 103
only if a petition under 37 CFR 1.183 has been granted in
a common ownership situation. See MPEP § 715.

If a provisional rejection is made and the copending
applications are combined into a single application and
the resulting single application is subject to a restriction
requirement, the divisional application would not be
subject to provisional or actual rejection under 35 U.S.C.
102(e)/103 since the provisions of 35 U.S.C. 121 preclude
the use of a patent issuing therefrom as a reference
against the other application. Additionally, the resulting
continuation-in—part is entitled to 35 U.S.C. 120 bene-
fit of each of the prior applications. This is illustrated in
Example 2, below.

The examples below are instructive as to the applica-
tion of 35 U.S.C. 102(¢)/103:
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Example 1

Assumptnon Employees Aand B work for C, each with knowledge of the other s work and wnth obhgatnon to asmgn

inventions to C while employed

- SITUATIONS

RESULTS

1. Ainvents X and later files application.

'This is permissible. -

| 2. Bmodifies X to XY.
|| Bfiles application after A’s filing

| No 35 US.C. 102(5/103 or 102(g)/103 rejection;
| provisional 35 U.S.C. 102(e)/103 rejection applies.
Provisional double patenting rejection made.

3. Alspatent issues.

B’s claims rejected under 35 U.S.C. 102(e)/103 and
| double patenting.

4. B files 37 CFR 1.131 affidavit to swear behind
|| As filing date, along with a petition under 37 CFR
|| 1.183 to waive the prohibition of the use of 37 CFR
|| 1.131 affidavit where the same patentable inven-
|| tion is being claimed.

|| Terminal disclaimer filed under 37 CFR 1.321(c) to
overcome double patenfmg re_]ectlon

[ Provisional or actual rejection under 35 U.S.C.
| 102(e)/103 may be overcome and double patenting
| rejection may be overcome if inventions X and XY
are commonly owned and all requirements of

| 37 CFR 1.321 are met.

In situation (2 ) above, the result is a M;_Qngl rejection by the examiner under 35 U.S.C. 102(e)/103 The rejection is
provisional since the subject matter and the prior art are pending applications.

Example 2

Assumption: Employees A and B work for C, each with knowledge of the other’s work, and with obligation to assign

inventions to C while employed

SITUATIONS

RESULTS

1. A invents X and files application

This is permissible.

. B modifies X to XY after A's application is filed,

| B files application establishing that A and B were

both under obligation to assign inventions to C at
the time the inventions were made.

Provisional 35 U.S.C. 102(e)/103 rejection made;
provisional double patenting rejection made; no
| 35U.5.C. 102(f)/103 or 102(g)/103 rejection made.

3. A and B file continuing application claiming
| priority to their earlier applications and abandon
| the carlier applications.

Assume it is proper that restriction be required be-
| tween X and XY.

4, Xis elected and patent issues on X with division-
al application being timely filed on XY.

Rev, 2, July 1996

No rejection of divisional application under
| 35U.5.C. 102(e)/103 in view of 35 U.S.C. 121.
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Statement of Pnncrple

The dlsclosure of an- earller ﬁled patent apphcatlon R
- which i rssues asa patent contrnues to be prror art under T

135 U.S.C.'102(c) agalnst a later mvented and ftled ap-_gj
plication of another mventor even though the patent and

the later mventron were owned by, or sub]ect to, an. ob- ;. el

ligation of assrgnment to the same person at the txme the‘_

. later mventron was made

Examination of Appllcatlons of leferent Inventlve En-i i

trtres Where Common Ownershrp Is Establrshed

See MPEP § 706. 02(1) for examination of applrca- #

tions of different inventive entities where common own-
ership has not been established.

Once the examiner checks the apphcatrons and it is

established from the record that common ownership ex-
isted at the time the later invention was made, he or she
should:

(1) examine the applications as, to all grounds ex-
cept 35 U.S.C. 102(f) and (g) as they apply through

35U.5.C. 103, ’

(2) examine the applications for double patenting,
including double patenting of the obviousness type, and
make a provisional double patenting rejection, if ap-
propriate (See In re Mott, >539 F2d 1291,< 190 USPQ
536 (CCPA 1976)),

(3) examine the later filed application under 35
U.S.C. 102(e) as it applies through 35 U.S.C. 103 and
make a provisional rejection under 35 U.S.C. 102(e)/35
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The practice of re]ectmg-::clalms on the ground offf‘,

- double patenting in commonly owned apphcatrons of

different inventive entrtres isin accordance with exrstmg A
case law and prevents an orgamzatlon from obtarmng* S

ering nearly identical subject matter See MPEP Chapter, o

800 for. gurdance on double patentmg issues. In accor- -
dance with established patent law doctrmes, double pat-

enting rejections can be- overcome in certam c1rcum-

stances by disclaiming, pursuant to the exrstmg provi-’
sions of 37 CFR 1.321, the terminal portion of'the term

of the later patent and including in the disclaimer a pro-

vision that the patent shall be enforceable only for and
during the period the patent is commonly owned with the -
application or patent which formed the basis for the re-
jection, thereby eliminating the problem of extendmg
patent life. ‘
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The example below is illustrative:

- MANUAL OF PATENT EXAMINING PROCEDURE -

ASSUMPTION Employees A and B work for C, each with knowledge of the other’s work and w1th obllgatlon to ass1gn
inventions to C while employed: : ;

SITUATIONS

1. A invents X and files application with assign-
ment to C recorded in PTO showing C’s ownership

2. A and B modify X to'XY and file application
with assignment recorded in PTO showing C’s own-
ership at the time the invention XY was made.

3. A and B file terminal disclaimers to overcome
provisional double patenting and insufficient 37
| CFR 1.131 affidavit to overcome provisional 35
U S. C 102(e)/ 103 rej ectlon

4, A and B file contmumg appllcatlon dlsclosmg
and claiming both X and XY and claiming 35 U.S.C.

120 benefit of both prior applications; both prior
applications are then abandoned.

Examination of Continuing Application Commonly
Owned With Abandoned Parent Application to Which
Benefit Is Claimed Under 35 U.S.C. 120

An application claiming the benefit of a prior filed
copending national or international application under
35 U.S.C. 120 must name as an inventor at least one in-
ventor named in the prior filed application. The prior
filed application must also disclose the named inventor’s
invention claimed in at least one claim of the later filed
application in the manner provided by the first para-
graph of 35 U.S.C. 112. This practice contrasts with the
practice in effect prior to November 8, 1984 (the date of
enactment of Public Law 98-—622) where the
inventorship entity in each of the applicaiions was re-
quired to be the same for benefit under 35 U.S.C. 120.
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| at the time the invention X was made.

RESULTS

This is permissible.

Provisional double patenting rejections of the ob-
viousness type may be made.

Provisional rejection under 35 U.S.C. 102(e)/103
may be made in later flled appllcatlon

Examiner finds 37 CFR 1. 131 affidavit 1nsuff1c1ent,
accepts terminal disclaimers.

This is permissible.

So long as the applications have at least one inventor
in common and the other requirements are met, the Of-
fice will permit a claim for 35 U.S.C. 120 benefit without
any additional submissions or notifications from appli-
cants regarding inventorship differences.

In addition to the normal examination conducted by
the examiner, he or she must examine the earlier filed
application to determine if the earlier and later applica-
tions have at least one inventor in common and that the
other 35 U.S.C. 120 requirements are met. The claim for
35 U.S.C. 120 benefit will be permitted without examina-
tion of the earlier application for disclosure and support
of at least one claim of the later filed application under
35 U.S.C. 112, first paragraph unless it becomes neces-
sary to do so, for exampie, because of an intervening ref-
erence. '
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: Exammatlon of Commonly Owned Pend g ‘Appllca- i
tions Havmg leferent Inventive Entltles (ﬂalmmg:j‘
Beneflt Under 35US C 120 o ‘~ Fd

See MPEP § 706 02(1) for exammatlon of appllca-"
tions of dlfferent mventlve entltles where common own-
ership i is not est : ',h's'hed S et o

Commonly owned apphcatlons of dlfferent mventlve .
entities may.be rejected on the ground of double patent~‘ = }
ing. Desplte the fact that a later filed apphcatlon claims 1 1
35U.S.C. 120 benefit to an earlier. appllcatlon, a double" :

The following example is illustrative:

ASSUMPTION: Employees A and B work for C, each with knowledge of the other S work and w1th obhgatxon to.
assign inventions to C while employed. ‘ S :

SITUATIONS

RESULTS

1. A invents X, A and B together modify X to X'Y.

| This is permissible.

| 2. Alater files application on X with assignment to
".:v. ‘ .

| This is permissible. -

3. A and B later file application on XY with assign-
ment to C.

| Examiner may make provisional rejection ofAand |
| B’s application on grounds of double patentingand |
| 35 U.8.C. 102(e)/103 in view of Als application.

4, A and B file 37 CFR 1.131 affidavit to swear be-
hind A’s filing date, along with 37 CFR 1.183 peti-
tion to waive prohibition where same patentable in-
vention claimed, and terminal disclaimers in both
applications

700 - 21

| This is permissible.

Rev. 2, July 1996



706.02(1)

706.02(1) Rejections Under 35 U.S.C.
102(f)/103 and 35 U.S.C.
102(g)/103; ** 35 U.S.C.
103> (c) < [R-2]

37 CFR 1.106. Rejection of Claims

(a) Iftheinventionisnotconsidered patentable,ornot considered
patentable as claimed, the claims, or those considered unpatentable will
be rejected. ‘

(b) In rejecting claims for want of novelty or for obviousness, the
examiner must cite the best references at his command. When a
reference is complex or shows or describes inventions other than that
claimedby the applicant, the particular part relied on must be designated
as nearly as practicable. The pertinence of each reference, if not
apparent, must be clearly explained and each rejected claim specified.

(c) Inrejecting claims the examiner may rely upon admissions by
the applicant, or the patent owner in a reexamination proceeding, as to
any matter affecting patentability and, insofar as rejections in applica-
tionsare concerned, may also rely upon facts within his or herknowledge
pursuant to § 1.107.

(d) Subject matter which is developed by another person which
qualifies as prior art only under 35 U.S.C. 102(f} or (g) may be used as
prior art under 35 U.S.C. 103 against a claimed invention unless the
entire rights to the subject matter and the claimed invention were
commonly owned by the same person or organization or subject to an
obligation of assignment to the same person or organization at the time
the claimed invention was made.

(e) The claims in any original application naming an inventor will
be rejected as being precluded by a waiver in a published statutory
invention registration naming that inventor if the same subject matter is
claimed in the application and the statutory invention registration. The
claims in any reissue application naming an inventor will be rejected as
being precluded by a waiver in a published statutory invention registra-
tion naming that inventor if the reissue application seeks to claim subject
maiter (1) which was not covered by claims issued in the patent prior to
the date of publication of the statutory invention registration and (2)
which was the same subject matter waived in the statutory invention
registration.

37 CFR 1.106 basically reiterates the requirements of
** 35 U.S.C. 103>(c) < which provides that subject mat-
ter developed by another which qualifies as “prior art”
only under subsections 35 U.S.C. 102(f) or 35 U.S.C.
102(g) is not to be considered when determining whether
an invention sought to be patented is obvious under 35
U.S.C. 103, provided the subject matter and the claimed
invention were commonly owned at the time the inven-
tion was made. Note that if the prior art is published and
the inventive entity is not identical then 35 U.S.C.
102(e)/103 will apply and the prior art will not be disqual-
ified under 35 U.S.C. 103>(c) < **.

The subject matter that is disqualified as prior art un-
der 35 U.S.C..103 is strictly limited to subject matter that
qualifies as prior art only under 35 US.C. 102(f) or
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35 U.S.C. 102(g). If the subject matter qualifies as prior
art under any other subsection (e.g., -subsection
35 U.S.C. 102(a), 35 U.S.C. 102(b), or 35 U.S.C. 102(¢))
it will not be disqualified as prior art under 35 U.S.C.
103>(c)< **. S |

It is important to recognize that ** 35 U.S.C.
103>(c)< applies only to consideration of prior art for
purposes of obviousness under 35 U.S.C. 103. It does not
apply to or affect subject matter which qualifies as prior
art under 35 U.S.C. 102. A patent applicant urging that
subject matter is disqualified has the burden of establish-
ing that it was commonly owned at the time the claimed
invention was made. Absent proper evidence of common
ownership at the time the later invention was made, the
appropriate rejection under 35 US.C. 102(f) or
35 U.S.C. 102(g) as it applies through 35 U.S.C. 103
should be made.

Information learned from or transmitted to persons
outside the organization is not disqualified as prior art.
The term “subject matter” will be construed broadly, in
the same manner the term is construed in the remainder
of 35 US.C. 103. The term “another” as used in
35 U.S.C. 103 means any inventive entity other than the
inventor and would include the inventor and any other
persons. The term “developed” is to be read broadly and
is not limited by the manner in which the development
occurred. The term “commonly owned” means wholly
owned by the same person, persons, or organization at
the time the invention was made.

Inventors of subject matter not commonly owned at
the time of the invention, but currently commonly
owned, may file as joint inventors in a single application.
However, the claims in such an application are not pro-
tected from a 35 U.S.C. 102(f)/103 or 35 US.C.
102(g)/103 rejection. Applicants in such cases have an
obligation pursuant to 37 CFR 1.56 to point out the in-
ventor and invention dates of each claim and the lack of
common ownership at the time the later invention was
made to enable the examiner to consider the applicabili-
ty of a 35 U.S.C. 102(£)/103 or 35 U.S.C. 102(g)/103 rejec-
tion. The examiner will assume, unless there is evidence
to the contrary, that applicants are complying with their
duty of disclosure.

Foreign applicants will sometimes combine the sub-
ject matter of two or more related applications with dif-
ferent inventors into a single U.S. application naming
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joint inventors. The examiner will make the assumption,

absent contrary evidence, that the applicants are com-

plying with their duty of disclosure if no information is

provided relative to invention dates and common own-
ership at the time the later invention was made. Such a
claim for 35 U.S.C. 119(a)—(d) benefit based upon the
foreign filed applications is appropriate and 35 U.S.C.
119(a)—(d) benefit can be accorded based upon each of
the foreign filed applications.

1. Definition of Common Ownership

In order to be disqualified as prior art under
35 U.S.C. 103>(c)< **, the subject matter which would
otherwise be prior art to the claimed invention and the
claimed invention must be commonly owned at the time
the claimed invention was made.

The term “commonly owned” is intended to mean
that the subject matter which would otherwise be prior
art to the claimed invention and the claimed invention
are entirely or wholly owned by the same person, per-
sons, or organization at the time the claimed invention
was made. If the person, persons, or organization owned
less than 100 percent of the subject matter which would
otherwise be prior art to the claimed invention, or less
than 100 percent of the claimed invention, then common
ownership would not exist. Common ownership requires
that the person, persons, or organization own 100 per-
cent of the subject matter and 100 percent of the claimed
invention. As long as principal ownership rights to either
the subject matter or the claimed invention reside in dif-
ferent persons or organizations common ownership does
not exist. A license of the claimed invention to another
by the owner where basic ownership rights are retained
would not defeat ownership.

The requirement for common ownership at the time
the claimed invention was made is intended to preclude
obtaining ownership of subject matter after the claimed
invention was made in order to disqualify that subject
matter as prior art against the claimed invention.

The question of whether common ownership exists at
the time the claimed invention was made is to be deter-
mined on the facts of the particular case in question. Ac-
tual ownership of the subject matter and the claimed in-
vention by the same individual or organization or a legal
obligation to assign both the subject matter and the
claimed invention to the same individual or organization
must be in existence at the time the claimed invention
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was made in order for the subject matter to be disquali-
fied as prior art. A moral.or unenforceable obligation

‘would not evidence common ownership,

Under 35 U.S.C. 103>(c)<**, an applicant’s admis-
sion that subject matter was developed prior to appli-
cant’s invention would not make the subject matter prior
art to applicant if the subject matter qualifies as prior art
only under sections 35 U.S.C. 102(f) or 35 U.S.C. 102(g),
and if the subject matter and the claimed invention were
commonly owned at the time the invention was made.
See In re Fout, 675 F.2d 297, 213 USPQ 532 (CCPA 1982),
for a decision involving an applicants’ admission which
was used as prior art against their application. If the sub-
ject matter and invention were not commonly owned, an
admission that the subject matter is prior art would be us-
abie under 35 U.S.C. 103.

The burden of establishing that subject matter is dis-
qualified as prior art under **>35 U.S.C. 103(c)< is in-
tended to be placed and reside upon the person or per-
sons urging that the subject matter is disqualified. For ex-
ample, a patent applicant urging that subject matter is
disqualified as prior art under 35 U.S.C. 103>(c)<**,
would have the burden of establishing that it was com-
monly owned at the time the claimed invention was
made. The patentee in litigation would likewise properly
bear the same burden placed upon the applicant before
the Patent and Trademark Office. To place the burden
upon the patent examiner or the defendant in litigation
would not be appropriate since evidence as to common
ownership at the time the claimed invention was made
might not be available to the patent examiner or the de-
fendant in litigation, but such evidence, if it exists,
should be readily available to the patent applicant or the
patentee.

Inview of 35 U.S.C. 103>(c)<**, the Commissioner
has reinstituted in appropriate circumstances the prac-
tice of rejecting claims in commonly owned applications
of different inventive entities on the grounds of double
patenting. Such rejections can be overcome in appropri-
ate circumstances by the filing of terminal disclaimers.
This practice has been judicially authorized. See In re
Bowers, 359 F2d 886, 149 USPQ 57 (CCPA 1966). The
use of double patenting rejections which then could be
overcome by terminal disclaimers preclude patent
protection from being improperly extended while still
permitting inventors and their assignecs to obtain the le-
gitimate benefits from their contributions.
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The following examples are provided for illustration
only: '
- Ownership of both inventions must be 100% the
same '

— Parent Company owns 100% of Subsidiaries A
and B . ;
— inventions of A and B are commonly owned.

-- Parent Company owns 100% of Subsidiary A and
90% of subsidiary B
— inventions of A and B not commonly owned

— If same person owns subject matter and inven-
tion at time invention was made, license to
another may be made without the subject mat-
ter becoming prior art. '

— Different Government inventors retaining cer-
tain rights (e.g. foreign filing rights) in separate
inventions owned by Government precludes
common ownership of inventions.

— Joint Venture
Situati

* Company A and Company B form Joint Venture
Company C. Employees of A while working for
C with an obligation to assign inventions to C,
invent invention #1, Employees of B while
working for C with an obligation to assign inven-
tions to C, invent invention #2, with knowledge
of #1.

Question: Are #1 and #2 commonly owned at
the time the later invention was made so as to
preclude a rejection under 35 U.S.C. 102(f) or
(g) in view of 35 U.S.C. 103?

Answer: Yes— An official of company C can sign
an affidavit that C owned both inventions.

The examiner must examine the application as to all
grounds except 35 U.S.C. 102(f) and (g) as they apply
through 35 U.S.C. 103 only if the application file(s) es-
tablishes common ownership at the time the later inven-
tion was made. Thus, it is necessary to look to the time at
which common ownership exists. If common ownership
does not exist at the time the later invention was made,
the earlier invention is not disqualified as potential prior
art under 35 U.S.C. 102>(f)< and (g) as they apply
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through 35 U.S.C. 103, An invention is *>“<made”
when conception is complete as defined in Mergenthaler

v. Scudder, 11 App. D.C. 264, 1897 C.D. 724 (D.C. Cir.

1897); In re Tansel, 253 F.2d 241, 117 USPQ 188 (CCPA
1958). Common ownership at the time the invention was
made for purposes: of obviating a 35 U.S.C. 102(f)/35
U.S.C. 103 or 35 US.C. 102(g)/35 US.C. 103 rejection
may be established lrrespectlve of whether the invention
was made in the United States or abroad. The provisions
of 35 U.S.C. 104, however, will continue to apply toother -
proceedings in the Patent and Trademark Office, e.g. in
an interference proceeding, with regard to establishing a

-date of invention by knowledge or use thereof, or other

activity with respect thereto, in a foreign country. The
foreign filing date will continue to be used for interfer-
ence purposes under 35 U.S.C. 119(a)—(d) and 35
U.S.C. 365.

2. Evidence Required to Establish Common Ownership

It is important to recognize just what constitutes suf-
ficient evidence to establish common ownership at the
time the invention was made. The common ownership
must be shown to exist at the time the later invention was
made. A statement of present common ownership is not
sufficient. In re Onda, 229 USPQ 235 (Comm’r Pat.
1985).

**>NATURE OF THE SHOWING <

37 CFR 1.104. Nature of examination; examiner's action.

ek

{e) Co—pending applications will be considered by the examiner
to be owned by, or subject to an obligation of assignment to, the same
person if: (1) the application files refer to assignments recorded in the
Patent and Trademark Office in accordance with part 3 of this chapter
which convey the entire rights in the applications to the same person or
organization; or (2) copies of unrecorded assignments which convey the
entire rights in the applications to the same person or organization are
filed in each of the applications; or (3) an affidavit or declaration by the
common owner is filed which states that there is common ownership and
states facts which explain why the affiant or declarant believes there is
common ownership; or (4) other evidence issubmitted which establishes
common ownership of the applications. In circumstances where the
common owner is a corporation or other organization, an affidavit or
declaration may be signed by an official of the corporation or organiza-
tion empowered to act on behalf of the corporation or organization,

37 CFR 1.104 specifies the nature of the showing nec-
essary before the examiner would consider copending
applications to be owned by, or subject to an obligation
of assignment to, the same person for purposes of
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35 U.S.C. 102(f)/103, 35 U.S.C. 102(g)/103 and 37 CFR
1.106(d). If common ownership does not exist at the time
the later invention was made, the earlier invention is not
disqualified as potential prior art under 35-U.S.C. 102(f)
and (g) as they apply through 35 U.S.C. 103.

The rule permits the necessary showing to be made in
different alternative ways. The necessary showing will be
considered by the examiner to be present if the applica-
tion files refer to assignments which are recorded in the
Patent and Trademark Office in accordance with 37 CFR
Part 3 as long as the assignments conveyed the entire
rights in the applications to the same person or organiza-
tion.

A second alternative which can be used, if assign-
ments have not been recorded, permits the examiner
to consider copies of unrecorded assignments filed in
each of the applications by the applicants as long as the
unrecorded assignments convey the entire rights in the
applications to the same person or organization. The
submission of copies of assignment agreements that
were filed in the Office and that were executed at the
time the application was filed would not be sufficient
to disqualify the earlier invention as potential prior art
against the later invention unless the assignment docu-
ment itself contained language which indicate the rele-
vant dates involved and established that the inventions
were commonly owned at the time the later invention
was made. Absent specific language in the assignment
document which would establish that the inventions
claimed in the applications were commonly owned at
the time the later invention was made, the attorney/ap-
plicants would have to supply additional evidence or
showings establishing common ownership at the time
the later invention was made. This additional evidence
or showing might take the form of an affidavit or decla-
ration by the common owner which refers to the assign-
ment and further avers that the inventors of the subject
matter of the applications were all under an obligation
to assign the inventions to the common owner at the
time the later invention was made, e.g., by virtue of
employment agreements>.< The affidavit or declara-
tion might also include copies of the employment
agreements although the submission of the copies of
the employment agreements would not be essential as
long as unqualified averments are made that the inven-
tions were commonly owned at the time the later in-
vention was made.
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A third alternative permits an affidavit or declaration
to be filed by the common owner stating that there is
common ownership and stating facts which explain why
the affiant or declarant believes there is common owner-
ship. Under this alternative, sufficient facts will have to
be presented in order to enable the examiner to conclude
that a prima facie case of common ownership exists. It is
expected that the most common form of submission to
establish common ownership at the time the later inven-
tion was made will be verified statements, i.e., oaths or
declarations from the common owner. It should be em-
phasized that such oaths or declarations must be execut-
ed by the common owner or someone empowered to act
on behalf of the common owner. **

The fourth alternative permits other evidence to be
used which would establish common ownership of the
applications; e.g., a court decision determining the
owner.

>SHOWING BY AFFIDAVIT OR DECLARATION;
WHO MAY SIGN ON BEHALF OF AN
ORGANIZATION<

The terms “person” and “organization” in the rule
would include circumstances where the ownership re-
sided in more than one person and/or organization as
long as the applications are owned jointly by the same
owners. Paragraph (e) also provides that where the com-
mon owner is a corporation or other organization an affi-
davit or declaration averring common ownership may be
signed by an official of the corporation or organization
who is empowered to act on behalf of the corporation or
organization. >The requirements of 37 CFR 3.73(b) do
not apply.< A mere power of attorney to prosecute a
patent application will not make an individual an official
of the corporation or organization or empower the indi-
vidual to act on behalf of the corporation or organization
for purposes of averring common ownership. However,
such an affidavit could be made by a patent attorney, pat-
ent agent, or other individual if the attorney, agent, or
other individual has been appointed in writing by the
corporation or organization as an official of the corpora-
tion or organization specifically empowered to make af-
fidavits or declarations on its behalf averring to common
ownership. In circumstances where such a written ap-
pointment has been given to a patent attorney, patent
agent, or other individual, that person could then make
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affidavits or declarations averring to common ownership
as long as the affidavit or declaration referred to an at-
tached copy of the written appointment and averred that
the authority is still in effect. Under this practice the
original signed copy of the written appointment would
be retained by the affiant or declarant unless the Patent
and Trademark Office specifically required it to be filed.
Unless some question arose as to the authority of the in-
dividual to make the averment as to common ownership,
the Patent and Trademark Office would ordinarily not
need to require the original signed copy of the written
appointment. While this practice should simplify the es-
tablishing of common ownership by necessitating only
one original signed written appointment, corporations
and other organizations must exercise care that the writ-
ten appointment is only given to those persons who are in
a position to know that common ownership does in fact
exist and can therefore properly make affirmative repre-
sentations to that effect to the Patent and Trademark
Office.

3. Examination of Applications of Different Inven-
tive Entities Where Common Ownership is not Estab-
lished

See MPEP § 706.02(k) for examination of applica-
tions of different inventive entities where common own-
ership is established.

Where the applications do not establish common
ownership, the examiner will:

(a) assume that the applications are not commonly
owned;

(b) examine the applications on all grounds other
than any conflict between the applications;

(c) consider the applicability of 35 U.S.C. 102(f)
/103 or 35 U.S.C. 102(g)/103 if one application refers to
the other or if one inventor is common to both applica-
tions. If there is no cross—reference or common inventor
between the applications it would be inappropriate for
the examiner to refer to one application in the other in
view of 35 U.S.C. 122;

(d) consider interference if appropriate; and

(e) suspend the later filed application if it is other-
wise allowable until the earlier filed application is aban-
doned or issues as a patent and then reject tie later filed
application under 35 U.S.C. 102(e)/103, if appropriate.
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706.02(m) Form Paragraphs for Use in
Rejections Under 35 US.C.
103 [R~2] |

The following form paragraphs: 'should be used in
making the appropriate rejections under 35 U.S.C. 103.

§ 7.20 Statement of Statutory Basis, 35 U.S.C. 103>(a)<
The following is 2 quotation of 35 U.8.C. 103>(a)< which fornis
the basis for all obviousness rejections set forth in this Office action:
>(a)<A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section 102 of this title, if
the differencesbetween the subject matter sought tobe patented and the
prior art are such that the subject matter as a whole would have been
obvious at the time the invention was made to a person having ordinary
skill in the art to which said subject matter pertains. Patentability shall

not be negatived by the manner in which the invention was made.
13

Examiner Note:

1. Thestatute is not to be *>recited< in all Office actions. It is
only required in first actions on the merits employing 35 U.S.C. 103 and
final rejections. Where the statute is being applied, but is not citedin an
action on the merits, use paragraph *>7.103.<

2 This paragraph should only be used ONCE in a given Office
action,

3. Thisparagraph must precede paragraphs 7.20.01 — 7.22when
this paragraph is used to cite the statute in first actions and final
rejections.

9 7.20.01 >103(a)< Rejection Using Art Disqualified Under
102(f) *>or< (g)

Applicant has provided evidence in this file showing that the
invention was owned by, or subject to an obligation of assignment to, the
same entity as [1] at the time this invention was made. Accordingly, [2] is
disqualified as prior art through 35 U.S.C. 102(f) oz (g) in any rejection
under 35 U.S.C. 103>(a) < in this application, However, this applied art
additionally qualifies as prior art under section [3] of 35 U.S.C. 102 and
accordingly is not disqualified as prior art under 35 U.S.C. 103> (a)<.

Applicant may overcome the applied art either by a showing under
37 CFR 1.132 that the invention disclosed therein was derived from the
invention of this application, and is therefore, not the invention “by
another”, or by antedating the applied art under 37 CFR 1.131.

Examiner Note:

1. This paragraph must be included following paragraph 7.20 in
aflactions containing rejectionsunder 35U.8.,C. 103> (a) < usingart that
is disqualified under 103>(a)< through 102 (f) or (g), but which
qualifies under another section of 35 U.S.C, 102.

2. Inbrackets 1 and 2, identify the commonly owned applied art
(patent or co—pending application).

3 Inbracket 3, insert “(a)” or “(e)” as appropriate.

§ 7.20.02 Joint Inventors, Common Ownership Presumed
This application currently names joint inventors. In considering
patentability of the claims under 35 U.S.C. 103> (a)<, the examiner
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presumes that the subjéct matter of the various claims was commonly
owned at the time any inventions covered therein were made absent any
evidence to the contrary. Applicant is advised of the obligationsunder 37
CFR 1.56 to point out the inventor and invention dates of each claim that
was not commonly owned at the time a later invention wasmade in order
for the examiner to consider the applicability of potential 35 U.S.C.
102(f) or (g) prior art under 35 U.S.C. 103> (a)<.

Examiner Note:

This paragraph mustbe used in ali applicationswith joint inventors
(unless the claims are clearly restricted to only one claimed invention,
e.g., only a single claim is presented in the application).

9§l 7.21 Rejection, 35 U.S.C. 103>(a)<
Claim [1] rejected under 35 U.S.C. 103> (a)< as being unpatent-
able over 2], [3]>.<

Examiner Note:

1. This paragraph must be preceded by either paragraph 7.20 or
by paragraph *>7.103.<

2. In bracket 3, an explanation of the rejection applying the
Graham >et al< v. Deere test must be provided.

3. If this rejection relies upon art that is disqualified under 35
U.S.C. 102(f) or (g) based upon common ownership of the invention,
paragraph 7.20.01 must follow this paragraph.

4, Ifthisrejection is a provisionai 35 U.S.C. 103>(a)< rejeciion
based upon a copending application that would comprise prior art under
35 U.S.C. 102(e) if patented, use paragraph 7.21.01 instead of this
paragraph.

§ 7.21.01 Provisional Rejection, 35 U.S.C. 103>(a)<, Common
Assignee or At Least One Common Inventor Only

Claim [1] provisionally rejected under 35 U.S.C. 103>(a)< as
beingobvious overcopending application no.[2] which hasacommon{3]
with the instant application. Based upon the earlier effective U.S. filing
date of the copending application, it would constitute prior art under
35 U.S.C. 102(e) if patented. This provisional rejection under
35U.S.C. 103>(a) < is based upon a presumption of future patenting of
the conflicting application. [4].

This provisional rejection might be overcome either by a showing
under 37 CFR 1.132 that any invention disclosed but not claimed in the
copending application was derived from the inventor of this application
and is thus not the invention “by another”, or by a showing of a date of
invention prior to the effective U.S. filing date of the copending
application under 37 CFR 1.131.

Examiner Note:

1. This paragraph is used to provisionally reject claims not
patentably distinct from the disclosure in a copending application having
anearlier U.S. filing date and also having either acommon assignee or at
least one common inventor.

2. If the claimed invention is fully disclosed in the copending
application, use paragraph 7.15.01.

3. Inbracket 3, insert cither “assignee” or “inventor”,

4. Inbracket 4, insert explanation of obviousness.

5. If the claimed invention is also ¢laimed in the copending
application, a provisional obviousness doublepatenting rejectionshould
additionally be made using paragraph 8.33 and 8.37.

6. Ifevidence of record indicates that the copending application
is also prior art under 35 U.S.C. 102(f) or (g) and the copending

700 - 27

706. 02(m)_ )

- application has not been dlsquahfied as pnor art in a 35 US.C.

103>(a)< rejection based upon common ownership, a rejection should
additionally be made under 35 U.5.C. 103>(a)< using paragraph 7.21

.(e.g., applicant has named the pnor inventor in response to a require-

ment made using paragraph 8. 28)

9 7.21.02 Rejection, 35 U.S. C 103 >(a)<, CommonAsszgnee or
At Least One Common Inventor . _
Claim[1] rejected under35U.5.C. 103> (a)< asbeing obviousover

2. .

The applied reference has a common [3] with the instant applica-
tion. Based upon the earlier effective U.S. filing date of the reference, it
constitutes prior art under 35 U.S.C. 102(e). This rejection under
35 U.8.C. 103>(a) < might be overcome either by a showing under 37
CFR 1.132 that any invention disclosed but not claimed in the reference
was derived from the inventor of this application and is thus not the
invention “by another”, or by a showing of a date of invention for the
instant application of any unclaimed subject matter prior to the effective
U.S. filing date of the reference under 37 CFR 1.131. [4].

Examiner Note:

1. This paragraph is used to reject over a patent with an earlier
filing date that discloses the claimed invention. The patent must have
either a common assignee or at least one common inventor.

2. Inbracket 3, insert either “assignee” or *inventor.”

3 Inbracket 4, insert explanation of obviousness.

4 7.22 Rejection, 35 U.S.C. 103> (a)<, Further in View of

Claim [1] rejected under 35 U.S.C. 103>(a) < as being unpatent-
able over [2] as applied to claim [3] above, and further in view of [4].
[5)>.<

Examinrer Note:
1. This paragraph must be preceded by paragraph 7.21.
2. Anexplanation of the rejection applying the Graham >etal<
v. Deere test must be provided in bracket 5.

Y 7.23 Graham v. Deere, Test for Obviousness
The factual inquires set forth in Graham >et al< v. John Deere Co.,

148 USPQ 459, that are applied for establishing a background for
determining obviousness under 35 U.S.C. 103> (a) < are summarized as
follows:

1. Determining the scope and contents of the prior art*>.<

2. Ascertaining the differences between the prior art and the
claims at issue**>.<

3. Resolving the levei of ordinary skill in the pertinent art.

4. Considering objective evidence present in the application
indicating obviousness or unobviousness.

Examiner Note:
This paragraph may be used, if appropriate, in response to an
argument of the use of Graham >et al< v. Deere.

1 7.27 Rejection 35 U.S.C. 102 or 103>(a)<
Claim [1] rejected under 35 U.S.C. 102 ([2]) as anticipated by or, in
the alternative, under 35 U.S.C. 103> (a) < as obvious over [3). [4]>.<

Examiner Note:

1. This paragraph is NOT intended to be commonly used as a
substitute for a rejection under 35 U.S.C. 102. In other words, a single
rejection under either 35 U.S.C. 102 or 35 U.S.C. 103>(a) < should be
made whenever possible using appropriate form paragraphs 7.15t07.19,
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706. 02(n)

721 and7. 22, Examples of cucumstances where thls paragraph maybe k

used are as follows:

‘a>.< *'When the mterpretatlon of the clalm(s) is or may be in" - tl
dispute, i.e. glven one: mterpretatton, a re;ectron under 35 U. S.C. 102 ls_ﬂ
appropnate and grven another mterpretanon, a re;ecnon under -
5 uUsSC 103>(a)< is’ appropnate See MPEP § 2111~ § 2117 for-‘

guidelines on claim mterpretatlon

b. When. the reference: discloses all the llmltatlons of a2 clalm .
except a property or function, and the examiner. cannot determine. -
whether or not the reference mherently possesses propertles whlch i
anticipate or. render obvious the claimed invention but has basis for © ..
shifting the burden of proof to applicant as in In re thzgerald etal,
619 E2d 67, 205 USPQ 594 (CCPA 1980) Sée MPEP § 2112~-§

2112.02>.<

¢. When the reference teaches a small genus whlch places a
claimedspeciesinthe possession of the publicasin fnt re Schaumann, 572
F.2d 312, 197 USPQ 5 (CCPA 1978), and the species would have been
obvious even if the genus were not sufficiently small to justify a rejection
under 35 U.S.C, 102. See MPEP § 2131.02 and § 2144.03 for more
information on anticipation and obviousness of species by a disclo-
sure of a genus.

d. When the reference teaches a product that appears to be the
samme as, or an obvious variant of, the product set forth in a product—by~
process claim although produced by a different process. See I re Marosi,
218 USPQ 289 (Fed. Cir. 1983) and In re Thorpe, 227 USPQ 964 (Fed.
" Cir. 1985). See also MPEP § 2113>.<

e. When the reference teaches all claim limitations except a
mieans plus function limitation and the examiner is not certain whether
the element disclosed in the reference is an equivalent to the claimed
element and therefore anticipatory, or whether the prior art element is
an obvious variant of the claimed element. See MPEP § 2183 —~§ 2184,

f. When the ranges disclosed in the reference and claimed by
applicant overlap in scope but the reference does not contain a specific
example within the claimed range. See the concurringopinionin Exparte
Lee, 31 USPQ 2d 1105 (Bd. Pat. App. & Inter. 1993). See MPEP
§ 2131.03.

2. [f the interpretation of the claim(s) renders the claim(s)
indefinite, a rejection under 35 U.S.C. 112, 2nd paragraph, may be
appropriate.

3. In bracket 2, insert the appropriate paragraph letter(s) in
parenthesis.

4. Inbracket 4, a full explanation should be provided.

5. This paragraph must be preceded by 7.07, one or more of
paragraphs 7.08 to 7.14 as appropriate, and paragraph 7.20 or paragraph
*>7.103.<

>706.02(n) Biotechnology Process
Applications; 35 U.S.C.
103(b) [R~2]

35U.8.C. 103. Conditions for patentability; non—obvious subject
matter.

L3240

(b)(1) Notwithstanding subsection (a), and upon timely election
by the applicant for patent to proceed under this subsection, a
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: blotechnologlcal process

~inor made by that process, or’ ]

(B) shall lf such composrtlon of matter is clalmedm another

" patent, be set to explre on 'the. same date; as such other ‘patent,

notwithstanding section 154

(3)-For purposes of paragraph (1), the term ‘blotechnologlcal SR

process’ means— -
(A) a process .of genetically altermg or otherwnse mducmg a
single— or ‘multi—celled organismi to—— - :
(i) express an exogenous nucleotide sequence,
(ii) inhibit, eliminate, augment, or alter expressnon of an
endogenous nucleotide séquence or k
(iii}) express a specific physrologlcal charactenstlc not natu- -
rally associated with said organism; .
(B) cell fusion procedures yielding a cell lme that expresses a
specific protein, such as a monoclonal antibody; and
(C) amethod of using a product produced by aprocess defined by
subparagraph (A) or (B), or a combination of subparagraphs (4) and

(B

LR 2 1]

35 US.C. 103(b) is applicable to biotechnological
processes only. 35 U.S.C. 103(b) precludes a rejection of
process claims which involve the use or making of certain
nonobvious biotechnological compdsitiOns of matter un-
der 35 U.S.C. 103(a).

35 U.S.C. 103(b) requires that: '

1.the biotechnological process and composmon
of matter be contained in either the same application or
in separate applications have the same effective filing
date;

2.both the biotechnological process and com-
position of matter be owned or subject to an assignment
to the same person at the time the process was invented;

3.a patent issued on the process also contain the
claims to the composition of matter used in or made by
the process, or, if the process and composition of matter
are in different patcnts, the patents expire on the same
date;

4.the biotechnological process falls within ihe
definition set forth in 35 U.S.C. 103(b); and
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5.a timely election be made to proceed uuder the
provisions of 35 U.S.C. 103(b).

An election to proceed under 35 US.C. 103(b) shall.

be made by way of petition under 37 CFR 1.182. The
petition must establish that all the requirements set forth
in 35 U.S.C. 103(b) have been satisfied. o

An electlon will normally be consrdered timely if it is
made no later than the earlier of either (1) the payment
of the issue fee, or (2) the filing of an appeal brief in an
application which contains a composition of matter
claim which has not been rejected under 35 U.S.C. 102
or 103.

In an application where at least one composition of
matter claim has not been rejected under 35 U.S.C. 102
or 103, a 35 U.S.C. 103(b) election may be made by sub-
mitting the petition and an amendment requesting entry
of process claims which correspond to the composition
of matter claim.

For applications pending on or after November 1,
1995, in which the issue fee has been paid prior to March
26, 1996, the timeliness requirement for an election un-
der 35 U.S.C. 103(b) will be considered satisfied if the
conditions of 37 CFR 1.312(b) are met. However, if a
patent is granted on an application entitled to the benefit
of 35 U.S.C. 103(b) without an election having been
made as a result of error without deceptive intent, paten-
tees may filc a reissue application to permit consider-
ation of process claims which qualify for 35 U.S.C. 103(b)
treatment.

See MPEP 2116.01 for a discussion of the Federal
Circuit’s decisions in In re Ochiai, 71 F.3d 1565, 37 USPQ
1127 (Fed. Cir. 1995) and In re Brouwer, 77 £.3d 422, 37
USPQ2d 1663 (Fed. Cir. 1996) which address the general
issue of whether an otherwise conventional process
could be patented if it were limited to making or using a
nonobvious product. In view of the Federal Circuit’s de-
cisions in Ochiai and Brouwer, an applicant’s need to rely
upon 35 U.S.C. 103(b) should be rare. Seealso 11840 G
86 (Comm’r Pat. 1996). See 35 U.S.C. 282 for the effect
of a determination of nonobviousness under 35 U.S.C,
103(b)(1) on the presumption of validity. <

706.03 Rejections Not Based on Prior Art
[R~-2]

The primary object of the examination of an applica-
tion is to determine whether or not the cla
patentable advance over the prior art. This consider-

iera dnﬂnn n
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trated on truly essential matters, mlmmrzmg or elumnat- :

~ing effort on techmcal rejectlons which are not really crit- - |

ical. Where a ‘major- technical: rejectlon is proper (eg,

lack of proper dlsclosure, undue’ breadth utility, etc)

such rejection should be stated w1th a full development

~ of the reasons rather than by a mere conclusron coupled

with some sterotyped expression. , , ‘

Rejections based on nonstatutory subject matter are
explained in MPEP § 706.03(a), § 2105, § 2106 —
§ 2106.02, and § 2107 — § 2107.02. Rejectibns based on
subject matter barred by the Atomic Energy Act are ex-
plained in MPEP § 706.03(b). Rejections based on dupli-
cate claims are addressed in MPEP § 706.03(k), and
double patenting rejections are addressed in MPEP
§ 804. See MPEP § 706.03(o) for rejections based on new
matter. Foreign filing without a license is discussed in
MPEP § *>706.03(s)<. Disclaimer, after interference
or public use proceeding, res judicata, and reissue are ex-
plained in MPEP § 706.03(u) to § 706.03(x). Rejections
based on 35 U.S.C. 112 are discussed in MPEP
§2161 - § 2174.1IF THE LANGUAGE IN THE FORM
PARAGRAPHS ARE INCORPORATED IN THE
LETTER TO STATE THE REIJECTION, THERE
WILL BE LESS CHANCE OF A MISUNDERSTAND-
ING AS TO THE GROUNDS OF REJECTION.

706.03(a) Rejections under 35 U.S.C.
101 [R—-1]

>Patents are not granted for all new and useful in-
ventions and discoveries. The subject matter of the in-
vention or discovery must come within the boundaries
set forth by 35 U.S.C. 101, which permits patents to be
granted only for “any new and useful process, machine,
manufacture, or composition of matter, or any new and
useful improvement thereof.”

The term “process” as defined in 35 U.S.C. 100,
means process, art or method, and includes a new use of
a known process, machine, manufacture, composition of
matter, or material.

See MPEP § 2105 for patentability of microorgan-
isms and MPEP § 2106 — § 2106.02 for patentability of
mathematical algorithms or computer programs.
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' 'atlon should not be relegated to a secondary pos1tron

while undue emphasis is given to nonprlor art or “techm- e
cal” rejections. Effort in exammmg should be concen- IR



706. 03(a)(1) AR i
LACK OF UTILITY i

A rejectton on the ground of lack of utlhty mcludes
the more specrfrc grounds of moperatlveness, mvolvmg
perpetual motion, frivolous, fraudulent, and against
public policy. The: statutory basis. for this rejectlon is. . -
35 U.S.C. 101. See MPEP § 706. 03(a)(1) for guidelines -

governing rejections for lack of utility. See MPEP § 2107

— § 2107.02 for legal precedent governing the utrllty re- -

quirement.
Decisions have determined the fimits of the statutory

classes. Examples of subject matter not patentable under .

the Statute follow:
PRINTED MATTER

For example, a mere arrangement of printed matter,
though seemingly a “manufacture,” is rejected as not be-
ing within the statutory classes. See In re Miller
164 USPQ 46, 57 CCPA 809 (1969); Ex parte Gwinn,
112 USPQ 439 (Bd. App. 1955); and In re Jones,
153 USPQ 77, 54 CCPA 1218 (1967).

NATURALLY OCCURRING ARTICLE

Similarly, a thing occurring in nature, which is sub-
stantially unaltered, is not a “manufacture.” A shrimp
with the head and digestive tract removed is an example.
Ex parte Grayson, 51 USPQ 413 (Bd. App. 1941).

SCIENTIFIC PRINCIPLE

A scientific principle, divorced from any tangible
structure, can be rejected as not within the statutory
classes. O’Reilly v. Morse, 15 Howard 62.

This subject matter is further limited by the Atomic
Energy Act explained in MPEP § 706.03(b). Use Form
Paragraphs 7.04 through 7.05.03 to reject under
35U.5.C. 101.

§l 7.04 Statement of Statutory Basis, 35 U.S.C. 101:

35 U.S.C. 101 reads as follows:

“Whoever invents or discovers any new and useful process, machine,
manufacture, or composition of matter or any new and useful improve-
ment thereof, may obtain a patent therefore, subject to the conditions
and requirements of this title”.

Examiner Note:
This paragraph must precede the first use of 35 U.S.C. 101 in all
first actions on the merits and final rejections,

§ 7.05 Rejection, 35 U.S.C. 101, “Heading” only (Utility, Non—
Statutory, Inoperative)
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/ Sltuatlons

. Clalm[l] rejected under 35 U, S. C 101 because L

Examiuer Note L

o 1o Thls form paragraph must be followed by any one of para- R
- graphs 7. 05 01- 7.05.03.0r another approprrate reaso : i
i 2. Explamtherejectronfollowmgthereertatlonofthe statute and el

the use of form paragraphs 7.05.01~7.05.03 or other: TEasoN.

'f §2107.02 for other i

- 3. See MPEP § 706 03(a) and § 21 05

.- =4, This paragraph must. be- preceded by paragraph 7 04 in: flrst' 3
‘actlons and final rejections, N :

9 7.05.01 = Rejection, 35 . S C.1 01 Non—Statutory

the claimed mventlon is dlrected to non-statutory Sllb]CCt matter f1}. :

Examiner Note: :
Inbracket 1, insert identification of non—statutorysub]ect matter

9 70502 Rejectton, 35 U.8.C. 101, Utility Lacking
the claimed invention lacks patentable utility. [1].

Examiner Note: :

In bracket 1, provide explanatlon of lack-of utility, such as, for. -
example, that which is frivolous, fraudulent, against public policy, or
lacks proper chemical specificity, etc. See MPEP § 706.03(a) and
§ 2105 — § 2107.02,

9 7.05.03 Rejection, 35 U.S.C. 101, Inoperative
the disclosed invention is inoperative and therefore lacks utility. [1].

Examiner Note:
In bracket 1, explain why invention is inoperative.<

706.03(a)(1) Guidelines For Examination of
Applications for Compliance
With the Utility Requirement of
35 U.S.C. 101 and 35 U.S.C. 112
[R-2]

The following guidelines establish the policies and
procedures to be followed by Office personnel when ex-
amining applications for compliance with the utility re-
quirements of 35 U.S.C. 101 and 35 U.S.C. 112. The
guidelines also address issues that may arise during ex-
amination of applications claiming protection for inven-
tions in the field of biotechnology and human therapy.
See MPEP § 2107~ § 2107.02 for a discussion of the legal
precedent governing utility rejections.

GUIDELINES

Office personnel must adhere to the following proce-
dures when reviewing applications for compliance with
the useful invention (utility) requirement of 35 U.S.C.
101 and 35 U.S.C. 112, first paragraph:

(1) Determine what the applicant has **>in-
vented and is seeking to patent: <
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EXAMINATION OF APPLICATIONS

(a) Ensure that the **>claims define< statuto-
ry subject matter (e.g., a process, a machine, a manu- fac-
ture, or a composition of matter); and

(b) **>Review the complete specification, in-
cluding the detailed description of the invention, any
specific embodiments that have been disclosed, the
claims, and any specific utilities that have been asserted
for the invention.<

(2) Review the specification and claims to deter-
mine if the applicant has asserted any credible utility for
the claimed invention.

(a) If the applicant has asserted that the claimed
invention is useful for any particular purpose (i.e., a
“specific utility”) and that assertion would be considered
credible by a person of ordinary skill in the art, do not im-
pose a rejection based on lack of utility. Credibility is to
be assessed from the perspective of one of ordinary skill
in the art in view of any evidence of record (e.g., data,
statements, opinions, references, etc.) that is relevant to
the applicant’s assertions. An applicant must provide
only one credible assertion of specific utility for any
claimed invention to satisfy the utility requirement.

(b) If the invention has a well—established util-
ity, regardless of any assertion made by the applicant, do
not impose a rejection based on lack of utility. An inven-
tion has a well—established utility if a person of ordinary
skill in the art would immediately appreciate why the in-
vention is useful based on the characteristics of the in-
vention (e.g., properties of a product or obvious applica-
tion of a process).

(c) If the applicant has not asserted any specific
utility for the claimed invention and it does not have
a well—established utility, impose a rejection under
35 U.S.C. 101, emphasizing that the applicant has not
disclosed a specific utility for the invention. Also impose
a separate rejection under 35 U.S.C. 112, first para-
graph, on the basis that the applicant has not shown how
to use the invention due to lack of disclosure of a specific
utility. The 35 U.S.C. 101 and 112 rejections should shift
the burden to the applicant to:

(i) explicitly identify a specific utility for the
claimed invention, and
(ii)indicate where support for the asserted util-
ity can be found in the specification.
Review the subsequently asserted utility by the appli-
cant using the standard outlined in paragraph (2)(a)
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‘ above, and ensure that 1t is fully supported by the ongmal ‘

disclosure.

(3) Ifnoassertion of specific utility for the claimed
invention made by the applicant is credible, and' the
claimed invention does not have a well—established util-

ity, reject the claim(s) under 35 US.C.'101 on the =

grounds that the invention as claimed lacks utility. Also
reject the claims under 35 U.S.C. 112, first paragraph, on
the basis that the disclosure fails to teach how to use the
invention as claimed. The 35 U.S.C. 112, first paragraph,
rejection imposed in conjunction with a 35 U.S.C. 101
rejection should incorporate by reference the grounds of
the corresponding 35 U.S.C. 101 rejection and should be
set out as a rejection distinct from any other rejection un-
der 35 U.S.C. 112, first paragraph, not based on lack of
utility for the claimed invention.

To be considered appropriate by the Office, any re-
jection based on lack of utility must include the following
elements:

(a)A prima facie showing that the claimed in-
vention has no utility. A prima facie showing of no utility
must establish that it is more likely than not that a person
skilled in the art would not consider credible any specific
utility asserted by the applicant for the claimed inven-
tion. A prima facie showing must contain the following
elements:

(i) a well—reasoned statement that clearly sets
forth the reasoning used in concluding that the asserted
utility is not credible;

(ii)support for factual findings relied upon in
reaching this conclusion; and

(iii) support for any conclusions regarding evi-
dence provided by the applicant in support of an asserted
utility.

(b) Specific evidence that supports any fact—
based assertions needed to establish the prima facie
showing. Whenever possible, Office personnel must pro-
vide documentary evidence (e.g., scientific or technical
journals, excerpts from treatises or books, or U.S. or for-
eign patents) as the form of support used in establishing
the factual basis of a prima facie showing of no utility ac-
cording to items (a)(ii) and (a)(iii) above. If documenta-
1y evidence is not available, Office personnel shall note
this fact and specifically explain the scientific basis for
the factual conclusions relied on in sections (a)(ii) and

(a)(iii).
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MANUAL OF PATENT EXAMINING PROCEDURE

706.03(b) , : _

(4) A rejection based on lack of utility should not
be maintained if an asserted utility for the claimed inven- -

tion would be considered credible by a person of ordi-
nary skill in the art in view of all evidence of record.

Once a prima facie showing of no utility has been
properly established, the applicant bears the burden of
rebutting it. The applicant can do this by amending the
claims, by providing reasoning or arguments, or by pro-
viding evidence in the form of a declaration under
37 CFR 1.132 or a printed publication, that rebuts the
basis or logic of the prima facie showing. If the applicant
responds to the prima facie rejection, Office personnel
shall review the original disclosure, any evidence relied
upon in establishing the prima facie showing, any claim
amendments and any new reasoning or evidence pro-
vided by the applicant in support of an asserted utility. It
is essential for Office personnel to recognize, fully con-
sider and respond to each substantive element of any re-
sponse to a rejection based on lack of utility. Only where
the totality of the record continues to show that the as-
serted utility is not credible should a rejection based on
lack of utility be maintained.

If the applicant satisfactorily rebuts a prima facie re-
jection based on lack of utility under 35 U.S.C. 101, with-
draw the 35 U.S.C. 101 rejection and the corresponding
rejection imposed under 35 U.S.C. 112, first paragraph,
per paragraph (3) above.

Office personnel are reminded that they must treat as
true a statement of fact made by an applicant in relation
to an asserted utility, unless countervailing evidence can
be provided that shows that one of ordinary skill in the
art would have a legitimate basis to doubt the credibility
of such a statement. Similarly, Office personnel must ac-
cept an opinion from a qualified expert that is based
upon relevant facts whose accuracy is not being ques-
tioned; it is improper to disregard the opinion solely be-
cause of a disagreement over the significance or meaning
of the facts offered.

706.03(b) Barred by Atomic Energy Act [R—1]

> A limitation on what can be patented is imposed by
the Atomic Energy Act of 1954. Section 151(a) (42
U.S.C. 2181a) thereof reads in part as follows:

No patent shall hercafter be granted for any inven-
tion or discovery which is useful solely in the utilization

Rev. 2, July 1996

of special nuclear material or atomic energy in an atomic

weapon. ‘ _ ‘
. The terms “atomic energy” and “special nuclear ma-
terial” are defined in Section 11 of the Act (42 US.C.
2014). SRR . ‘

Sections 151(c) and 151(d) (42 U.S.C. 2181c and d)
set up categories of pending applications relating to
atomic energy that must be brought to the attention of
the Department of Energy. Under 37 CFR 1.14(c),
applications for patents which disclose or which appear
to disclose, or which purport to disclose, inventions or
discoveries relating to atomic energy are reported to the
Department of Energy and the Department will be given
access to such applications, but such reporting does not
constitute a determination that the subject matter of
each application so reported is in fact useful or an inven-
tion or discovery or that such application in fact discloses
subject matter in categories specified by the Atomic En-
ergy Act.

All applications received in the Patent and Trade-
mark Office are screened by Group 2200 personnel, un-
der 37 CFR 1.14(c), in order for the Commissioner to
fulfill his responsibilities under section 151(d) (42 U.S.C.
2181d) of the Atomic Energy Act. Papers subsequently
added must be inspected promptly by the examiner when
received to determine whether the application has been
amended to relate to atomic energy and those so related
must be promptly forwarded to Licensing and Review in
Group 2200.

All rejections based upon sections 151(a)(42 U.S.C.
2181a), 152 (42 U.S.C. 2182), and 155 (42 U.S.C. 2185)
of the Atomic Energy Act must be made only by Group
2200 personnel. <

706.03(c) Rejections Under 35 U.S.C. 112,
First Paragraph [R—1]

> Rejections based on the first paragraph of 35 U.S.C.
112 are discussed in MPEP § 2161 - § 2165.04. For a dis-
cussion of the utility requirements of 35 U.S.C. 112, first
paragraph, and 35 U.S.C, 101, see MPEP § 706.03(a)(1)
and § 2107 - § 2107.02. The appropriate Form Paragraphs
7.31.01 through 7.33.01 should be used in making rejec-
tions under 35 U.S.C. 112, first paragraph.

9 7.31.01 Rejection, 35 U.S.C. 112, Ist Paragraph, Description
Requirement, Including New Matter Situations

Claim[1] rejected under 35 U.S.C. 112, first paragraph, as the
specification does not contain a written description of the claimed
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invention, in that the disclosure does not reasonablj‘ convey.to one.:
skilled in the relevant art that the inventor(s) had possessron of the

clarmed mventron at the trme the applrcatron was ﬁled [2]

Exammer Note. ' o ’
1. Inbracket 2, rdentlfy (by surtable reference to page and line
numbers and/or drawing figures) the subject matter not. described inthe

application as filed, and provide an explanatron of your position, Thc i
explanation should incliide any questions examiners asked which were'
not satisfactorily resolved and consequently raise doubt as to possessron ,

of the claimed invention at the time of filing.

§ 7.31.02 Rejection, 35 U.S.C. 112, 1st Paragraph, Enablement

Claim[1] rejectedunder 35 U.S.C. 112, first paragraph, because the
specification does:not enable any person skilled in the art to which it
pertains, or with which it is most nearly connected, to [2] the invention.

[3J-

Examiner Note:

1. Ifthe problemis one of scope, form paragraph 7.31.03 should
be used.

2. Inbracket 2, fill in only the appropriate portion of the statute,
i.e., one of the following “make,” “use,” or “make and use.”

3. Inbracket 3, identify the claimed subject matter for which the
specification is not enabling along with an explanation as to why the
specification is not enabling. The explanation should include zny
questions posed by the examiner which were not satisfactorily resolved
and consequently raise doubt as to enablement.

4. Where an essential component or step of the invention is not
recited in the claims, use form paragraph 7.33.01.

9 7.31.03 Rejection, 35 U.S.C. 112, Ist Paragraph, Scope of
Enablement

Claim[1]rejectedunder35 U.S.C. 112, first paragraph, because the
specification, while being enabling for [2), does not reasonably provide
enablement for [3]. The specification does not enable any person skifled
inthe art towhich it pertains, or withwhich itismost nearly connected, to
[4] the invention commensurate in scope with these claims. [5].

Examiner Note:

1. Thisparagraphis tobe used when the scope of the claims is not
commensurate with the scope of the enabling disclosure.

2. Inbracket 2, identify the claimed subject matter for which the
specification is enabling. This may be by reference to specific portions of
the specification.

3. Inbracket 3, identify aspect(s) of the claim(s) for whrch the
specification is not enabling.

4. Inbracket4, fill in only the appropriate portion of the statute,
i.e., one of the foflowing: “make” “use”, or “make and use”.

5. Inbracket5, identify the problem along with an explanation as
to why the specification is not enabling. The explanation should include
any questions posed by the examiner which were not satisfactorily
resolved and consequently raige doubt as to enablement,

§ 7.31.04 Rejection, 35 U.S.C. 112, 1st Paragraph, Best Mode
Requirement

Claim[1]rejectedunder35U.5.C. 112, first paragraph, because the
best mode contemplated by the inventor has not been disclosed.
Evidence of concealment of the best mode is based upon {2].
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Examiner Note'= e

. § 2165~ §216504

B 733 01 Re]ectzon, 35 U SC 112 Ist aragraph, Essenttal . .
‘ Sub]ect Mattethssmg From Claims (Ena _erhent)
Claim[1] rejectedunder 35U.S.C. 112,firstparagraph asbasedon R

Inbracket: 2 msert the basrs forholdmg that the best mode has. *‘ i

' becn concealed e.g.; the qualrtyof appllcant S dlsc osureis so pooras to
. effeetlvely result in concealment. e R

2.. Use of thrs form paragraph shoul

a disclosure which is not cnabhng [2] crmcal or essentlal tothe practrce

of the invention, but not included in the clarm(s) is'not enabled by the S

disclosure. I re Mayhew, 527 E2d 1229 188 USPQ 356 (CCPA 1976) ’
Bl '

Exammer Note:

1. In bracket 2, recite the sub]ect matter omitted from the claims,

2.1In bracket 3, give the rationale for consrdenng the. omitted
subject matter critical or essential.

3. The examiner shall cite the statement, argument, date, drawing,
or other evidence which demonstrates that a particular feature was
considered essential by theapplicant, is not reflected in the claims which
are rejected. <

706.03(d) Rejections Under 35 U.S.C. 112,
Second Paragraph [R—2]

Rejections under 35 U.S.C. 112, second paragraph, are
discussed in MPEP § 2171 — § 2174. Form paragraphs 7.34
through 7.35.01 should be used to reject under
35 U.S.C. 112, second paragraph.

§ 7.34 Rejection, 35 US.C. 112, 2nd Paragraph, Failure
To Claim Applicant>'<s Invention

Claim[1] rejected under35U.S.C. 112, second paragraph, asfailing
to set forth the subject matter which applicant(s) regard as their
invention. Evidence thatclaim [2] fail(s) to correspond in scope with that
which applicant(s) regard as the invention can be found in paper no. [3]
filed [4]. In that paper, applicant has stated {5], and this statement
indicates that the invention is different from what is defined in the
claim(s) because [6].

Examiner Note*>:< '

>1.< This paragraph is tobe used only where applicant hasstated,
somewhere other than in the application, as filed, that the invention is
something different from what is defined in the claim(s).

2. Inbrackets3and4,identify the submission by applicant (which
is not the application, as filed, but may be in the remarks by applicant, in
the brief, in an affidavit, etc.) by paper no. and the date the paper was
filed in the PTO.

3. In bracket 5, set forth what applicant has stated in the
submisgion to indicate a different invention,

4, Inbracket 6, explain how the statement indicated an invention
other than what is being claimed.

§ 7.34.01 Rejection, 35 US.C. 112, 2nd Paragraph, Failure
To Particularly Point Out and Distinctly Claim (Indefinite)

Claim[1] rejected under 35 U.8.C. 112, second paragraph, as being
indefinite for failing to particularly point out and distinctly claim the
subject matter which applicant regards as the invention.
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Examiner Note:

Thisparagraphshouldbefollowedbyone or more of the following
form paragraphs7.34.02 — 7.34.06, as applicable. If none of these form
paragraphs are appropriate, a full explanation of the deficiency of the
claims should be supplied. Whenever possible, identify the particular
term(s) or limitation(s) which render the claim(s) indefinite and state
why such term or limitationrenders the claim indefinite. If the scope of
the claimed subject matter can be determined by one having ordinary
skill in the art, a rejection using this form paragraph would not be
appropriate.SeeMPEP>§ <§ 2171 -*2174forguidance.Seealsoform
paragraph 17.07 for pro se applicants.

9 7.3402 Terminology Used Inconsistent With Accepted Mean-
ing

While applicant may be his or her own lexicographer, a term in a
claim may not be given a meaning repugnant to the usual meaning of that
term, Inre Hill, 161 F.2d 367, 73 USPQ 482 (CCPA 1947). The term [1] in
claim [2] is used by the claim to mean [3], while the accepted meaning is

[4]-

Examiner Note:

1. Inbracket3, point out the meaning that is assigned to the term
by applicant’s claims, taking into account the entire disclosure.

2 In bracket 4, point out the accepted meaning of the term.
Support for the examiner’s stated accepted meaning should be provided
through the citation of an appropriate reference source, e.g. text book or
dictionary. See MPEP § 2173.05(a).

3. This form paragraph must be preceded by form paragraph
7.34.01.

9 7.34.03 Relative Term —~ Term of Degree Rendering Claim
Indefinite

The term [1] in claim [2] is a refative term which renders the claim
indefinite. The term [1]is notdefined by the claim, the specification does
not provide a standard for ascertaining the requisite degree, and one of
ordinary skill in the art would not be reasonably apprised of the scope of
the invention. [3].

Examiner Note:

1. In bracket 3, explain which parameter, quantity, or other
limitationin the claim hasbeen rendered indefinite by the use of the term
appearing in bracket 1.

2. This form paragraph must be preceded by form paragraph
7.34.01.

9 7.34.04 Broader Range/Limitation and Narrow Range/Limi-
tasion In Same Claim '

A broad range or fimitation together with a narrow range or
limitation that falls within the broad range or limitation (in the same
claim) is considered indefinite, since tire resulting claim does not clearly
set forth the metes and bounds of the patent protection desired. Note the
explanation given by the Board of Patent Appeals and Interferences in
Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), asto
wherebroadlanguage isfollowedby “suchas” and then narrow language.
The Board stated that this can render a cfaim indefinite by raising a
question or doubt as to whether the feature introduced by such language
is (a) merely exemplary of the remainder of the claim, and therefore not
required, or (b) arequired feature of the claims. Note also, for example,
the decisions of Ex parte Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex
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parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 USPQ
481 (Bd. App. 1949). In the present instance, claini [1] recites the broad
recitation [2], and the claim also recites [3] which is the narrower
statement of the range/limitation. :

Examiner Note: ,

1. Inbracket2, insert the broader range/limitation and where it
appearsin the claim; in bracket 3, insert the narrow range/limitation and
where it appears. This form paragraph may be modified to fit other
instances of indefiniteness in the clams, o

2. This form paragraph must be preceded by form paragraph
7.34.01.

§ 7.34.05 Lack of Antecedent Basis In the Claims
Claim [1] recites the limitation [2] in [3]. There is insufficient
antecedent basis for this limitation in the claim.

Examiner Note:

1. Inbracket 2,insertthe limitation whichlacks antecedentbasis,
for example “said lever” or “the lever.”

2 In bracket 3, identify where in the claim(s) the limitation
appears, forexample, “line 3”, “the 3rd paragraph of the claim”, “the last
2 lines of the claim”, etc.

3. This form paragraph must be preceded by form paragraph
7.34.01.

§ 7.34.06 Use Claims

Claim [1] provides for the use of 2], but>,< since the claim does
not set forth any steps involved in the method/process, it is unclear what
method/process applicant is intending to cover. A claim is indefinite
where it merely recites a use without any active, positive steps delimiting
how this use is actually practiced.

>Claim [3] is rejected under 35 U.S.C. 101 because the claimed
recitation of ause, without setting forth any stepsinvolved in the process,
results in animproper definition of a process, i.e., results in a claim which
is not a proper process claim under 35 U.S.C. 101, See for example
Ex parte Dunki, 153 USPQ 678 (Bd. App. 1967) and Clinical Products,
Ltd v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966).<

Examiner Note:

1. Inbracket 2,insertwhatisbeingused. Forexample, insert “the
monoclonal antibodies of claim4,” where the claimrecites “amethodfor
using monoclonal antibodies of claim 4 to purify interferon.”

2. ** See also MPEP 2173.05(q).

3. This form paragraph must be preceded by form paragraph
7.34.01.

§ 7.35 Rejection, 35 US.C. 112, 2nd Paragraph, Failure to
Particularly Point Qut and Distinctly Claim — Omnibus Claim

Claim [1] rejected under 35U.S.C. 112, second paragraph, asbeing
indefinite in that it fails to point out what is included or excluded by the
claim language. This claim is an omnibus type claim.

Examiner Note:

1. Use this paragraph to reject an “omnibus” type claim. No
further explanation is necessary.

2. Seec MPEP § 1302.04(b) for cancellation of such a claim by
examiner’s amendment upon allowance,

3. Anexample of an omnibus claim is: “A device substantially as
shown and described.”
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>§ 7.35.01 Trademark or Trade Name as a Limitation. in the
Claim

Claim [1] contains the trademark/trade name [2]. Where a
trademark or trade name is used in a claim as a limitation to
identify or describe a particular material or product, the claim
does not complywiththe requirements of 35 U.S.C. 112, second
paragraph. Exparte Simpson, 21 8USPQ 1020(Bd. App. 1982).
The claim scope is uncertain since the trademark or trade name
cannot be used properly to identify any particular material or
product. Atrademark or trade name is used toidentify a source
of goods, and not the goods themselves. Thus, a trademark or
trade name does not identify or describe the goods associated
with the trademark or trade name. In the present case, the
trademark/trade name is used to identify/describe [3] and,
accordingly, the identification/description is indefinite.

Examiner Note:

1. Inbracket 2, insert the trademark/trade name and where it is
used in the claim.

2. Imbracket 3,specify the material or productwhich is identified
or described in the claim by the trademark/trade namie.<

706.03(k) Duplicate Claims [R—1]

>Inasmuch as a patent is supposed to be limited to
only one invention or, at most, several closely related in-
divisible inventions, limiting an application to a single
claim, or a single claim to each of the related inventions
might appear to be logical as well as convenient. Howev-
er, court decisions have confirmed applicant’s right to re-
state (i.e., by plural claiming) the invention in a reason-
able number of ways. Indeed, a mere difference in scope
between claims has been held to be enough.

Nevertheless, when two claims in an application are
duplicates, or else are so close in content that they both
cover the same thing, despite a slight difference in word-
ing, it is proper after allowing one claim to reject the oth-
er as being a substantial duplicate of the allowed claim.

See MPEP Chapter 800 for double patenting rejec-
tions of inventions not patentable over each other.<

706.03 (m) Nonelected Inventions [R—1]

>See MPEP § 821 to § 821.03 for treatment of claims
held to be drawn to nonelected inventions. <

706.03(0) New Matter [R—2]

35 U.S.C. 132. Notice of rejection; reexamination.
Whenever,onexamination,anyclaimforapatentisrejected,orany
objection or requirement made, the Commissioner shall notify the
applicant thereof, stating the reasons for such rejection, or objectionor
requirement, togetherwith suchinformation and references as maybe
useful in judging of the propriety of continuing the * prosecution of his

700 - 35

© 706.03(0)

application; andif after receiving such notice, the applicant persists in
hisclaim fora patent, with orwithout amendment, the applicationshall
be reexamim:d, No amendment shall introduce new matter into the
disclosure of the invention.

In amended cases, subject matter not disclosed in
the -original application is sometimes ad,d;e,d and a
claim directed thereto. Such a claim is rejected on the
ground that it recites elements without syuppy‘ort in the
original disclosure under 35 U.S.C. 112, first para-
graph, >Waldemar Link, GmbH & Co. v. Osteonics
Corp. 32, E3d 556, 559, 31 USPQ2d 1855, 1857 (Fed.
Cir. 1994);< In re Rasmussen, 650 F2d 1212, 211
USPQ '
323 (CCPA 1981). See MPEP § 2163.06 — § 2163.07(b)
for a discussion: of the relationship of new matter to
35 US.C. 112, first paragraph. New matter includes
not only the addition of wholly unsupported subject
matter, but may also include adding specific percent-
ages or compounds after a broader original disclosure,
or even the omission of a step from a method. See
MPEP § 608.04 to § 608.04(c). See In re Wertheim,
541 E2d 257, 191 USPQ 90 (CCPA 1976) and MPEP
§ 2163.05 for guidance in determining whether the
addition of specific percentages or compounds after a
broader original disclosure constitutes new matter.

In the examination of an application following
amendment thereof, the examiner must be on the alert
to detect new matter. 35 U.S.C. 132 should be employed
as a basis for objection to amendments to the abstract,
specification, or drawings attempting to add new disclo-
sure to that originally disclosed on filing.

If subject matter capable of illustration is originally
claimed and it is not shown in the drawing, the claim is
not rejected but applicant is required to add it to the
drawing. See MPEP § 608.01(1).

If new matter is added to the specification, it should
be objected to by using Form Paragraph 7.28.

9 7.28 Objection to New Matter Added To Specification

The amendment filed [1] is objected to under 35 U.S.C.
132 because it introduces new matter into the disclosure.
35U.8.C. 132 states that no amendment shall introduce new matterinto
the disclosure of the invention. The added material which is not
supported by the original disclosure is as follows: {2].

Applicant is required to cancel the new matter in the response to
this Office action.

Examiner Note:

This form paragraph is not to be used in reissue applications; use
form paragraph 14.22.01 instead.
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1. In bracket 2, identify the new matter by page and the line
numbers and/or drawing figures and provide anappropriate explanation
of your position. This explanation should address any statement by
applicant to support the position that the subject matter is described in
the specification as filed. It should further include any unresolved
questions which raise a doubt as to the possession of the claimed
invention at the time of filing,

2. If new matter is added to-the claims, or affects the claims, a
rejection under 35 U.S.C. 112, first paragraph, using form paragraph
7.31.01 should also be made. If new matter is added only to a claim, an
objection using this paragraph should not be made, but the claim should
be rejected using form paragraph 7.31.01. As to any other appropriate
priorartor35U.5.C. 112 rejection, the new matter mustbe consideredas
part of the ciaimed subject matter and can not be ignored.

706.03(s) Foreign Filing Without
License [R~1]

>35 U.S.C. 182 Abandonment of invention for unauthorized

disclosure.

The invention disclosed in an application for patent subject to an
order made pursuant to section 181 of this title may be held abandoned
uponitsbeingestablishedby the Commissionerthatinviolationofsaid
order the invention has been published or disclosed or that an
application for apatentthereforhasbeen filed in aforeign country by the
inventor, his successors, assigns, or legal representatives, or anyone in
privity with him or them, without the consent of the Commissioner. The
abandonment shall be held to have occurred as of the time of viofation.
The consent of the Commissioner shall not be given without the
concurrence of the heads of the departments and the chief officers of the
agencies who caused the order to be issued. A holding of abandonment
shall constitute forfeiture by the applicant, his successors, assigns, or
legal representatives, or anyone in privity with him or them, of all claims
against the United States based upon such invention.

35 U.S.C. 184 Filing of application in foreign country.

Except when authorized by a license obtained from the Commis-
sioner a person shall not file or cause or authorize to be filed in any
foreign country prior to six months after filing in the United States an
application for patent or for the registration of a utility model, industrial
design, or model in respect of an invention made in this country. A
license shall not be granted with respect to an invention subject to an
order issued by the Commissioner pursuant to section 181 of this title
without the concurrence of the head of the departments and the chief
officers of the agencies who caused the order to be issued. The license
may be granted retroactively where an application has been filed abroad
through error andwithout deceptive intent and the application does not
disclose an invention within the scope of section 181 of this titic.

The term “application” when used in this chapter includes
applications and any modifications, amendments, or supplements
thereto, or divisions thereof.

The scope of a license shall permit subsequent modifications,
amendments, and supplements containing additional subject matter if
the application upon which the request for the license is based is not, or
was not, required to be made available for inspection under section 181
of this title and if such modifications, amendments, and supplements do
not change the general nature of the invention in a manner which would
require such application to be made available for inspection under such
section 181. In any case in which a license is not, or was not, required in
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order to file an application in any foreign country, such subsequent
modifications, amendments, and supplements may be made, withouta
license, to the application filed in the foreign countryif the United States

- application was not required to be made available for inspection unider

section 181 andif such modifications, amendments, and supplements do
not, or did not, change the general nature of the invention in a manner
which would require the United States application to have been made
available for inspection under such section 181.

35 U.S.C. 185 Patent barred for filing without license.

Notwithstanding any other provisions of law any person, and his
successors, assigns, or legal representatives,shall not receive-a United
States patent for an invention if that person,or his successors, assigns, or
legal representatives shall, without procuring the license prescribed in
section 184 of this title, have made, or consented to or assisted another’s
making, application in a foreign country for a patent or for the
registration of a utility model, industrial design, or model in respect of
the invention. A United States patent issued to such person, his
successors assigns, or legal representatives shall be invalid unless the
failure to procure such license was through error and without deceptive
intent, andthe patent does not disclose subject matter within the scope of
section 181 of this title.

If, upon examining an application, the examiner
learns of the existence of a corresponding foreign ap-
plication which appears to have been filed before the
United States application had been on file for 6 months,
and if the invention apparently was made in this country,
he shall refer the application to Licensing and Review
Section of Group 2200, calling attention to the foreign
application. Pending investigation of the possible viola-
tion, the application may be returned to the examining
group for prosecution on the merits. When it is otherwise
in condition for allowance, the application will be again
submiited to Licensing and Review Section of Group
2200 unless the latter has already reported that the for-
eign filing involves no bar to the United States applica-
tion. .

If it should be necessary to take action under
35 U.S.C. 185, Licensing and Review Section of Group
2200 will request transfer of the application to it. <

706.03(u) Disclaimer [R—1]

>Claims may be rejected on the ground that applicant
has disclaimed the subject matter involved. Such disclaimer
may arise, for example, from the applicant’s failure:

(a) tomake claims suggested for interference with
another application under 37 CFR 1.605 (See MPEP
§ 2305.02),

(b) to copy a claim from a patent when suggested
by the examiner (MPEP § 2305.02), or
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(c) to respond or appeal, within the time limit
fixed, to the examiner’s rejection of claims copied from a

patent (see MPEP § 2307.02).

The rejection on disclaimer applies to all claims not
patentably distinct from the disclaimed subject matter as
well as to the claims directly involved.

Rejections based on disclaimer should be made by us-
ing one of Form Paragraphs 7.48 and 7.49.

§ 7.48 Failure To Present Claims For Interference

Claim [1) rejected under 35 U.S.C. [2] based upon claim [3] of
patent no. [4).

Failure to present claims and/or take necessary steps for interfer-
ence purposes after notification that interfering subject matter is
claimed constitutes a disclaimer of the subject matter. Thisamountstoa
concession that, asa matter of law, the patentee isthe firstinventorin this
country, In re Oguie, 186 USPQ 227 (CCPA 1975).

Examiner Note:

1. ‘This paragraph should be used only after applicant has been
notified that interference proceedings must be instituted before the
claims can be allowed and applicant has refused to copy the claims.

2. Inbracket 2, insert 102(g) or 102(g)/103.

3. Inbracket 4, insert the patent number, and “in view of —” if
another reference is also relied upon. When the rejection is under
35 U.S.C. 103, the examiner’s basis for finding obviousness should be
included. Note that interferences may include obvious variants, see
MPEP § 2306.

9 7.49 Rejection, Disclaimer, Failure to Appeal

Claim [1] stand finally disposed of for failure to respond or appeal
from the examiner’s rejection of such claims(s) presented for interfer-
ence within the time limit fixed. (See 37 CFR 1.661 and 1.663.)

706.03(v) After Interference or Public Use
Proceeding [R—2]

For rejections following an interference, sce MPEP
§ 2363.03.

The outcome of public use proceedings may also be
the basis of a rejection. (See 37 CFR 1.292) (Note: In
re Kaslow, 217 USPQ 1089, Fed. Cir. 1983). 4

Upon termination of a public use proceeding in-
cluding a case also involved in >an< interference, in
order for a prompt resumption of the interference
proceedings, a notice should be sent to the Board of
Patent Appeals and Interferences notifying them of
the disposition of the public use proceeding.

706.03(w) Res Judicata [R=2]

706 03 (w)

PatentAppealshasmatenallyrestmtedtheuseofm;udz-‘

cata rejections. It should be applied only when the earlier

decision was a decision of the Board of Appeals or any
‘one of the reviewing courts.and when there is no opportu-

nity for further court review of the: earher demslon ‘

The timely filing of a second apphcatlon copendmg
with an earlier application does not preclude the use of -
res judicata as a ground of reJectlon for the second ap-
plication claims. ‘ : :

When making a reJectlon on res Judzcata, actlon '
should ordinarily be made also on the basis of prior art,
especially in continuing applications. In most situations
the same prior art which was relied upon in the earlier
decision would again be applicable.

In the following cases a rejection of a claim on the
ground of res judicata was sustained where it was based
on a prior adjudication, against the inventor on the same
claim, a patentably no