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201 Typesof Applications[R-07.2015]

35U.S.C. 101 Inventions patentable.

Whoever invents or discovers any new and useful process,
machine, manufacture, or composition of matter, or any new
and useful improvement thereof, may obtain a patent therefor,
subject to the conditions and requirements of thistitle.

35U.S.C. 161 Patentsfor plants.

Whoever invents or discovers and asexually reproduces any
distinct and new variety of plant, including cultivated sports,
mutants, hybrids, and newly found seedlings, other than atuber
propagated plant or a plant found in an uncultivated state, may
obtain a patent therefor, subject to the conditions and
reguirements of thistitle.

The provisions of thistitle relating to patentsfor inventions shall
apply to patents for plants, except as otherwise provided.

35U.S.C. 171 Patentsfor designs.

(8 IN GENERAL.—Whoever invents any new, original,
and ornamental design for an article of manufacture may obtain
a patent therefor, subject to the conditions and requirements of
thistitle.

(b) APPLICABILITY OF THISTITLE.—The provisions
of thistitle relating to patents for inventions shall apply to
patents for designs, except as otherwise provided.

(c) FILING DATE.—Thefiling date of an application for
patent for design shall be the date on which the specification as
prescribed by section 112 and any required drawings are filed.

Patent applications can be directed to three broad
types of subject matter:

(A) applications for patents as provided for by
35U.S.C. 101 relating to a“ hew and useful process,
machine, manufacture, or composition of matter,"
etc.;

(B) applications for plant patents as provided
for by 35 U.S.C. 161; and

(C) applicationsfor design patents as provided
for by 35 U.S.C. 171.

The first type of patent application is sometimes
referred to as a “utility” patent applications when
being contrasted with a plant or design patent
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application. The specialized procedure which
pertainsto the examination of applicationsfor design
and plant patents are treated in detail in Chapters
1500 and 1600, respectively.

201.01 National Applications[R-07.2015]
35U.S.C. 111 Application.

[Editor Note: Applicable to any patent application filed on or
after December 18, 2013. See 35 U.SC. 111 (pre-PLT (AIA))
or 35 U.SC. 111 (pre-AlA) for the law otherwise applicable]

(@) IN GENERAL.—

(1) WRITTEN APPLICATION.—An application for
patent shall be made, or authorized to be made, by the inventor,
except as otherwise provided in thistitle, in writing to the
Director.

(2) CONTENTS.—Such application shall include—

(A) aspecification as prescribed by section 112;
(B) adrawing as prescribed by section 113; and

(C) an oath or declaration as prescribed by section
115

(3) FEE, OATH OR DECLARATION, AND
CLAIMS.—The application shall be accompanied by the fee
required by law. The fee, oath or declaration, and 1 or more
claims may be submitted after the filing date of the application,
within such period and under such conditions, including the
payment of a surcharge, as may be prescribed by the Director.
Upon failure to submit the fee, oath or declaration, and 1 or
more claimswithin such prescribed period, the application shall
be regarded as abandoned.

(4) FILING DATE.—Thefiling date of an application
shall bethe date on which aspecification, with or without claims,
isreceived in the United States Patent and Trademark Office.

(b) PROVISIONAL APPLICATION.—

(1) AUTHORIZATION.—A provisiona application
for patent shall be made or authorized to be made by the
inventor, except as otherwise provided in thistitle, in writing
to the Director. Such application shall include—

(A) aspecification as prescribed by section 112(a);
and

(B) adrawing as prescribed by section 113.

(2) CLAIM.—A claim, asrequired by subsections (b)
through (e) of section 112, shall not berequired in aprovisional
application.

(3) FEE.—The application shall be accompanied by
thefeerequired by law. Thefee may be submitted after thefiling
date of the application, within such period and under such
conditions, including the payment of a surcharge, as may be
prescribed by the Director. Upon failureto submit the fee within
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such prescribed period, the application shall be regarded as
abandoned.

(4) FILING DATE.—Thefiling date of a provisional
application shall be the date on which a specification, with or
without claims, isreceived in the United States Patent and
Trademark Office.

(5) ABANDONMENT.—Notwithstanding the absence
of aclaim, upon timely request and as prescribed by the Director,
aprovisiona application may be treated as an application filed
under subsection (a). Subject to section 119(€)(3), if no such
reguest is made, the provisional application shall be regarded
asabandoned 12 months after thefiling date of such application
and shall not be subject to revival after such 12-month period.

(6) OTHER BASIS FOR PROVISIONAL
APPLICATION.—Subject to al the conditionsin this subsection
and section 119(€), and as prescribed by the Director, an
application for patent filed under subsection (&) may be treated
as aprovisional application for patent.

(7) NORIGHT OF PRIORITY OR BENEFIT OF
EARLIEST FILING DATE.—A provisiona application shall
not be entitled to the right of priority of any other application
under section 119, 365(a), or 386(a) or to the benefit of an earlier
filing date in the United States under section 120, 121, 365(c),

or 386(c).

(8) APPLICABLE PROVISIONS.—The provisions
of thistitle relating to applications for patent shall apply to
provisiona applicationsfor patent, except as otherwise provided,
and except that provisional applications for patent shall not be
subject to sections 131 and 135.

(c) PRIOR FILED APPLICATION.—Notwithstanding the
provisions of subsection (a), the Director may prescribe the
conditions, including the payment of a surcharge, under which
areference made upon the filing of an application under
subsection (a) to a previously filed application, specifying the
previously filed application by application number and the
intellectual property authority or country in which theapplication
wasfiled, shall constitute the specification and any drawings of
the subsequent application for purposes of afiling date. A copy
of the specification and any drawings of the previoudly filed
application shall be submitted within such period and under
such conditions as may be prescribed by the Director. A failure
to submit the copy of the specification and any drawings of the
previously filed application within the prescribed period shall
result in the application being regarded as abandoned. Such
application shall be treated as having never been filed, unless—

(1) theapplication is revived under section 27; and

(2) acopy of the specification and any drawings of the
previoudly filed application are submitted to the Director.

35U.S.C. 111 (pre-PLT (AIA)) Application.

[Editor Note: Applicable to any patent application filed on or
after September 16, 2012, and before December 18, 2013. See
35U.SC. 111 or 35U.SC. 111 (pre-AlA) for the law otherwise
applicable]
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(3) IN GENERAL —

(1) WRITTEN APPLICATION.—AnN application for
patent shall be made, or authorized to be made, by the inventor,
except as otherwise provided in thistitle, in writing to the
Director.

(2) CONTENTS.—Such application shall include—

(A) aspecification as prescribed by section 112;
(B) adrawing as prescribed by section 113; and

(C) an oath or declaration as prescribed by section
115.

(3) FEEAND OATH OR DECLARATION.—The
application must be accompanied by the fee required by law.
The fee and oath or declaration may be submitted after the
specification and any required drawing are submitted, within
such period and under such conditions, including the payment
of asurcharge, as may be prescribed by the Director.

(4) FAILURE TO SUBMIT.—Upon failure to submit
the fee and oath or declaration within such prescribed period,
the application shall be regarded as abandoned, unlessitis shown
to the satisfaction of the Director that the delay in submitting
the fee and oath or declaration was unavoidable or unintentional .
The filing date of an application shall be the date on which the
specification and any required drawing are received in the Patent
and Trademark Office.

(b) PROVISIONAL APPLICATION.—

(1) AUTHORIZATION.—A provisional application
for patent shall be made or authorized to be made by the
inventor, except as otherwise provided in thistitle, in writing
to the Director. Such application shall include—

(A) aspecification asprescribed by section 112(a);
and

(B) adrawing as prescribed by section 113.

(2) CLAIM.—A claim, asrequired by subsections (b)
through (e) of section 112, shall not berequired in aprovisional
application.

(3) FEE—

(A) The application must be accompanied by the
fee required by law.

(B) Thefee may be submitted after the
specification and any required drawing are submitted, within
such period and under such conditions, including the payment
of asurcharge, as may be prescribed by the Director.

(C) Upon failure to submit the fee within such
prescribed period, the application shall be regarded as
abandoned, unlessit is shown to the satisfaction of the Director
that the delay in submitting the fee was unavoidable or
unintentional.

(4) FILING DATE.—Thefiling date of a provisional
application shall be the date on which the specification and any
required drawing are received in the Patent and Trademark
Office.
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(5) ABANDONMENT.—Notwithstanding the absence
of aclaim, upontimely request and as prescribed by the Director,
aprovisiona application may be treated as an application filed
under subsection (a). Subject to section 119(e)(3), if no such
reguest is made, the provisional application shall be regarded
as abandoned 12 months after thefiling date of such application
and shall not be subject to revival after such 12-month period.

(6) OTHER BASIS FOR PROVISIONAL
APPLICATION.—Subject to all the conditionsin this subsection
and section 119(e), and as prescribed by the Director, an
application for patent filed under subsection (a) may be treated
as aprovisional application for patent.

(7) NORIGHT OF PRIORITY OR BENEFIT OF
EARLIEST FILING DATE.—A provisiona application shall
not be entitled to the right of priority of any other application
under section 119 or 365(a) or to the benefit of an earlier filing
date in the United States under section 120, 121, or 365(c).

(8) APPLICABLE PROVISIONS—The provisions
of thistitle relating to applications for patent shall apply to
provisiona applicationsfor patent, except as otherwise provided,
and except that provisional applications for patent shall not be
subject to sections 131 and 135.

Pre-AlA 35 U.S.C. 111 requirements substantially
correspond to those of pre-PLT (AIA) 35 U.S.C.
111, but do not include conforming amendments
with regard to the oath or declaration provisionsand
other miscellaneous provisions of the AlA.

37 CFR 1.9 Definitions.

(a)(1) A national application as used in this chapter
means either a U.S. application for patent which wasfiled in
the Office under 35 U.S.C. 111, an international application
filed under the Patent Cooperation Treaty in which the basic
national fee under 35 U.S.C. 41(a)(1)(F) has been paid, or an
international design application filed under the Hague Agreement
in which the Office has received a copy of the international
registration pursuant to Hague Agreement Article 10.

(2) A provisional application as used in this chapter
means aU.S. national application for patent filed in the Office
under 35 U.S.C. 111(b).

(3) A nonprovisional application asused in this chapter
means either aU.S. national application for patent which was
filed in the Office under 35 U.S.C. 111(a), an international
application filed under the Patent Cooperation Treaty in which
the basic national fee under 35 U.S.C. 41(a)(1)(F) has been paid,
or an international design application filed under the Hague
Agreement in which the Office has received a copy of the
international registration pursuant to Hague Agreement Article
10.

(b) Aninternational application as used in this chapter
means an international application for patent filed under the
Patent Cooperation Treaty prior to entering national processing
at the Designated Office stage.

*kkk*k
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(I) Hague Agreement as used in this chapter means the
GenevaAct of the Hague Agreement Concerning the
International Registration of Industrial Designs adopted at
Geneva, Switzerland, on July 2, 1999, and Hague Agreement
Articleasused in thischapter meansanArticle under the Hague
Agreement.

(m) Hague Agreement Regulations as used in this chapter
means the Common Regulations Under the 1999 Act and the
1960 Act of the Hague Agreement, and Hague Agreement Rule
as used in this chapter means one of the Hague Agreement
Regulations.

(n) Aninternational design application as used in this
chapter means an application for international registration of a
design filed under the Hague Agreement. Unless otherwise clear
from the wording, reference to "design application” or
"application for adesign patent” in this chapter includes an
international design application that designatesthe United States.

I. APPLICATIONSFILED UNDER 35U.S.C. 111

Applications filed under 35 U.S.C. 111(a) include
original nonprovisional utility, plant, design,
divisional, continuation, and continuation-in-part
applications filed under 37 CFR 1.53(b), reissue
applicationsfiled under 37 CFR 1.53(b), and design
patent continued prosecution applications (CPAS)
filed under 37 CFR 1.53(d). See MPEP § 601.01(a)
for an overview of the procedures and requirements

for filing applications under 35 U.S.C. 111(a).

For detailsregarding reissue, design, and plant patent
applications, see MPEP Chapters 1400, 1500, and
1600, respectively. For details regarding divisional,
continuation, and continuation-in-part applications,
see MPEP 8§ 201.06 et seq., 201.07, and 201.08,
respectively. See MPEP § 201.06(d) for adiscussion
of continued prosecution applicationsfiled under 37

CFR 1.53(d).

Effective December 18, 2013, the Patent Law
Treaties Implementation Act of 2012 (PLTIA)
amendsthe patent lawsto implement the provisions
of the Patent Law Treaty intitle 1. Notable changes
include the filing date requirements for
nonprovisional applications filed under 35 U.S.C.
111(a). Unlessthe application isfor adesign patent,
nonprovisional applications filed under 35 U.S.C.
111(a) on or after December 18, 2013, are no longer
required to include at |east one claim or any drawings
in order to receive afiling date for the application.
See MPEP 88 601.01(e) and 601.01(f). The filing
date of an application for adesign patent is the date
on which the Office receives the specification
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including at least one clam and any required
drawings. See 35 U.S.C. 171(c). In addition, as
provided in 35 U.S.C. 111(c), a nonprovisional
application filed under 35 U.S.C. 111(a) on or after
December 18, 2013, may be filed by areference to
aprevioudly filed application (foreign, international,
provisional, or nonprovisional) indicating that the
specification and any drawings of the application
are replaced by the reference to the previoudly filed
application. See MPEP § 601.01(a), subsection I11.

Applications filed under 35 U.S.C. 111(b) are
provisiona applicationsfor patent and arefiled under
37 CFR 1.53(c). Significant differences between
nonprovisional applications filed under 35 U.S.C.
111(a) and provisional applications filed under 35
U.S.C. 111(b) include the following:

(A) Noclaimisrequired in aprovisional
application.

(B) No oath or declaration isrequired in a
provisional application.

(C) Provisional applications will not be
examined for patentability.

(D) A provisional application is not entitled to
claim priority to any foreign application or the
benefit of any earlier filed national application.

(E) A design patent application isnot entitled to
claim the benefit of a provisional application (See
35 U.S.C. 172 and 37 CFR 1.53(c)(4)).

See MPEP_§ 201.04 for detailed information
regarding provisional applications.

For applications not filed under 35 U.S.C. 111, see
M PEP Chapters 1800 and 2900 for detailsregarding
international applications (PCT) and international
design applications, respectively.

1. INTERNATIONAL APPLICATION
DESIGNATING THE UNITED STATES

35 U.S.C. 363 International application designating the
United States: Effect.

Aninternational application designating the United States shall
have the effect, from its international filing date under article
11 of the treaty, of a national application for patent regularly
filed in the Patent and Trademark Office.
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37 CFR 1.9(a)(1) defines a national application as
a U.S. application which was filed in the Office
under 35 U.S.C. 111, an international application
filed under the Patent Cooperation Treaty in which
the basic national fee under 35 U.S.C. 41(a)(1)(F)
has been paid, or an international design application
filed under the Hague Agreement in which the Office
has received a copy of the international registration
pursuant to Hague Agreement Article 10.

Note that 37 CFR 1.9(b) defines an international
application for patent as one filed under the Patent
Cooperation Treaty prior to entering nationa
processing at the Designated Office stage.

Treatment of anational application under 35 U.S.C.
111 and a national stage application (a national
application which entered the national stage from
an international application in which the conditions
of 37 CFR 1.9(a)(1) have been satisfied) are similar
but not identical.

See MPEP § 1893.03 et seg. for examination of
international applications in the national stage, and
MPEP § 1896 for a description of the differences
between anonprovisional application filed under 35
U.S.C. 111(a) and an international application filed
under the Patent Cooperation Treaty that entered the
national stage. Note in particular the following
examples:

(A) Restriction practice as explained in MPEP
8§ 806 et seq. isapplied to national applications under
35 U.S.C. 111(a) while unity of invention practice
as explained in MPEP 88 1850 and 1893.03(d) is
applied to national stage applications.

(B) National nonprovisional applications filed
under 35 U.S.C. 111(a) without an executed oath or
declaration, basic filing fee, search fee, or
examination fee are governed by the notification
practice set forth in 37 CFR 1.53(f), as are utility
and plant patent applications filed on or after
December 18, 2013, without a claim. Incomplete
national stage applications are governed by the
notification practice set forth in 37 CFR 1.495.
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[1l. INTERNATIONAL DESIGN APPLICATION
DESIGNATING THE UNITED STATES

35 U.S.C. 385 Effect of international design application.

Aninternational design application designating the United States
shall have the effect, for all purposes, from its filing date
determined in accordance with section 384, of an application
for patent filed in the Patent and Trademark Office pursuant to
chapter 16.

37 CFR 1.9 Definitions.

(a)(1) A national application as used in this chapter
means either a U.S. application for patent which wasfiled in
the Office under 35 U.S.C. 111, an international application
filed under the Patent Cooperation Treaty in which the basic
national fee under 35 U.S.C. 41(a)(1)(F) has been paid, or an
international design application filed under the Hague Agreement
in which the Office has received a copy of the international
registration pursuant to Hague Agreement Article 10.

(2) A provisional application as used in this chapter
means aU.S. national application for patent filed in the Office
under 35 U.S.C. 111(b).

(3) A nonprovisional application asused in this chapter
means either aU.S. national application for patent which was
filed in the Office under 35 U.S.C. 111(a), an international
application filed under the Patent Cooperation Treaty in which
thebasic national fee under 35 U.S.C. 41(a)(1)(F) hasbeen paid,
or an international design application filed under the Hague
Agreement in which the Office has received a copy of the
international registration pursuant to Hague Agreement Article
10.

*kkk*k

(I) Hague Agreement as used in this chapter means the
GenevaAct of the Hague Agreement Concerning the
International Registration of Industrial Designs adopted at
Geneva, Switzerland, on July 2, 1999, and Hague Agreement
Articleasusedin thischapter meansan Article under the Hague
Agreement.

(m) Hague Agreement Regulations as used in this chapter
means the Common Regulations Under the 1999 Act and the
1960 Act of the Hague Agreement, and Hague Agreement Rule
as used in this chapter means one of the Hague Agreement
Regulations.

(n) Aninternational design application as used in this
chapter means an application for international registration of a
design filed under the Hague Agreement. Unless otherwise clear
from the wording, reference to "design application” or
"application for adesign patent" in this chapter includes an
international design application that designatesthe United States.

Title | of the Patent Law Treaties Implementation
Actof 2012 (PLTIA), Public Law 112-211, 126 Stat.
1527 (Dec. 18, 2012) implemented the Hague
Agreement Concerning International Registration
of Industrial Designs. The Hague Agreement is an

Rev. 07.2015, October 2015
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international agreement that enables an applicant to
file asingle international design application which
may have the effect of an application for protection
for the design(s) in countries and/or
intergovernmental organizations that are parties to
the Hague Agreement (the “Contracting Parties’)
designated in the application. The United States is
a Contracting Party to the Hague Agreement, which
took effect with respect to the United States on May
13, 2015. The Hague Agreement is administered by
the International Bureau of the World Intellectual
Property Organization (“the International Bureau™).

See MPEP Chapter 2900 for information regarding
international design applications.

201.02 General TermsUsed to Describe
Applications [R-07.2015]

See 37 CFR 1.9(a) for definitions of the terms
“national application,” “provisional application,”
and “nonprovisional application;” see 37 CFR 1.9(b)
for the definition of “international application;" and
see 37 CFR 1.9(n) for the definition of "international
design application.” See also MPEP § 201.01.

“Original” application is used in the patent statutes
and rules to refer to an application which is not a
reissue application. An original application may be
afirst filing or a continuing application.

A continuing application is a continuation,
divisiona, or continuation-in-part application filed
under the conditions specified in 35 U.S.C. 120, 121,
365(c), or 386(c) and 37 CFR 1.78.

A “substitute” application isin essence the duplicate
of an application by the same applicant abandoned
before the filing of the later application. Current
practice does not require applicant to insert in the
specification reference to the earlier application;
however, attention should be called to the earlier
application. A substitute application does not obtain
the benefit of thefiling date of the prior application.
Use form paragraph 2.07 to remind applicant of
possible substitute status.
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1 2.07 Definition of a Substitute

Applicant refers to this application as a “substitute” of
Application No. [1], filed [2]. The term “substitute” is used to
designate an application which isin essence the duplicate of an
application by the same applicant abandoned before the filing
of thelater application. A “substitute” does not obtain the benefit
of the filing date of the prior application.

201.03 [Reserved]

[ Editor Note: Information pertaining to correction
of inventorship, name of inventor, and order of
names in an application has been moved to MPEP

8 602.01(c) et seq.]
201.04 Provisional Application [R-07.2015]

I. PROVISIONAL APPLICATION FILED ON OR
AFTER DECEMBER 18, 2013

35 U.S.C. 111 Application.

[ Editor Note: Applicable to any patent application filed on or
after December 18, 2013. See 35 U.SC. 111 (pre-PLT) for the
law applicableto provisional applicationsfiled under 35 U.S.C.
111(b) before December 18, 2013.]

*kkkk

(b) PROVISIONAL APPLICATION.—

(1) AUTHORIZATION.—A provisiona application
for patent shall be made or authorized to be made by the
inventor, except as otherwise provided in thistitle, in writing
to the Director. Such application shall include—

(A) aspecification as prescribed by section 112(a);
and

(B) adrawing as prescribed by section 113.

(2) CLAIM.—A claim, asrequired by subsections (b)
through (e) of section 112, shall not berequiredin aprovisional
application.

(3) FEE.—The application shall be accompanied by
thefeerequired by law. The fee may be submitted after thefiling
date of the application, within such period and under such
conditions, including the payment of a surcharge, as may be
prescribed by the Director. Upon failure to submit the fee within
such prescribed period, the application shall be regarded as
abandoned.

(4) FILING DATE.—Thefiling date of a provisional
application shall be the date on which a specification, with or
without claims, is received in the United States Patent and
Trademark Office.

(5) ABANDONMENT.—Notwithstanding the absence
of aclaim, upon timely request and as prescribed by the Director,
aprovisiona application may be treated as an application filed
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under subsection (a). Subject to section 119(e)(3), if no such
request is made, the provisional application shall be regarded
asabandoned 12 months after the filing date of such application
and shall not be subject to revival after such 12-month period.

(6) OTHER BASIS FOR PROVISIONAL
APPLICATION.—Subject to al the conditionsin this subsection
and section 119(e), and as prescribed by the Director, an
application for patent filed under subsection (a) may be treated
as aprovisional application for patent.

(7) NORIGHT OF PRIORITY OR BENEFIT OF
EARLIEST FILING DATE.—A provisional application shall
not be entitled to the right of priority of any other application
under section 119, 365(a), or 386(&) or to the benefit of an earlier
filing date in the United States under section 120, 121, 365(c),

or 386(c).

(8) APPLICABLE PROVISIONS.—The provisions
of thistitle relating to applications for patent shall apply to
provisiona applicationsfor patent, except as otherwise provided,
and except that provisional applications for patent shall not be
subject to sections 131 and 135.

37 CFR 1.9 Definitions.

@
*kkk*k

(2) A provisiona application as used in this chapter
means a U.S. national application for patent filed in the Office
under 35 U.S.C. 111(b).

*kkk*k

37 CFR 1.53 Application number, filing date, and completion
of application.

[ Editor Note: Applicable to patent applications filed under 35
U.SC. 111 on or after December 18, 2013.]

*kkk*k

(c) Application filing requirements — Provisional
application. The filing date of a provisional application isthe
date on which a specification, with or without claims, isreceived
in the Office. No amendment, other than to make the provisional
application comply with the patent statute and all applicable
regulations, may be made to the provisional application after
the filing date of the provisiona application.

(1) A provisiona application must aso include the
cover sheet required by 8 1.51(c)(1), which may be an
application data sheet (8§ 1.76), or a cover |etter identifying the
application as a provisional application. Otherwise, the
application will betreated asan application filed under paragraph
(b) of this section.

(2) Anapplication for patent filed under paragraph (b)
of this section may be converted to a provisional application

and be accorded the original filing date of the application filed
under paragraph (b) of this section. The grant of such arequest
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for conversion will not entitle applicant to arefund of the fees
that were properly paid in the application filed under paragraph
(b) of this section. Such arequest for conversion must be
accompanied by the processing fee set forthin § 1.17(q) and be
filed prior to the earliest of:

(i) Abandonment of the application filed under
paragraph (b) of this section;

(if) Payment of the issue fee on the application
filed under paragraph (b) of this section; or

(iii) Expiration of twelve months after the filing
date of the application filed under paragraph (b) of this section.

(3) A provisional application filed under paragraph (c)
of thissection may be converted to anonprovisional application
filed under paragraph (b) of this section and accorded the
origind filing date of the provisional application. The conversion
of aprovisional application to anonprovisional application will
not result in either the refund of any fee properly paid in the
provisional application or the application of any such feeto the
filing fee, or any other fee, for the nonprovisional application.
Conversion of aprovisional application to a nonprovisiona
application under this paragraph will result in the term of any
patent to issue from the application being measured from at |east
the filing date of the provisional application for which
conversion is requested. Thus, applicants should consider
avoiding this adverse patent term impact by filing a
nonprovisionda application claiming the benefit of the provisional
application under 35 U.S.C. 119(e), rather than converting the
provisional application into a nonprovisional application
pursuant to this paragraph. A request to convert a provisional
application to anonprovisional application must be accompanied
by the fee set forth in § 1.17(i) and an amendment including at
least one claim as prescribed by 35 U.S.C. 112(b), unless the
provisional application under paragraph (c) of this section
otherwise containsat least one claim as prescribed by 35 U.S.C.
112(b). The nonprovisional application resulting from conversion
of aprovisional application must also include thefiling fee,
search fee, and examination fee for anonprovisional application,
and the surcharge required by § 1.16(f) if either the basic filing
fee for anonprovisional application or the inventor's oath or
declaration was not present on the filing date accorded the
resulting nonprovisional application (i.e., thefiling date of the
original provisional application). A request to convert a
provisional application to a nonprovisional application must
also befiled prior to the earliest of:

(i) Abandonment of the provisional application
filed under paragraph (c) of this section; or

(ii) Expiration of twelve months after the filing
date of the provisional application filed under paragraph (c) of
this section.

(4) A provisional applicationisnot entitled to the right
of priority under 35 U.S.C. 119, 365(a), or 386(a) or § 1.55, or
to the benefit of an earlier filing date under 35 U.S.C. 120, 121,
365(c), or 386(c) or § 1.78 of any other application. No claim
for priority under 35 U.S.C. 119(e) or § 1.78(a) may be made
in adesign application based on a provisiona application. The
requirements of 88§ 1.821 through 1.825 regarding application
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disclosures containing nucleotide and/or amino acid sequences
are not mandatory for provisional applications.

Effective December 18, 2013, the Patent Law
Treaties Implementation Act of 2012 (PLTIA), title
I, amended 35 U.S.C. 111(b) to more closely align
the corresponding provisions for nonprovisional
applications in 35 U.S.C. 111(a) and provisional
applicationsin 35 U.S.C. 111(b). The corresponding
provisionin 37 CFR 1.53(c) wasrevised accordingly.

The parts of a provisional application that are
required are set forth in 37 CFR 1.51(c) and MPEP
8§ 601.01(b). The filing date of a provisiona
application filed on or after December 18, 2013, is
the date on which a specification as prescribed by
35 U.S.C. 112(a), with or without claims, isfiled in
the United States Patent and Trademark Office.
Although the application will be accorded a filing
date regardiess of whether any drawings are
submitted, applicants are advised to file any drawing
required by 37 CFR 1.81(a) with the application. No
amendment, other than to make the provisional
application comply with the patent statute and all
applicable regulations, may be made to the
provisional application after the filing date of the
provisional application.

A provisional application must include acover sheet
required by 37 CFR 1.51(c)(1), which may be an
application data sheet (37 CFR 1.76), or a cover
letter identifying the application as a provisiona
application. Otherwise, the application will betreated
as an application filed under 37 CFR 1.53(b). The
filing feeis set forth in 37 CFR 1.16(d).

Il. PROVISIONAL APPLICATION FILED BEFORE
DECEMBER 18, 2013

35U.S.C. 111 Application (pre-PLT)

[Editor Note: 35 U.SC. 111(b) as reproduced herein is
applicableto any patent application filed before December 18,
2013. See 35 U.SC. 111 for the law applicable to provisional
applicationsfiled under 35 U.SC. 111(b) on or after December
18, 2013]]

*kkkk
(b) PROVISIONAL APPLICATION.—

(1) AUTHORIZATION.—A provisional application
for patent shall be made or authorized to be made by the
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inventor, except as otherwise provided in thistitle, in writing
to the Director. Such application shall include—

(A) aspecification as prescribed by section 112;
and

(B) adrawing as prescribed by section 113.

(2) CLAIM.—A claim, asrequired by subsections (b)
through (e) of section 112, shall not be required in aprovisional
application.

(3) FEE—

(A) The application must be accompanied by the
feerequired by law.

(B) The fee may be submitted after the
specification and any required drawing are submitted, within
such period and under such conditions, including the payment
of asurcharge, as may be prescribed by the Director.

(C) Upon failureto submit the fee within such
prescribed period, the application shall be regarded as
abandoned, unlessit is shown to the satisfaction of the Director
that the delay in submitting the fee was unavoidable or
unintentional.

(4) FILING DATE.—Thefiling date of a provisional
application shall be the date on which the specification and any
required drawing are received in the Patent and Trademark
Office.

(5) ABANDONMENT.—Notwithstanding the absence
of aclaim, upontimely request and as prescribed by the Director,
aprovisiona application may be treated as an application filed
under subsection (a). Subject to section 119(e)(3), if no such
reguest is made, the provisional application shall be regarded
asabandoned 12 months after thefiling date of such application
and shall not be subject to revival after such 12-month period.

(6) OTHER BASIS FOR PROVISIONAL
APPLICATION.—Subject to all the conditionsin this subsection
and section 119(e), and as prescribed by the Director, an
application for patent filed under subsection (a) may be treated
as aprovisional application for patent.

(7) NORIGHT OF PRIORITY OR BENEFIT OF
EARLIEST FILING DATE.—A provisiona application shall
not be entitled to the right of priority of any other application
under section 119 or 365(a) or to the benefit of an earlier filing
date in the United States under section 120, 121, or 365(c).

(8) APPLICABLE PROVISIONS.—The provisions
of thistitle relating to applications for patent shall apply to
provisiona applicationsfor patent, except as otherwise provided,
and except that provisional applications for patent shall not be
subject to sections 131 and 135.

*kkkk

37 CFR 1.9 Definitions.

@

*kkkk
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(2) A provisiona application as used in this chapter
means a U.S. national application for patent filed in the Office
under 35 U.S.C. 111(b).

*kkk*k

37 CFR 1.53 (pre-PLT) Application number, filing date, and
completion of application.

[ Editor Note: Applicable to patent applications filed under 35

U.SC. 111 before December 18, 2013.]

*kkk*k

(c) Application filing requirements—Provisional
application. Thefiling date of a provisiona application isthe
date on which a specification as prescribed by 35 U.S.C. 112(a),
and any drawing required by § 1.81(a) arefiled in the Patent
and Trademark Office. No amendment, other than to make the
provisiona application comply with the patent statute and all
applicable regulations, may be made to the provisional
application after the filing date of the provisional application.

(1) A provisiona application must aso include the
cover sheet required by 8 1.51(c)(1), which may be an
application data sheet (§ 1.76), or a cover |etter identifying the
application as a provisional application. Otherwise, the
application will betreated asan application filed under paragraph
(b) of this section.

(2) Anapplication for patent filed under paragraph (b)
of this section may be converted to a provisional application
and be accorded the original filing date of the application filed
under paragraph (b) of this section. The grant of such arequest
for conversion will not entitle applicant to arefund of the fees
that were properly paid in the application filed under paragraph
(b) of this section. Such arequest for conversion must be
accompanied by the processing fee set forthin 8§ 1.17(q) and be
filed prior to the earliest of:

(i) Abandonment of the application filed under
paragraph (b) of this section;

(ii) Payment of the issue fee on the application
filed under paragraph (b) of this section; or

(iii) Expiration of twelve months after the filing
date of the application filed under paragraph (b) of this section.

(3) A provisional application filed under paragraph (c)
of this section may be converted to anonprovisional application
filed under paragraph (b) of this section and accorded the
original filing date of the provisional application. The conversion
of aprovisional application to anonprovisional application will
not result in either the refund of any fee properly paid in the
provisional application or the application of any such feeto the
filing fee, or any other fee, for the nonprovisional application.
Conversion of a provisional application to a nonprovisional
application under this paragraph will result in the term of any
patent to issue from the application being measured from at | east
the filing date of the provisional application for which
conversion is requested. Thus, applicants should consider
avoiding this adverse patent term impact by filing a
nonprovisional application claiming the benefit of the provisional

Rev. 07.2015, October 2015
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application under 35 U.S.C. 119(e) (rather than converting the
provisional application into a nonprovisional application
pursuant to this paragraph). A request to convert a provisional
application to anonprovisional application must be accompanied
by the fee set forth in § 1.17(i) and an amendment including at
least one claim as prescribed by 35 U.S.C. 112(b), unlessthe
provisional application under paragraph (c) of this section
otherwise containsat least one claim as prescribed by 35 U.S.C.
112(b). The nonprovisional application resulting from conversion
of aprovisional application must aso include thefiling fee,
search fee, and examination feefor anonprovisional application,
the inventor’s oath or declaration, and the surcharge required
by 8 1.16(f) if either the basic filing fee for a nonprovisional
application or the inventor's oath or declaration was not present
on thefiling date accorded the resulting nonprovisional
application (i.e., thefiling date of the original provisional
application). A request to convert a provisional application to
anonprovisiona application must also befiled prior to the
earliest of:

(i) Abandonment of the provisional application
filed under paragraph (c) of this section; or

(if) Expiration of twelve months after the filing
date of the provisional application filed under paragraph (c) of
this section.

(4) A provisional applicationisnot entitled to the right
of priority under 35 U.S.C. 119 or 35 U.S.C. 365(a) or 8§ 1.55,
or to the benefit of an earlier filing date under 35 U.S.C. 120,
121 or 365(c) or § 1.78(a) of any other application. No claim
for priority under 35 U.S.C. 119(e) or § 1.78(a)(4) may be made
in adesign application based on a provisional application. No
request under § 1.293 for a statutory invention registration may
befiled in aprovisional application. The requirements of 88
1.821 through 1.825 regarding application disclosures containing
nucleotide and/or amino acid sequences are hot mandatory for
provisional applications.

*kkk*k

The parts of a provisional application that are
required are set forth in 37 CFR 1.51(c) and MPEP
8 601.01(b). The filing date of a provisional
application is the date on which a specification as
prescribed by 35 U.S.C. 112(a) and any drawing
required by 37 CFR 1.81(a) are filed in the U.S.
Patent and Trademark Office. No amendment, other
than to make the provisiona application comply
with the patent statute and all applicableregulations,
may be made to the provisional application after the
filing date of the provisional application.

A provisional application must also include the cover
sheet required by 37 CFR 1.51(c)(1), which may be
an application data sheet (37 CFR 1.76), or a cover
letter identifying the application as a provisional
application. Otherwise, the application will betreated
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as an application filed under 37 CFR 1.53(b). The
filing feeis set forthin 37 CFR 1.16(d).

I11. PROVISIONAL APPLICATION -IN GENERAL

One of the provisions of the Uruguay Round
Agreements Act (effective as of June 8, 1995), is
the establishment of adomestic priority system. The
Act provides a mechanism to enable domestic
applicants to quickly and inexpensively file
provisional applications. Under the provisions of 35
U.S.C. 119(e), applicants are entitled to claim the
benefit of priority in agiven application inthe United
States. The domestic priority period will not count
in the measurement of the 20-year patent term. See
35 U.S.C. 154(a)(3). Thus, domestic applicants are
placed on equal footing with foreign applicantswith
respect to the patent term.

A provisional applicationisaregular national filing
that startsthe Paris Convention priority year. Foreign
filings must be made within 12 months of the filing
date of the provisional application if applicant wishes
to rely on the filing date of the provisiona
application in the foreign filed application.

NOTE:

(A) Noclamisrequiredinaprovisional
application.

(B) No oath or declarationisrequired in a
provisional application.

(C) Provisional applications will not be
examined for patentability.

(D) A provisiona application is not entitled to
claim priority to any foreign application or the
benefit of any earlier filed national application.

A provisional application will automatically be
abandoned 12 months after its filing date and will
not be subject to revival torestoreit to pending status
thereafter. See 35 U.S.C. 111(b)(5). The period of
pendency of a provisional application is extended
to the next succeeding business day if the day that
is 12 months after the filing date of a provisional
application falls on a Saturday, Sunday, or federal
holiday within the District of Columbia. See 35
U.S.C. 119(e)(3) and 37 CFR 1.7(b). For example,
if aprovisional application wasfiled on January 15,

200-10
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1999, the last day of pendency of the provisional
application under 35 U.S.C. 111(b)(5) and 35 U.S.C.
119(e)(3) is extended to January 18, 2000 (January
15, 2000 is a Saturday and Monday, January 17,
2000 is a federal holiday and therefore, the next
succeeding business day is Tuesday, January 18,
2000). A nonprovisiona application claiming the
benefit of the provisional application must be filed
no later than January 18, 2000.

Effective December 18, 2013, a nonprovisional
application that wasfiled more than 12 months after
the filing date of the provisional application, but
within 14 months after the filing date of the
provisional application, may have the benefit of the
provisional application restored by filing agrantable
petition to restore the benefit under 37 CFR 1.78(b).
See MPEP § 211.01(a).

A provisional application is not entitled to claim
priority benefits based on any other application under
35 U.S.C. 119, 120, 121, 365, or 386. If applicant
attempts to claim the benefit of an earlier U.S. or
foreign application in a provisional application, the
filing receipt will not reflect the improper benefit or
priority claim. Moreover, if a nonprovisional
application claims the benefit of the filing date of a
provisional application, and states that the
provisional application relies upon thefiling date of
an earlier application, the claim for benefit or priority
earlier than the filing date of the provisional
application will be disregarded.

An application filed under 37 CFR 1.53(b) may be
converted to a provisional application provided a
request for conversion is submitted along with the
fee as set forth in 37 CFR 1.17(q). The request and
fee must be submitted in the nonprovisiona
application prior to the earlier of the abandonment
of the nonprovisional application, the payment of
the issue fee, or the expiration of 12 months after
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thefiling date of the nonprovisional application. The
grant of any such request will not entitle applicant
to arefund of the fees which were properly paid in
the application filed under 37 CFR 1.53(b). See
MPEP § 601.01(c). 35 U.S.C. 111(b)(5) permits a
provisiona application filed under 37 CFR 1.53(c)
to be converted to anonprovisional application filed
under 37 CFR 1.53(b). A request to convert a
provisional application to a nonprovisiona
application must be accompanied by the fee set forth
in 37 CFR 1.17(i) and an amendment including at
least one claim as prescribed by 35 U.S.C. 112,
unlessthe provisional application otherwise contains
at least one such claim. The request must befiled in
the provisional application prior to the earliest of the
abandonment of the provisional application or the
expiration of twelve months after the filing date of
the provisional application. The filing fee, search
fee, and examination fee for a nonprovisional
application and the surcharge under 37 CFR 1.16(f),
if appropriate, are also required. For provisional
applications filed before December 18, 2013, if the
inventor's oath or declaration was not filed with the
provisional application, it must be submitted with
the request for conversion. The grant of any such
request will not entitle applicant to arefund of the
fees which were properly paid in the application
filed under 37 CFR 1.53(c). Conversion of a
provisional application to a nonprovisiona
application will result in the term of any patent
issuing from the application being measured from
at least thefiling date of the provisional application.
This adverse patent term impact can be avoided by
filing a nonprovisional application claiming the
benefit of the provisional application under 35
U.S.C. 119(e), rather than requesting conversion of
the provisional application to a nonprovisional
application. See 37 CFR 1.53(c)(3).

Design applications may not make a claim for
priority of aprovisiona application under 35 U.S.C.
119(e). See 35 U.S.C. 172 and 37 CFR 1.78(8).
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PTO/SB/16 (03-13)
Approved for use through 01/31/2014. OMB 0651-0032
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995 no personsare required to re spond to a collection of information unlessit displaysa valid OMB control number
PROVISIONAL APPLICATION FOR PATENT COVER SHEET — Page 1 of 2
This is a request for filing a PROVISIONAL APPLICATION FOR PATENT under 37 CFR 1.53(c).

Express Mail Label No.

INVENTOR(S)
Residence
Given N first and middle [if Family N: Si
iven Name (first and middle [if any]) amily Name or Surname (City and either State or Foreign Country)
Additional inventors are being named on the separately numbered sheets attached hereto.

TITLE OF THE INVENTION (500 characters max):

Direct all correspondence to: CORRESPONDENCE ADDRESS

l:‘ The address corresponding to Customer Number:

OR
Firm or
Individual Name
Address
City State Zip
Country Telephone Email

ENCLOSED APPLICATION PARTS (check all that apply)

D Application Data Sheet. See 37 CFR 1,76, U CD(s), Number of CDs
— D Other (specify)
D Specification (e.g., description of the invention) Number of Pages

D Drawing(s) Number of Sheets

Fees Due: Filing Fee of $260 ($130 for small entity) ($65 for micro entity). If the specification and drawings exceed 100 sheets of paper, an
application size fee is also due, which is $400 ($200 for small entity) ($100 for micro entity) for each additional 50 sheets or fraction thereof.
See 35 U.5.C. 41(a)(1)(G) and 37 CFR 1.16(s).

METHOD OF PAYMENT OF THE FILING FEE AND APPLICATION SIZE FEE FOR THIS PROVISIONAL APPLICATION FOR PATENT

D Applicant asserts small entity status. See 37 CFR 1.27.

l:‘ Applicant certifies micro entity status. See 37 CFR 1.29.
Applicant must attach form PTO/SB/15A or B or equivalent.

l:‘ A check or money order made payable to the Director of the United States Patent
and Trademark Office is enclosed to cover the filing fee and application size fee (if applicable). TOTAL FEE AMOUNT ($)

l:‘ Payment by credit card. Form PTO-2038 is attached.
l:‘ The Director is hereby authorized to charge the filing fee and application size fee (if applicable) or credit any overpayment to Deposit

Account Number:

USE ONLY FOR FILING A PROVISIONAL APPLICATION FOR PATENT

This collection of information isrequired by 37 CFR 1.51. The information is required to obtain or retain a benefit by the public whichis to file {and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is e stimated to take 10 hours to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

if you need assistance in completing the form, calf 1-800-PTO-2199 and select option 2.
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PTO/SB/16 (03-13)

Approved for use through 01/31/2014. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995 no personsare required to re spond to a collection of information unlessit displaysa valid OMB control number

PROVISIONAL APPLICATION FOR PATENT COVER SHEET — Page 2 of 2

The invention was made by an agency of the United States Government or under a contract with an agency of the United States Government.

I:‘ No.

D Yes, the invention was made by an agency of the U.S. Government. The U.S. Government agency name is:

D Yes, the invention was made under a contract with an agency of the U.S. Government. The name of the U.S. Government agency and
Government contract numberare:

WARNING:

Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a patent application that may
contribute to identity theft. Personal information such as social security numbers, bank account numbers, or credit card
numbers (other than a check or credit card authorization form PTQ-2038 submitted for payment purposes) is never required by
the USPTO to support a petition or an application. If this type of personal information is included in documents submitted to
the USPTO, petitioners/applicants should consider redacting such personal information from the documents before submitting
them to the USPTO. Petitioner/applicant is advised that the record of a patent application is available to the public after
publication of the application (unless a non-publication request in compliance with 37 CFR 1.212(a) is made in the application)
or issuance of a patent. Furthermore, the record from an abandoned application may also be available to the public if the
application is referenced in a published application or an issued patent {see 37 CFR 1.14). Checks and credit card authorization
forms PTO-2038 submitted for payment purposes are not retained in the application file and therefore are not publicly
available.

SIGNATURE DATE

TYPED OR PRINTED NAME REGISTRATION NO.
(if appropriate)

TELEPHONE DOCKET NUMBER

§201.04
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is
35 U.8.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which
the information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission
related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and
Trademark Office may not be able to process and/or examine your submission, which may result in termination
of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Rev. 07.2015, October

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.8.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in
the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a reguest inveolving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuantto 5 U.S.C.
552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.8.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that
agency’s responsibility to recommend improvements in records management practices and programs,
under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the
GSA regulations governing inspection of records for this purpose, and any other relevant (f.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.8.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine
use, to the public if the record was filed in an application which became abandoned or in which the
proceedings were terminated and which application is referenced by either a published application, an
application open to public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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201.05 ReissueApplication [R-11.2013]

A reissue application is an application for a patent
to take the place of an unexpired patent that is
defective. A detailed treatment of reissue
applications can be found in MPEP Chapter 1400.

201.06 Divisional Application [R-07.2015]

37 CFR 1.78 Claiming benefit of earlier filing date and

cross-references to other applications.
*kkkk

(d) Claimsunder 35 U.SC. 120, 121, 365(c), or 386(c)
for the benefit of a prior-filed nonprovisional application,
international application, or international design application.
An applicant in a nonprovisional application (including a
nonprovisional application resulting from an international
application or international design application), an international
application designating the United States, or an international
design application designating the United States may claim the
benefit of one or more prior-filed copending nonprovisional
applications, international applications designating the United
States, or international design applications designating the
United States under the conditions set forth in 35 U.S.C. 120,
121, 365(c), or 386(c) and this section.

*kkk*k

(2) Except for acontinued prosecution applicationfiled
under § 1.53(d), any nonprovisiona application, international
application designating the United States, or international design
application designating the United Statesthat claimsthe benefit
of one or more prior-filed nonprovisional applications,
international applications designating the United States, or
international design applications designating the United States
must contain or be amended to contain areference to each such
prior-filed application, identifying it by application number
(consisting of the series code and serial number), international
application number and international filing date, or international
registration number and filing date under § 1.1023. If the
later-filed application is a nonprovisional application, the
reference required by this paragraph must be included in an
application data sheet (8 1.76(b)(5)). The reference also must
identify the relationship of the applications, namely, whether
the later-filed application is a continuation, divisional, or
continuation-in-part of the prior-filed nonprovisional application,
international application, or international design application.

*hkkk*k

A later application for an independent or distinct
invention, carved out of anonprovisional application
(including a nonprovisional application resulting
from an international application or international
design application), an international application
designating the United States, or an international
design application designating the United States and
disclosing and claiming only subject matter disclosed
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in the earlier or parent application, is known as a
divisional application. The divisiona application
should set forth at least the portion of the earlier
disclosurethat isgermaneto theinvention as claimed
inthe divisional application. A continuation-in-part
application should not be designated as adivisional
application. The Court of Appeals for the Federa
Circuit has concluded that the protection of 35
U.S.C. 121 does not extend to continuation-in-part
applications, stating that “the protection afforded by
section 121 to applications (or patents issued
therefrom) filed as a result of a restriction
requirement is limited to divisional applications.”
Pfizer, Inc. v. Teva Pharmaceuticals USA, Inc., 518
F.3d 1353, 1362, 86 USPQ2d 1001, 1007-1008 (Fed.
Cir. 2008). Thus the disclosure presented in a
divisional application must not include any subject
matter which would constitute new matter if
submitted as an amendment to the parent application.

A divisiona application is often filed as a result of
arestriction requirement made by the examiner. The
divisional application may be filed under 37 CFR
1.53(b) (or 37 CFR 1.53(d) if the application is a
design application, but not an international design
application). The inventorship in the divisiona
application must include at least one inventor named
in the prior-filed application, and the divisiona
application must claim the benefit of the prior-filed
application under 35 U.S.C. 120, 121, 365(c), or
386(c). See 37 CFR 1.78, especially paragraphs (d)
and (e), and MPEP § 211 et seqg. for additional
requirements and more information regarding
entitlement to the benefit of the filing date of a
prior-filed copending application.

An application claiming the benefit of aprovisional
application under 35 U.S.C. 119(€) should not be
caled a*“divisional” of the provisional application.
See 37 CFR 1.78, especially paragraphs (a)-(c), and
MPEP § 211 et seg. for requirements and information
pertaining to entitlement to the benefit of the filing
date of a provisional application.

For applicationsfiled on or after September 16, 2012
it is no longer suggested to include the appropriate
U.S. Patent and Trademark Office classification of
the divisional application and the status and assigned
art unit of the parent application in the application
data sheet. See MPEP § 601.05.
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Use form paragraph 2.01 to remind applicant of
possible divisional status.

1 2.01 Possible Status as Divisional

Thisapplication, which discloses and claims only subject matter
disclosedin prior Application No. [1], filed [2], appearsto claim
only subject matter directed to an invention that isindependent
and distinct from that claimed in the prior application, and names
the inventor or at least one joint inventor named in the prior
application. Accordingly, this application may constitute a
divisional application. Should applicant desire to clam the
benefit of the filing date of the prior application, attention is
directed to 35 U.S.C. 120, 37 CFR 1.78, and MPEP § 211 et

seq.

Examiner Note:

1. Inbrackets 1 and 2, insert the application number (series
code and serial number) and filing date of the prior application,
respectively.

2. Thisform paragraph should only be used if it appears that
the application may be adivisional, but a benefit claim has not
been properly established.

3. Anapplication claiming the benefit of a provisional
application under 35 U.S.C. 119(e) should not be called a
"divisional" of the prior application.

A design application may be considered to be a
divisiona of a utility application (but not of a
provisional application), and is entitled to the filing
date thereof if the drawings of the earlier filed utility
application show the same article as that in the
design application sufficiently to comply with 35
U.S.C. 112(a). However, such a divisional design
application may only be filed under the procedure
set forth in 37 CFR 1.53(b), and not under 37 CFR
1.53(d). See MPEP § 1504.20.

While adivisional application may depart from the
phraseol ogy used in the parent application there may
be no departure therefrom in substance or variation
in the disclosure that would amount to “ new matter”
if introduced by amendment into the parent
application. Compare MPEP § 201.08 and MPEP §
211 et seq.
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For notation to be put in the file history by the
examiner in the case of adivisional application, see
MPEP § 202.

201.06(a) Former 37 CFR 1.60 Divisional
Continuation Procedure[R-08.2012]

37 CFR 1.60 was deleted effective December 1,
1997. See 1203 O.G. 63, October 21, 1997. A
continuation or divisional application filed under
37 CFR 1.60 on or after December 1, 1997, will
automatically be treated as an application filed
under 37 CFR 1.53(b). All continuation and
divisional applications filed under 37 CFR 1.60
prior to December 1, 1997 will continue to be
processed and examined under the procedures
set forth in former 37 CFR 1.60. For more
infor mation pertaining to practiceand procedure
under former 37 CFR 1.60, see M PEP § 201.06(a)
in the MPEP 8th Edition, Rev. 1 (February
2003)(available on the USPTO website at
www.uspto.gov/web/offices/pac/mpep/mpep.htm).

201.06(b) Former 37 CFR 1.62 FileWrapper
Continuing Procedure [R-08.2012]

37 CFR 1.62 was deleted effective December 1,
1997. See 1203 O.G. 63, October 21, 1997. A
request for a continuation or divisional
application filed under former 37 CFR 1.62 on
or after December 1, 1997, in an application that
wasfiled on or after June 8, 1995, will betreated
as a request for continued examination (RCE)
under 37 CFR 1.114, see MPEP 706.07(h),
paragraph IV. A request filed on or after
December 1, 1997, under former 37 CFR 1.62 for
a continuation-in-part (CIP) application, or for
a continuation or divisional of an application
having a filing date before June 8, 1995, will be
treated asan improper application.

All continuation, divisional and CIP applications
filed under former 37 CFR 1.62 prior to
December 1, 1997, will continue to be processed
and examined under the procedures set forth in
former 37 CFR 1.62. For more information
pertaining to practice and procedure under
former 37 CFR 1.62, see MPEP §201.06(b) in the
MPEP 8th Edition, Rev. 1 (February
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2003)(available on the USPTO website at
www.uspto.gov/web/offices/pac/mpep/mpep.htm).

201.06(c) 37 CFR 1.53(b) and 37 CFR 1.63(d)
Divisional-Continuation Procedure
[R-07.2015]

37 CFR 1.53 Application number, filing date, and completion
of application.

[Editor Note: Applicable to patent applications filed under 35
U.S.C. 111 on or after December 18, 2013.]

*kkkk

(b) Application filing requirements— Nonprovisional
application. Thefiling date of an application for patent filed
under this section, other than an application for a design patent
or aprovisional application under paragraph (c) of this section,
isthe date on which a specification, with or without claims, is
received in the Office. The filing date of an application for a
design patent filed under this section, except for a continued
prosecution application under paragraph (d) of this section, is
the date on which the specification as prescribed by 35 U.S.C.
112, including at least one claim, and any required drawingsare
received in the Office. No new matter may be introduced into
an application after itsfiling date. A continuing application,
which may be acontinuation, divisional, or continuation-in-part
application, may be filed under the conditions specified in 35
U.S.C. 120, 121, 365(c), or 386(c) and § 1.78.

(1) A continuation or divisional application that names
as inventors the same or fewer than all of the inventors named
in the prior application may be filed under this paragraph or
paragraph (d) of this section.

(2) A continuation-in-part application (which may
disclose and claim subject matter not disclosed in the prior
application) or a continuation or divisional application naming
an inventor not named in the prior application must be filed
under this paragraph.

*kkk*k

37 CFR 1.53 (pre-PLT) Application number, filing date, and
completion of application.

[Editor Note: Applicable to patent applications filed under 35
U.SC. 111 (pre-PLT) before December 18, 2013.]

*kkkk

(b) Application filing requirements - Nonprovisional
application. Thefiling date of an application for patent filed
under this section, except for aprovisiona application under
paragraph (c) of this section or a continued prosecution
application under paragraph (d) of this section, is the date on
which a specification as prescribed by 35 U.S.C. 112 containing
adescription pursuant to 8 1.71 and at least one claim pursuant
to 8 1.75, and any drawing required by § 1.81(a) arefiled in the
Patent and Trademark Office. No new matter may beintroduced
into an application after itsfiling date. A continuing application,
which may be acontinuation, divisional, or continuation-in-part
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application, may be filed under the conditions specified in 35
U.S.C. 120, 121 or 365(c) and § 1.78(c) and (d).

(1) A continuation or divisional application that names
as inventors the same or fewer than all of the inventors named
in the prior application may be filed under this paragraph or
paragraph (d) of this section.

(2) A continuation-in-part application (which may
disclose and claim subject matter not disclosed in the prior
application) or a continuation or divisional application naming
an inventor not named in the prior application must be filed
under this paragraph.

*kkk*k

I. IN GENERAL

37 CFR 1.53(b) is the section under which all
applications are filed EXCEPT: (A) an application
resulting from entry of an international application
into the national stage under 35 U.S.C. 371 and 37
CFER 1.495; (B) a provisiona application under 35
U.S.C. 111(b) and 37 CFR 1.53(c); (C) acontinued
prosecution application (CPA) of a design
application under 37 CFR 1.53(d); or (D) a
nonprovisiona international design application.
Applications submitted under 37 CFR 1.53(b), as
well as CPAs submitted under 37 CFR 1.53(d), are
applications filed under 35 U.S.C. 111(a). An
application filed under 37 CFR 1.53(b) may be an
original or areissue, a continuation, a divisional, a
continuation-in-part, or a substitute. (See MPEP §
201.02 for substitute application.) The application
may be for a utility patent under 35 U.S.C. 101, a
design patent under 35 U.S.C. 171, a plant patent
under 35 U.S.C. 161, or areissue under 35 U.S.C.
251. An application will betreated as onefiled under
37 CFR 1.53(b) unless otherwise designated.

For applicationsfiled on or after December 18, 2013,
the filing date of a nonprovisional application filed
under 35 U.S.C. 111(a), other than a design patent
application, isthe date on which aspecification, with
or without claims, isreceived in the Office. Effective
December 18, 2013, utility and plant patent
applications filed under 35 U.S.C. 111(a) are no
longer required to include at least one claim or any
drawings in order to receive a filing date for the
application. See MPEP § 601.01(a), subsection |.
Thefiling date of an application for adesign patent
is the date on which the Office receives the
specification including at least one claim and any
required drawings. 35 U.S.C. 171(c). In addition, as
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provided in 35 U.S.C. 111(c), a nonprovisional
application filed under 35 U.S.C. 111(a) on or after
December 18, 2013, may be filed by areference to
aprevioudly filed application (foreign, international,
provisional, or nonprovisional) indicating that the
specification and any drawings of the application
are replaced by the reference to the previoudly filed
application. See MPEP § 601.01(a), subsection I11.

In order to be complete for filing date purposes, al
applications filed under 37 CFR 1.53(b) before
December 18, 2013, must include a specification as
prescribed by 35 U.S.C. 112 containing adescription
pursuant to 37 CFR 1.71 and at least one claim
pursuant to 37 CFR 1.75, and any drawing required

by 37 CFR 1.81(a).

For applications filed on or after September 16,
2012, the basic filing fee, search fee, examination
fee and application size fee, and the inventor’s oath
or declaration in compliancewith 37 CFR 1.63 (and
37 CFR 1.64 (for a substitute statement), 37 CFR
1.175 (for areissue) or 37 CFR 1.162 (for a plant
patent)) are also required by 37 CFR 1.51(b) for a
complete application. However, the filing of the
basic filing fee, search fee, examination feeg,
application sizefee and inventor’soath or declaration
may be filed after the application filing date upon
payment of the surcharge set forthin 37 CFR 1.16(f).
Additionally, the filing of the inventor’'s oath or
declaration may be postponed until payment of the
issue fee where the application contains an
application data sheet under 37 CFR 1.76 identifying
each inventor by hisor her legal name, and amailing
address where each inventor customarily receives
mail, and residence, if theinventor livesat alocation
which is different from where the inventor
customarily receives mail.

For applications filed prior to September 16, 2012,
the statutory filing fee and an oath or declaration in
compliance with 37 CFR 1.63 (and 37 CFR 1.175
(if areissue) or 37 CFR 1.162 (if for a plant patent))
are also required by 37 CFR 1.51(b) for acomplete
application, but thefiling fee and oath or declaration
may be filed after the application filing date upon
payment of the surcharge set forthin 37 CFR 1.16(f).
See 37 CFR 1.53(f) and MPEP § 607.
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Unless an application is submitted with a statement
that the application is a continuation or divisional
application, see 37 CFR 1.78(d)(2), the Office will
process the application as a new non-continuing
application. Applicants are advised to clearly
designate any continuation, divisional, or
continuation-in-part  application as such by
submitting a reference to the prior-filed application
with the appropriate relationship (i.e., continuation,
divisiona, or continuation-in-part) in compliance
with 37 CFR 1.78(d)(2) (i.e., in an application data
sheet for an application filed on or after September
16, 2012, or in the first sentence(s) of the
specification or in an application data sheet for an
application filed prior to September 16, 2012) to
avoid the need for a petition to accept an
unintentionally delayed claim under 37 CFR 1.78(€)
and the petition fee set forthin 37 CFR 1.17(m), and
the issuance of afiling receipt that does not indicate
that the application is a continuation, divisional, or
continuation-in-part. See MPEP § 211 et seq.

Il. OATH/DECLARATION

37 CFR 1.63 Oath or Declaration.

[ Editor Note: Applicable only to patent applicationsfiled under
35 U.SC. 111, 363, or 385 on or after September 16, 2012.]

*kkk*k

(d)(2) A newly executed oath or declaration under §
1.63, or substitute statement under § 1.64, is not required under
88 1.51(b)(2) and 1.53(f), or under 8§ 1.497 and 1.1021(d), for
an inventor in a continuing application that claims the benefit
under 35 U.S.C. 120, 121, 365(c), or 386(c) in compliance with
§ 1.78 of an earlier-filed application, provided that an oath or
declaration in compliance with this section, or substitute
statement under § 1.64, was executed by or with respect to such
inventor and wasfiled in the earlier-filed application, and acopy
of such oath, declaration, or substitute statement showing the
signature or an indication thereon that it was executed, is
submitted in the continuing application.

(2) Theinventorship of acontinuing application filed
under 35 U.S.C. 111(a) isthe inventor or joint inventors
specified in the application data sheet filed before or
concurrently with the copy of the inventor's oath or declaration
from the earlier-filed application. If an application data sheet is
not filed before or concurrently with the copy of the inventor's
oath or declaration from the earlier-filed application, the
inventorship is the inventorship set forth in the copy of the
inventor's oath or declaration from the earlier-filed application,
unlessit is accompanied by a statement signed pursuant to §
1.33(b) stating the name of each inventor in the continuing
application.
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(3) Any new joint inventor named in the continuing
application must provide an oath or declaration in compliance
with this section, except as provided for in § 1.64.

*kkkk

37 CFR 1.63 (pre-Al A) Oath or Declaration.

[ Editor Note: Not applicableto patent applicationsfiled under
35 U.SC. 111, 363, or 385 on or after September 16, 2012.]

(d)(1) A newly executed oath or declaration is not
required under § 1.51(b)(2) and 8§ 1.53(f) in a continuation or
divisional application, provided that:

(i) The prior nonprovisional application contained
an oath or declaration as prescribed by paragraphs (a) through
(c) of this section;

(if) The continuation or divisional application was
filed by all or by fewer than all of the inventors named in the
prior application;

(iif) The specification and drawingsfiled in the
continuation or divisional application contain no matter that
would have been new matter in the prior application; and

(iv) A copy of the executed oath or declaration
filed in the prior application, showing the signature or an
indication thereon that it was signed, is submitted for the
continuation or divisional application.

(2) The copy of the executed oath or declaration
submitted under this paragraph for a continuation or divisional
application must be accompanied by a statement requesting the
deletion of the name or names of the person or personswho are
not inventors in the continuation or divisional application.

(3) Where the executed oath or declaration of which a
copy is submitted for a continuation or divisional application
wasoriginally filed in a prior application accorded status under
§ 1.47, the copy of the executed oath or declaration for such
prior application must be accompanied by:

(i) A copy of the decision granting a petition to
accord § 1.47 statusto the prior application, unlessal inventors
or legal representatives have filed an oath or declaration to join
in an application accorded status under § 1.47 of which the
continuation or divisional application claims abenefit under 35
U.S.C. 120, 121, or 365(c); and

(i) 1f one or moreinventor(s) or legal
representative(s) who refused to join in the prior application or
could not be found or reached has subsequently joined in the
prior application or another application of which the continuation
or divisional application claims a benefit under 35 U.S.C. 120,
121, or 365(c), a copy of the subsequently executed oath(s) or
declaration(s) filed by the inventor or legal representative to
joinin the application.

(4) Where the power of attorney or correspondence
address was changed during the prosecution of the prior
application, the change in power of attorney or correspondence
address must be identified in the continuation or divisional
application. Otherwise, the Office may not recognize in the
continuation or divisional application the change of power of
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attorney or correspondence address during the prosecution of
the prior application.

(5) A newly executed oath or declaration must befiled
in a continuation or divisional application naming an inventor
not named in the prior application.

*kkk*k

A copy of an oath or declaration from a prior
application may be submitted with a continuation or
divisional application, or with acontinuation-in-part
application filed on or after September 16, 2012,
even if the oath or declaration identifies the
application number of the prior application.
However, if such a copy of the oath or declaration
is filed after the filing date of the continuation or
divisional application and an application number has
been assigned to the continuation or divisiona
application (see 37 CFR 1.5(a)), the cover letter
accompanying the oath or declaration should identify
the application number of the continuation or
divisional application. The cover letter should also
indicate that the oath or declaration submitted is a
copy of the oath or declaration from a prior
application to avoid the oath or declaration being
incorrectly matched with the prior application file.
Furthermore, applicant should also label the copy
of the oath or declaration with the application
number of the continuation or divisional application
in the event that the cover letter is separated from
the copy of the oath or declaration.

A copy of the oath or declaration from a prior
nonprovisional application may be filed in a
continuation or divisiona application even if the
specification for the continuation or divisional
application is different from that of the prior
application, in that revisions have been made to
clarify the text to incorporate amendments made in
the prior application, or to make other changes
provided the changes do not constitute new matter
relative to the prior application. If the examiner
determines that the continuation or divisiona
application contains new matter relative to the prior
application, the examiner should so notify the
applicant in the next Office action and indicate that
the application should be redesignated as a
continuation-in-part.

For applications filed on or after September 16,
2012, a continuing application, including a
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continuation-in-part application, may be filed with
a copy of an oath or declaration or substitute
statement from the prior nonprovisional application,
provided that the oath or declaration isin compliance
with 37 CFR 1.63 or the substitute statement isin
compliance with 37 CFR 1.64. See 37 CFR
1.63(d)(1). It should be noted that a copy of the
inventor's oath or declaration submitted in a
continuing application filed on or after September
16, 2012 must comply with requirements of 35
U.S.C. 115 and 37 CFR 1.63 or 1.64 in effect for
applications filed on or after September 16, 2012.
For example, theinventor’s oath or declaration must
include a statement that the inventor is an original
inventor of the claimed application and a statement
that the application was made or was authorized to
be made by the person executing the oath or
declaration. Accordingly, a new inventor’s oath or
declaration may need to be filed in a continuing
application filed on or after September 16, 2012,
where the prior application was filed before
September 16, 2012, in order to meet the
requirements of 35 U.S.C. 115 and 37 CFR 1.63 (or
1.64) in effect for applications filed on or after
September 16, 2012. See MPEP § 602.05(a) for
additional details regarding oaths or declarationsin
continuing applications filed on or after September
16, 2012.

For applications filed prior to September 16, 2012,
anewly executed oath or declaration is required in
a continuation or divisional application filed under
37 CFR 1.53(b) naming an inventor not named in
the prior application, and in a continuation-in-part
application. See MPEP § 602.05(b) for additional
detail sregarding oaths or declarationsin continuing
applications filed before September 16, 2012.

[1l. SPECIFICATION AND DRAWINGS

A continuation or divisiona application may befiled
under 35 U.S.C. 111(a) using the procedures set forth
in 37 CFR 1.53(b), by providing: (A) a new
specification and drawings and a copy of the signed
oath or declaration as filed in the prior application
provided the new specification and drawings do not
contain any subject matter that would have been new
matter in the prior application; or (B) a new
specification and drawings and a newly executed
oath or declaration provided the new specification
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and drawings do not contain any subject matter that
would have been new matter in the prior application.
For continuing applications filed on or after
September 16, 2012, claiming the benefit of an
application filed before September 16, 2012, a copy
of the inventor’s oath or declaration filed in the
earlier-filed application can only be submitted in the
continuing application if the oath or declaration
complieswith the requirements of 35 U.S.C. 115 as
revised effective September 16, 2012. For
applications filed on or after September 16, 2012,
to claim the benefit of a prior application under 35
U.S.C. 120, 121, 365(c), or 386(c) applicant must
include a reference to the prior application in
compliancewith 37 CFR 1.78(d)(2) in an application
data sheet. For applicationsfiled prior to September
16, 2012, the reference to the prior application must
be in the first sentence(s) of the specification or in
an application data sheet. See MPEP § 211 et seq.

The new specification and drawings of acontinuation
or divisional application filed under 37 CFR 1.53(b)
may include changes to the specification and
drawings originally filed in the prior application in
the manner that an applicant may file a substitute
specification, see 37 CFR 1.125, or amend the
drawings of an application so long as it does not
result in the introduction of new matter. Applicant
should fileanew set of claimsastheoriginal claims
of the continuing application instead of filing acopy
of the claims from the prior application and a
preliminary amendment to those claims. It is the
applicant’s responsibility to review any new
specification or drawings submitted for a
continuation or divisional application under 37 CFR
1.53(b) to determine that it contains no new matter.
For applications filed before September 16, 2012,
an applicant is advised to simply file a continuing
application with anewly executed oath or declaration
when it is questionable as to whether the continuing
application adds material that would have been new
matter if presented in the prior application. In
addition, for applications filed prior to September
16, 2012, if one or more claims are allowed in the
continuation or divisiona application which are
directed to matter shown and described in the prior
nonprovisiona application but not claimed in the
prior application, the applicant should be required
to file a supplemental oath or declaration under
pre-AlA 37 CFR 1.67(b). For applications filed on
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or after September 16, 2012, pursuant to 37 CFR
1.67(b), no supplemental oath or declaration will be
required.

If a continuation or divisional application as filed
contains subject matter that would have been new
matter in the prior application, the applicant is
required to delete the benefit claim or change the
relationship (continuation or divisional application)
to continuation-in-part. Form paragraph 2.10.01 may
be used to require the applicant to correct the
relationship of the applications. See MPEP § 211 et

Seg.

Any utility or plant patent application, including any
continuing application, that will be published
pursuant to 35 U.S.C. 122(b) should be filed under
37 CFR 1.53(b) with a specification that includes
any claim(s) and drawings that the applicant would
like to have published. This is important because
under 35 U.S.C. 154(d), a patentee may obtain
provisional rightsif theinvention claimed in a patent
issubstantially identical to the invention claimed in
the patent application publication and the Office will
generally publish the specification (including the
claims) and drawings as filed. Filing a continuing
application under 37 CFR 1.53(b) with apreliminary
amendment (which makes all the desired changes
to the specification, including adding, deleting or
amending claims) is NOT recommended. For
applicationsfiled on or after September 21, 2004, a
preliminary amendment that is present on the filing
date of the application is part of the origina
disclosure of the application. If a preliminary
amendment is filed in a format that cannot be
included in the publication, the Office of Patent
Application Processing (OPAP) will issue a notice
to the applicant requiring the applicant to submit the
amendment in a format usable for publication
purposes. See 37 CFR 1.115(a)(1) and 1.215. The
only format for an amendment to the specification
(other than the claims) that is usable for publication
is a substitute specification in compliance with 37
CFR 1.121(b)(3) and 1.125. As noted above, a
continuation or divisional application filed under 37
CFER 1.53(b) may be filed with a new specification
and corrected drawings, along with acopy of an oath
or declaration from a prior (parent) application,
provided the new specification and drawings do not
contain any subject matter that would have been new
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matter in the prior application. Thus, the new
specification and corrected drawings may include
some or all of the amendments entered during the
prosecution of the prior application(s), as well as
additional amendments submitted for clarity or
contextual purposes, and a new set of claims. In
order to have a patent application publication of a
continuation or divisional application contain only
adesired set of claims, rather than the set of claims
in the prior application, it is strongly recommended
that the continuation or divisional application be
filed under 37 CFR 1.53(b) with anew specification
containing only the desired set of claims.

Seesubsection 1., above and MPEP § 602.05 et seq.
for requirements pertaining to filing a copy of an
oath or declaration from a prior application in a
continuing application.

IV. INCORPORATION BY REFERENCE

An applicant may incorporate by reference the prior
application by including, in the continuing
application-as-filed, an explicit statement that such
specifically enumerated prior application or
applications are“ hereby incorporated by reference.”
The statement must appear in the specification. See
37 CFR 1.57(c) and MPEP_§ 608.01(p). The
inclusion of thisincorporation by reference statement
will permit an applicant to amend the continuing
application to include subject matter from the prior
application(s), without the need for a petition
provided the continuing application is entitled to a
filing date notwithstanding the incorporation by
reference. For applications filed prior to September
21, 2004, the incorporation by reference statement
may appear in the transmittal letter or in the
specification. Note that for applications filed prior
to September 21, 2004, if applicants used a former
version of the transmittal |etter form provided by the
USPTO, the incorporation by reference statement
could only be relied upon to add inadvertently
omitted material to the continuation or divisiona
application.

For applications filed on or after September 21,
2004, aclaim under 35 U.S.C. 120, 121, 365(c), or
386(c) and 37 CFR 1.78(d) for benefit of aprior-filed
nonprovisional application, international application
designating the United States, or internationa design
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application designating the United States that was
present on the filing date of the continuing
application is considered an incorporation by
reference of the prior-filed application as to
inadvertently omitted material, subject to the
conditionsand requirements of 37 CFR 1.57(b). Note
that pursuant to 37 CFR 1.57(b)(4), any amendment
to aninternational design application pursuant to 37
CFR 1.57(b)(1) is effective only as to the United
States and will only be acted upon after the
international design application becomes a
nonprovisional application.

Effective December 18, 2013, 37 CFR 1.57(b) was
amended to contain the provisions of former 37 CFR
1.57(a). The purpose of 37 CFR 1.57(b) isto provide
a safeguard for applicants when al or a portion of
the specification and/or drawing(s) is (are)
inadvertently omitted from an application. For
applications filed on or after September 21, 2004,
applicants are encouraged to provide an explicit
incorporation by reference statement to the
prior-filed application(s) for which benefitis claimed
under 35 U.S.C. 120 if applicants do not wish the
incorporation by reference to be limited to
inadvertently omitted material pursuant to 37 CFR
1.57(b). See 37 CFR 1.57(c) and MPEP § 608.01(p)
for discussion regarding explicit incorporation by
reference. See MPEP_§ 217 for more detailed
information pertaining to incorporation by reference

pursuant to 37 CFR 1.57(b).

Anincorporation by reference statement added after
an application’s filing date is not effective because
no new matter can be added to an application after
its filing date (see 35 U.S.C. 132(a)). If an
incorporation by reference statement isincluded in
an amendment to the specification to add a benefit
claim under 35 U.S.C. 120 after the filing date of
the application, the amendment would not be proper.
When a benefit claim under 35 U.S.C. 120 is
submitted after the filing of an application, the
reference to the prior application cannot include an
incorporation by reference statement of the prior
application. See Dart Indus. v. Banner, 636 F.2d
684, 207 USPQ 273 (C.A.D.C. 1980).

Mere reference to another application, patent, or
publication is not an incorporation of anything
therein into the application containing such reference
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for the purpose of the disclosure required by 35
U.S.C. 112(a). Inrede Seversky, 474 F.2d 671, 177
USPQ 144 (CCPA 1973). See MPEP § 608.01(p).
As noted above, however, for applications filed on
or after September 21, 2004, 37 CFR 1.57(b)
provides that a claim for the benefit of a prior-filed
application under 37 CFR 1.78 is considered an
incorporation by reference as to inadvertently
omitted material. See MPEP § 217.

A. Application NOT Entitled to a Filing Date

Material needed to accord an application a filing
date may not beincorporated by reference unlessan
appropriate petition under 37 CFR 1.53(€) or under
37 CFR 1.182 is granted. Until such a petition has
been granted, the application will not be entitled to
afiling date.

For an application filed on or after September 21,
2004, if the material needed for a filing date is
completely contained within a prior-filed application
to which benefit is claimed, applicant may file a
petition under 37 CFR 1.53(e) aong with the fee set
forth in 37 CFR 1.17(f) and an amendment with the
inadvertently omitted material requesting that the
amendment be entered and the application be
accorded a filing date as of the original date of
deposit of the application papers. See 37 CFR
1.57(b)(3) and MPEP § 217 .

In an application containing an explicit incorporation
by reference statement in the specification or in a
transmittal letter (if the transmittal letter was filed
prior to September 21, 2004), a petition for the
granting of afiling date may be made under 37 CFR
1.182. A petition under 37 CFR 1.182 and the
required petition fee, including an amendment
submitting the necessary omitted material, requesting
that the necessary omitted material contained in the
prior application and submitted in the amendment,
be included in the continuation or divisiona
application based upon the incorporation by
reference statement, is required in order to accord
the application afiling date as of the date of deposit
of the continuing application. An amendment
submitting the omitted material and relying upon
the incorporation by referencewill not be enteredin
the continuing application unlessadecision granting
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the petition states that the application is accorded a
filing date and that the amendment will be entered.

B. Application Entitled to a Filing Date

If a continuing application as originally filed on or
after September 21, 2004 does not include an explicit
incorporation by reference statement and is entitled
to afiling date despite the inadvertent omission of
a portion of the prior application(s), applicant may
be permitted to add the omitted material by way of
an amendment under 37 CFR 1.57(b). Such an
amendment must be made within any time period
set by the Office. See 37 CFR 1.57(b)(1).

If an application asoriginaly filed included a proper
explicit incorporation by reference statement (or an
explicit incorporation by reference statement that
has been made effective under 37 CFR 1.57(h)), the
omitted specification page(s) and/or drawing
figure(s) may be added by amendment provided the
omitted item(s) contains only subject matter in
common with a document that has been properly
incorporated by reference. If the Office identified
the omitted item(s) in a“ Notice of Omitted Item(s),”
applicant must respond to the “Notice of Omitted
Item(s)” by filing an appropriate amendment. See
MPEP § 601.01(d) and § 601.01(Q).

V. INVENTORSHIP INA CONTINUING
APPLICATION

A. Applications Filed On or After September 16, 2012

For applications filed on or after September 16,
2012, thefiling of a continuing application by all or
by fewer than al of the inventors named in a prior
application without a newly executed oath or
declaration is permitted provided that an oath or
declaration in compliance with 37 CFR 1.63, or a
substitute statement under 37 CFR 1.64, was
executed by or with respect to such inventor and was
filed in the earlier-filed application, and a copy of
such oath, declaration, or substitute statement
showing the signature or an indication thereon that
it was executed, is submitted in the continuing
application. Note, in order to submit a copy of the
inventor’s oath or declaration from the earlier-filed
application into a continuation or divisional
application filed on or after September 16, 2012, the
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oath or declaration from the earlier-filed application
must comply with therequirementsof 35 U.S.C. 115
as revised effective September 16, 2012.
Specifically, theinventor’s oath or declaration must
state that the inventor (1) is an original inventor of
the claimed invention; and (2) authorized the filing
of the patent application for the claimed invention.
Theinventor’s oath or declaration also must contain
an acknowledgement that any willful false statement
made in such declaration is punishable under section
1001 of U.S. Codetitle 18 by fine or imprisonment
of not more than 5 years, or both.

37 CFR 1.63(d)(2) provides that the inventorship of
acontinuing application filed under 35 U.S.C. 111(a)
is the inventor or joint inventors specified in the
application data sheet filed before or concurrently
with the copy of the inventor’s oath or declaration
from the earlier-filed application. If an application
data sheet is not filed before or concurrently with
the copy of the inventor’s oath or declaration from
the earlier-filed application, the inventorship is the
inventorship set forth in the copy of the inventor’'s
oath or declaration from the earlier-filed application,
unlessthe copy of theinventor’s oath or declaration
is accompanied by a statement signed pursuant to
37 CFR 1.33(b) stating the name of each inventor
in the continuing application. 37 CFR 1.63(d)(3)
provides that any new joint inventor named in the
continuing application must provide an oath or
declaration in compliancewith 37 CFR 1.63, except
asprovided for in 37 CFR 1.64.

37 CFR 1.63(f) provides that with respect to an
application naming only oneinventor, any reference
to the inventor's oath or declaration in this chapter
includes a substitute statement executed under 37
CFR 1.64. With respect to an application naming
more than one inventor, any reference to the
inventor's oath or declaration in this chapter means
the oaths, declarations, or substitute statements that
have been collectively executed by or with respect
to all of the joint inventors, unless otherwise clear
from the context.

B. Applications Filed Prior to September 16, 2012
For applications filed prior to September 16, 2012,

Applicant has the option of filing: (A) a newly
executed oath or declaration signed by the inventors
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for the continuation or divisional application; or (B)
a copy of the oath or declaration filed in the prior
application accompanied by a statement from
applicant, applicant’s representative or other
authorized party requesting the deletion of the names
of the person or personswho are not inventorsin the
continuation or divisional application. See pre-AlA
37 CFR 1.63(d) (in effect on September 15, 2012).
Where the continuation or divisional application and
a copy of the oath or declaration from the prior
application are filed without a statement from an
authorized party requesting del etion of the names of
any person or persons named in the prior application,
the continuation or divisional application will be
treated as naming as inventors the person or persons
named in the copy of the executed oath or declaration
from the prior application. Accordingly, if apetition
or request under 37 CFR 1.48(a) or (c) was granted
inthe prior application, the oath or declaration filed
in a continuation or divisional application pursuant
to 37 CFR 1.53(b) and pre-AlA 37 CFR 1.63(d)
should be acopy of the oath or declaration executed
by the added inventor(s) filed in the prior application.
The statement requesting the deletion of the names
of the person or personswho are not inventorsin the
continuation or divisiona application must be signed
by person(s) authorized pursuant to 37 CFR 1.33(b)
to sign an amendment in the continuation or
divisional application.

A newly signed oath or declaration in compliance
with pre-AlA 37 CFR 1.63 is required where an
inventor who was not named as an inventor in the
signed oath or declaration filed in the prior
application is to be named in a continuation or
divisional application filed under 37 CFR 1.53(b).
The newly signed oath or declaration must be signed
by all the inventors.

VI. SUBSTITUTE STATEMENT AND RULE 47
ISSUES

A. Substitute Statement

Under 37 CFR 1.63(d)(1) a newly executed
substitute statement under 37 CFR 1.64 is not
required under 37 CFR 1.51(b)(2) and 37 CFR
1.53(f) or under 37 CFR 1.497 and 1.1021(d) for an
inventor in a continuing application that claims the
benefit under 35 U.S.C. 120, 121, 365(c), or 386(c)
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in compliance with 37 CFR 1.78 of an earlier-filed
application, provided a substitute statement under
37 CFR 1.64 was executed by or with respect to such
inventor and wasfiled in the earlier-filed application,
and a copy of such substitute statement showing the
signature or an indication thereon that it was
executed is submitted in the continuing application.

B. Pre-AlA 37 CFR 1.47 Issues

For applications filed prior to September 16, 2012,
pre-AlA 37 CFR 1.63(d)(3) providesfor thesituation
in which the executed oath or declaration, of which
acopy is submitted for a continuation or divisional
application, wasoriginally filed in aprior application
accorded status under 37 CFR 1.47. 37 CFR
1.63(d)(3)(i) requires that the copy of the executed
oath or declaration must be accompanied by a copy
of any decision granting apetition to accord 37 CFR
1.47 statusto such application, unless all nonsigning
inventor(s) or legal representative (pursuant to 37
CFR 1.42 or 1.43) have filed an oath or declaration
to join in an application of which the continuation
or divisional application claims a benefit under 35
U.S.C. 120, 121 or 365(c). 37 CFR 1.63(d)(3)(ii)
also requires that where one or more, but not al,
nonsigning inventor(s) or legal representative(s)
(pursuant to 37 CFR 1.42 or 1.43) subsequently joins
in any application of which the continuation or
divisional application claims a benefit under 35
U.S.C. 120, 121 or 365(c) a copy of any oath or
declaration filed by the inventor or legal
representative who subsequently joined in such
application must also accompany the copy of the
executed oath or declaration.

Continuation or divisional applications filed under
37 CFR 1.53(b) prior to September 16, 2012, which
contain a copy of an oath or declaration that is not
signed by one of the inventors and a copy of the
decision according 37 CFR 1.47 status in the prior
application, should be forwarded by the Office of
Patent Application Processing (OPAP) to the Office
of Petitions before being forwarded to the
Technology Center (TC). The Office of Petitions
will mail applicant a letter stating that “Rule 47~
status has been accorded to the continuation or
divisional application, but will not repeat the notice
to the nonsigning inventor nor the announcement in
the Official Gazette . See 37 CFR 1.47(c).
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It is important to note that if the filing date of the
continuing application is on or after September 16,
2012, the oath or declaration must comply with the
requirements of 35 U.S.C. 115 as revised effective
September 16, 2012, even though the continuing
application may claim the benefit of an application
filed before September 16, 2012. Specificaly, the
inventor’'s oath or declaration in the continuing
application filed on or after September 16, 2012,
must state that theinventor (1) isan original inventor
of the claimed invention; and (2) authorized the
filing of the patent application for the claimed
invention. The inventor’s oath or declaration also
must contain an acknowledgement that any willful
false statement made in such declaration is
punishable under section 1001 of U.S. Codetitle 18
by fine or imprisonment of not more than 5 years,
or both.

VIl. CHANGE OF
ATTORNEY/CORRESPONDENCE ADDRESS

For applications filed on or after September 16,
2012, 37 CFR 1.32(d) provides that a power of
attorney from aprior national application for which
benefit is claimed under 35 U.S.C. 120, 121, or
365(c) in a continuing application may have effect
in the continuing application if acopy of the power
of attorney from the prior application isfiled in the
continuing application unless:

(1) The power of attorney was granted by the
inventor; and

(2) The continuing application namesan inventor
who was not named as an inventor in the prior
application.

Filing a copy of the power of attorney in the
continuing application in all situations (even where
a change in power of attorney did not occur in the
prior application) will make the record clear with
respect to who has power of attorney. The Office
recommends that the power of attorney should be
from the assignee where one exists, but for
applications filed on or after September 16, 2012,
the power of attorney may only be signed by the
applicant (see 37 CFR 1.42) or patent owner (for
reissue applications).
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With respect to the correspondence address for
applications filed on or after September 16, 2012,
37 CFR 1.33(f) provides that where application
papers from a prior application are used in a
continuing application and the correspondence
address was changed during the prosecution of the
prior application, an application data sheet or
separate paper identifying the correspondence
address to be used for the continuing application
must be submitted. Otherwise, the Office may not
recognize the change of correspondence address
effected during the prosecution of the prior
application.

For applications filed prior to September 16, 2012,
pre-AlA 37 CFR 1.63(d)(4) providesthat where the
power of attorney or correspondence address was
changed during the prosecution of the prior
application, the change in power of attorney or
correspondence address must be identified in the
continuation or divisional application. Otherwise,
the Office may not recognize in the continuation or
divisional application the change of power of
attorney or correspondence address which occurred
during the prosecution of the prior application.

VIIl. SMALL ENTITY OR MICRO ENTITY
STATUS

If small entity status has been established in aparent
application and is still proper and desired in a
continuation, continuation-in-part, or divisional
application filed under 37 CFR 1.53(b), a new
assertion as to the continued entitlement to small
entity status under 37 CFR 1.27 is required. See
MPEP & 509.03.

Therefiling of an application under 37 CFR 1.53 as
a continuation, divisional, or continuation-in-part
application (including a continued prosecution
application under 37 CFR 1.53(d) (design
applications only)), requires a new certification of
entitlement to micro entity status in the continuing
application. See 37 CFR 1.29(¢€) and M PEP § 509.04.

IX. COPIESOF AFFIDAVITS

Affidavits or declarations, such as those submitted
under 37 CFR 1.130, 1.131 and 1.132 filed during
the prosecution of the prior nonprovisional
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application do not automatically become a part of a
continuation or divisional application filed under 37
CFR 1.53(b). Whereitisdesired torely on an earlier
filed affidavit or declaration, the applicant should
make such remarks of record in the 37 CFR 1.53(b)
application and include a copy of the origina
affidavit or declaration filed in the prior
nonprovisional application.

Useform paragraph 2.03 for instructionsto applicant
concerning affidavitsor declarationsfiledin theprior
application.

1 2.03 Affidavitsor Declarationsin Prior Application

Applicant refers to an affidavit or declaration filed in the prior
application. Affidavits or declarations, such as those submitted
under 37 CFR 1.130, 1.131 and 1.132, filed during the
prosecution of the prior application do not automatically become
a part of this application. Where it is desired to rely on an
earlier-filed affidavit or declaration, the applicant should make
the remarks of record in this application and include a copy of
theoriginal affidavit or declaration filed in the prior application.

Examiner Note:

Thisform paragraph isto be used in applications filed under 37
CFR 1.53(b). Do not use this form paragraph in applications
filed under 37 CFR 1.53(d) since affidavits and/or declarations,
such as those submitted under 37 CFR 1.130, 1.131 and 1.132
filed during the prosecution of the parent nonprovisional
application automatically become a part of the 37 CFR 1.53(d)
application.

X. EXTENSIONSOF TIME

If an extension of time is necessary to establish
continuity between the prior application and the
continuing application filed under 37 CFR 1.53(b),
the petition for an extension of time must be filed
as a separate paper directed to the prior
nonprovisional application. Under 37 CFR
1.136(a)(3), an authorization to charge all required
fees, fees under 37 CFR 1.17, or al required
extension of time fees will be treated as a
constructive petition for an extension of timein any
concurrent or future reply requiring apetition for an
extension of time for its timely submission. A
continuing application filed under 37 CFR 1.53(b)
is a new application which is assigned a new
application number and filing date and is mai ntained
separately from thefile of the prior application. The
filing of a continuing application is not a paper
directed to, or placed in, the file of the prior
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application and is not a “reply” to the last Office
action in the prior application. Thus, a petition for
an extension of time and the fee set forth in 37 CFR
1.17 are required to be filed as a separate paper in
the prior application. Any petition for an extension
of time directed to the prior application must be
accompanied by its own certificate of mailing under
37 CFR 1.8 (if mailed by first class mail) or under

37 CFR 1.10 (if mailed by Priority Mail Express®),
if the benefits of those rules are desired.

X1. ABANDONMENT OF THE PRIOR
NONPROVISIONAL APPLICATION

Under 37 CFR 1.53(b) practice, the prior
nonprovisional application is not automatically
abandoned upon filing of the continuing application.
If the prior nonprovisiona application is to be
expressly abandoned, such a paper must be signed
in accordance with 37 CFR 1.138. A registered
patent practitioner not of record acting in a
representative capacity under 37 CFR 1.34 may also
expressly abandon aprior nonprovisional application
as of the filing date granted to a continuing
application when filing such a continuing
application.

If the prior nonprovisional application which is to
be expressly abandoned has a notice of alowance
issued therein, the prior nonprovisional application
can become abandoned by the nonpayment of the
issue fee. However, once an issue fee has been paid
in the prior application, even if the payment occurs
following thefiling of acontinuing application under
37 CFR 1.53(b), a petition to withdraw the prior
nonprovisional application from issue must befiled
before the prior nonprovisiona application can be
abandoned (37 CFR 1.313). See MPEP § 711.01.

If the prior nonprovisional application which is to
be expressly abandoned is before the Patent Trial
and Appeal Board (Board), a separate notice should
be forwarded by the appellant to the Board, giving
them notice thereof.

After a decision by the Court of Appeals for the
Federal Circuit (CAFC) inwhich thergjection of all
claims is affirmed, the proceeding is terminated
when the mandate is issued by the Court.
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XII. EXAMINATION

The practice relating to making first action rejections
final also applies to continuation and divisional
applicationsfiled under 37 CFR 1.53(b). See MPEP

§ 706.07(b).

Any preliminary amendment that is present on the
filing date of an application filed under 37 CFR
1.53(b) is pat of the origina disclosure.
Amendments must be filed in compliance with the
requirementsof 37 CFR 1.121 (e.g., theamendment
must include a complete claim listing whenever a
claim is added, canceled, or amended). See MPEP
§ 714. The Office may require a substitute
specification for preliminary amendments. See
MPEP § 714.01(¢e). Applications should be classified
and assigned to the proper Technology Center (TC)
by taking into consideration the claims that will be
before the examiner upon entry of such apreliminary
amendment. Where acopy of the oath or declaration
from a prior application was filed in a continuation
or divisional application, if the examiner determines
that new matter is present relative to the prior
application, the examiner should so notify the
applicant in the next Office action (preferably the
first Office action). The examiner should require
applicant to delete the benefit claim or redesignate
the application as a continuation-in-part. See
subsection I11., above and MPEP § 211. See MPEP
§ 608.04(b) when new matter is contained in a
preliminary amendment. If the filing date of the
continuing application is on or after September 16,
2012, theinventor’s oath or declaration must comply
with the requirements of 35 U.S.C. 115 as revised
effective September 16, 2012, even though the
continuing application may claim the benefit of an
application filed before September 16, 2012.
Specifically, theinventor’s oath or declaration in the
continuing application filed on or after September
16, 2012, must state that the inventor (1) is an
origina inventor of the claimed invention; and (2)
authorized thefiling of the patent application for the
claimed invention. Theinventor’s oath or declaration
also must contain an acknowledgement that any
willful false statement made in such declaration is
punishable under section 1001 of U.S. Codetitle 18
by fine or imprisonment of not more than 5 years,
or both.
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If the examiner finds that pages of the specification
or drawings figures described in the specification
are missing and the application is a continuation or
divisional application filed prior to September 21,
2004 under 37 CFR 1.53(b) using acopy of the oath
or declaration filed in the prior application under
pre-AlA 37 CFER 1.63(d), the examiner must check
to determine whether the continuation or divisional
application, asoriginaly filed, includes a statement
incorporating by reference the prior application(s).
For applications filed prior to September 21, 2004,
the statement could appear in the application
transmittal letter (or the specification, rather than
only in the specification). The inclusion of this
incorporation by reference of the prior application(s)
was necessary in these applications to permit
applicant to amend the continuation or divisiona
application to include subject matter in the prior
application(s) without the need for a petition. See
also the subsection above regarding “Incorporation
by Reference” If the continuation or divisiona
application filed prior to September 21, 2004 under
37 CFR 1.53(b) does not include the incorporation
by reference statement in the application papers (in
the specification or in the transmittal letter) as
originaly filed and applicant has not been informed
of the omitted items, the application should be
returned to OPAP for mailing of a “Notice of
Omitted Item(s).” For applications filed on or after
September 21, 2004, see 37 CFR 1.57(b) and M PEP
§217.

201.06(d) 37 CFR 1.53(d) Continued
Prosecution Application (CPA) Practice
[R-07.2015]

37 CFR 1.53 Application number, filing date, and completion
of application.

*kkk*k

(d) Application filing requirements - Continued prosecution
(nonprovisional) application.

(1) A continuation or divisional application (but not a
continuation-in-part) of aprior nonprovisional application may
be filed as a continued prosecution application under this
paragraph, provided that:

(i) The application isfor adesign patent;

(i) Theprior nonprovisiona applicationisadesign
application, but not an international design application, that is
complete as defined by § 1.51(b), except for the inventor’s oath
or declaration if the application isfiled on or after September
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16, 2012, and the prior nonprovisional application contains an
application data sheet meeting the conditions specified in §

1.53(f)(3)(i); and

(iif) The application under this paragraph is filed
before the earliest of:

(A) Payment of theissue fee on the prior
application, unless a petition under § 1.313(c) is granted in the
prior application;

(B) Abandonment of the prior application; or

(C) Termination of proceedings on the prior
application.

(2) Thefiling date of a continued prosecution
application is the date on which a request on a separate paper
for an application under this paragraph isfiled. An application
filed under this paragraph:

(i) Must identify the prior application;

(ii) Discloses and claims only subject matter
disclosed in the prior application;

(iii) Namesasinventorsthe sameinventors named
in the prior application on the date the application under this
paragraph was filed, except as provided in paragraph (d)(4) of
this section;

(iv) Includesthe request for an application under
this paragraph, will utilize the file jacket and contents of the
prior application, including the specification, drawings and the
inventor's oath or declaration from the prior application, to
constitute the new application, and will be assigned the
application number of the prior application for identification
purposes; and

(v) Isarequest to expressly abandon the prior
application as of thefiling date of the request for an application
under this paragraph.

(3) Thefiling fee, search fee, and examination fee for
a continued prosecution application filed under this paragraph
arethe basic filing fee as set forth in § 1.16(b), the search fee
as set forth in 8 1.16(1), and the examination fee as set forth in

§ 1.16(p).

(4) An application filed under this paragraph may be
filed by fewer than al the inventors named in the prior
application, provided that the request for an application under
this paragraph when filed is accompanied by a statement
reguesting deletion of the name or names of the person or
persons who are not inventors of the invention being claimed
in the new application. No person may be named as an inventor
in an application filed under this paragraph who was not named
asan inventor in the prior application on the date the application
under this paragraph was filed, except by way of correction of
inventorship under § 1.48.

(5) Any new change must be made in the form of an
amendment to the prior application as it existed prior to the
filing of an application under this paragraph. No amendment in
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have been new matter in the prior application. Any new
specification filed with the request for an application under this
paragraph will not be considered part of the original application
papers, but will be treated as a substitute specification in
accordance with § 1.125.

(6) Thefiling of acontinued prosecution application
under this paragraph will be construed to include awaiver of
confidentiality by the applicant under 35 U.S.C. 122 to the extent
that any member of the public, who is entitled under the
provisions of § 1.14 to access to, copies of, or information
concerning either the prior application or any continuing
application filed under the provisions of this paragraph, may be
given similar access to, copies of, or similar information
concerning the other application or applicationsin thefilejacket.

(7) A request for an application under this paragraph
is the specific reference required by 35 U.S.C. 120 to every
application assigned the application number identified in such
request. No amendment in an application under this paragraph
may delete this specific reference to any prior application.

(8) In addition to identifying the application number
of the prior application, applicant should furnish in the request
for an application under this paragraph the following information
relating to the prior application to the best of hisor her ability:

(i) Title of invention;
(ii) Name of applicant(s); and
(iii) Correspondence address.

(9) See §1.103(b) for requesting alimited suspension
of action in an application filed under this paragraph.

37 CFR 1.53 (pre-Al A) Application number, filing date, and

completion of application.
*kkkk

(d) Applicationfiling requirements- Continued prosecution
(nonprovisional) application.

(1) A continuation or divisional application (but not a
continuation-in-part) of aprior nonprovisional application may
be filed as a continued prosecution application under this
paragraph, provided that:

(i) The application isfor adesign patent:

(i) Theprior nonprovisiona applicationisadesign
application that is complete as defined by § 1.51(b); and

(iii) The application under this paragraph isfiled
before the earliest of:

(A) Payment of theissue fee on the prior
application, unless a petition under § 1.313(c) is granted in the
prior application;

(B) Abandonment of the prior application; or
(C) Termination of proceedings on the prior

. . . X application.
an application under this paragraph (a continued prosecution
application) may introduce new matter or matter that would
Rev. 07.2015, October 2015 200-28
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(2) Thefiling date of a continued prosecution
application is the date on which arequest on a separate paper
for an application under this paragraph isfiled. An application
filed under this paragraph:

(i) Must identify the prior application;

(ii) Discloses and claims only subject matter
disclosed in the prior application;

(iif) Names asinventorsthe sameinventors named
in the prior application on the date the application under this
paragraph was filed, except as provided in paragraph (d)(4) of
this section;

(iv) Includes the request for an application under
this paragraph, will utilize the file jacket and contents of the
prior application, including the specification, drawings and oath
or declaration from the prior application, to constitute the new
application, and will be assigned the application number of the
prior application for identification purposes; and

(v) Isarequest to expressly abandon the prior
application as of the filing date of the request for an application
under this paragraph.

(3) Thefiling fee, search fee, and examination fee for
a continued prosecution application filed under this paragraph
arethe basic filing fee as set forth in § 1.16(b), the search fee
as set forthin 8§ 1.16(1), and the examination fee as set forth in

§ 1.16(p).

(4) An application filed under this paragraph may be
filed by fewer than al the inventors named in the prior
application, provided that the request for an application under
this paragraph when filed is accompanied by a statement
requesting deletion of the name or names of the person or
persons who are not inventors of the invention being claimed
in the new application. No person may be named as an inventor
in an application filed under this paragraph who was not named
asan inventor in the prior application on the date the application
under this paragraph was filed, except by way of correction of
inventorship under § 1.48.

(5) Any new change must be made in the form of an
amendment to the prior application as it existed prior to the
filing of an application under this paragraph. No amendment in
an application under this paragraph (a continued prosecution
application) may introduce new matter or matter that would
have been new matter in the prior application. Any new
specification filed with the request for an application under this
paragraph will not be considered part of the original application
papers, but will be treated as a substitute specification in
accordance with § 1.125.

(6) Thefiling of a continued prosecution application
under this paragraph will be construed to include a waiver of
confidentiality by the applicant under 35 U.S.C. 122 to the extent
that any member of the public, who is entitled under the
provisions of 8§ 1.14 to access to, copies of, or information
concerning either the prior application or any continuing
application filed under the provisions of this paragraph, may be
given similar access to, copies of, or similar information
concerning the other application or applicationsin thefilejacket.
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(7) A request for an application under this paragraph
is the specific reference required by 35 U.S.C. 120 to every
application assigned the application number identified in such
request. No amendment in an application under this paragraph
may del ete this specific reference to any prior application.

(8) In addition to identifying the application number
of the prior application, applicant should furnish in the request
for an application under this paragraph the following information
relating to the prior application to the best of his or her ability:

(i) Title of invention;
(ii) Name of applicant(s); and
(iii) Correspondence address.
(9) See §1.103(b) for requesting alimited suspension
of action in an application filed under this paragraph.

*kkk*k

I. CPA PRACTICE HASBEEN ELIMINATED AS
TOUTILITY AND PLANT APPLICATIONS

Effective July 14, 2003, continued prosecution
application (CPA) practice has been eliminated as
to utility and plant applications. Applicantswho wish
to continue examination of the same claimed
invention after the prosecution of a utility or plant
application is closed should consider filing arequest
for continued examination (RCE) under 37 CFR
1.114. For more information on RCE practice, see
MPEP § 706.07(h). Applicants who wish to file a
continuation, divisional, or continuation-in-part
application should file an application under 37 CFR
1.53(b). See MPEP § 201.06(c). CPAsfiled prior to
July 14, 2003, will continue to be processed and
examined under the procedures set forth in prior 37
CFR 1.53(d). Any request for aCPA filed on or after
July 14, 2003, in a utility or plant application is
improper, regardless of the filing date of the utility
or plant application in which the CPA isfiled.

The Office will not convert an improper CPA into
an application under 37 CFR 1.53(b) unless the
applicant shows that there are extenuating
circumstances that warrant the burdensome process
of such conversion.

If an examiner discovers that an improper or
incomplete CPA hasbeen processed asaproper CPA
in error, the examiner should immediately notify a
supervisory applications examiner (SAE) or other
technical support staff within the Technology Center
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(TC) who will reprocess the CPA and correct the
application records as appropriate.

A. Applications Filed on or After June 8, 1995

If autility or plant application has a filing date on
or after June 8, 1995, an improper CPA filed on or
after July 14, 2003 will be treated as a request for
continued examination (RCE) under 37 CFR 1.114.
See MPEP § 706.07(h) and form paragraph 7.42.15.
If the improper CPA does not satisfy the
requirementsof 37 CFR 1.114 (e.g., therequest lacks
asubmission or thefeeunder 37 CFR 1.17(e), or the
prosecution of the application is not closed), the
Office will treat the improper CPA as an improper
RCE, and thetime period set in the last Office action
(or natice) will continueto run. The Officewill send
the applicant a Notice of Improper Request for
Continued Examination (RCE), PTO-2051. If the
time period for reply to the last Office action (or
notice) has expired, the application is abandoned
and the applicant must file a petition under 37 CFR
1.137 and the required petition fee to revive the
abandoned application. Unless prosecution in the
application was not closed, the petition must be
accompanied by asubmission asdefined by 37 CFR

MANUAL OF PATENT EXAMINING PROCEDURE

distinct from and independent of the invention
previousdy claimed will be withdrawn from
cons deration. Applicants should be notified by using
form paragraph 8.04 or 8.26.

B. Applications Filed Before June 8, 1995

If autility or plant application hasafiling date before
June 8, 1995, the Office cannot treat an improper
CPA filed on or after July 14, 2003 as an RCE
because RCE practice does not apply to applications
filed before June 8, 1995. The Office will notify the
applicant of the improper CPA by mailing a Notice
of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8, 1995,
PTO-2011 (Rev. 7/03 or later). The time period for
reply set in the last Office action (or notice) will
continue to run. Applicant may file a continuing
application under 37 CFR 1.53(b). If the time period
for reply has expired, the application is abandoned.
If the application in which theimproper CPA isfiled
isabandoned when acontinuing applicationisfiled,
applicant would need to file apetition under 37 CFR
1.137 to revive the prior application to establish
copendency with the continuing application under
37 CFR 1.53(b).

1.114(c) and the fee set forth in 37 CFR 1.17(e),
unless previoudly filed. If the last Office actionisa
notice of alowance, the issue fee must also be paid
at the time of filing the petition to revive. If
prosecution in the application was not closed, the
petition must be accompanied by a reply to the
non-final Office action.

Applicants cannot, as a matter of right, obtain
continued examination on clams that are
independent and distinct from the invention
previously claimed (i.e., applicants cannot switch
inventionswhen filing an RCE). See 37 CFR 1.145.
Therefore, if applicantsfilearequest for adivisional
CPA on or after July 14, 2003 and the request
satisfies all the requirementsin 37 CFR 1.114 (e.g.,
the request is accompanied by the fee as set forthin
37 CFR 1.17(e) and a submission), the Office will
treat the improper divisional CPA as a proper RCE.
However, any amendment canceling all claimsdrawn
to the elected invention and presenting only claims
drawn to the nonelected invention will be treated as
nonresponsive. See MPEP_§ 821.03. Any newly
submitted claims that are directed to an invention
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Il. FILING AND INITIAL PROCESSING OF CPAs
FOR DESIGN APPLICATIONS

A. In General

In addition to the provisions of 37 CFR 1.53(b), a
continuation or divisona (but not a
continuation-in-part) application may befiled under
37 CFR 1.53(d) if the prior application is a design
application, but not an international design
application, that is complete as defined by 37 CFR
1.51(b), except for theinventor’s oath or declaration
if the CPA isfiled on or after September 16, 2012,
and the prior nonprovisional application containsan
application data sheet meeting the conditions
specifiedin 37 CFR 1.53(f)(3)(i) (i.e., an application
data sheet indicating the name, residence, and
mailing address of each inventor). A continuation
or divisional application filed under 37 CFR 1.53(d)
is called a*“ Continued Prosecution Application” or
“CPA” A CPA has a number of advantages
compared to acontinuation or divisional application
filed under 37 CFR 1.53(b). For example, the papers
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required to befiled inthe U.S. Patent and Trademark
Officein order to secure afiling date under 37 CFR

§ 201.06(d)

of the prior application. Thus, such a petition under
37 CFR 1.182 should be filed expeditiously since

1.53(d) are minimal compared to 37 CFR 1.53(b).
In addition, the Office will not normally issue anew

filing receipt for a CPA. See 37 CFR 1.54(b). The
time delay between thefiling date and thefirst Office
action should be less for a CPA than for an
application filed under 37 CFR 1.53(b). For
examination priority purposes only, the USPTO will
treat continuation CPAs asif they were “amended”
applications (as of the CPA filing date) and not as
“new” applications. This trestment is limited to
CPAs in which the prior application has an Office
action issued by the examiner. If no Office action
has been issued in the prior application, the CPA
will be treated, for examination purposes, like a
“new” application unless a petition to make special
under 37 CFR 1.102 or a request for expedited
examination under 37 CFR 1.155isfiled inthe CPA.
As*"“amended” applications generally have ashorter
time frame for being acted on by examiners than
“new” applications, the treatment of a CPA as an
“amended” application will result in a first Office
action being mailed in the CPA much sooner than
if it had been filed as a continuation application
under 37 CFR 1.53(b) (or under former 37 CFR 1.60
or 1.62). Therefore, applicants are strongly
encouraged to file any preliminary amendment in a
CPA at thetimethe CPA isfiled. See 37 CFR 1.115
and MPEP § 714.03(a).

A request for a CPA expressly abandons the prior
application as of thefiling date of the request for the
CPA. See 37 CFR 1.53(d)(2)(v). Therefore, where
the prior application is not to be abandoned, any
continuation or divisional application must be filed
under 37 CFR 1.53(b). If applicant wantsthe USPTO
to disregard a previoudly filed request for a CPA
filed in a design application (and not recognize its
inherent request to expressly abandon the prior
application) and to treat the paper asthefiling of an
application under 37 CFR 1.53(b), the applicant must
file a petition under 37 CFR 1.182. A reguest to
expressly abandon an application is not effective
until the abandonment is acknowledged, including
the express abandonment of the prior application of
a CPA that occurs by operation of 37 CFR
1.53(d)(2)(v). The express abandonment of the prior
application is acknowledged and becomes effective
upon processing and entry of the CPA into the file
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the petition will not be granted once the request for
a CPA has been entered into the prior application
(and the inherent request to expressly abandon the
prior application has been acknowledged). If the
request for a CPA has been entered into the prior
application by the time the petition under 37 CFR
1.182 and the application file are before the deciding
official for a decision on the petition, the petition
will be denied. It is noted, however, that if the
applicant intended to file a second application (either
a continuation or a divisional) without abandoning
the prior application, applicant can still achieve that
result without loss of the benefit of the origina filing
date by: (A) continuing the prosecution of the
original application via the CPA; and (B) filing a
new continuation/divisional under 37 CFR 1.53(b)
claming benefit of the CPA and its parent
applications under 35 U.S.C. 120 during the
pendency of the CPA.

Since no new matter may be introduced in a CPA,
the procedure set forth in 37 CFR 1.53(d) is not
availablefor filing acontinuation-in-part application.
All continuation-in-part applications must be filed
under 37 CFR 1.53(b) and a newly executed oath or
declaration isrequired.

Under the CPA procedure, the continuation or
divisional application will utilize the file wrapper
and contents of the prior nonprovisional application,
including the specification, drawings and oath or
declaration from the prior nonprovisiona
application, and will be assigned the same
application number as the prior nonprovisiona
application. Any changes to the continuation or
divisional application desired when filing the CPA
must be made in the form of an amendment to the
prior application asit existed prior to filing the CPA,
see 37 CFR 1.53(d)(5). Any new specification filed
with the CPA request will not be considered part of
the original application papers, but will be treated
as a substitute specification in accordance with 37
CFR 1.125. However, the applicant must comply
with the requirements of 37 CFR 1.125(b) before
the substitute specification will be entered into the
CPA. Since 37 _CFR 1.125(b) requires that a
substitute specification be accompanied by, inter
dia, a statement that the substitute specification
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includes no new matter, any substitute specification
containing new matter will be denied entry by the
examiner. Any preliminary amendment to thewritten
description and claims, other than a substitute
specification, filed with a CPA request will
ordinarily be entered. Any new matter which is
entered, however, will be required to be canceled
pursuant to 35 U.S.C. 132 from the descriptive
portion of the specification. Further, any claim(s)
which relies upon such new matter for support will
be rejected under 35 U.S.C. 112(a). See MPEP §
2163.06. In the event that a substitute specification
or preliminary amendment containing new matter
was filed with a request for a CPA, applicant may
file a petition under 37 CFR 1.182 requesting that
the substitute specification or preliminary
amendment be removed from the CPA application
file, and be accorded the status as a separate
application by being placed in a new file wrapper
and assigned a new application number, with the
new application being accorded a filing date as of
the date the request for a CPA and substitute
specification/preliminary amendment werefiled. Of
course, arequest for a CPA is not improper simply
because the request is accompanied by a substitute
specification or preliminary amendment containing
new matter. Thus, an applicant will not be entitled
to arefund of thefiling fee paid in a proper CPA as
aresult of the granting of a petition under 37 CFR
1.182 requesting that the substitute specification or
preliminary amendment be removed from the CPA
application file.

A CPA may be based on aprior CPA so long as the
prior CPA iscomplete under 37 CFR 1.51(b) (except
for theinventor’s oath or declaration if the prior CPA
contained an application data sheet indicating the
name, residence, and mailing address of each
inventor) and is a design application. There is no
other limit to the number of CPAs that may be filed
inachain of continuing applications. However, only
one CPA may be pending at one time based on the
same prior nonprovisional application.

Under 37 CFR 1.53(d), the specification, claims,
and drawings, and any amendments entered in the
prior nonprovisional application areusedin the CPA.
A new basic filing fee, search fee, and examination
fee are required in accordance with 35 U.S.C. 41
and 37 CFR 1.16. No search and examination fees
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are required for a CPA filed before December 8,
2004. The only other statutory requirement under
35 U.S.C. 111(a) is a signed oath or declaration.
Since a CPA cannot contain new matter, the oath or
declaration filed in the prior nonprovisional
application would supply all theinformation required
under the statute and rules to have a complete
application and to obtain afiling date. Accordingly,
the previoudly filed oath or declaration (if any) will
be considered to be the oath or declaration of the
CPA. However, for continuing applications
(including CPAS) filed on or after September 16,
2012, the oath or declaration must comply with the
requirements of 35 U.S.C. 115 as revised effective
September 16, 2012.

The original disclosure of a CPA isthe same asthe
origina disclosure of the parent non-continued
prosecution application and amendments entered in
the parent application(s). However, any subject
matter added by amendment in the parent application
which is deemed to be new matter in the parent
application will also be considered new matter in
the CPA. No amendment filed in a CPA, even if
filed on thefiling date of the CPA, may include new
matter.

If application papers for a design application arein
any way designated as a CPA filing under 37 CFR
1.53(d) (e.g., contain areferenceto 37 CFR 1.53(d),
CPA, or continued prosecution application), the
application papers will be treated by the Office asa
CPA filed under 37 CFR 1.53(d), even if the
application papers also contain other inconsistent
designations (e.g., if the papers are also designated
as an application filed under 37 CFR 1.53(b) or
include areferenceto a* continuation-in-part CPA”).
If application papersfor autility or plant application
arein any way designated as a CPA filing under 37
CFR 1.53(d), the application papers will be treated
asarequest for continued examination (RCE) under
37 CFR 1.114. See subsection 1., above.

B. Conditionsfor Filinga CPA

A continuation or divisional application may befiled
under 37 CFR 1.53(d), if the prior nonprovisional
application is a design application, but not an
international design application, that is complete as
defined by 37 CFR 1.51(b). The term “prior
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nonprovisional application” in 37 CFR 1.53(d)(1)
means the nonprovisional application immediately
prior to the CPA. A complete application as defined
by 37 CFR 1.51(b) must contain, inter aia, the
appropriatefiling fee (including the basic filing fee,
search fee, and examination fee) and a signed oath
or declaration under 37 CFR 1.63(d). If the CPA is
filed on or after September 16, 2012, the inventor’'s
oath or declaration is not required to have been filed
in the prior application if the prior application
contains an application data sheet indicating the
name, residence, and mailing address of each
inventor. Theinventor’s oath or declaration must be
submitted no later than payment of the issue fee.

In addition, a continuation or divisional application
filed under 37 CFR 1.53(d) must be filed before the
earliest of: (A) payment of theissuefee on the prior
application, unless apetition under 37 CFR 1.313(c)
isgranted in the prior application; (B) abandonment
of the prior application; or (C) termination of
proceedings on the prior application.

Note that request for continued examination (RCE)
practice under 37 CFR 1.114 is not available in
design applications. Any improper RCE filed in a
design application will not be treated as a CPA. An
improper RCE filed in adesign application will not
toll the running of any time period for reply.

C. Initial Processing

A CPA request will beinitially processed by the TC
assigned the prior application. The TC will verify
that (A) the prior application isadesign application,
but not an international design application, (B) the
correct application number of the prior
nonprovisional application is identified in the
reguest, (C) the request is properly signed, (D) the
prior nonprovisional application was pending on,
and that the issue fee has not been paid in the prior
nonprovisiona application on or prior to, the filing
date of the CPA request, (E) the prior nonprovisional
application was complete under 37 CFR 1.51(b)
(e.g., thefiling fee has been paid and a signed oath
or declaration under 37 CFR 1.63 has been filed in
the prior application), except for the inventor’s oath
or declaration if the CPA is filed on or after
September 16, 2012, and the prior application
contains an application data sheet indicating the
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name, residence, and mailing address of each
inventor, and (F) the proper filing fee has been paid
inthe CPA. If one or more other conditionsfor filing
a CPA have not been satisfied or the proper basic
filing fee, search fee, and examination fee have not
been paid, the applicant will be so notified and no
examination will be madeinthe CPA until thefiling
error has been corrected or the proper fees have been
submitted. See 37 CFR 1.53(h). If an examiner
discovers that an improper or incomplete CPA has
been processed as a proper CPA in error, the
examiner should immediately notify a supervisory
applications examiner (SAE) or other technical
support staff within the TC who will reprocess the
CPA and correct the application records.

D. Incorrect Patent Application Number Identified

A request for a CPA must identify the prior
nonprovisional application (37 CFR 1.53(d)(2)(i))
by application number (series code and serid
number) or by serial number and filing date. Where
a paper requesting a CPA is filed which does not
properly identify the prior nonprovisional application
number, the TC should attempt to identify the proper
application number by referenceto other identifying
information provided in the CPA papers, e.g., name
of theinventor, filing date, title of theinvention, and
attorney’s docket number of the prior application.
If the TC isunableto identify the application number
of the prior application and the party submitting the
CPA papers is a registered practitioner, the
practitioner may be requested by tel ephoneto supply
a letter signed by the practitioner providing the
correct application number. If all attempts to obtain
the correct application number are unsuccessful, the
paper requesting the CPA should be returned by the
TCto the sender where areturn addressis available.
The returned CPA request must be accompanied by
a cover letter which will indicate to the sender that
if the returned CPA request is resubmitted to the
U.S. Patent and Trademark Office with the correct
application number within two weeks of the mail
date on the cover letter, the original date of receipt
of the CPA request will be considered by the U.S.
Patent and Trademark Office as the date of receipt
of the CPA reguest. See 37 CFR 1.5(a). A copy of
the returned CPA request and a copy of the
date-stamped cover letter should be retained by the
TC. Applicants may use either the Certificate of
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Mailing or Transmission procedure under 37 CFR

1.8 or the Priority Mail Expr%s® procedure under

37 CFR 1.10 for resubmissions of returned CPA
requestsif they desire to have the benefit of the date
of deposit in the United States Postal Service. If the
returned CPA request is not resubmitted within the
two-week period with the correct application
number, the TC should cancel the origina “Office
Date’ stamp on the CPA request and re-stamp the
returned CPA request with the date of receipt of the
resubmission or with the date of deposit as Priority

Mail Exprees® with the United States Postal Service,

if the CPA request is resubmitted under 37 CFR
1.10. Where the CPA request is resubmitted later
than two weeks after the return mailing by the U.S.
Patent and Trademark Office, the later date of receipt

or date of deposit as Priority Mail Exprees® of the

resubmission will be considered to be thefiling date
of the CPA request. Thetwo-week period to resubmit
the returned CPA request is not extendible. See 37

CFR 1.5(a).

In addition to identifying the application number of
the prior application, applicant is urged to furnish
in the request for a CPA the following information
relating to the prior application to the best of his or
her ability: (A) title of invention; (B) name of
applicant(s); and (C) correspondence address. See
37 CFR 1.53(d)(8).

E. Signature Requirement

A CPA is arequest to expressly abandon the prior
application (37 CFR 1.53(d)(2)(v)) and, therefore,
must be properly signed. For a listing of the
individuals who may properly sign a CPA request,
see 37 CFR 1.33(b). A CPA request filed on or after
September 16, 2012, must be signed by:

(1) A patent practitioner of record appointed in
compliance with 37 CFR 1.32(b);

(2) A patent practitioner not of record who acts
in arepresentative capacity under the provisions of
37 CFR 1.34; or

(3) Theapplicant (37 CFR 1.42). Unless
otherwise specified, all papers submitted on behalf
of ajuristic entity must be signed by a patent
practitioner.
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A CPA request filed prior to September 16, 2012,
must be signed by

(1) A patent practitioner of record appointed in
compliance with 37 CFR 1.32(b);

(2) A patent practitioner not of record who acts
in arepresentative capacity under the provisions of
37 CFR 1.34;

(3) An assignee as provided for under 37 CFR
3.71(b); or

(4) All of the applicants (37 CFR 1.41(b)) for
patent, unless there is an assignee of the entire
interest and such assignee has taken action in the
application in accordance with 37 CFR 3.71.

In ajoint application with no attorney or agent, al
applicants must sign the CPA request in order for
the CPA request to be considered properly signed.
An unsigned or improperly signed CPA request will
be placed in the file of the prior application, and is
entitled to an application filing date, but isineffective
to abandon the prior application. A CPA will NOT
be examined until the CPA request is properly
signed.

A request for a CPA may be signed by a registered
practitioner acting in arepresentative capacity under
37 CFR 1.34. However, correspondence concerning
the CPA will be sent by the Office to the
correspondence address as it appears in the prior
nonprovisional application until a new power of
atorney, or change of correspondence address signed
by an attorney or agent of record in the prior
application, isfiled in the CPA.

A request for a CPA filed prior to September 16,
2012 may also be signed by the assignee or assignees
of the entire interest. However, the request must be
accompanied by papers establishing the assignee's
ownership under pre-AlA 37 CFR 3.73(b), unless
such papers were filed in the prior application and
ownership has not changed.

F. Filing Date

The filing date of a CPA is the date on which a
request for a CPA on a separate paper for aCPA is
filed. A request for a CPA cannot be submitted as a
part of papersfiled for another purpose, see 37 CFR
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1.53(d)(2), (e.g., the filing of a request for a CPA
within an amendment after final for the prior
application is an improper request for a CPA).

A paper requesting a CPA may be filed via
EFS-Web. CPA requests are filed as follow-on
documents, and may only be filed by registered
efilers. See MPEP 8§ 502.05 for additional
information regarding filing correspondence via
EFS-Web. The date of receipt accorded to a CPA
request submitted via EFS-Web is the date the
complete request is received by the Office. See 37

CFR 1.6(a)(4).

A request for a CPA may also be sent to the U.S.
Patent and Trademark Office by mail (see MPEP §
501), facsimile transmission (see MPEP § 502.01)
or hand delivery to the USPTO Customer Service
Window in Alexandria, VA 22314. The date of
receipt accorded to a CPA request sent by facsimile
transmission is the date the compl ete transmission
is received by an Office facsimile unit, unless the
transmission is completed on a Saturday, Sunday,
or federal holiday within the District of Columbia.
Correspondence for which transmission was
completed on a Saturday, Sunday, or federal holiday
within the District of Columbia, will be accorded a
receipt date of the next succeeding day which isnot
a Saturday, Sunday, or federal holiday within the
District of Columbia. See 37 CFR 1.6(a)(3).

Applicants filing a CPA by facsimile transmission
may include a “Receipt for Facsimile Transmitted
CPA” (PTO/SB/29A) containing a mailing address
and identifying information (e.g., the prior
application number, filing date, title, first named
inventor) with the request for a CPA. The USPTO
will: (A) separate the “Receipt for Facsimile
Transmitted CPA” from the CPA request papers,
(B) date-stamp the “Receipt for Facsimile
Transmitted CPA”; (C) verify that the identifying
information provided by the applicant on the
“Receipt for Facsmile Transmitted CPA” isthe same
information provided on the accompanying request
for aCPA; and (D) mail the “Receipt for Facsimile
Transmitted CPA” to the mailing address provided
on the “Receipt for Facsimile Transmitted CPA.”
The “Receipt for Facsimile Transmitted CPA”
cannot be used to acknowledge receipt of any
paper(s) other than the request for aCPA. A returned
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“Receipt for Facsimile Transmitted CPA” may be
used as primafacie evidencethat arequest for aCPA
containing the identifying information provided on
the “Receipt for Facsimile Transmitted CPA” was
filed by facsimile transmission on the date stamped
thereon by the USPTO. As the USPTO will verify
only the identifying information contained on the
request for a CPA, and will not verify whether the
CPA was accompanied by other papers (e.g., a
preliminary amendment), the“ Receipt for Facsimile
Transmitted CPA” cannot be used as evidence that
papers other than a CPA were filed by facsimile
transmisson in the USPTO. Likewise,
applicant-created “receipts’ for acknowledgment of
facsimile transmitted papers (whether created for
the acknowledgment of a CPA or other papers)
cannot be used as evidence that papers were filed
by facsimileinthe USPTO. Applicants are cautioned
not to include information on a “Receipt for
Facsimile Transmitted CPA” that is intended for
retention in the application file, as the USPTO does
not plan on retaining a copy of such receiptsin the
file of the application.

If an applicant filing a CPA by facsimile does not
include an authorization to charge the basic filing
fee, search fee, and examination fee to a deposit
account or to a credit card using PTO-2038 (See
MPEP § 509), the application will be treated under
37 CFR 1.53(f) as having been filed without the
appropriate fees (as fees cannot otherwise be
transmitted by facsimile).

37 CFR 1.6(f) provides for the situation in which
the Office has no evidence of receipt of a CPA
transmitted to the Office by facsimile transmission.
37 CFR 1.6(f) requires that a showing thereunder
include, inter alia, acopy of the sending unit’sreport
confirming transmission of the application or
evidence that came into being after the complete
transmission of the application and within one
business day of the complete transmission of the
application.

The Certificate of Mailing Procedure under 37 CFR
1.8 doesnot apply tofiling arequest for aCPA, since
thefiling of such arequestisconsidered to beafiling
of national application papers for the purpose of
obtaining an application filing date (37 _CFR
1.8(a)(2)(i)(A)). Thus, if (A) the Office mailsafinal
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Office action on July 2, 1997 (Wednesday), with a
shortened statutory period of 3 monthsto reply and
(B) a petition for a three-month extension of time
(and the fee) and a CPA are received in the Office
on January 5, 1998 (Monday), accompanied by a
certificate of mailing under 37 CFR 1.8 dated
January 2, 1998 (Friday), then the prior application
was abandoned on January 3, 1998, and the CPA is
improper because the CPA was not filed before the
abandonment of the prior application. As a further
example, if (A) the Office mailsafinal Officeaction
on July 2, 1997 (Wednesday), with a shortened
statutory period of 3 months to reply and (B)
applicant submits a petition for a three-month
extension of time (and the fee) and a CPA request
via facsimile transmission accompanied by a
certificate of transmission under 37 CFR 1.8 at 9:00
PM Pacific Time on January 2, 1998 (Friday), but
the Office does not receive the complete transmission
until 12:01 AM Eastern Time on January 3, 1998
(Saturday), then the CPA is improper because the
CPA request was not filed until January 5, 1998, see
37 CFR 1.6(a)(3), which is after the abandonment
(midnight on Friday, January 2, 1998) of the prior
application.

G. Filing Fee

Thefiling fees for a CPA are the basic filing fee as
set forth in 37 CFR 1.16(b), the search fee as set
forthin 37 CFR 1.16(1), and the examination fee as
set forthin 37 CFR 1.16(p). See 37 CFER 1.53(d)(3).

A general authorization to charge fees to a deposit
account which was filed in the prior application
carries over from the prior nonprovisiona
application to a CPA. Thus, where a genera
authorization to charge feesto adeposit account was
filed in the prior application the Office should charge
the necessary filing fee of the CPA to the deposit
account.

Where a general authorization to charge fees to a
deposit account was filed in the prior application
and applicant desires to file a CPA without paying
the filing fee on the filing date of the application,
applicant may filethe CPA with specificinstructions
revoking the general authorization filed in the prior
application.

Rev. 07.2015, October 2015

MANUAL OF PATENT EXAMINING PROCEDURE

Where afiling date has been assigned to a CPA, but
the basic filing fee, search fee, and examination fee
areinsufficient or have been omitted, applicant will
be so notified by the Office and given a period of
time in which to file the missing fee(s) and to pay
the surcharge set forth in 37 CFR 1.16(f) in order to
prevent abandonment of the application. For CPAs
filed on or after December 8, 2004 but prior to July
1, 2005, which have been accorded a filing date
under 37 CFR 1.53(d), if the search and/or
examination fees are paid on a date later than the
filing date of the application, the surcharge under
37 CFR 1.16(f) is not required. For CPAs filed on
or after July 1, 2005, which have been accorded a
filing date under 37 CFR 1.53(d), if any of thebasic
filing fee, search fee, or examination fee are paid on
a date later than the filing date of the CPA, the
surcharge under 37 CFR 1.16(f) is required. For
CPAs filed on or after September 16, 2012, if the
prior application does not contain the inventor’s oath
or declaration, the surcharge under 37 CFR 1.16(f)
isrequired (unlesstheinventor’s oath or declaration
isbeing filed with the CPA). Thetime period usually
set is 2 months from the date of notification. This
time period is subject to the provisions of 37 CFR
1.136(a). A CPA will not be placed upon the files
for examination until all of its required parts,
including the basicfiling fee, search fee, examination
fee, and any necessary surcharge, are received. See
37 CFR 1.53(h). Thus, it would be inappropriate to
conduct an interview or to issue an action on the
merits in the CPA until the basic filing fee, search
fee, examination fee, and any necessary surcharge,
arereceived.

H. Small Entity or Micro Entity Status

Small entity status established in the parent
application does not automatically carry over to a
CPA. Status as a small entity must be specifically
established in every application in which the status
isavailableand desired. 37 CFR 1.27(c)(4) provides
that the refiling of an application as a continued
prosecution application under 37 CFR 1.53(d)
requires anew assertion of continued entitlement to
small entity status. Similarly, pursuant to 37 CFR
1.29(e), therefiling of an application under 37 CFR
153 as a continuation, divisonal, or
continuation-in-part  application (including a
continued prosecution application under 8 1.53(d))

200-36



TYPES, CROSS-NOTING, AND STATUS OF APPLICATION

requires a new certification of entitlement to micro
entity statusfor the continuing application. See also
MPEP § 509.04.

Because small entity status and micro entity status
do not automatically carry over from the prior
application to the CPA, unlessthe request for aCPA
specifically indicates that the filing fee is to be
charged in the small entity or micro entity amount,
or otherwise includes an assertion of entitlement to
small entity or micro entity status, the regular
undiscounted entity filing fee should be charged.

I. Extensionsof Time

If an extension of time is necessary to establish
continuity between the prior application and the
CPA, the petition for extension of time should be
filed as a separate paper directed to the prior
nonprovisional application. However, a CPA is not
improper simply because the request for a CPA is
combined in a single paper with a petition for
extension of time. The " separate paper” requirement
of 37 CFR 1.53(d)(2) is intended to preclude an
applicant from burying a request for a CPA in a
paper submitted primarily for another purpose, e.g.,
within an amendment after final for the prior
application.

While the filing of a CPA is not strictly a reply to
an Office action mailed in a prior application, a
regquest for a CPA is a paper directed to and placed
in the file of the prior application, and seeks to take
action in (i.e, expressy abandon) the prior
application. Thus, it will be considered a“reply” for
purposes of 37 CFR 1.136(a)(3). As a result, an
authorization in the prior application to charge all
required fees, feesunder 37 CFR 1.17, or al required
extension of time fees to a deposit account or to a
credit card (See MPEP § 509) will be treated as a
constructive petition for an extension of timein the
prior application for the purpose of establishing
continuity with the CPA. The correct extension fee
to be charged in the prior application would be the
extension fee necessary to establish continuity
between the prior application and the CPA on the
filing date of the CPA.

If an extension of time directed to the prior
application is filed as a separate paper, it must be
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accompanied by its own certificate of mailing under
37 CFR 1.8 (if mailed by first class mail) or under

37 CFR 1.10 (if mailed by Priority Mail Express®),
if the benefits of those rules are desired.

J. Notice of CPA Filing

Since a “Notice of Abandonment” is not mailed in
the prior application asaresult of thefiling of aCPA
nor is afiling receipt normally mailed for a CPA,
the examiner should advise the applicant that a
request for a CPA has been granted by including
form paragraph 2.30 in the first Office action of the
CPA.

1 2.30 CPA StatusAcceptable (for Design Applications)

Therequest filed on [1] for aContinued Prosecution Application
(CPA) under 37 CFR 1.53(d) based on parent Application No.
[2] is acceptable and a CPA has been established. An action on
the CPA follows.

Examiner Note:

1. Usethisform paragraph in thefirst Office action of aCPA
to advise the applicant that a request for a CPA is acceptable
and that a CPA has been established. This notice should be
given, since applicant is not notified of the abandonment of the
parent nor is afiling receipt normally sent for aCPA. If the
request for a CPA in autility or plant application is improper
and the CPA has been treated as an RCE, do not use this form
paragraph (use form paragraph 7.42.15 instead). See MPEP §
706.07(h).

2. Inbracket 1insert thefiling date of the request for a CPA.

3. Inbracket 2 insert the Application Number of the parent
application.

A “conditional” request for a CPA will not be
permitted. Any “conditional” request for a CPA
submitted as a separate paper with an amendment
after final in an application will be treated as an
unconditional request for a CPA of the application.
This will result (by operation of 37 CFR
1.53(d)(2)(v)) in the abandonment of the prior
application, and (if so instructed in the request for a
CPA) the amendment after final in the prior
application will be treated as a preliminary
amendment in the CPA. The examiner should advise
the applicant that a“conditional” request for a CPA
has been treated as an unconditional request for a
CPA and has been accepted by including form
paragraph 2.35 in the first Office action of the CPA.
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1 2.35 CPA StatusAcceptable - Conditional Request (for
Design Applications)

Receipt is acknowledged of the “conditional” request for a
Continued Prosecution Application (CPA) filed on [1] under 37
CFR 1.53(d) based on prior Application No. [2]. Any
“conditional” request for a CPA submitted as a separate paper
is treated as an unconditional request for a CPA. Accordingly,
the request for a CPA application is acceptable and a CPA has
been established. An action on the CPA follows.

Examiner Note:

1. Usethisform paragraphin the first Office action of aCPA
to advise the applicant that a“conditional” request for a CPA
istreated as an unconditional request and the CPA is acceptable
and that a CPA has been established. This notice should be
given, since applicant is not notified of the abandonment of the
parent nor is afiling receipt normally sent for aCPA. If the
request for aCPA in autility or plant application isimproper
and the CPA has been treated as an RCE, do not use this form
paragraph (use form paragraph 7.42.15 instead). See MPEP §
706.07(h).

2. Inbracket 1insert thefiling date of the request for a CPA.

3. Inbracket 2 insert the Application Number identified in
the CPA request.

Where the examiner recognizes that a paper filed in
the prior application contains a request for a CPA,
but the request is not in a separate paper, the
examiner should, if possible, contact applicant by
telephone to notify applicant that the request for a
CPA isineffective or notify the applicant in the next
Office action that the CPA request is ineffective by
using form paragraph 2.31.

1 2.31 CPA StatusNot Acceptable- Request Not on Separate
Paper (for Design Applications)

Receipt is acknowledged of the request for a Continued
Prosecution Application (CPA) filed on [1] under 37 CFR
1.53(d) based on Application No. [2]. However, because the
regquest was not submitted on a separate paper as required by
37 CFR 1.53(d)(2) , the request is not acceptable and no CPA
has been established.

Examiner Note:

1. Usethisform paragraph to inform applicant that a request
for a CPA in adesign application is not in compliance with 37
CFR 1.53(d)(2) and, therefore, no CPA has been established.

2. Inbracket 1 insert the filing date of the paper containing
the request for a CPA.

3. Inbracket 2 insert the Application Number identified in
the CPA request.
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K. Inventorship

The inventive entity set forth in the prior
nonprovisiona application automatically carriesover
into the CPA UNLESS the request for a CPA is
accompanied by or includes on filing a statement
requesting the deletion of the name or names of the
person or persons who are not inventors of the
invention being claimed in the CPA. 37 CFR

1.53(d)(4).

The statement requesting the deletion of the names
of the person or personswho are not inventorsin the
continuation or divisional application must be signed
by person(s) authorized pursuant to 37 CFR 1.33(b)
to sign an amendment in the continuation or
divisional application. For applications filed on or
after September 16, 2012, the statement must be
signed by:

(1) A patent practitioner of record appointed in
compliance with 37 CFR 1.32(b);

(2) A patent practitioner not of record who acts
in arepresentative capacity under the provisions of
37 CFR 1.34; or

(3) The applicant (37 CFR 1.42). Unless
otherwise specified, all papers submitted on behal f
of ajuristic entity must be signed by a patent
practitioner.

For applications filed prior to September 16, 2012,
the statement must be signed by:

(1) A patent practitioner of record appointed in
compliance with 37 CFR 1.32(b);

(2) A patent practitioner not of record who acts
in arepresentative capacity under the provisions of
37 CFR 1.34;

(3) An assignee as provided for under 37 CFR
3.71(b); or

(4) All of the applicants (37 CFR 1.41(b)) for
patent, unless there is an assignee of the entire
interest and such assignee has taken action in the
application in accordance with 37 CFR 3.71.

The examiner should acknowledge receipt of a
statement filed with a CPA requesting the deletion
of the name or names of the person or persons who
are not inventors of the invention being claimed in
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the CPA in the first Office action in the CPA by
using form paragraph 2.32.

1 2.32 Request To Delete a Named Inventor in CPA (for
Design Applications)

Receipt is acknowledged of the statement requesting that [1] be
deleted asanamed inventor which wasfiled with the Continued
Prosecution Application (CPA) on [2]. The inventorship has
been corrected as requested.

Examiner Note:

1. Usethisform paragraph where a Continued Prosecution
Application (CPA) isfiled accompanied by a statement
reguesting deletion of the name or names of the person or
persons who are not inventors of the invention being claimed
in the new application. Any request to delete a named inventor
in a CPA filed after the CPA isfiled must be accompanied by
arequest under 37 CFR 1.48.

2. Inbracket 1 insert the name or names of the inventor(s)
requested to be deleted.

3. Inbracket 2 insert the filing date of the CPA.

After thefirst Office action ismailed, the application
file should be sent to OPAP for revision of its
records to reflect the change of inventorship. Any
request by applicant for a corrected filing receipt to
show the change in inventorship should not be
submitted until after the examiner has acknowledged
the change in inventorship in an Office action.
Otherwise, the “corrected” filing receipt may not
show the change in inventorship.

The inventive entity of the CPA will be the same as
the inventive entity of the prior application even if
the CPA papersinclude atransmittal |etter or anew
oath or declaration naming an inventor not named
in the prior application. However, the new oath or
declaration will be placed in the application file.
Upon review of the application, the examiner will
notify the applicant in the first Office action using
form paragraph 2.33 that the inventive entity of the
prior application has been carried over into the CPA.
If the inventive entity set forth in the transmittal
|etter of the new oath or declaration is desired, then
arequest under 37 CFR 1.48 along with therequired
fee set forth in 37 CFR 1.17(i) must be filed. See
MPEP § 602.01(c)(1) for requests under 37 CFR
1.48 filed on or after September 16, 2012. For
requestsfiled before September 16, 2012, see MPEP
§ 602.01(c)(3). No new oath or declaration need be
filed with the later-filed request under 37 CFR 1.48
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if such was submitted on filing of the CPA. For
continuing applications filed on or after September
16, 2012, the oath or declaration must comply with
the requirements of 35 U.S.C. 115 as revised
effective September 16, 2012 even though the
application may claim the benefit of an application
filed before September 16, 2012. Specifically, the
inventor's oath or declaration in the continuing
application filed on or after September 16, 2012,
must state that the inventor (1) isan original inventor
of the claimed invention; and (2) authorized the
filing of the patent application for the claimed
invention. The inventor’'s oath or declaration also
must contain an acknowledgement that any willful
fase statement made in such declaration is
punishable under section 1001 of U.S. Codetitle 18
by fine or imprisonment of not more than 5 years,
or both. For the oath or declaration requirementsin
applications filed prior to September 16, 2012 see
MPEP § 602.01(b).

If arequest under 37 CFR 1.48 isnot filed, it should
be noted that the filing in a CPA of a transmittal
letter or a new oath or declaration containing an
inventor not named in the prior nonprovisiona
application may result in the claimsin the CPA being
rejected under pre-AlA 35 U.S.C. 102(f).

1 2.33 New Inventor Identified in CPA (for Design
Applications)

It is noted that [1] identified as a named inventor in the
Continued Prosecution Application (CPA) filed under 37 CFR
1.53(d) on[2], but no request under 37 CFR 1.48, asisrequired,
was filed to correct the inventorship. Any request to add an
inventor must be in the form of a request under 37 CFR 1.48.
Otherwise, the inventorship in the CPA shall be the same asin
the prior application.

Examiner Note:

1. Usethisform paragraph where arequest for a Continued
Prosecution Application (CPA) identifies one or moreinventors
who were not named asinventorsin the prior application on the
filing date of the CPA.

2. Inbracket 1 insert the name or names of the inventor(s)
requested to be added followed by either --was-- or --were--, as

appropriate.
3. Inbracket 2 insert the filing date of the CPA.
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I1l. EXAMINATION OF CPAs
A. Ben€fit of Earlier Filing Date

A request for a CPA isaspecific reference under 35
U.S.C. 120 to every application assigned the
application number identified in the request, and 37
CFR 1.78(d)(4) providesthat arequest for aCPA is
the specific reference under 35 U.S.C. 120 to the
prior application. That is, the CPA includes the
request for an application under 37 CFR 1.53(d) and
the recitation of the application number of the prior
application in such request isthe “ specific reference
totheearlier filed application” required by 35 U.S.C.
120. No further amendment to the specification of
the CPA nor a reference in the CPA's application
data sheet is required by 35 U.S.C. 120 or 37 CFR
1.78(d) to identify or reference the prior application,
as well as any other application assigned the
application number of the prior application (e.g., in
instances in which a CPA is the last in a chain of
CPAS).

Where an application claims a benefit under 35
U.S.C. 120 of achain of applications, the application
must make a reference to the first (earliest)
application and every intermediate application. See
Sampson v. Ampex Corp., 463 F.2d 1042, 1044-45,
174 USPQ 417, 418-19 (2d Cir. 1972); Sticker
Indus. Supply Corp. v. Blaw-Knox Co., 405 F.2d 90,
93, 160 USPQ 177, 179 (7th Cir. 1968); Hovlid v.
Asari, 305 F.2d 747, 751, 134 USPQ 162, 165 (9th
Cir. 1962). See also MPEP § 211 et seg. In addition,
every intermediate application must also make a
referenceto thefirst (earliest) application and every
application after thefirst application and before such
intermediate application.

In the situation in which there is a chain of CPAS,
each CPA in the chain will, by operation of 37 CFR
1.53(d)(7), contain the required specific reference
to itsimmediate prior application, as well as every
other application assigned the application number
identified in such request. Put smply, a specific
referenceto a CPA by application number and filing
date will constitute a specific reference to: (A) the
non-continued prosecution application originally
assigned such application number (the prior
application asto thefirst CPA in the chain); and (B)
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every CPA assigned the application number of such
non-continued prosecution application.

Where the non-continued prosecution application
originally assigned such application number itself
claims the benefit of a prior application or
applications under 120, 121, or 386(c), 37 CFR
1.78(d)(2) continues to require that the
non-continued prosecution application originally
assigned such application number contain areference
to any such prior application(s). As a CPA usesthe
application file of the prior application, a specific
reference in the prior application (as to the CPA)
will constitute a specific reference in the CPA, as
well as every CPA in the event that there isacha